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EXPLANATION  OF  NOTES. 


Tbe  Text  of  the  Opinion. 

Hie  text  of  the  opiiiion^of  the  ooort  is  taken  wholly  from  the  record,  and  not 
fiom  the  official  reporter.  The  reason  for  this  is  that  the  record  is  the  original 
source  finom  which  the  reporter  himself  obtains  his  matter ;  that  it  is  complete, 
no  cases  decided  by  the  court  being  omitted  therefrom  ;  that  on  application  to 
the  clerk  of  the  court  for  a  certified  copy  of  an  opinion,  it  is  the  copy  of  the 
opinion  as  it  appears  in  the  record,  and  not  as  printed  in  the  official  report  that 
he  furnishes. 


Prominent  among  the  adyantages  secured  by  printing  the  record,  is  the  fact 
that  the  statement  of  the  case,  involving  all  those  facts  which  the  court  consid- 
ers material  to  the  understanding  of  its  opinion  is  made  by  the  court  itself, 
strictly  in  view  of  its  decision,  concisely  and  judicially,  whereas  the  official  re- 
porters, Wallace  and  Otto,  have  omitted  whole  pages  of  the  statement  as  made 
by  the  court,  substituting  their  own,  or  have  so  amended  and  varied  the  court's 
statement  as  to  make  it  practically  a  new  one.  The  case  of  Union  Paper  Gol- 
lar  Go.  V,  Van  Deusen,  reported  in  volume  10,  p.  156,  is  a  notable  example,  on 
consulting  which  the  foot-notes  appended  will  be  found  to  point  out  the  varia- 
tion of  the  official  reporter  from  the  original  record. 


It  will  also  be  observed  that  this  practice  of  these  reporters  has  often  been  the 
cause  of  omitting  in  their  reports  the  introductory  part  of  the  opinion  as  given 
in  the  record,  supplying  it  fh>m  their  own  point  of  view  and  actually  beginning 
the  report  of  the  opinion  at  an  intermediate  point  of  the  record. 


The  text  in  this  work  has  been  prepared  from  printed  certified  copies  of  the 
record,  and  has  undei^ne  a  second  comparison  while  in  type  before  printing 
made  directly  with  the  original  record  in  the  Supreme  Oourt,  giving  an  assu- 
rance that  no  effort  has  been  spared  to  secure  accuracy. 


It  has  further  been  compared  with  the  officially  published  reports  and  the 


iv  EXPLANATION  OF  NOTES. 

diveigendes  of  the  latter  from  the  record  pointed  out  in  foot-notes  to  each  case 
where  they  oocor,  in  justification  of  the  coarse  pursued  by  the  editor,  and  for 
the  oouTenience  of  the  profession. 


The  Syllabi,  or  The  Head  Notes. 


The  head  notes  have  been  prepared  with  care  and  considerable  elaboration, 
the  editor  deeming  it  more  convenient  to  the  profession  that  he  should  err  on  the 
side  of  too  great  minutia  in  calling  their  attention  even  to  what  may  be  re- 
garded as  dicta  of  the  court.  At  the  end  of  each  head-note  will  be  found  be- 
tween brackets,  the  page  of  the  opinion  of  which  it  is  a  digest  The  head-notes 
are  numbered  consecutively  and  at  the  end  of  each  case  there  will  be  found  un- 
der the  corresponding  number  of  the  head-note  a  note  of  Supreme  Court  Patent 
Oases,  in  chronological  order,  relative  to  the  subject-matter  of  the  head-note. 


The  Annotations,  or  Notes  at  endinic  of  Case. 

Notes  at  endincr  of  oaae  are  of  three  kinds :  those  in  the  form  of  notes 
to  the  head-notes  ;  those  relating  to  the  patent  in  suit ;  and  those  relating  to 
cases  in  which  the  particular  case  reported  has  been  cited. 


Notes  to  the  hecul-notes.  These  consist  of  Supreme  Oourt  Patent  Cases, 
arranged  in  chronological  order,  in  which  the  substance  of  the  head-note  has 
been  restated,  affirmed,  or  applied,  as  the  case  may  be  ;  these  have  been  brought 
down  to  the  latest  decisions  of  the  court  accessible  at  the  date  of  printing  the 
volume. 


The  patent  in  suit  is  next  given  vdth  its  reissues,  if  any,  followed  by  a 
chronological  list  of  all  reported  Federal  suits  in  which  the  patent  has  been  in- 
volved. 


Citations  of  the  partioular  opinion.  Then  follows  a  list  of  those  cases 
in  which  the  opinion  reported  has  been  cited.  This  list  includes  Federal,  State, 
and  Canadian  Cases,  opinions  of  the  Attomey-Oeneral,  and  of  the  Commissioner 
of  Patents,  and  the  latest  text-books,  Curtis,  4th  Edit,  Walker,  Merwin,  and 
Abbott 


All  the  lists  are  chronological  in  arrangement  and  in  the  list  of  citations  the 
dates  are  appended. 
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Additional  References,  Ac 

To  facilitate  the  finding  of  any  case  appearing  in  the  notes,  not  only  is  the 
original  report  given,  bat  also  volnme  and  page  of  Bobb,  fisher,  Banning  and 
Arden,  and  others  in  which  it  is  reprinted. 


Both  in  the  opinion  and  aignments  the  role  has  been  followed  of  adding  the 
names  to  cases  cited  by  page  and  volnme  only,  these  additions  to  the  text  being 
included  in  brackets. 


Blank  lined  spaces  after  each  note  and  a  blank  page  at  the  end  of  each  case 
are  left  for  the  insertion  of  additional  citations  and  of  general  notes. 

Tibbies. 

.  There  are  added  a  number  of  tables  and  two  indexes  for  ready  reference. 
These  are  Tables  of  Gases,  Reference  Table  of  Cases,  Table  of  Patents  in  Suit, 
of  Gases  Gited,  of  Abbreviations,  of  Names  of  Justices,  of  Names  of  Counsel,  an 
Index  Digest  and  a  Digest  of  Notes. 

Reference  is  made  throughout  the  work  to  the  volume  and  page  of  the  En- 
glish cases  already  published  as  part  of  this  series,  wherever  they  occur. 

WOODBURY  LOWERY. 
Washington,  D.  C 
March  1,  1889. 
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The  object  of  comparing  the  pages  in  these  cases  is  for  convenience  of  refer- 
ence showing  where  the  text  in  the  opinion  of  the  court  on  each  page  of  the  Of- 
ficial Report  is  found  in  this  edition,  or  if  an  attorney  wishes  to  cite  the  Official 
Reports  while  using  these  volumes,  he  can  readily  do  so  by  turning  to  tJiis  table 
and  finding  on  what  page  in  the  official  edition  any  page  of  the  Opinion  of  the 
Court  in  this  volume  may  be  found. 

In  making  this  comparison,  out  of  justice  to  ourselves,  where  we  have  in- 
serted new  material  such  as  drawings,  specifications,  arguments  of  counsel, 
statements  and  parts  of  the  opinion  from  the  records  which  are  not  found  in  the 
Official  edition  we  have  so  indicated. 

As  an  example  in  the  use  of  this  table  take  the  case  of  Cochrane  v.  Beener, 
which  begins  in  94  U.  S.  on  page  780— see  first  column;  in  this  volume,  page 
288— see  third  column;  the  opinion  of  the  court  begins  in  U.  S.  on  page  781 
— see  second  column;  in  this  volume,  page  330 — see  fourth  column,  and 
thus  through  the  opinion  each  page  is  compared.  We  have  inserted  in  thii> 
volume  many  drawings  and  specifications  which  are  not  found  in  the  Official 
Reports,  and  any  omission  in  tiie  consecutive  numbering  of  the  pages  can  be 
accounted  for  in  the  same  manner. 
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DANIEL  H.  SMITH,  APPELLANT,  v.  THE  GOOD- 
YEAR  DENTAL  VULCANITE  COMPANY  AND 
JOSIAH  BACON.* 

08  (8  Otto)  U.  8.  486-502.    Oct.  Term,  1876. 

[Bk.  23,  L.  ed.  952;  11  O.  G.  246.] 

Affirming  Goodyear  Dental  Vulcanite  Co.  v.  Smith,  1  Holmes,  354. 

Argued  November  22,  28,  24,  1876.     Decided  January  8,  1877. 

Particular  patent  construed.  Product,  Invention,  Prior  English 
provisional  application.  Continuing  applic€Uiofi,  Change 
of  material.  Evidence.  Patent,  First  inventor.  Date  of 
English  patent.  Abandoned  experiment.  Reissue,  Presump- 
tion froni  Commissioner's  grant  of  reissue, 

1.  The  claim  of  the  Cummings  reissued  letters  patent.  No.  1,904, 
March  21,  1865.  Original  patent  No.  43,009,  June  7,  1864. 
"  The  plate  of  hard  rubber  or  vulcanite,  or  its  equivalent,  for 
holding  artificial  teeth,  or  teeth  and  gums  substantially  as 
described,"  construed  to  be  a  new  product,  a  new  article  of 
manufacture,  made  in  a  defined  manner,  the  process  being 
made  by  the  claim  as  much  a  part  of  the  invention  as  the  ma- 
sses Explanation  of  Notes,  page  III. 
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terials  of  which  the  product  is  composed,  consisting  of  a  plate 
of  hard  rubber  with  teeth  or  teeth  and  gums,  secured  thereto, 
by  embedding  the  t^eth  and  pins  in  a  vulcanizable  compound, 
so  that  it  shall  surround  them  while  it  is  in  a  soft  state,  before 
it  is  vulcanized,  and  so  that  when  it  has  been  vulcanized,  the 
teeth  are  firmly  and  inseparably  secured  in  the  vulcanite,  and 
a  tight  joint  is  effected  between  them,  the  whole  consisting  of 
but  one  piece;  and  held  that  devising  and  forming  such  a  man- 
ufacture by  such  a  process  and  of  such  materials  was  inven- 
tion, although  sets  of  artificial  teeth  had  been  previously 
mounted  upon  bases  of  other  materials,  the  materials  them- 
selves were  old,  the  steps  in  the  process  not  all  new,  and  the 
process  of  vulcanizing  and  of  forming  a  plate  by  the  use  of 
molds  were  old;  held  not  anticipated  by  an  English  provisional 
application  filed  prior  to  the  domestic  application  but  com- 
pleted later;  neither  by  an  abandoned  experiment;  is  for  the 
same  invention  as  the  original  and  held  that  Cummings'  appli- 
cation was  a  continuing  one  and  the  invention  not  abandoned 
by  public  use  or  sale  pending  such  application,     (p.  17.) 

2.  The  case  of  Hotchkiss  v.  Greenwood  (11  How.   248  [5  Am.  & 

Eng.  240]), considered.  That  case  does  decide  that  employing 
one  known  material  in  place  of  another  is  not  invention  if  the 
result  be  only  greater  cheapness  and  durability  of  the  product. 
But  this  is  all.  It  does  not  decide  that  no  use  of  one  material  in 
lieu  of  another  in  the  formation  of  a  manufacture  can,  in  any  case 
amount  to  invention,  or  be  the  subject  of  a  patent.  If  such  a 
substitution  involves  a  new  mode  of  construction,  or  develops 
new  uses  and  properties  of  the  article  formed  it  may  amount  to 
invention.  The  substitution  may  be  something  more  than  for- 
mal. It  may  require  contrivance  in  which  case  the  mode  of  mak- 
ing it  would  be  patentable  or  the  result  may  be  the  production  of 
an  analogous,  but  substantially  different,  manufacture.  (}>.  21 .) 

3.  The  use  of  one  material  instead  of  another  in  constructing  a 

known  machine  is,  in  most  cases,  so  obviously  a  matter  of 
mere  mechanical  judgment,  and  not  of  invention,  that  it  can- 
not be  called  an  invention  unless  some  new  and  useful  result, 
as  increase  of  efficiency  or  a  decided  saving  in  the  operation,  be 
obtained.  But  where  there  is  some  such  new  and  useful  re- 
sult, where  a  machine  has  acquired  new  functions  and  useful 
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properties,  it  may  be  patentable  as  an  invention,  though  the  only 
change  made  in  the  machine  has  been  supplanting  one  of  its 
materials  by  another.  This  is  true  of  all  combinations,  whether 
they  be  of  materials  or  processes,     (p.  22.) 

4.  The  patent  itself  is  prima  facie  evidence  that  the  patentee  was 
the  first  inventor,  at  least  it  casts  upon  him  who  denies  it  the 
burden  of  sustaining  his  denial  by  proof,     (p.  24.) 

6.  Where  the  English  provisional  specification  of  the  alleged  prior 
patent  was  filed  prior  to  the  date  of  filing  of  that  of  the 
United  States  patent,  but  was  completed  subsequent  thereto, 
?i€ld  that  the  invention  was  not  patented  in  England,  so  as  to 
anticipate  the  invention  patented  in  this  country,  until  the 
completed  specification  had  been  filed.  The  date  of  filing  the 
provisional  specification  was  not  to  be  considered,     (p.  24.) 

6.  Casting  sets  of  teeth  on  a  tin  base  by  a  process  similar  to  the  pro- 

cess described  in  the  complainant's  patent  was  not  an  anticipa- 
tion of  the  invention,  it  being  shown  that  vulcanite  may  be 
used  by  dentists  as  a  base  for  artificial  teeth  in  many  ways  that 
could  not  be  accomplished  by  tin,  and  that,  therefore,  the  cast 
tin  base  was  not  substantially  the  same  product  as  the  Cum- 
mings  manufacture.  The  cast  tin  base  held  in  view  of  its 
defects,  to  have  been  an  abandoned  experiment,  although  sev- 
eral sets  had  been  made.     (p.  25.) 

7.  To  sustain  the  position  that  a  reissued  patent  is  not  a  patent  for 

the  same  invention  which  was  described  in  the  specification  of  the 
original  patent,  and,  therefore,  that  the  reissue  is  unauthorized 
and  void,  the  defendant  must  overcome  the  presumption  against 
him  arising  from  the  decision  of  the  Co|imissioner  of  Patents 
in  granting  the  reissue,  and  this  he  can  do  only  by  showing, 
from  a  comparison  of  the  original  specification  with  that  of  the 
reissue,  that  the  former  does  not  substantially  describe  what  is 
described  and  claimed  in  the  latter.  This  must  plainly  appear 
before  the  court  can  be  justified  in  pronouncing  the  reissued 
patent  void.     (p.  25.) 

8.  Cummings  applied  for  a  patent  on  April  12,  1865.     His  applica- 

tion was  rejected  twice  and  on  February  3,  1856,  a  third  re- 
jection followed  a  reconsideration.  From  that  time  till  the 
patent  was  finally  granted  the  applicant  was  in  ill  health  and 
poor.     He  did  not  withdraw  his  application,  nor  acquiesce  Iq 
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the  action  of  the  Patent  Office.  He  made  frequent  applica- 
tions to  his  friends  for  advances  to  enable  him  to  prosecute  his 
application.  In  February,  1859,  an  attempt  was  made  for  an 
appeal  to  the  board,  but  the  Commissioner  refused  to  allow  it. 
On  March  1,  1864,  he  presented  a  petition  for  the  grant  of  a 
patent  for  the  same  invention.  The  patent  was  granted  on 
June  7,  1864.  The  invention  went  into  public  u^e  in  1859. 
Held:  (Justices  Bradley,  Miller  and  Field  dissenting)  that 
the  proceeding  to  obtain  a  patent  was  a^  continuous  one  from 
1855  until  it  was  granted  ;  that  the  application  of  1855  not 
being  severable  from  that  of  1864  there  was  no  foundation  for 
the  allegation  that  the  invention  was  abandoned  to  the  public, 
and  that  it  was  in  public  use  or  on  sale  for  more  than  two 
years  prior  to  the  inventor's  application.  There  was  no  aban- 
donment, actual  or  constructive,     (p.  27.) 

[Citations  in  the  opinion  of  the  court :] 

Hotchkiss  V.  Greenwood,  11  How.  248  [5  Am.  &  Eng.  240].    pp.  18,  21. 

Hicks  V,  Kelaey,  18  Wall.  670  [9  Am.  &  Eng.  150].    p.  22. 

Crane  v.  Price,  1  Web.  Pat.  Cas.  393  [3  Am.  &  Eng.  473].    p.  23. 

KneasB  v.  Schuylkill  Bank,  3  Wash.  9.    p.  23. 

Godfrey  v.  Eamea,  1  Wall.  317  [7  Am.  &  Eng.  174].    p.  27. 

Bell  V,  Daniels,  1  Fish.  372.    p.  27. 

Blondy  v,  Griffith,  3  Fish.  609.     p.  27. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  bill  in  this  case  was  filed  in  the  court  below  by  the 
appellees,  to  recover  for  the  alleged  infringement  of  a  cer- 
tain patent.  A  decree  having  been  entered  in  favor  of  the 
complainants,  the  respondent  took  an  appeal  to  this  court. 

The  case  is  fuUy  stated  by  the  court. 

The  specification  and  drawings  of  Cummings'  reissued 
letters  patent  are  as  follows : 
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JOHN  A,  CUMMINGS,  OP  BOSTON,  MASS.,  ASSIGN- 
OR,  BY  MESNE  ASSIGNMENTS,  TO  THE  DENTAL 
VULCANITE  COMPANY,  OF  SAME  PLACE. 

Improvement  in  Artificial  Gums  and  Palates. 

Specification  forming  part  of  Letters  Patent  No.  43,009,  dated  June 
7,  1864;  Reissue  No.  1,848,  dated  January  10,  1865;  Reissue  No. 
1,904^  dated  March  21,  1865. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  John  A.  Cummings,  of  Boston,  in 
the  county  of  Suffolk  and  State  of  Massachusetts,  have  in- 
vented certain  new  and  useful  Improvements  in  Plates  for 
Artificial  Teeth ;  and  I  do  hereby  declare  that  the  following 
description,  taken  in  connection  with  the  accompanying 
plate  of  drawings,  hereinafter  referred  to,  forms  a  full  and 
exact  specification  of  the  same,  wherein  I  have  set  forth  the 
nature  and  principles  of  my  said  improvements,  by  which 
my  invention  may  be  distinguished  from  all  others  of  a 
similar  class,  together  with  such  parts  as  I  claim  and  desire 
to  have  secured  to  me  by  Letters  Patent. 

The  method  hitherto  practiced  of  attaching  artificial  teeth 
to  a  metallic  plate  fitting  to  the  roof  of  the  mouth  is  attended 
with  many  objections  and  inconveniences,  as  the  plate,  be- 
ing hard  and  unyielding,  naturally  hurts  the  mouth,  and 
in  some  degree  impedes  mastication  and  perfect  articulation, 
while  the  expense  of  the  metal  employed  prevents  many 
from  availing  themselves  of  the  advantage  of  artificial  teeth. 

My  present  invention  consists  in  forming  the  plate  to  which 
the  teeth  or  teeth  and  gums  are  attached  of  hard  rubber  or 
**  vulcanite,'^'  so  called — an  elastic  material  possessing  and 
retaining  in  use  sufficient  rigidity  for  the  purpose  of  masti- 
cation, and  at  the  same  time  being  pliable  enough  to  yield 
a  little  to  the  motions  of  the  mouth. 

My  manner  of  making  and  using  said  hard-rubber  plates 
is  as  f oUows :    A  wax  or  plaster  impression  of  that  part  of 
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the  mouth  which  the  plate  is  to  fit  is  first  taken,  and  from 
that  impression  a  plaster  cast  is  made  which  will  exactly 
resemble  that  part  of  the  mouth  from  which  the  first  im- 
pression was  taken.  A  plate  of  wax  of  the  general  form  of 
the  intended  rubber  plate  is  then  made  from  this  plaster 
cast,  and  around  the  front  of  this  wax  plate  a  vertical  ridge 
of  wax  is  fixed  about  in  the  position  which  the  teeth  are  to 
occupy,  in  the  same  manner  as  is  generally  practiced  in  the 
construction  of  gold  plates  for  artificial  teeth.  A  plaster 
mold  is  then  made  from  this  wax  plate,  fitting  it  both  on  the 
upper  and  under  side,  which  plaster  mold  is  known  gener- 
ally as  the  "articulator,"  and  is  constructed  so  as  to  hold 
the  wax  plate  securely  and  conveniently  for  manipulation, 
leaving  the  front  edge,  where  the  teeth  are  to  be  applied, 
exposed  and  accessible. 

The  figures  of  the  accompanying  plate  of  drawings  repre- 
sent my  improvements. 

Fig.  1  is  a  front  elevation  of  a  set  of  artificial  teeth  and 
plate  formed  by  my  improved  method.  Fig.  2  is  a  view  of 
the  lower  side  of  the  plate  and  teeth.  Fig.  3  is  a  central 
vertical  section  of  the  same. 

The  teeth  shown  in  the  drawings  are  "gum-teeth,"  so 
called — ^that  is,  having  porcelain  gums  formed  in  one  piece 
with  the  teeth  and  properly  colored — and  they  are  shown 
each  one  separate;  but  they  may  be  without  porcelain 
gums,  in  which  case  the  palate  and  gums  will  be  formed  in 
one  piece  of  hard  rubber,  and  if  gummed  teeth  they  may  be 
formed  in  groups  of  two  or  more,  as  desired. 

My  mode  of  operation  is  the  same  whether  gum-teeth  or 
teeth  alone  are  used,  or  separate  or  in  groups.  The  teeth 
are  set  in  place  in  the  wax  plate  and  adjusted  to  the  proper 
distance  and  fullness  in  same  manner  as  is  generally  practiced 
in  setting  teeth  in  gold  plates. 

In  the  drawings  the  gum-teeth  are  made  separate  and 
marked  a  a.  The  wax  plate  and  gums,  with  the  teeth  ad- 
hering thereto,  are  now  set  upon  the  original  plaster  cast  of 
the  corresponding  part  of  the  mouth,  and  plaster  is  poured 
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all  around  np  to  about  Ihe  lower  edge  (as  it  lies)  of  the  wax 
plate.  The  margin  or  outlying  surface  of  plaster  is  oiled  or 
varnished,  and  plaster  poured  over  the  whole,  forming  a 
complete  mold  of  the  plate  and  teeth.  Upon  the  opening 
of  this  mold  the  wax  is  warmed  and  removed,  so  as  to  leave 
the  teeth  adhering  in  the  plaster  mold  in  exactly  the  re- 
lative position  they  are  to  occupy  in  the  hard-rubber  plate. 
The  teeth  are  provided  with  pins,  c  <?,  projecting  therefrom 
in  such  manner  that  the  rubber  which  is  to  constitute  the 
plate  will  close  around  them  and  by  means  of  them  hold  or 
secure  the  teeth  permanently  in  position.  The  plaster 
mold,  with  the  teeth  adhering  therein,  as  just  described, 
is  now  filled  with  soft  rubber,  a  little  at  a  time,  pressed  in 
with  the  finger,  or  in  other  convenient  way,  and  care  is  to 
be  taken  that  the  rubber  is  made  to  completely  fit  into  the 
cavities  and  around  the  protuberance  (including  the  pins), 
and  is  filled  in  to  the  thickness  or  depth  desired  to  form  the 
plate.  I  then  lock  the  rubber  plate  in  position  by  shutting 
the  other  half  of  the  plaster  mold  over  it  to  insure  its  re- 
taining its  exact  form  while  warming,  and  then  heat  or 
bake  it  in  an  oven,  or  in  any  other  suitable  way. 

The  soft  rubber  or  gum  so  inserted  in  the  mold  is  to  be 
comix)unded  with  sulphur,  rubber,  etc.,  in  the  manner  pre- 
scribed in  the  patent  of  Nelson  Goodyear,  dated  May  6,  A. 
D.  1851,  for  making  hard  rubber,  and  is  to  be  subjected  to 
sufficient  heat  to  vulcanize  or  harden  it,  substantially  as  di- 
rected in  that  patent.  It  is  also  to  be  colored  in  imitation 
of  the  natural  gums  by  mixing  it  with  vermilion,  or  other 
suitable  coloring-matter,  while  in  the  soft  state.  After  the 
plate  has  been  heated  sufficiently  to  harden  it  or  convert  it 
into  hard  rubber  or  "vulcanite,"  so  called,  the  mold  is  re- 
moved and  the  plate  is  polished  ready  for  use. 

Having  thus  described  the  method  I  have  used  for  mak- 
ing and  using  said  hard-rubber  or  vulcanite  plates,  what  I 
claim  herein,  and  desire  to  secure  by  Letters  Patent,  is — 

The  plate  of  hard  rubber  or  vulcanite  or  its  equivalent, 
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for  holding  artificial  teeth  or  teeth  and  gums,  substantially 

as  described. 

JOHN  A.  CUMMINGS. 

Witnesses : 

Joseph  Gavett, 
Saml.  M.  Barton. 

,    Mr.  Henry  Baldwin^  Jr. ^  for  appellant: 

The  decree  of  the  court  below  is  erroneous  in  adjudging 
that  John  A.  Cummings  was  the  original  and  first  inventor 
of  the  improvement  described  and  claimed  in  the  reissued 
letters  patent  No.  1,904,  dated  March  21,  1865,  for  long 
prior  to  the  patented  invention  thereof  by  said  Cummings 
the  same  thing,  or  a  substantial  and  material  part  thereof, 
was  known  to  and  used  by  the  following  named  persons,  and 
at  the  following  named  places,  to  wit:  amongst  others 
named,  to  Charles  Goodyear,  Jr.,  of  New  Rochelle,  N.  Y., 
at  New  York  city,  and  at  New  Haven,  Conn. ,  and  at  London, 
England,  and  at  Paris,  France. 

The  pretended  invention  or  improvement  described  and 
set  forth  and  claimed  in  the  said  reissued  letters  patent, 
consists  only  in  the  substitution  of  a  material  well  known 
and  in  public  use  long  prior  to  the  patented  invention  or 
discovery  of  said  Cummings  for  other  materials  which  had 
long  theretofore  been  known  and  used  for  the  same  purposes, 
in  the  same  mode,  and  bv  the  same  means  described  in  said 
reissued  letters  patent,  and  such  substitution  of  one  mate- 
rial for  another  is  not  patentable  subject  matter  for  letters 
patent  of  the  United  States. 

The  appellant  submits  that  there  was  no  room  left  for  any 
patentable  invention  in  the  process  of  forming  a  dental  plate 
by  simply  filling  an  old  and  well  known  mold  in  an  old 
and  well  known  way,  with  an  old  and  well  known  substance, 
and  subjecting  this  paxjked  mold  to  the  vulcanizing  tem- 
perature for  the  length  of  time  prescribed  in  Good  year's 
patent  of  May  6,  1861.  Tucker  v.  Spaulding,  13  Wall.  453 
[8  Am.  &  Eng.  474] ;  Paper  Collar  Co.  v.  Van  Deusen,  23 
Wall.  530  [10  Am.  &  Eng.  156]. 


Oct,  1876.]     SMITH  v.  GOODYEAR  D.  V.  CO.  11 

Argument  of  counsel. 

The  appellant  respectfully  submits  that  the  court  below 
erred  in  its  construction  of  the  opinion  of  this  court  in 
Hotchkiss  V.  Greenwood,  11  How.  248  [6  Am.  &  Eng.  240] ; 
and  that  the  facts  in  this  case  leave  no  more  discrimination 
possible  between  the  rule  actually  laid  down  in  that  case 
and  the  rule  applicable  to  this  case,  than  if  this  were  a  pat- 
ent for  making  a  door  knob  of  hard  rubber  or  vulcanite. 

The  original  and  the  reissue  specifications  are  repugnant 
to  each  other  upon  comparison  of  the  one  with  the  other. 
The  reissue  entirely  discards  the  mode  or  process  described 
in  the  original,  and  the  reissued  product  is  not  only  the  re- 
sult of  a  process  radically  different  from  that  described  in 
the  original  patent,  but  it  indudes  a  substantially  different 
element  from  that  suggested  in  the  original.  It  is  submit- 
ted that  this  reissue  is  void  under  the  rule  of  law,  so  deii- 
nitely  settled  by  this  court,  as  to  the  effect  of  less  glaring 
differences  than  are  presented  iq  this  instance  between  the 
original  and  the  reissued  patents.  Grill  v.  Wells,  22  Wall. 
23  [9  Am.  &  Eng.  471]. 

Messrs.  E.  N.  Dicker  son  and  B.  F.  Lee^  for  appellees : 
The  great  problem  presented  in  the  dental  art,  when 
Cunmiings  made  his  invention  in  1852,  was,  to  'invent  a 
dental  plate  which  would  be  easily  prepared,  cheap  and 
useful,"  and  which  would  be  free  from  defects  incident  to 
plates  of  gold,  silver,  and  platinum,  which  were  then  the 
only  plates  in  successful  permanent  use.  Cummings  con- 
ceived the  idea  that  the  problem  could  be  solved  by  con- 
structing a  dental  plate  of  the  substance  known  as  hard 
rubber,  or  vulcanite. 

Following  the  traditions  of  his  art,  Dr.  Cummings'  first 
conception  seems  to  have  been  to  maJce  a  base  or  plate  of 
hard  rubber^  and  upon  this  completed  plate  to  mount  the 
teeth  by  fastening  them  into  indentations  left  for  that  pur- 
pose. If  Dr.  Cummings  had  stopi)ed  at  this  point,  even  if 
he  had  used  old  and  well  known  means  to  attach  the  teeth  to 
the  plate,  his  invention  would  have  been  clearly  patentable. 
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He  would  have  produced  a  dental  plate  free  from  many  of 
the  objections  to  the  existing  dentures,  and  introduced  into 
the  manufacture  of  dental  plates  properties  different  in 
kind  from  those  before  known  in  such  plates,  and  valuable 
for  such  plates,  and  would  thus  have  invented  a  new  Tnan- 
\(factiire  within  the  doctrine  laid  down  by  Coltman,  J.,  in 
Walton  V.  Potter,  3  Man.  &  Grang.  438,  to  wit:  "A  very 
useful  application  and  adaptation  of  a  substance,  the  prop- 
erties and  qualities  of  which,  for  that  particular  purpose, 
had  never  been  known  before;  and  therefore  that  it  was 
properly  the  subject  of  a  patent."  Substantially  the  same 
proi)osition  is  also  laid  down  by  this  court  in  Grayler  v.  Wil- 
der, 10  How.  477  [5  Am.  &  Eng.  188] ;  Hicks  n.  Kelsey,  18 
Wall.  673  [9  Am.  &  Eng.  150] ;  Hotchkiss  ^.  Greenwood,  11 
How.  265  [5  Am.  &  Eng.  240] ;  Strong  v.  Noble,  3  Fish.  586 ; 
Rich  V,  Lippincott,  2  Fish.  4 ;  Goodyear  D.  V.  Co.  v,  Wil- 
lis, 7  Off.  Gaz.  41 ;  Dalton  i).  Nelson,  9  Off.  Gaz.  '1112 ; 
Cornish  v.  Keene,  4  Scott,  337   [2  Am.  &  Eng.  406]. 

Judge  Emmons  says  (Goodyear  D.  V.  Co.  z,  WiUis,  7 
Off.  Gaz.  44) :  "  The  whole  constitutes  a  product  so  substan- 
tially different  from  everything  that  has  preceded  it  as  to 
bring  it  within  the  true  spirit  of  the  law  which  protects 
property  in  useful  inventions.  We  cannot  take  time  to  re- 
view the  testimony  of  the  experts.  What  Judge  Shipley 
said  of  the  record  before  him  is  literally  applicable  to  that 
before  us.  He  says,  *  To  overcome  the  presumption  that  it 
is  a  new  manufacture  arising  from  the  grant  of  the  letters 
patent,  the  respondent  has  not  introduced  the  opinion  of 
any  expert  who  is  willing,  in  view  of  the  state  of  the  art  as 
known  to  him  and  proved  in  the  case,  to  testify  that  this 
was  not,  at  the  date  of  the  original  application,  a  new  man- 
ufacture.' " 

He  also  says :  ''  The  whole  profession  had  been  earnestly 
directing  its  attention  specifically  to  the  object  so  successfully 
accomplished  by  this  invention,  yet  no  one,  until  Cummings 
suggested  it,  approximated  the  results  he  obtained,  nor  was 
this  great  improvement  rapidly  adopted.    It  made  its  way 
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slowly  against  persistent  opi)osition  to  nearly  universal 
adoption.  The  proof  develops  no  one  instance  of  its  use 
not  traceable  directly  to  knowledge  derived  from  Cummings. 
However  plausible  may  be  the  argument  that  because  the 
properties  of  vulcanite  were  well  known,  and  the  mere 
forms  of  these  plates  and  teeth  familiar,  the  history  of  this 
invention  demonstrates  that,  as  a  matter  of  fact,  the  highest 
skill  of  a  learned  profession  not  only  failed  to  discover  it 
originally,  but  required  years  of  argument  and  experiment 
before  they  would  adopt  it.  No  case  ever  before  us  more 
eminently  called  for  the  application  of  the  rule  so  fre- 
quently relied  on  to  uphold  the  novelty  of  inventions,  which 
deduces  the  fact  of  novelty  from  the  extent  of  the  revolu- 
tion immediately  resulting  in  that  department  of  the  arts 
in  which  they  are  employed." 

He  also  adds :  ''  It  is  also  insisted  that  the  complainant's 
manufacture  was  anticipated  by  several  pre-existing  dental 
plates.  It  is  not  deemed  necessary  to  contrast  any  of  these 
devices  with  that  before  us.  It  has  been  frequently  done  by 
other  tribunals  before  which  they  have  also  been  proved, 
and  in  every  instance  judicially  pronounced  to  be  wholly 
unlike  that  described  in  complainant's  claim.  There  is  not 
sufficient  similarity  to  demand  at  our  hands  a  compari- 
son.^^ 

Dr.  Cummings  filed  with  his  original  application  in  1866, 
and  with  his  renewed  application  in  1864,  a  model  of  his  in- 
vention. No  other  mode  of  constructing  his  manufacture 
than  that  described  in  the  reissue  is  suggested,  and  it  is  af- 
firmatively proved  that  no  other  exists.  So  far,  therefore, 
as  his  patent  depends  upon  his  mode  of  construction,  that 
mode  is  suggested  by  the  model,  as  well  as  by  his  original 
si)ecification. 

The  defendant  insists  that  Cummings  abandoned  his  in- 
vention and  dedicated  the  same  to  public  use,  and  thereby 
forfeited  his  right  to  a  patent.  Is  there  any  proof  that  he 
ever  a^tuaMy  abandoned  his  invention  to  public  use  ?  Cum- 
ming's  application  was  filed  in  1865,  and  (after  rejections  by 
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the  Examiner)  was  rejected  by  the  Commissioner  in  Febru- 
ary, 1856.  Whereupon  he  became  entitled  to  withdrmo  his 
application  or  to  "persist  in  his  claim  for  a  patent,"  or  to 
appeal  from  the  Commissioner. 

Where  there  is  no  withdrawal  by  the  applicant  (and  there 
was  no  withdrawal  by  Cummings),  his  case  remains  pend- 
ing before  the  Patent  Office,  subject  to  appeal  from  the  Com- 
missioner or  to  review  by  the  Commissioner.  Dental  Vul- 
canite Co.  V.  Wetherbee,  3  Fish.  87 ;  Jones  v.  Sewall,  3  Pat. 
Oflf.  Gaz.  630 ;  Johnson  v.  Fassman,  2  Pat.  Oflf.  Gaz.  94 ; 
Clark  0.  Scott,  6  Blatch.  306 ;  McMillin  v.  Barclay,  6  Fish. 
189 ;  Singer  v.  Braundsdorf,  7  Blatch.  521 ;  Goodyear  D.  V. 
Co.  V.  WilUs,  7  Off.  Gaz.  41. 

If  it  is  pending  before  the  Commissioner,  he  can,  of 
course,  review  his  own  decision.  In  the  present  case,  he  did 
review  it,  and  he  reversed  it  on  the  ground  that  it  was  con- 
trary to  law.  But  the  question  of  forfeiture  must  be  con- 
sidered as  settled  in  favor  of  the  complainants,  by  the  num- 
erous cases  cited  in  the  opinion  of  the  court  in  the  case  of 
Goodyear  D.  V.  Co.  v.  Willis,  7  Off.  Gaz.  46. 

As  to  the  abandonment  in  fact  the  defendant  furnishes  no 
proof  whatever  on  this  point.  Sole  reliance  is  placed  on 
the  lapse  of  time.  Lapse  of  time  does  not,  per  se,  consti- 
tute abandonmeut.  The  burden  of  proof  rests  on  the  de- 
fendant to  establish  this  defence.  "The  proof  of  actual 
abandonment,  after  application  filed,  ought  to  be  indubitably 
clear."     McMillin  v.  Barclay,  5  Fish.  189. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 
A  brief  review  of  the  history  and  nature  of  the  patent, 
which  the  complainants  allege  has  been  infringed,  will  aid 
materially  in  solving  the  questions  presented  by  this  appeal. 
On  the  14th  diiy  of  May,  1852,  Dr.  John  A.  Cummings,  a 
dentist  of  Boston,  filed  in  the  Patent  Office  a  caveat  to  pro- 
tect an  invention  he  claimed  to  have  made,  of  certain  new  and 
useful  improvements  in  the  setting  and  plates  of  artificial 

98  V.  S.  489. 
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sets  of  teeth.  The  description  accompanying  the  caveat  in- 
dicated with  very  considerable  clearness  what  the  alleged 
invention  was,  and  the  objects  songht  to  be  gained  by  it. 
The  improvement  was  declared  to  ''Consist  in  forming  the 
plate,  and  also  the  gams  in  which  the  teeth  are  inserted,  of 
rubber,  or  some  other  elastic  substance,  so  compounded  with 
sulpher,  lead  and  other  similar  substances  as  to  form  a  hard 
gum,  or  whalebone  gum,  rigid  enough  for  the  purposes  of 
mastication,  and  pliable  enough  to  yield  a  little  to  the 
mouth."  "By  this  improvement,"  the  caveator  said,  ''the 
teeth  can  be  easily  baked  into  the  gums  which  form  one 
piece  with  the  plate."  Subsequently,  on  the  12th  of  April, 
1855,  he  applied  for  a  patent,  reciting  in  his  application 
that  he  had  previously  entered  a  caveat.  His  accompany- 
ing specification  declared  the  invention  to  consist  in  ' '  form- 
ing the  plate  and  gums  to  which  the  teeth  are  attached  of 
rubber,  or  some  other  elastic  material,  so  indurated  as  to  be 
rigid  enough  for  the  purpose  of  mastication,  and  pliable 
enough  to  yield  a  little  to  the  motions  of  the  mouth,  and  in 
one  piece,  the  teeth  being  embedded  in  the  elastic  material 
while  the  material  is  in  a  soft  condition,  and  then  baked 
with  the  gums  and  plate,  so  that  the  teeth,  gums  and  plate 
will  all  be  connected,  forming,  as  it  were,  one  piece."  This 
application  for  a  patent  was  rejected  on  the  19th  of  May 
next  following;  and  the  applicant  was  referred  to  two 
printed  publications,  one  suggesting  the  use  of  gutta-percha 
as  a  base  for  artificial  sets  of  teeth,  and  the  other  suggest- 
ing pastes,  analogous  to  porcelain  paste  as  well  as  gutta- 
percha. Cummings  the^i  amended  his  specification  by  strik- 
ing out  all  reference  to  gutta-percha  or  other  merely  elastic 
material,  disclaiming  the  use  of  gutta-percha,  and  any  ma- 
terial which  is  merely  rendered  plastic  by  heat  and  hard- 
ened by  cooling,  and  he  claimed  the  improvement  in  sets  of 
mineral,  or  other  artificial  sets  of  teeth  which  consists  in 
combining  the  teeth  with  a  rubber  plate  and  gums,  which, 
after  the  insertion  of  the  teeth,  are  vulcanized  by  Good- 

93  U.  S.  490. 
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year's  process,  or  any  other  process,  forming  thereby  a 
cheap,  durable  and  elastic  substitute  for  the  gold  plates 
theretofore  used.  This  amendment,  however,  proved  inef- 
fectual. The  application  for  a  patent  was  again  rejected ; 
and  a  third  rejection  followed,  a  reconsideration  for  which  the 
applicant  had  asked.  This  third  rejection  was  on  the  3d 
day  of  February,  1856.  From  that  time  onward  for  several 
years,  indeed  until  the  patent  was  finally  granted,  the  evi- 
dence very  satisfactorily  shows  that  Dr.  Cummings  was  in  a 
condition  of  extreme  poverty,  utterly  unable  to  bear  the 
necessary  expenses  of  prosecuting  his  case  further.  But 
he  did  not  withdraw  his  application.  He  did  not  ask  for  a 
return  of  part  of  the  fee  he  had  paid,  nor  by  any  act  of  his 
did  he  indicate  acquiescence  in  the  unfavorable  action  of 
the  Patent  Office.  On  the  contrary,  he  continued  to  assert 
his  expectation  of  ultimately  obtaining  a  patent,  formed 
plans  for  his  own  action  after  it  should  be  obtained,  and 
complained  of  what  he  supi)osed  to  be  the  negligence  of  his 
solicitor.  The  proof  of  his  extreme  poverty  is  ample.  His 
ill  health  interfered  with  his  working  successfully  in  the 
line  of  his  profession,  and  his  family  was  subjected  to  great 
privations.  He  seems  never  to  have  had  any  considerable 
money.  He  borrowed,  sometimes,  small  sums  to  purchase 
under-clothing  for  himself.  He  made  frequent  applications 
to  his  friends  for  advances  to  enable  him  to  prosecute  his 
application  for  a  patent,  offering  as  a  compensation  for 
such  advances  sometimes  one-quarter  and  sometimes  one- 
half  of  the  patent  when  obtained.  He  appears  never  to 
have  remitted  his  efforts  until,  in  1864  he  induced  Dr. 
Flagg,  who  had  been  his  partner  in  former  years,  and  Dr. 
Osgood,  to  advance,  first,  $100,  and  afterwards  $720,  by 
means  of  which  the  patent  was  obtained.  Even  then  he 
had  not  the  $20  necessary  to  be  paid  when  it  was  allowed. 
For  the  assistance  he  thus  received  he  gave  one-quarter  of 
his  invention.  Before  this  time,  between  the  third  rejec- 
tion of  his  application  and  his  obtaining  the  advances  men- 
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tioned,  everything  was  done  which  was  within  his  i)ower. 
In  Febmary,  1859,  in  the  midst  of  his  pecuniary  embar- 
rassments, his  solicitor  applied  to  the  Patent  Office,  not 
for  a  return  of  any  portion  of  the  fee  paid,  nor  for  a  with- 
drawal of  the  application,  but  that  the  specification  and 
one  drawing  might  be  sent  to  him.  This  request  was  re- 
fused. An  attempt  was  then  made  for  an  appeal  to  the 
Board,  but  that  not  being  allowed  by  the  Commissioner, 
nothing  further  was  done  in  the  Patent  Office  until  the  ap- 
plicant was  enabled,  by  the  funds  obtained  from  Drs.  Flagg 
and  Osgood,  to  renew  his  endeavors.  Then,  on  the  1st  of 
March,  1864,  he  presented  a  i)etition  for  the  grant  of  a  pat- 
ent to  himself  for  the  same  invention  which  he  had  endeav- 
ored to  secure  in  1856  (the  application  for  which  remained 
in  the  office  unwithdrawn),  and  accompanied  his  petition 
with  a  specification  and  drawings,  corresponding  exactly 
with  those  he  had  previously  made.  This  final  effort  was 
successful.  The  office  practically  acknowleged  that  the 
prior  rejection  had  been  an  error,  and  dechtred  that,  in 
justice  to  his  rights  as  an  inventor,  the  admission  of  his 
claim  limited  to  the  use  of  hard  rubber  or  vulcanite,  as  he 
had  before  limited  it,  would  not  be  objected  to.  Accord- 
ingly the  patent  was  granted  on  the  7tli  of  June,  1864,  and 
by  sundry  conveyances  it  subsequently  became  vested  in  the 
complainants.  Two  surrenders  and  reissues  have  since 
been  made,  the  last  dated  March  21,  1865,  and  it  is  for  an 
alleged  infringement  of  this  second  reissue  that  the  present 
suit  has  been  brought.  The  bearing  of  this  history  ui)on 
the  merits  of  the  controversy  will  appear  as  we  proceed  to 
examine  the  several  defenses  set  up. 

Among  these  the  one,  perhaps,  most  earnestly  urged  is 
the  averment,  that  the  device  described  in  the  specification 
was  not  a  patentable  invention,  but  that  it  was  a  mere  substi- 
tution of  vulcanite  for  other  mal  erials,  which  had  previously 
been  employed  as  a  base  for  artificial  sets  of  teeth,  a  change 
of  one  material  for  another  in  the  formation  of  a  product. 

9aU.8.4M. 
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If  this  is,  in  truth,  all  that  the  thing  described  and  patented 
was,  if  the  device  was  merely  the  employment  of  hard  rub- 
ber for  the  same  use,  in  substantially  the  same  manner  and 
with  the  same  effect  that  other  substances  had  been  used 
for  in  the  manufacture  of  the  same  articles,  it  may  be  con- 
ceded that  it  constituted  no  invention.  So  much  is  decided 
in  Hotchkiss  v.  Greenwood,  11  How.  248  [5  Am.  &  Eng.  240]. 
But  such  is  not  our  understanding  of  the  device  described 
and  claimed.  In  the  specification,  it  is  declared  that  the 
invention  ' '  Consists  in  forming  the  plate  to  which  the  teeth, 
or  teeth  and  gums,  are  attached,  of  hard  rubber,  or  vulcan- 
ite, so  called,  an  elastic  material,  possessing  and  retaining 
in  use  sufficient  rigidity  for  the  purpose  of  mastication,  and 
at  the  same  time  being  pliable  enough  to  yield  a  little  to 
the  motions  of  the  mouth."  This  is  immediately  followed 
by  a  description  of  the  manner  of  the  proposed  use ;  that  is, 
of  making  the  hard  rubber  plates,  and  the  claim,  as  stated,  is 
"the  plate  of  hard  rubber,  or  vulcanite,  or  its  equivalent, 
for  holding  artificial  teeth,  or  teeth  and  gums,  substantially 
as  described;"  that  is,  plainly  formed,  as  described.  The 
invention,  then,  is  a  product  or  manufacture  made  in  a  de- 
fined manner.  It  is  not  a  product  alone  separated  from  the 
process  by  which  it  is  created.  The  claim  refers  in  terms 
to  the  antecedent  description,  without  which  it  cannot  be 
understood.  The  process  detailed  is  thereby  made  as  much 
a  part  of  the  invention  as  are  the  materials  of  which  the 
product  is  composed.  We  shall  not  quote  at  large  the  de- 
scription of  the  mode  of  making  the  plate.  Such  a  quota- 
tion would  unnecessarily  prolong  this  opinion.  It  plainly 
shows  a  purpose  of  the  inventor  to  secure  what  had  not 
been  secured  before,  a  combination  of  a  plate  with  artificial 
teeth,  or  with  gums  and  teeth,  in  such  a  manner  as  to  be 
free  from  the  objections  and  defects  or  inconveniences  at- 
tending the  method  before  practiced  of  attaching  such  teeth 
to  a  metallic  plate  fitted  to  the  roof  of  the  mouth.  Some  of 
these  objections  are  stated ;  such  as  expense,  hurting  the 
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mouth,  impeding  mastication,  and  obstruction  to  perfect 
articulation.  In  carrying  out  the  purpose  proposed,  the 
materials  employed  were  all  old.  The  teeth,  the  wax,  the 
plaster,  the  molds,  the  soft  rubber  and  the  hard  rubber, 
were  none  of  them  new.  It  is  also  true  that  the  steps  in  the 
process  were  not  all  new.  Plaster  had  been  used  for  for- 
mation of  molds.  The  process  of  forming  a  plate  by  the 
use  of  such  molds  was  well  known,  and  so  was  the  process 
of  converting  a  vulcanizable  comi)oxmd  into  vulcanite  by 
heating  it  and  allowing  it  to  cool  in  molds.  But  the  pro-  \ 
cess  of  Dr.  Cummings  extended  beyond  the  use  of  known 
materials  and  the  employment  of  the  processes  mentioned. 
It  was  vulcanizing  soft  rubber  in  a  mold,  and  in  contact 
with  artificial  teeth  inserted  in  place  into  it  while  it  re- 
mained in  a  soft  condition.  It  was  well  described  by  the 
Circuit  Judge  as  ''the  making  of  a  vulcanite  dental  plate 
out  of  a  vulcanizable  comi)ound,  into  which  the  teeth 
were  embedded  in  its  plastic  condition,  and  the  rubber 
comx)ound,  with  the  teeth  thus  embedded  in  it,  after- 
wards vulcanized  by  heat  so  that  the  teeth,  gums  and 
plate  should  be  perfectly  joined  without  any  intervening 
crevices,  and  the  plate  should  possess  the  quality  of  hard 
rubber  or  vulcanite."  The  combination  thus  resulted  in  a 
manufacture  which  was  "one  piece."  If,  then,  the  claim  be 
read,  as  it  should  be,  in  connection  with  the  preceding  part  of 
the  specification,  and  construed  in  the  light  of  the  explana- 
tion which  that  gives,  the  invention  claimed  and  patented 
is  "a  set  of  artificial  teeth  as  a  new  article  of  manufacture, 
consisting  of  a  plate  of  hard  rubber,  with  teeth,  or  teeth 
and  gums,  secured  thereto  in  the  manner  described  in  the  ' 
specification,  by  embedding  the  teeth  and  pins  in  a  vulcan- 
izable compound,  so  that  it  shall  surround  them  while  it  is 
in  a  soft  state,  before  it  is  vulcanized,  and  so  that  when  it  . 
has  been  vulcanized  the  teeth  are  firmly  and  inseparably  se- 
cured in  the  vulcanite,  and  a  tight  joint  is  effected  between 
them,  the  whole  constituting  but  one  piece."    It  is  evident 
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this  is  much  more  than  employing  hard  rubber  to  perform  the 
functions  that  had  been  performed  by  other  materials,  such 
as  gold,  silver,  tin,  platinum  or  gutta-percha,  A  new  pro- 
duct  was  the  result,  differing  from  all  that  had  preened  it, 

,  ^   noFmerely  in  degree  of  usefulness  and  excellence,  15ut  dif- 
fering in  kind,  having  new  uses  and  properties.    It  was  cap- 

i  able  of  being  perfectly  iitted  to  the  roof  and  alveolar  pro- 
cesses of  the  mouth.  It  was  easy  for  the  wearer,  and  fa- 
vorable for  perfect  articulation.  It  was  light  and  elastic, 
yet  sufficiently  strong  and  firm  for  the  purposes  of  mastica- 
tion. The  teeth,  gums  and  plate  constituting  one  piece  only, 
there  were  no  crevices  between  the  teeth  and  their  suppor- 
ters into  which  food  could  gather,  and  where  it  could  be- 
come offensive,  and  there  could  be  no  such  crevices  so  long 
as  the  articles  lasted.  They  were  unaffected  by  any  chemi- 
cal action  of  the  fluids  of  the  mouth.  Besides  all  this,  they 
were  very  inexpensive  as  compared  with  other  arrangements 
of  artificial  teeth.  To  us  it  seems  not  too  much  to  say  that 
all  these  peculiarities  are  sufficient  to  warrant  the  conclusion 
that  the  device  was  different  in  kind  or  si)ecies  from  aU 
other  devices.  We  cannot  resist  the  conviction  that  devis- 
ing and  forming  such  a  manufacture  by  such  a  process  and 
of  such  materials  was  invention.  More  was  needed  for  it 
than  simply  mechanical  judgment  and  good  taste.  Were* it 
not  so,  hard  rubber  would,  doubtless,  have  been  used  in  the 
construction  of  artificial  sets  of  teeth,  gums  and  plates  long 
before  Cummings  applied  for  his  patent.  To  find  a  mate- 
rial, with  a  mode  of  using  it,  capable  of  being  combined  with 
the  teeth  in  such  a  manner  as  to  be  free  from  the  admitted 
faults  of  all  other  known  combinations,  had  been  an  object 
long  and  earnestly  sought.  It  had  been  a  subject  for  fre- 
quent discussion  among  dentists  and  in  scientific  journals. 
The  properties  of  vulcanite  were  well  known ;  but  how  to 
make  use  of  them  for  artificial  sets  of  teeth  remained  un- 
discovered, and  api)arently  undiscoverable,  until  Cummings 
revealed  the  mode.    But  when  revealed  its  value  was  soon 
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recQffli^zed^  and  no  one  seems  to  have  doubted  that  the  re- 
sulting manufacture  was  a  new  and  most  valuable  inven- 
tion.  The  eminent  dentists  and  experts  examined  in  this 
case  iiniformly  si)eak  of  it  as  such.  Not  one  has  ventured 
to  testify  that  it  was  not  an  invention.  They  speak  of  it  as 
''a  novel  and  desirable  thing;"  as  'Hhe  greatest  improve- 
ment in  dentistry ' '  made  in  many  years ;  and  as  an  inven- 
tion which  is  "a  great  benefaction  to  mankind,  whereby 
both  health  and  comfort  are  promoted."  The  evidence  also 
shows  that  it  has  wrmight  a  Tyvnlntion  in  dental  practice, 
and  that  many  thousandsj>f  operators  are  using  it  in  pref- 
erence to  older  devices.  All  this  is  sufficient,  we  think,  to 
justiify^the  inference  that  what  Cummings  accomplished  was 
more^than  a  substitution  of  one  material  for  another ;  more 
than  the  exercise  of  mechanical  judgment  and  taste ; — that 
it  was^  in  truth,  invention.  Undoubtedly  the  results  or  con- 
sequences of  a  process  or  manufacture  may  in  some  cases  be 
regarded  as  of  importance  when  the  inquiry  is,  whether  the 
process  or  manufacture  exhibits  invention,  thought  and  in- 
genuity. Webster,  on  the  subject-matter  of  patents,  page 
30,  says:  ''The  utility  of  the  change,  as  ascertained *by  its 
consequences,  is  the  real  practical  test  of  the  sufficiency  of 
an  invention ;  and  since  the  one  cannot  ^xist  without  the 
other,  the  existence  of  the  one  may  be  presumed  on  proof 
of  the  existence  of  the  other.  Where  the  utility  is  proved 
to  exist  in  any  degree,  a  sufficiency  of  invention  to  support 
the  patent  must  be  presumed."  We  do  not  say,  the  single 
fact  that  a  device  has  gone  into  general  use  and  has  displaced 
other  devices  which  had  previously  been  employed  for  anal- 
ogous uses,  establishes  in  all  cases  that  the  later  device  in- 
volves a  i>atentable  invention.  It  may^  however,  always  be 
considgEgd ;  and,  when  the  other  facts  in  the  case  leave  the 
question  in  doubt,  it  is  sufficient  to  turn  the  scale.      > 

We  have,  therefore,  considered  this  branch  of  the  case 
without  particular  reference  to  Hotchkiss  v.  Greenwood,  11 
How.  348  [5  Am.  &  Eng.  240].    ^e  patent  in  that  case  was 
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for  an  improvement  in  making  door  and  other  knobs  for 
doors,  locks  and  furniture,  and  the  improvement  consisted 
in  making  them  of  clay  or  porcelain,  in  the  same  manner 
in  which  knobs  of  iron,  brass,  wood  or  glass  had  been  pre- 
viously made.  Neither  the  clay  knob  nor  the  described 
method  of  attaching  it  to  the  shank  was  novel.  The  im- 
provement, therefore,  was  nothing  more  than  the  substitu- 
tion of  one  material  for  another  in  constructing  an  article. 
The  clay  or  porcelain  doorknob  had  no  properties  or  func- 
tions which  other  doorknobs  made  of  different  materials  had 
not.  It  was  cheaper  and,  perhaps,  more  durable;  but  it 
could  be  applied  to  no  new  use,  and  it  remedied  no  defects 
which  existed  in  other  knobs.  Hence  it  was  ruled  that  the 
alleged  improvement  was  not  a  patentable  invention.  The 
case  does  decide  that  employing  one  known  material  in 
place  of  another  is  not  invention,  if  the  result  be  only 
greater  cheapness  and  durability  of  the  product.  But  this 
is  all.  It  does  not  decide  that  no  use  of  one  material  in  lieu 
of  another  in  the  formation  of  a  manufacture  can,  in  any 
case,  amount  to  invention,  or  be  the  subject  of  a  patent.  If 
such  ^  substitution  involves  a  new  mode  of  construction,  or 
develops  new  uses  and  properties  of  the  article  formed,  it 
may  amount  to  invention.  The  substitution  may  be  some- 
thing more  than  formal.  It  may  require  contrivance,  in 
which  case  the  mode  of  making  it  would  be  patentable ;  or 
the  result  may  be  the  production  of  an  analogous  but  substan- 
tially different  manufacture.  This  was  intimated  very  clearly 
in  the  case  of  Hicks  v.  Kelsey,  18  Wall.  670  [9  Am.  &  Eng. 
150],  where  it  was  said,  ''  The  use  of  one  material  instead  of 
another  in  constructing  a  known  machine  is,  in  Tnost  cases^  so 
obviously  a  matter  of  mere  mechanical  judgment,  and  not 
of  invention,  that  it  cannot  be  called  an  invention,  unless 
some  new  and  useful  result,  as  increase  of  efficiency,  or  a  de- 
cided saving  in  the  operation,  be  obtained. ' '  But  where  there 
is  some  such  new  and  useful  result,  whgre  a  machine  has 
acquired  new  functions  and  useful  properties,  it  may  be 
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patentable  as  an  invention,  thongh  the  only  change  made 
in  the  machine  has  been  supplanting  one  of  its  materials  by 
another.  This  is  true  of  all  combinations,  whether  they  be 
of  materials  or  processes.  In  CaaejeJ^xic^,  1  Webst.  Pat. 
Cas.  393  [3  Am.  &  Eng.  437],  where  the  whole  invention  con- 
sisted in  the  substitution  of  anthracite  for  bituminous  coal 
in  combination  with  a  hot  air  blast  for  smelting  iron  ore,  a 
patent  for  it  was  sustained.  The  doctrine  asserted  was, 
that  if  the  result  of  the  substitution  was  a  new,  a  better  or 
a  cheai)er  article,  the  introduction  of  the  substituted  ma- 
terial into  an  old  process  was  patentable  as  an  invention. 
This  case  has  been  doubted,  but  it  has  not  been  overruled ; 
and  the  doubts  have  arisen  from  the  uncertainty  whether  any 
new  result  was  obtained  by  the  use  of  anthracite.  In  Kneass 
V,  (Schuylkill)  Bk.  [4  Wash.  C.  C.  9],  the  use  of  steel  plates  in- 
st^td  of  copper  for  engraving  was  held  patentable.  So  has 
been  the  flame  of  gas  instead  of  the  flame  of  oil  to  finish 
cloth.  These  cases  rest  on  the  fact  that  a  superior  product 
has  been  the  result  of  the  substitution,  a  product  that  has 
new  capabilities  and  that  performs  new  functions.  So  in 
the  present  case  the  use,  in  the  manner  described,  of  hard 
rubber  in  lieu  of  the  materials  previously  used  for  a  plate 
produced  a  manufacture  long  sought  but  never  before  ob- 
tained, a  set  of  artificial  teeth,  light  and  elastic,  easily 
adapted  to  the  contour  of  the  mouth,  flexible,  yet  firm  and 
strong,  consisting  of  one  piece,  with  no  crevices  between  the 
teeth  and  the  plate,  impervious  to  the  fiuids  of  the  mouth, 
unaffected  by  the  chemical  action  to  which  artificial  teeth 
and  plates  are  subjected  when  in  place,  clean  and  healthy, 
— ^peculiarities  which  distinguish  it  from  everything  that 
had  preceded  it.  These  differences,  in  our  opinion,  are  too 
many  and  too  great  to  be  ascribed  to  mere  mechanical  skill. 
They  may  justly  be  regarded  as  the  results  of  inventive 
effort,  and  as  making  the  manufacture  of  which  they  are 
attributes  a  novel  thing  in  kind  and,  consequently,  patent- 
able as  such. 
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A  second  objection  urged  by  the  defendant  against  the 
validity  of  the  complainant's  patent  is  alleged  want  of  nov- 
elty of  the  invention ;  and  a  strenuous  effort  has  been  made 
to  convince  us,  that,  although  hard  rubber  had  not  been 
used  in  the  manner  described  for  the  production  of  the 
manufacture,  equivalent  materials  and  processes  had  been, 
and  that  a  plate  substantially  the  same  .as  that  of  Dr.  Cum- 
mings  had  been  made  before  his  improvement.  We  are  not, 
however,  convinced.  The  patent  itself  is  prima  facie  evi- 
dence that  the  patentee  was  the  first  inventor,  at  least  it 
casts  upon  him  who  denies  it  the  burden  of  sustaining  his 
denial  by  proof.  We  do  not  find  such  proof  in  the  case. 
Though  the  patent  was  not  granted  until  June  7,  1864,  the 
invention  was  completed  at  least  ajs  early  as  April  12,  1856, 
when  the  application  for  a  patent  was  made.  Indeed,  as 
we  have  noticed,  a  caveat  to  protect  it  was  filed  on  the 
14th  of  May,  1852,  which  clearly  foreshadowed  the  inven- 
tion. Yet,  taking  the  spring  of  1855  as  the  time  when  it 
was  completed,  we  find  nothing  in  the  proofs  to  justify  a 
conclusion  that  Dr.  Cummings  was  not  the  first  inventor. 
It  would  answer  no  good  purpose  to  review  the  voluminous 
evidence  supposed  to  bear  upon  this  branch  of  the  case. 
We  shall  refer  only  to  that  which  is  deemed  most  import- 
ant, and  which  has  been  most  pressed  upon  us  in  this  argu- 
ment. Of  the  English  patent  of  Charles  Goodyear  it  is 
enough  to  say,  that,  though  the  provisional  specification 
was  filed  March  14, 1855,  the  completed  specificMion  was  not 
until  the  11th  of  September  following.  It  was,  therefore, 
on  the  last  mentioned  date  that  the  invention  was  i)atented. 

The  experiments  made  by  George  E.  Hawes,  it  must  be 
admitted,  closely  resembled  the  process  described  in  the  re- 
issued patent  to  the  complainants.  He  cast  in  molds  sets 
.  of  teeth  on  a  tin  base,  in  a  manner  very  like  that  in  which 
the  vulcanite  plate  is  formed  by  the  Cummings  process. 
But  the  experiments  resulted  in  nothing  practical.  Hawes 
cast  sets  of  teeth  for  the  lower  jaw  only,  the  weight  of  the 
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metal  making  the  plate  unfit  for  the  upper.  In  consequence 
of  the  shrinkage  of  the  metal  in  cooling,  a  tight  joint  could 
not  be  obtained  between  the  teeth  and  the  base.  The  sets 
were,  therefore,  liable  to  become  offensive  in  consequence 
of  deix>sit8  of  food  and  the  secretions  of  the  mouth  in  the 
crevices.  The  shrinkage  also  prevented  a  close  fitting  of 
the  plate  to  the  roof  of  the  mouth,  and  the  tin  base  was  af- 
fected by  the  chemical  action  of  the  secretions.  In  conse- 
quence of  these  and  other  objections  the  manufacture  was 
soon  abandoned,  and  it  may  properly  be  considered  an 
abandoned  experiment.  It  not  only  was  not  the  same  man- 
ufacture as  that  of  Cummings,  but  it  was  not  suggestive  of 
it ;  and  Dr.  Hawes,  who  cast  the  tin  plates,  testifies  that  the 
use  of  vulcanite  for  dental  purposes  is  the  greatest  improve- 
ment in  his  profession  that  he  kilew  of  in  twenty-five  years. 
He  adds,  "That  vulcanite  may  be  used  by  dentists  in  many 
ways  which  could  not  be  accomplished  by  tin  or  platinum." 
In  his  opinion,  therefore,  the  cast  tin  base  was  not  substanti- 
ally the  same  thing  as  the  Cummings  manufacture.  So,  also. 
Dr.  Royce,  who  cast  plates  of  tin  for  artificial  teeth  in  a 
manner  very  similar  to  that  of  Dr.  Hawes,  testifies  that  the 
solid  tin  base  was  found  practically  unfit  for  the  purpose, 
except  in  rare  instances.  He  made  but  a  few  sets,  none 
after  1850,  and  adopted  the  vulcanite,  agreeing  to  pay  for  a 
license  to  use  it  in  manufacturing  dental  plates. 

We  need  go  no  farther  into  a  consideration  of  the  various 
devices  and  publications  offered  to  show  that  the  manufac- 
ture jyatented  was  known  before  Cummings  invented  it. 
Suffice  it  to  say,  that  none  of  them,  in  our  opinion,  suggest 
or  exhibit  in  substance  such  a  manufacture.  The  defence 
of  want  of  novelty  is,  therefore,  not  sustained. 

It  is  further  insisted  by  the  defendant  that  the  reissued 
patent  on  which  this  suit  is  founded  is  not  a  patent  for  the 
same  invention  which  was  described  in  the  specification  of 
the  original  patent  and,  therefore,  that  the  reissue  is  un- 
authorized and  void.    To  sustain  this  i)osition  the  defend- 
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ant  must  overcome  the  presumption  against  him  arising 
from  the  decision  of  the  Commissioner  of  Patents  in  grant- 
ing the  reissue ;  and  this  he  can  do  only  by  showing,  from  a 
comparison  of  the  original  specification  with  that  of  the 
reissue,  that  the  former  does  not  substantially  describe 
what  is  described  and  claimed  in  the  latter.  This  must 
plainly  appear  before  we  can  be  justified  in  pronouncing 
the  reissued  patent  void.  But  this,  in  our  judgment,  does 
not  appear.  The  first  specification  describes  a  set  of  arti- 
ficial teeth  having  a  hard  rubber  plate  made  by  a  process 
substantially  the  same  as  that  indicated  in  the  later  patent. 
The  description  of  the  process  is  not  quite  so  minute ;  but 
it  is  sufficiently  full  to  be  understood,  and  to  enable  an 
operator  to  make  the  manufacture.  Certainly  it  is  not  an- 
other process ;  and  as  its  result  is  the  same,  it  is  impossible 
to  hold  that  the  reissued  patent  is  for  a  different  invention 
from  the  one  protected  by  the  original  patent.  It  is  true, 
the  specification  of  the  reissue  describes  also  another  pro- 
cess not  described  in  the  specification  of  the  first,  namely,  a 
mode  of  making  the  molds,  but  that  is  not  claimed  as  a  part 
of  the  invention. 

The  remaining  defences  to  the  bill  rest  mainly  on  the  as- 
sumption that  the  new  petition  presented  to  the  Patent 
Office  in  1864  cannot  be  regarded  as  a  continuation  of  the  ap- 
plication made  for  a  patent  on  the  12th  of  April,  1855.  But 
this  cannot  be  conceded.  The  history  of  the  application,  as 
we  have  given  it,  forbids  such  an  assumption.  No  act  of 
Cummings  amounted  to  a  withdrawal  of  his  first  petition,  or 
to  an  acquiescence  in  its  rejection.  It  is  true,  he  filed  a  second 
petition  in  1864 ;  but  he  accompanied  it  with  substantially 
the  specification  that  remained  in  the  office,  and  with  the 
same  drawings.  It  was  a  mode  of  procuring  another  con- 
sideration of  his  rejected  claim ;  and  the  Commissioner  re- 
garded it  as  such.  The  act  of  March  2,  1861,  gave  him  au- 
thority thus  to  regard  it.  He  replied  to  the  application, 
that  his  claim  was  embraced  in  an  application  filed  by  him 
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in  1855,  and  rejected  for  want  of  novelty ;  admitted  that  it 
had  been  improperly  rejected,  and  suggested  an  amend- 
ment to  make  it  correspond  with  his  former  amended  claim. 
It  is  impossible,  in  view  of  these  facts,  to  regard  the  effort 
to  obtain  a  new  patent  in  1864  as  a  new  and  independent 
application,  disconnected  from  the  application  made  in 
1855.  It  was  but  one  stage  in  a  continuous  effort.  In  God- 
frey V.  Eames,  1  Wall.  317  [7  Am.  &  Eng.  174],  the  first  ap- 
plication was  actually  withdrawn,  and  a  new  petition  was 
presented  at  the  time  of  the  withdi-awal,  with  a  different 
description  of  the  invention ;  but  as  the  thing  patented  un- 
der the  second  might  have  been  engrafted  as  an  amendment 
of  the  first,  it  was  ruled  that  all  the  proceedings  constituted 
one  application.  This  court  said:  "If  a  party  choose  to^ 
withdraw  his  application  for  a  patent,  and  pay  the  forfeit, 
intending  at  the  time  of  such  withdrawal  to  file  a  new  peti- 
tion, and  he  accordingly  does  so,  the  two  petitions  are  to  be 
considered  i)arts  of  the  same  transaction,  and  both  as  con- 
stituting one  continuous  application."  We  are  not  aware 
that  filing  a  second  petition  for  a  patent,  after  the  first  has 
been  rejected,  has  ever  been  regarded  as  severing  the  second 
application  from  the  first  and  depriving  the  applicant  of 
any  advantage  he  would  have  enjoyed  had  the  patent  been 
granted  without  a  renewal  of  the  application.  The  con- 
trary was  decided  by  the  Circuit  Court  for  the  Southern  Dis- 
trict of  Ohio,  in  Bell  v.  Daniels,  1  Fish.  372,  and  in  Blandy 
V.  Griffith,  3  Fish.  609 ;  and  these  decisions  are  founded  in 
justice  and  sound  reason. 

If,  then,  as  we  think  it  must  be  held,  the  proceeding  to 
obtain  the  i)atent  was  a  continuous  one  from  1856  until  it  was 
granted ;  if  the  application  of  1855  is  not  severable  from 
the  proceedings  of  1864,  there  is  no  foundation  whatever 
for  the  allegation  that  the  invention  was  abandoned  to  the 
public,  and  that  it  was  in  public  use  or  on  sale  for  more 
than  two  years  before  the  inventor's  application.  The  first 
use  of  it  proved,  by  any  other  than  Dr.  Cummings,  was  in 
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1859 ;  and  there  is  no  evidence  that  this  was  with  his  con- 
sent. And  the  proof  respecting  liis  health  and  pecuniary 
condition,  together  with  his  constant  efforts  to  obtain  the 
necessary  means  to  prosecute  his  right,  rebuts  all  presump- 
tion that  he  ever  abandoned,  actually  or  constructively, 
either  his  invention  or  his  application  for  a  patent.  That 
he  never  intended  an  abandonment  of  his  invention  is  per- 
fectly clear ;  and  it  was  not  his  fault  that  granting  the  pat- 
ent was  so  long  delayed. 

The  conclusion  of  the  whole  matter  is,  that  the  patent  is 
a  valid  one ;  and,  therefore,  that  the  decree  of  the  Circuit 
Court  should  be  affirmed. 

TTie  decree  of  the  Circuit  Court  is  affi/rmed. 

Mr.  Justice  Bradley  (a),  dissenting : 

I  dissent  from  the  judgment  of  the  court  in  this  case,  on 
the  ground  that  the  patentee,  having  duly  made  his  applica- 
tion for  a  patent  in  1855,  and  the  same  having  been  three 
times  rejected,  must  be  considered  as  having  abandoned 
the  same,  inasmuch  as  no  f urtlier  effort  was  made  to  obtain 
a  patent  until  eight  years  afterwards,  without  any  pretense 
that  the  patentee  was  engaged  in  perfecting  his  invention, 
and  in  the  meantime  the  invention  wliich  he  claims  as  his 
had  come  into  general  public  use.  The  application  for  a 
patent  made  in  1864  was  a  new  and  independent  application, 
and  should  be  treated  as  such.  As  the  public  had  enjoyed 
the  use  of  the  invention  for  more  than  two  years  prior  to 
this  application,  the  patent  should  be  declared  invalid. 
Great  injustice  will,  in  my  judgment,  be  done  to  the  public 
to  allow  a  patent  obtained  under  such  circumstances  to 
stand.  The  public  had  a  right  to  suppose  that  no  further 
application  would  be  made.  The  levy  of  a  tribute  now  on 
all  the  dentists  of  the  country  who  have  brought  the  plate 
into  public  notice  and  use  seems  to  me  a  species  of  in- 
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justice.  The  delay  of  the  i)atentee,  in  fact,  is  made  to  ope- 
rate to  his  benefit  instead  of  his  prejudice,  his  jmtent  being 
made  to  run  eight  years  longer  than  it  would  have  done 
had  it  been  granted  when  first  applied  for ;  so  that  the 
public  is  still  further  injured  by  sustaining  the  jyatent  as 
finally  granted.  It  is  too  common  a  case  that  associated 
comi)anies,  in  order  to  maintain  some  valuable  monopoly, 
look  about  to  see  what  abandoned  invention  or  rejected  ap- 
plication, or  ineffective  patent,  can  be  picked  up,  revamped, 
and  carried  through  the  Patent  Office,  and  by  the  aid  of 
ingenious  experts  and  skilful  counsel  succeed  in  getting 
the  desired  protection.  I  think  that  the  courts  ought  to  be 
strict  in  maintaining  the  rights  of  the  public  in  such  cases. 
And  the  present  case  seems  to  me  to  be  one  in  which  we 
ought  to  hold  the  patent  invalid  as  against  those  rights. 

Mr.  Justice  Milleb  and  Mr.  Justice  Field  concur  in  this 
dissenting  opinion. 
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CHKISTOPHER  MEYER  AND  MART  A.  EVANS, 
Administratrix  of  John  Evans,  Deceased,  APPEL- 
LANTS, V.  STEPHEN  PRITCHARD.* 

Bk.  28,  li.  ed.  061.    Oct.  Term,  1876. 

Submitted  January  8,  1877.     Decided  January  16,  1877. 

Surrender  in  order  to  reissue.    Effect  on  antecedent  suits.     Reissue 

pending  appeal. 

1.  The  surrender  of  a  patent  extinguishes  it,  and  it  can  no  longer 

be  the  foundation  of  a  legal  right.  The  reissue  has  no  connec- 
tion with  or  bearing  upon  antecedent  suits.  The  antecedent 
suits  depend  upon  the  patent  existing  at  the  time  they  were 
commenced,  and  unless  it  exists  and  is  in  force  at  the  time  of 
trial  and  judgment,  the  suit  fails,     (p.  36  .) 

2.  Where  since  the  appeal  appellants  surrendered  and  reissued  the 

patent  upon  which  suit  was  brought,  held  there  was  no  longer 
any  real  or  substantial  controversy  between  the  parties  upon 
the  issues,  which  have  been  joined  and  the  appeal  is  dismissed, 
(p.   3V.) 

[Citatioiis  in  the  opinion  of  the  ooort :] 

Moffit  V,  Garr,  1  Black,  282  [7  Am.  &  Eng.  Ill],    p.  36. 
Keedy  v.  Soott,  23  Wall.  364  [10  Am.  &  Eng.  133].    p.  36. 
dereland  «.  Chamberlain,  1  Black,  426.    p.  37. 
Loxd  0.  Yeazie,  6  How.  255.    p.  37. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

On  motion  to  dismiss. 

The  case  which  arose  in  the  court  below,  is  sufficiently 
stated  by  the  court. 

Messrs.  George  Harding  and  J.  Hertey  Ackerraan^  for 
appellee : 

By  surrender  of  the  letters  patent,  the  right  to  maintain 
a  bill  which  is  founded  thereon  is  entirely  destroyed. 

Woodworth  v.  Stone,  3  Story,  749;  Moffitt  n.  Qurr,  1 
Black,  273  [7  Am.  &  Eng.  111]. 

*See  Explanation  of  Notes,  page  IIL 


36  MEYER  v.  PRITCHARD.  [Sup.  Ot 

Opinion  of  the  court 

This  has  recently  been  aflSbmed  by  this  court  in  the  case 
of  Reedy  v.  Scott,  7  Off.  Gaz.,  Pat.  Off.  463,  (23  Wall.  852 
[10  Am.  &  Eng.  133]). 

Messrs.  Benj.  F.  Thurston  and  8.  D.  Law^  for  appelr 
lants : 

The  decree  of  the  Circuit  Court  is  a  final  decree,  and  the 
judgment,  unless  the  same  is  reversed,  must  be  executed. 
The  decree  stands  still  in  force.  The  api)eal  does  not 
vacate  it. 

The  judgment  rendered  is  res  jvdicaia.  An  appeal  by 
either  party  to  this  court  is  for  the  sole  purpose  of  ascer- 
taining whether  there  is  error  in  the  judgment,  and  the  de- 
cree of  this  court  will  be  entered  by  the  Circuit  Court  nunc 
pro  tunc. 

Springfield  v.  Worcester,  2  Cush.  62. 

See,  also,  upon  the  practice  of  courts  to  enter  their  judg- 
ments as  of  a  day  prior,  to  prevent  the  failure  of  justice. 

Brigham,  Judgments,  95 ;  Key  v.  Gk)odwin,  1  Moore  &  S. 
620 ;  Ryghtmyre  v.  Durham,  12  Wend.  245 ;  Perry  v.  Wil- 
son, 7  Mass.  395  ;  Mara  v.  Quinn,  6  T.  R.  1. 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court: 

In  Moffitt  V.  Garr,  1  Black,  282  [7  Am.  &  Eng.  Ill],  we 
held  that  a  surrender  of  a  patent  ' '  Means  an  act  which,  in 
the  judgment  of  the  law,  extinguishes  the  patent.  It  is  a 
legal  cancellation  of  it,  and  hence  can  no  more  be  the 
foundation  for  the  assertion  of  a  legal  right,  after  the  surren- 
der, than  could  an  act  of  Congress  which  has  been  repealed. 
*  *  *  The  reissue  of  the  patent  has  no  connection  with 
or  bearing  ui)on  antecedent  suits ;  it  has  as  to  subsequent 
suits.  The  antecedent  suits  depend  upon  the  jyatent  exist- 
ing at  the  time  they  were  commenced,  and  unless  it  exists 
and  is  enforced  at  the  time  of  trial  and  judgment,  the  suits 
fail.''  To  the  same  effect  is  Reedy  v.  Scott,  23  Wall.  364 
[10  Am.  &  Eng.  133].    We  are  satisfied  with  this  ruling. 

Omitted  In  U.  8. 
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Since  the  appeal  in  this  case,  the  appellants,  who  repre- 
sent the  original  patentees,  have  surrendered  the  iiatent 
wpon  which  the  suit  was  brought,  and  obtained  a  reissue. 
This  fact  is  conceded.  If  we  should  hear  the  case  and  re- 
verse the  decree  below,  we  could  not  decree  affirmative 
relief  to  the  appellants,  who  were  the  complainants  below, 
because  the  patent  upon  which  their  rights  depend  has 
been  canceled.  There  is  no  longer  any  "real  or  substantial 
controversy  between  those  who  appear  as  parties  to  the 
suit,"  upon  the  issues  which  have  been  joined,  and  for  that 
reason  the  appeal  is  dismissed  upon  the  authory  of  Cleve- 
land V.  Chamberlain,  1  Black,  426 ;  and  Lord  v.  Veazie,  8 
How.  256. 

TTie  cause  is  remanded  to  the  Circuit  Courts  to  be  dealt 
with  as  law  and  justice  rrvay  require. 

Omlttod  In  U.  8. 

Notes  t 

2.  Surrender  and  reissue  pending  suit: 

MofRtt  t>.  Garr,  1  Black,  273  [7  Am.  &  Eng.  Ill], 
Littlefield  v.  Perry,  21  Wall.  205  [9  Am.  &  Eng.  446]. 
Reedy  v.  Scott,  23  Wall  862  [10  Am.  &  Eng.  133]. 
Mevs.  V.  Conover,  Bk.  23  L.  ed.  1008  [p.  39,jt?o«<]. 
Peck  V.  Collins,  103  XJ.  S.  660. 
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HENRY  MEVS,  ^APPELLANT,   v.   JACOB  A.  CONO- 
VER* 

Bk.  28,  li.  ed.  lOOa.    Oct.  Term,  1870. 

[11  o.  G.  nil.] 

Argued  January  19,  1877.     Decided  March  13,  1877. 

EHimation  of  profits.    Loss.     Surrender  in  order  to  reissue.    Re- 
issue after  final  decree  or  judgment, 

1.  The  profits  are  not  all  that  an  infringer  made  in  the  business  in 

which  he  used  the  patented  invention,  but  they  are  the  worth 
of  the  advantage  he  obtained  by  such  use — or,  in  other  words, 
they  are  the  fruits  of  that  advantage.  (Mowry  v,  Whitney, 
14  Wall.  661  [9  Am.  A  Eng.  1]).     (p.   42  .) 

2.  Thus  where  no  profits  actually  resulted  from  the  infringing  use 

by  reason  of  the  defective  mechanism  in  combination  with 
which  the  infringed  device  was  employed  ;  yet  as  the  loss  was 
less  than  it  would  have  been  with  the  infringed  device  omit- 
ted, this  benefit  is  equivalent  to  an  equal  gain,  and  was  rightly 
estimated  as  a  part  of  the  profits  for  which  the  infringer  was 
responsible,     (p.   42.) 

3.  The  surrender  of  a  patent  extinguishes  it,  and  after  its  surrender 

pending  suits  founded  upon  it  fall  with  its  extinguishment, 
(p.   43.) 

4.  If  a  patent  is  surrendered  for  reissue  after  final  decree  or  judg- 

ment, the  surrender  has  no  effect  upon  a  right  passed  pre- 
viously into  judgment.  The  right  of  the  patentee  then  rests 
on  his  judgment  or  decree,  and  not  on  his  patent,     (p.  43 .) 

[CitatioiiB  in  the  opinion  of  the  court] 

Mowry  «.  Whitney,  14  Wall.  620  [9  Am.  &  Eng.  1].    p.  42 

Api>eal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  appellee  was  the  complainant  in  the  court  below, 
where  a  decree  was  rendered  in  his  favor ;  whereupon  the 
resi)ondent  appealed  to  this  court. 

The  case  is  sufficiently  stated  by  the  court. 

*  See  Explanation  of  Notes,  page  IIL 
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Messrs.  A.  J.  Todd  and  Edward  Paiterson^  for  appel- 
laTvt: 

The  Master,  on  a  comparison  with  the  hand-mode  of  feed- 
ing in  the  wood,  should  have  taken  the  testimony  with  ref- 
erence to  what  the  appellant  saved  or  gained  by  the  aid  of 
the  toachine  that  he  actually  had  and  used,  and  not  with 
reference  to  the  machine  described  in  Conover's  patent. 

The  decree  only  calls  for  an  account  of  the  gain  which 
the  appellant  hus  received^  hence  a  comparison  between  an 
efBicient  machine  built  directly  after  the  patent,  and  an  ordi- 
nary hand  machine  would  not  disclose  what  gains  the  aj)- 
pellant,  by  the  use  of  his  old  and  defective  machine,  has  re- 
ceived. 

That  appellants'  machine  was  old,  worn  out  and  very  de- 
fective, is  apparent  even  from  the  appellants'  proof  on  ex- 
amination of  the  witnesses.  In  addition  to  this  exhibition  of 
the  defective  and  inferior  condition  of  Mevs'  machine,  he 
himself  testifies  that  he  made  no  profit  on  that  branch  of 
the  business,  called  the  bundling- wood  business,  during  the 
years  1866,  1867  and  1868,  that  he  lost  heavily  in  it,  and 
only  kept  on  to  please  his  customers  who  bought  other 
wood  of  him. 

The  burden  of  proof  is  on  the  complainant,  and  before  he 
can  have  a  decree  for  any  stated  sum,  he  must  show  that 
the  appellant  by  the  machine  actually  used  effects  a  saving 
represented  by  that  sum.  Such  proof  alone  can  satisfy  the 
order  of  reference  to  the  Master  in  this  case.  A  comparison 
with  the  machine  described  in  the  Conover  patent,  instead 
of  appellant's  machine,  will  not  answer. 

It  has  been  brought  to  the  knowledge  of  counsel  for  ap- 
pellant since  filing  the  foregoing  brief,  that  the  letters  i)at- 
ent  alleged  to  be  infringed  in  this  suit  were  reissued  by  the 
appellee  after  the  appeal  taken  herein,  and  that  said  reis- 
sued letters  patent  bear  date  the  13th  of  July,  1875.  (Cita- 
tion served  July  16,  1874.  Rec.  p.  49).  Such  being  the 
case,  it  is  respectfully  submitted  that  an  order  should  be 
made  directing  the  C^uit  Court  to  annul  the  final  decree 
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herein  and  dismiss  the  bill.  Since  no  pending  suit  can  be 
maintained  so  far  as  the  old  term  of  the  patent  is  concerned, 
after  reissue,  a  decree  appealed  from  for  the  payment  of 
money  ought  not  to  be  enforced  either. 

Woodworth  v.  Stone,  3  Story,  750 ;  Woodworth  v.  Hall, 
1  Wood,  and  M.  257 ;  Bloomer  v.  Stolley,  5  McLean,  158 ; 
Moffitt  V.  Garr,  1  Black,  283  [7  Am.  &  Eng.  Ill];  Reedy  v. 
Scott,  23  WaU.  364,  [10  Am.  &  Eng.  133]. 

Messrs.  H,  Mason  arid  Peter  Van  Antwerp^  for  appellee: 

The  only  questions,  therefore,  to  be  considered  by  the 
court,  are,  first — ^was  complainant  entitled  to  recovery  from 
the  appellant  the  amount  of  clear  profits  by  way  of  savings 
or  otherwise,  by  the  infringement ;  and  second,  were  the 
proofs  before  the  Master  sufficient  to  sustain  his  report,  as 
modified  and  confirmed  by  his  honor.  Judge  Blatchford. 

As  to  the  first  point,  it  is  assumed  the  law  is  too  well  and 
uniformly  settled  to  require  either  argument  or  any  reference 
to  the  authorities.  On  the  second,  as  there  were  no  excej)- 
tions  to  any  rulings  of  the  Master,  as  to  the  admission  or 
rejection  of  any  .evidence,  the  matter  must  be  determined 
on  the  evidence  as  it  stands  on  the  record. 

The  Master  found  that  the  appellant  saved  75  cents  per 
cord  by  the  use  of  the  machine.  The  evidence  upon  this 
point  is  as  follows :  "To  the  best  of  my  opinion  it  costs  80 
cents  i)er  cord  less  to  split  by  the  Conover  machine.  The 
wood  would  not  be  split  as  well  as  by  the  Conover  machine." 
Cottrell,  P.,  18  Pol.  65. 

Prom  the  testimony  of  J.  S.  Hessmann  and  G.  Seimers  it 
appears  that  the  saving  per  cord  was  75  cents.  The  appel- 
lant, upon  the  whole  case,  has  no  cause  for  complaint,  be- 
cause the  evidence  not  only  fully  sustains  the  Master's  re- 
jx)rt,  as  modified  by  his  honor.  Judge  Blatchford,  but  had 
he  kept  account  of  his  whole  business,  (of  which  the  pro- 
duct of  the  machine  is  shown  to  have  been  an  essential 
part),  by  which  the  profits  could  have  been  ascertained,  the 
complainant  would  have    been  entitled  to  recovery,  in 
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addition,  such  portions  thereof  as  he  could  have  proven  was 
due  to  the  use  of  the  machine,  in  addition  to  the  mere 
savings.  The  judgment  appealed  from  should  be  aflirmed, 
with  damages,  interest  and  costs. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 

The  only  errors  assigned  in  this  case  are  to  the  confirma- 
tion of  the  master's  report,  and  they  relate  to  the  ascertain- 
ment of  the  profits  which  the  defendant  had  made  by  his 
unauthorized  use  of  the  plaintiflPs  invention.  That  the 
machine  employed  by  the  defendant  in  splitting  wood  was 
an  infringement  of  the  plaintifTs  i)atent,  is  established  by  the 
decree  which  sent  the  case  to  the  master ;  and  no  complaint 
is  made  of  that,  but  it*  is  contended  the  master  erred  in  re- 
porting "There  was  saved  to  the  defendant  seventy-five 
cents  per  cord  in  the  wood  split  by  him  and  made  into 
bundles."  In  the  ascertainment  of  profits  made  by  an  in- 
fringer of  a  patented  invention,  the  rule  is  a  plain  one.  The 
profits  are  not  all  he  made  in  the  business  in  which  he  used 
the  invention,  but  they  are  the  worth  of  the  advantage  he 
obtained  by  such  use;  or,  in  other  words,  they  are  the 
fruits  of  that  advantage. 

Mowry  v.  Whitney,  14  Wall.  661  [9  Am.  &  Eng.  1]. 

We  are  not  convinced  that  the  rule  declared  in  that  case 
was  not  followed  in  this.  The  patented  invention  infringed 
by  the  defendant  was  a  new  and  improved  machine  for 
splitting  kindling  wood,  and  a  distinguishing  feature  of  it, 
perhaps  the  principal  feature,  was  a  device  for  the  auto- 
matic feeding  of  the  wood  to  the  reciprocating  splitting 
knives  or  cutters,  by  a  movable  platform  or  apron  carried 
forward  by  an  endless  chain.  That  device  the  defendant 
used,  though  it  is  said  he  used  it  in  another  machine  known 
as  Green's.  The  evidence  is  full  and  uncontradicted,  that 
an  advantage  is  gained  in  splitting  kindling  wood  by  a  ma- 
chine with  that  device,  of  at  least  seventy-five  cents  a  cord 
over  splitting  it  by  hand,  or  without  that  device.     It  was  in 

Omitted  in  V,  S. 
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harmony  with  this  evidence  the  master  reix)rted  and  the 
court  decreed. 

It  is  urged,  however,  that  the  Green  machine,  in  which 
the  defendant  used  the  plaintiff  s  invention,  was  old  and  de- 
fective, and  that  no  profits  were  actually  received  from  such 
an  use.  But  if  such  be  the  fact,  if  the  defendant  was  a 
loser  by  splitting  wood  with  the  Green  machine,  his  loss 
was  less  to  the  extent  of  seventy-five  cents  on  each  cord 
split  than  it  would  have  been  had  he  not  used  the  patented 
invention.  Such  a  result  was  equivalent  to  an  equal  gain, 
and  it  was  rightly  estimated  as  a  part  of  the  profits  for 
which  the  infringer  was  responsible. 

These  observations  are  sufficient  for  the  case.  We  notice, 
however,  a  suggestion  made  on  behalf  of  the  appellant  that, 
since  the  decree  in  the  Circuit  Court,  the  jmtentee  has  sur- 
rendered the  patent  upon  which  the  decree  was  founded, 
and  obtained  a  reissue.  This  does  not  appear  in  the  record, 
and  if  it  did  it  would  be  immaterial.  We  have  held  that 
the  surrender  of  a  patent  extinguishes  it,  and  that  after  its 
surrender,  i)ending  suits  founded  upon  it,  fall  with  its  ex- 
tinguishment. The  patent  must  remain  unsurrendered,  not 
only  when  a  suit  upon  it  is  commenced,  but  at  the  time  of 
trial  and  judgment.  But  a  surrender  after  final  judgment 
or  decree  can  have  no  effect  upon  a  right  passed  previously 
into  judgment.  After  that  there  is  nothing  open  for  litiga- 
tion. The  right  of  a  patentee  then  rests  on  his  judgment 
or  decree,  and  not  on  his  patent.  The  suggestion,  there- 
fore, cannot  avail  the  appellant,  and  the  decree  of  the  Cir- 
cuit Court  must  be  afltened. 

Decree  affi/riaed. 

Omitted  In  U.S. 
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THE  CONSOLIDATED-  FRUIT  JAR  COMPAinr,  AP- 
PELLANT, V.  JAMES  T.  WRIGHT.* 

94  (4  Otto)  V.  8. 1ta-97.    Oct.  Term,  1970. 

[Bk.  24,  L.  ed.  68.] 

Affirming  Ibidy  12  Blatch.  149. 

Argaed  January  18, 19,  1877.     Decided  January  29,  1877. 

Particular  patent  construed.    Abandonment.    Act  1839^  sec.   7, 

"purchase^  salCy  or  prior  use^ 

1.  Letters  patent  No.  102,913,  J.  L.  Mason,  May  10,  1870.    Fruit 

Jar.  Held  abandoned  by  sale  or  use  for  more  than  two  years 
prior  to  application  for  patent,  Act  1889,  sec.  7.     (p.   50.) 

2.  Act  1839,  sec.  7,  "purchase,  sale  or  prior  use"  is  in  the  disjunc- 

tive "  for  more  than  two  years  "  means  earlier  than  two  years 
prior.  It  follows  that  a  single  instance  of  sale  or  use  by  the 
patentee,  may,  under  the  circumstances,  be  fatal  to  the  patent, 
(p.  62). 

[Citations  in  the  opinion  of  the  court :] 
Cart  Pat.  (4th  ed.)  696.    p.  51. 
Pitta  V,  Hali;  2  Blatch.  229.    p.  52. 
Am.  Hide  &  L.  Co.  v.  Am.  Tool  Co.,  4  Fish.  284.    p.  52. 
M'Millin  v.  Barclay,  5  Fish.  189.    p.  52. 

McQaig  V.  Kingsland,  1  How.  202  [4  Am.  &  Eng.  382].    p.  52. 
Agawam  Co.  v,  Jordan,  7  Wall.  563  [8  Am.  Eng.  24].    p.  62. 

Appeal  from  the  Circuit  Court  of  United  States  for  the 
Southern  District  of  New  York. 

The  case,  which  arose  in  the  court  below,  is  fully  stated 
by  the  court. 

Mr.  John  H.  B.  Latrdbe  and  A.  J.  Todd,  far  appellants : 

The  patent,  although  dated  May  10,  1870,  was  applied  for 

15th  of  June,  1868,  and  the  testimony  carries  back  the  date 

of  the  invention  to  the  summer  of  1859.    Mere  delay  in 

taking  out  a  patent  unaccompanied  by  public  use  or  sale  of 

*See  Kxplanation  of  Notes,  page  IIL 
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the  thing,  with  the  consent  and  allowance  of  the  patentee 
before  the  application,  however  long  may  be  the  interval  be- 
tween completion  of  the  thing  and  the  application,  will  have 
no  eflfect  upon  the  patent.  Ryan  v.  Goodwin,  3  Sumn.  519. 
You  cannot  contend  that  if  a  man  were  to  keep  his  inven- 
tion shut  up  in  his  room  for  20  years,  that  circumstance 
merely  would  deprive  him  of  his  right  to  obtain  a  patent  for 
it    Bentley  v.  Fleming,  1  Car.  &  Kir.  587. 

We  think  Judge  Woodruff  overlooked  most  material  tes- 
timony. In  his  eighth  conclusion  when  he  returns  to  the 
subject  in  connection  with  the  question  of  abandonment  he 
says  what  may  be  proper  to  be  noticed  now,  ' '  there  was  no 
reason  for  this  delay ;  if  Mason  entertained  any  purpose  to 
pursue  the  invention  or  patent. ' '  Mason  had  patented  many 
things,  and  had  sold  his  patents  to  a  certain  Mitchell  &  Ben- 
nett for  $30,000 ;  $2,000  in  cash  and  $28,000  in  notes  secured 
by  mortgage  on  the  patents  themselves.  Some  of  the  notes 
falling  into  the  hands  of  L.  R.  Boyd,  the  mortgage  was 
foreclosed  and  the  title  to  Mason's  patents  became  vested  in 
Boyd.  To  these  patents^  the  invention  of  1869  was  subor- 
dinate^ and  had  Mason  then  taken  out  a  patent,  he  would 
have  been  dependent  upon  others  for  the  right  to  use  it ; 
and  he  was  so  advised  by  his  counsel,  W.  P.  N.  Fitzgerald. 

Judge  Woodruff  says  *^  others,  having  no  connection  with 
Mason,  had  produced  and  given  to  the  public  the  benefit  of 
the  device  he  now  seeks  to  claim,  had  devoted  time,  and 
capital  to  its  production  and  sale."  Now  the  inference  to 
be  drawn  from  this,  as  regards  what  was  in  Judge  Wood- 
ruff's mind  is,  that  Mason  instead  of  moving  in  the  matter 
on  the  first  notice  that  he  had  of  the  danger  he  ran,  waited 
until  others  had  demonstrated  the  value  of  his  invention, 
and  then  went  forward  to  deprive  them  of  their  reward, — to 
reap  where  they  had  sown.  But  the  fact  was  not  so.  He 
saw  a  jar  with  a  top  secured  in  its  place  upon  the  gasket  be- 
low the  mouth  of  the  jar  by  a  thin  metal  screw-ring  engag- 
ing in  a  screw  on  the  neck  of  the  jar ;  and  seeing  in  this  a 
si^cient  approach  to  what  he  had  done  to  warn  him  of 
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other  possibilities,  hie  goes  to  his  lawyer,  in  1867 — ^the  same 
year  recollect — ^to  see  about  taking  out  his  patent ;  his  law- 
yer promises  and  dies,  and  he  then  goes  to  another,  and  the 
patent  is  obtained. 

It  is  respectfully  suggested  that  as  this  case  unravels  itself 
in  its  voluminous  testimony,  it  corroborates  the  view  that, 
at  liberty  to  keep  his  invention  to  himself  as  long  as  he 
pleased,  Mason  proceeded  to  patent  it  within  the  two  years, 
during  which  no  purchase,  sale,  or  use,  without  his  knowl- 
edge or  consent,  prior  to  his  application,  could  prejudice 
his  right,  or  imi)air  the  validity  of  his  patent  when  granted. 

In  the  next  place  Mason's  two  years  under  the  act  of 
1839  began  to  run  on  the  16th  of  January,  1866,  two  years 
prior  to  the  date  of  his  application ;  and  the  agreement  under 
which  Imlay  and  Rowley  began  to  act  in  concert — an  agree- 
ment of  which  there  is  no  proof  that  Mason  knew  any- 
thing— ^and  to  make  the  "Hero"  jar,  sometimes  \vdth  a  tin, 
and  then  with  a  glass  top,  was  not  made  until  the  7th  of 
March,  1866. 

Abandonment  must  result  from  intention  of  the  patentee 
expressly  declared  or  clearly  indicated  by  his  acts.  And  if 
the  lapse  of  years  between  the  date  of  his  application  and 
of  his  patent,  and  if  his  own  condtict  can  be  fvUy  ex- 
plained on  any  other  hypothesis^  they  ought  not  to  be  m^- 
puted  to  an  intention  on  his  part  to  abandon  his  intention. 

McMillin  v.  Barclay,  5  Fish.  199. 

This  principle  is  well  stated  by  Judge  Drummond,  in  Sayles 
V.  Chicago  &  N.  W.  R.  R.,  2  Pish.  263,  where  he  says :  "the 
patent  law  looks  with  indulgence  upon  the  delays  which  arise 
from  the  circumstances  of  the  parties  who  may  make  an  in- 
vention ;  and  it  is  only  when  the  invention  is  intentionally 
abandoned  or  neglected,  or  the  patentees  show  by  their  acts 
that  they  have  not  done  all  they  can  do,  that  the  law  de- 
clares that  they  shall  not  be  protected  in  their  invention." 

The  patent,  however,  when  granted  makes  2,  prima  fa/de 
case  for  the  patentee,  and  the  burden  of  proof  is  with  the 
defendant  to  show  such  abandonment.    American  Hide  C!o. 
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V.  American  Tool  Co.,  4  Pish.  299.  The  lapse  of  time  be- 
tween the  perfection  of  the  invention  and  the  application 
is  all,  then,  that  is  left  by  way  of  defence.  This  we  have 
shown  by  authority  is  not  sufficient  in  law  of  itself  to  in- 
validate the  x)atent.  But  we  have  gone  further,  and  shown 
that  there  was  a  valid  and  sufficient  reason,  recognized  as 
such  by  the  courts,  in  the  case  of  White  v.  AUen,  for  the 
delay  that  took  place,  and  which  saved  the  i)atent,  when 
granted,  from  the  effect  of  a  defense  founded  on  the  delay. 

Mr.  Oeorge  Oifford^  for  appellee : 

According  to  the  testimony  produced  on  the  part  of  the 
appellant,  the  invention  was  completed  by  Mason  and  ready 
for  use  and  sold  and  put  into  public  use  by  him  about  nine 
years  before  he  applied  for  a  patent,  which,  in  itself,  con- 
stitutes an  abandonment  to  the  public.  Even  if  Mason's 
own  sale  and  use,  added  to  his  delay  of  nine  years,  had  not 
dedicated  his  invention  to  the  public,  the  production  and 
public  use  of  the  invention  by  others  during  the  time  of  his 
delay  would  constitute  an  abandonment. 

It  has  been  the  uniform  practice  of  the  Patent  Office  ever 
since  its  establishment,  to  refuse  a  patent  to  the  first  in- 
ventor where  such  inventor  had  been  guilty  of  great  delay 
between  the  time  of  his  invention  and  the  time  of  his  appli- 
cation for  a  i)atent,  and  where,  in  the  meantime,  the  public 
had  become  in  i)ossession  of  the  invention  from  some  other 
source. 

Commissioner  Leggett,  in  1874,  refused  a  patent  to  an  ap- 
plicant because  he  delayed  three  years  and  four  months  be- 
fore applying  for  a  patent,  after  making  an  invention,  and 
in  the  meantime  the  invention  was  made  and  the  patent  for 
it  was  obtained  by  another. 

Bradford  v.  Corbin,  6  Pat.  Off.  Gaz.  223. 

Whenever  the  question  of  the  effect  of  long  delay  on  the 
part  of  the  inventor  in  applying  for  a  patent  has  come  up  in 
the  courts,  it  has  been  uniformly  held  that  if  the  public, 
during  such  delay  had  become  i)ossessed  of  the  invention, 
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either  by  another  patent,  or  a  publication  in  a  book,  or  by 
the  invention  going  into  use,  such  first  inventor  loses  his 
right  to  a  patent.  Such  decisions  are  in  strict  conformity 
with  the  policy  and  object  of  the  patent  laws,  and  any  dif- 
ferent administration  of  those  laws  would  be  in  direct  con- 
travention of  that  policy  and  object.  In  the  case  of  Ken- 
dall V.  Winsor,  21  How.  322  [7  Am.  &  Eng.  1],  the  court 
say  has  been  a  standard  reference  on  this  subject  for  the 
last  15  years.  The  facts  proved  in  this  case  also  show  that 
independently  of  the  question  of  abandonment.  Mason  for- 
feited his  right  to  a  patent  under  the  7th  section  of  the  act 
of  1839,  by  making  and  selling  the  patented  article  for 
profit  more  than  two  years  prior  to  his  application  for  a  pat- 
ent. Birdsell  v.  McDonald,  6  O.  Gt.  682 ;  Blandy  v.  Grif- 
fith, 3  Pish.  617 ;  Sanders  v.  Logan,  2  Fish.  173 ;  McMillin 
V.  Barclay,  5  Fish.  189 ;  American  Hide  Co.  v.  American 
Tool  Co.,  4  Fish.  291 ;  Sisson  v.  Gilbert,  9  Blatch.  186 
Agawam  Co.  v.  Jordan,  7  Wall.  583  [8  Am.  &  Eng.  24] 
McClurg  V.  Kingsland,  1  How.  202  [4  Am.  &  Eng.  382] 
Pitts  V.  Hall,  2  Blatch.  229 ;  McCormick  v.  Seymour,  2 
Blatch.  240. 

Mr.  Justice  Swayi^te  delivered  the  opinion  of  the  court : 
This  is  a  case  in  equity  brought  by  the  appellants  to  en- 
join the  appellee  from  infringing  a  patent  issued  by  the 
United  States  to   John  L.  Mason,  on  the  10th  of  May, 
1870,  for  ''an  Improvement  in  Fruit  Jars,"  of  which  patent 
the  complainant  is  the  assignee. 
The  disclaimer  and  claim  of  the  patent  are  as  follows : 
"  Separately  considered,  I  do  not  claim  a  metallic  flexible 
screw  ring  or  cap,  C,  for  holding  a  cover  on  a  preserve  jar, 
nor  an  external  gasket -receiving  shoulder  upon  preserve 
jar,  except  when  such  gasket  shoulder  is  at  the  top  of  a 
continuous  glass  screw ;  neither  do  I  claim  the  combination 
of  a  screw  ring  cap  with  a  packing-ring,  so  applied  to  a  jar 
that  a  portion  of  the  whole  of  such  packing-ring  is  exposed 

94  U.  S.  99-98. 
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within  the  jar,  nor  when  the  gasket  shoulder  is  at  the  baae 
of  the  glass  screw,  as  in  my  patent  of  1868  ;  but,  what  I  do 
claim  as  new,  and  desire  to  secure  by  letters  patent,  is : 
"The  combination,  iirst,  of  the  shoulder,  &,  to  receive  a 
gasket  outside  and  a  little  below  the  top  of  the  jar ;  second, 
of  the  cover,  B,  with  the  rim,  d^  extending  down  outside  of 
the  top,  to  press  upon  the  gasket,  c ;  and,  third,  of  the  screw- 
ring  or  screw-cap,  C,  with  its  screw-threads  operating  upon 
those  of  the  jar  below  the  gasket  shoulder,  aU  substantially 
as  above  set  forth  and  described/' 

The  screw-cap,  C,  is  described  in  the  patent  as  made  of 
metal. 

The  answer  sets  up  several  defences.  Our  remarks  will 
be  confined  to  two  of  them. 

(1)  That  there  had  been  'purchase,  sale  and  prior  use" 
of  the  invention  '  *  more  than  two  years  prior ' '  to  the  appli- 
cation for  the  patent. 

(2)  That  the  invention  was  abandoned  to  the  public. 
These  objections  are  founded  upon  the  7th  section  of  the 

Act  of  1839.— Curt.  Pat.  4th  ed.  696. 

The  invention  was  completed  in  June,  1869.  The  applica- 
tion for  the  patent  was  made  on  the  loth  of  January,  1868. 
The  intervening  period  was  between  eight  and  nine  years. 
The  two  years  prior  to  the  application  began  on  the  loth  of 
January,  1866.  It  is  within  the  limits  of  the  tract  of  time 
first  mentioned  that  the  facts  are  to  be  sought  upon  which 
the  second  x)oint  is  to  be  determined,  and  within  the  same 
period,  less  two  years  after  the  15th  of  January,  1866,  that 
those  relating  to  the  first  point  must  have  occurred,  in  order 
to  avail  the  defendant. 

There  is  no  conflict  in  the  testimony. 

In  June,  1869,  Mason  had  a  model  made  for  his  jar  and 
cover,  according  to  his  invention.  He  took  the  model  to 
Reed  &  Co.,  glass-makers,  in  Jersey  City.  They  made  for 
him  at  least  two  dozen  of  the  jars.  When  they  were  done. 
Mason  received  five  or  six  of  them,  and  a  short  time  af  ter- 

04  U.  8.  98. 
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wards,  the  residue.  Of  the  first  lot,  he  gave  one  to  Reed 
and  one  to  Fitzgerald,  his  lawyer.  The  others  he  took 
home.  What  became  of  them  does  not  appear.  Those  of 
the  second  and  larger  lot  he  certainly  sold.  His  recollec- 
tion to  this  effect  is  distinct.  He  thinks  he  received  for 
them  three  or  four  dollars  a  dozen.  He  does  not  know 
what  was  done  with  them.  The  inference  is  a  fair  one, 
that  they  were  used  for  the  purpose  for  which  they  were 
intended.  His  object  in  selling  was  twofold — ^to  get  the 
money  which  they  yielded,  and  to  test  their  salability  iq 
the  market. 

The  statutory  clause,  upon  which  the  second  objection  is 
founded,  is  in  the  disjunctive.  The  language  is  "purchase, 
sale,  or  prior  use"  *  *  *  "for  more  than  two  years 
prior"  to  the  application  for  the  patent.  The  phrase,  "/or 
more^^  as  thus  used,  is  loose  and  inaccurate,  and  is  to  be 
understood  as  if  the  language  were  earlier  than  "two 
years  prior,"  etc.,  or  as  if  ''''for'*'*  were  omitted  from  the 
sentence.     This  omission  would  produce  the  same  effect. 

The  defects  specified  are  also  in  the  singular.  It  follows 
that  a  single  instance  of  sale  or  of  use  by  the  patentee  may, 
under  the  circumstances,  be  fatal  to  the  patent ;  and  such 
is  the  construction  of  the  clause  as  given  by  authoritative 
adjudications. 

In  Pitts  ^.  Hall,  2  Blatchf .  236,  Mr.  Justice  Nelson  said : 
"The  patentee  may  forfeit  his  right  to  the  invention  if  he 
constructs  it  and  vends  it  to  others  to  use,  or  if  he  uses  it 
publicly  himself  in  the  ordinary  way  of  a  public  use  of  a 
machine  oi  any  time  prior  to  two  years  before  he  makes 
his  application  for  a  patent.  That  is,  he  is  not  allowed  to 
derive  any  benefit  from  the  sale  or  the  use  of  his  machine, 
without  forfeiting  his  right,  except  within  two  years  prior 
to  the  time  he  makes  his  application."  See,  also.  Am. 
Hide  &  L.  Co.  %,  Am.  Tool  Co.,  4  Pish.  291 ;  McMillin  z?. 
Barclay,  5  Pish.  189 ;  McClurg  d.  Kingsland,  1  How.  202  [4 
Am.  &  Eng.  382] ;  Agawam  Co.  v.  Jordan,  7  Wall.  583 ;  [8 
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Am.  &  Eng.  24],  The  result  must  always  depend  upon  the 
purpose  and  incidents  accompanying  the  act  or  acts  relied 
upon. 

If  the  case  stopped  here,  the  facts  we  have  adverted  to 
would  be  fatal  to  the  i)atent,  upon  the  ground  of  the  first 
objection.  But  there  are  further  facts  developed  in  the 
testimony  which  bear  upon  this  as  well  as  the  other  point. 

The  model  remained  in  the  possession  of  Beed,  one  of 
the  glass  manufacturers,  unnoticed  and  uncalled  for  by  Ma- 
son until  1867.  Not  knowing  where  to  find  Mason,  Reed  then 
sold  it  at  auction.  The  jar  Mason  had  given  him  was  sold 
at  the  same  time  and  in  the  same  way.  This  utter  neglect  of 
the  model  for  so  long  a  time  is  full  of  significance,  and  has  an 
important  bearing  upon  the  question  of  abandonment. 

No  suflicient  reason  is  disclosed  in  the  record  why  the 
application  for  the  patent  was  not  made  earlier.  It  was  not 
for  want  of  the  necessary  pecuniary  means  on  the  jtaxt  of 
Mason.  There  is  no  proof  of  such  want  of  means ;  and  the 
contrary  is  shown  by  the  fact  of  his  getting  a  patent  for  a 
garbage  box  in  the  year  1867,  or  about  that  time.  Mason's 
impression  is,  that  when  he  took  the  jar  to  Fitzgerald,  in 
1859,  the  latter  said  that  if  patented  he  could  not  use  the 
invention,  because  it  would  infringe  earlier  patents  which 
he  had  parted  with  to  others.  He  was  asked  when  he  next 
saw  Fitzgerald.  His  answer  was,  '^  I  think  it  was  a  number 
of  years ;  probably  eight  or  nine  years.  It  was  about  the 
time  he  drew  a  specification  for  me  for  a  garbage-box, 
which  I  received  a  patent  for."  When  pressed  to  state  why 
he  did  not  apply  for  the  patent  earlier,  he  answered, 
"  Well,  I  don't  know  as  I  had  any  reason  or  cause  for  not 
doing  so."  It  appears  that,  when  the  specification  for  the 
garbage-box  was  prepared,  Fitzgerald  advised  that  a  pat- 
ent should  be  taken  out  for  the  fruit  jar.  Subsequently, 
when  Mason  had  concluded  to  make  the  application,  he 
went  in  quest  of  Fitzgerald,  to  get  him  to  prepare  the  re- 
quisite pai)ers,  and  found  he  was  dead.    He  thereupon 
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engaged  the  services  of  other  counsel,  and  the  application 
was  made. 

In  the  meantime,  large  interests  had  grown  np  in  the 
way  of  the  manufacture  and  sale  of  jars  substantially  the 
same  with  Mason's,  and  of  others  more  or  less  like  it.  He 
was  stimulated  to  make  his  application  by  seeing  such  jars  in 
the  market.  He  had  seen  them  before  Fitzgerald  advised  him 
finally  to  get  a  patent.  Even  then  he  failed  to  give  any 
directions  upon  the  subject.  He  reached  his  conclusion 
subsequently.  Laige  amounts  of  money  must  then  have 
been  invested  in  the  business  of  making  and  seUing  such 
jars  by  various  persons.  It  is  sufficient  to  mention  the  case 
of  Rowley,  who  is  defending  this  suit  in  the  name  of 
Wright)  the  appellee. 

Rowley,  in  1864,  was  seUing  jars  known  as  the  Excelsior. 
In  the  spring  of  1866  he  was  called  ui)on  by  Imlay,  who 
charged  that  the  Excelsior  infringed  a  patent  issued  to  him 
in  1866  which  was  for  a  jar  such  as  the  appellee  is  called  to 
account  in  this  case  for  seUing.  He  bought  from  Rowley. 
Rowley  took  a  license  from  Imlay,  and  thereupon  com- 
menced making  and  selling  jars  made  accord.ing  to  Imlay' s 
patent.  These  jars  were  nearly  identical  with  those  de- 
scribed in  the  Mason  patent.  A  part  of  those  sold  had  only 
glass  tops,  without  the  metallic  covering,  which  Mason's 
patent  called  for.  The  residue  had  such  covering.  Prior 
to  the  beginning  of  the  year  1868  he  had  sold  of  the  jars 
with  glass  tops  from  250  to  400  gross,  making  the  minimum 
36,000.  Before  the  same  period,  he  had  sold  a  large  num- 
ber of  those  with  the  metallic  top,  and  otherwise  the  same 
in  construction.  Thus,  before  Mason  applied  for  his  patent, 
and  as  early  as  1866,  the  public  was  in  possession  of  the 
invention  in  question  from  sources  entirely  independent  of 
Mason. 

It  is  enough  to  say,  without  recapitulating  the  facts,  that, 
in  our  judgment,  the  defense  of  abandonment  to  the  public 
is  also  clearly  made  out. 

•4 U.S.  95^96. 
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He  'wbo  IB  sileBt  when  he  should  speak  mtisfc  be  silent 
when  he  would  speak,  if  he  cannot  do  so  without  a  viola- 
tion of  law  and  injustice  to  others. 

The  supineness  of  the  patentee  is  unexplained  and  inex- 
cusable. A  principle  akin  to  the  doctrine  of  equitable 
estopxxil  applies. 

Inventors  are  a  meritorious  class.  They  are  public  bene- 
factors. They  add  to  the  wealth  and  comfort  of  the  com- 
munity, and  promote  the  progress  of  civilization.  A  i)atent 
for  an  invention  is  as  much  property  as  a  patent  for  land. 
The  right  rests  on  the  same  foundation,  and  is  surrounded 
and  protected  by  the  same  sanctions.  There  is  a  like  larger 
domain  held  in  ownership  by  the  public.  Neither  an  indi- 
vidual nor  the  public  can  trench  uix>n  or  appropriate  what 
belongs  to  the  other.  The  invwitor  must  comply  with  the 
conditions  prescribed  by  law.  If  he  fails  to  do  this  he  ac- 
quires no  title,  and  his  invention  or  discovery,  no  matter 
what  it  may  be,  is  lost  to  him,  and  is  henceforward  no  more 
his  than  if  he  had  never  been  in  anywise  connected  with  it. 
It  is  made,  thereupon,  as  it  were  by  accretion,  irrevocably 
a  i)art  of  the  domain  which  belongs  to  the  community  at 
large.  The  invention  here  in  question  is  within  this  cate- 
gory. 

The  decree  of  tTie  Circuit  Court  is  affi/rmed, 

94  U.  S.  06-97. 
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JOHN  DUNBAR  and  JEREMIAH  HOPPER,  APPEL- 
LANTS,  V.  MARGARET  MEYERS,  Executrix,  etc., 
AND  EUGENE  S.  EUNSON.* 

94  (4  Otto)  U.  S.  187-202.    Oct.  Term,  1876. 

[Bk.  24,  L.  ed.  34 ;  11  O.  G.  36.] 

Reversing  Meyers  v.  Dunbar,  8  Blatch.  446. 

Argued  December  7,  1876.     Decided  December  18,  1876. 

Disclaimer,  Construction  of  patents.  Particular  patent  construed. 
Invention.  Duplication.  Improvement.  Patentability.  Me- 
chanical  skill.     Combination.     Infringement. 

1.  A  disclaimer  properly  made,  attested  and  recorded,  becomes  a 

part  of  the  specification  to  the  extent  of  tlie  interest  of  those 
who  make  it,  but  will  not  effect  any  action  pending  at  the  time 
of  its  being  filed,  except  as  to  unseasonable  neglect  or  delay 
in  filing  it.     (p.  76.) 

2.  The  disclaimer  must  be  taken  into  account  in  construing  the 

patent,  except  when  its  effect  is  to  enlarge  the  nature  of  the 
invention  and  prejudice  the  rights  of  the  respondent,  (p.  77.) 

3.  Matters  properly  disclaimed  cease  to  be  a  part  of  the  invention, 

and  render  the  same  as  if  such  matters  had  never  been  in- 
cluded,    (p.  78.) 

4.  It  appearing  that  one  deflecting  plate,  in  combination  with  a  cir- 

cular saw,  was  old,  and  that  it  required  only  mechanical  skill 
to  apply  one  to  the  opposite  side  :  Seld,  that  claim  1  of  the 
improvement,  letters  patent  No.  10,965,  Meyers  and  Eunson, 
May  23,  1854,  Sawing  Machine,  described  as  the  employ- 
ment or  use  of  two  deflecting  plates,  one  placed  on  each  side 
of  the  circular  saw,  for  the  purposes  set  forth  in  the  specifica- 
tion, is  void,  because  it  does  not  constitute  a  patentable  inven- 
tion, and  held  that  the  4th  claim  was  not  infringed,  respond- 
ents having  omitted  ime  element  of  the  combination  claimed, 
(p.  79.) 

5.  The  question  whether  <Mr  not  an  alleged  improvement  is  or  is  not 

*See  EziAanation  of  Notes,  page  III. 


60  DUNBAR  v.  MEYERS.  [Sup.  Ot. 

SyllabuB. 

patentable  is,  in  an  equity  suit,  a  question  for  the  court, 
(p.  80.) 

6.  Invention  or  discovery  constitutes  the  foundation  of  the  right  to 

obtain  a  patent,  and  nothing  short  of  this  will  support  it.  (]). 
80.) 

7.  The  degree  of  skill  and  ingenuity  required  in  making  or  apply- 

ing an  alleged  improvement,  must  be  more  than  are  possessed 
by  an  ordinary  mechanic  acquainted  with  the  business  in  order 
to  constitute  invention,     (p.  81.) 

8.  A  patented  combination  is  not  infringed  by  a  machine  in  which 

one  of  the  ingredients  is  omitted,     (p.  86.) 
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Api)eal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  bill  in  this  case  was  filed  in  the  court  below,  by  the 
appellees,  for  an  injunction  and  other  relief  against  the 
alleged  infringement  of  a  certain  patent.  A  decree  having 
been  entered  in  favor  of  the  complainants,  the  respondents 
took  an  appeal  to  this  court. 

The  case  is  fully  stated  by  the  court. 

The  specifications  and  drawings  of  the  Myers  and  Eun- 
son  letters  patent  are  as  follows : 


JOHN  MYERS  AND  ROBERT  G.  EUNSON,  OP  NEW 

YORK,  N.  Y. 

Letters  Patent  Ko.  10^966.    Dated  May  23,  1854. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known,  that  we,  John  Myers  and  Robert  G.  Eunson, 
of  the  city,  county  and  State  of  New  York,  have  invented 
certain  new  and  useful  improvements  in  Machines  for  Saw- 
ing Lumber  into  thin  stuff  for  mirror  backs,  picture  frame 
backs,  etc.,  etc.,  and  we  do  hereby  declare  that  the  follow- 
ing is  a  f  uU,  clear  and  exact  description  of  the  construction 
and  operation  of  the  same,  reference  being  had  to  the  an- 
nexed drawings  making  a  i)art  of  this  specification,  in  which 

Fig.  1  is  a  plan  or  top  view  of  our  improved  machine. 

Fig.  2  is  a  side  elevation  of  ditto. 


/ 
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Pig.  3  is  a  side  view  of  the  circular  saw,  and  one  of  the 
deflecting  plates  which  covers  the  upper  part  of  the  stiflen- 
ing  plate  of  the  saw. 

Pig.  4  is  a  vertical  section  of  the  circular  saw,  deflecting 
plates  and  guide  troughs.  The  plane  of  section  being 
through  the  crater  of  the  saw  and  transversely  with  the 
guide  troughs. 

Similar  letters  of  reference  indicate  corresponding  parts 
in  the  several  figures. 

This  invention  relates  to  certain  new  and  useful  improve- 
ments in  machines  for  sawing  lumber  into  thin  stuff  for 
mirror  and  picture  frame  backs  and  other  purposes  for 
which  thin  stuff  is  used. 

The  nature  of  the  invention  consiste :  1st.  In  the  employ- 
ment, or  use  of  deflecting  plates — one  or  two — ^placed  at  the 
sides  of  a  circular  saw  for  the  purpose  of  preventing  the 
sawed  stuff  from  coming  in  contact  with  the  sides  of  the 
saw,  and  enlarging  or  expanding  the  saw  kerf,  and  thereby 
preventing  the  stuff  from  binding  against  the  edge  of  the 
saw  near  its  teeth.  The  deflecting  plates  also  allow  the  saw 
to  be  stiffened  by  a  proi)er  plate  secured  to  it,  and  a  thin 
veneer  saw  may  consequently  be  employed,  which  will 
cause  but  a  small  waste  of  stuff  in  sawing,  as  a  narrow  kerf 
is  made  thereby. 

2d.  Our  invention  consists  in  the  employment  or  use  of 
elastic  clamps  attached  to  the  ordinary  adjustable  and  elastic 
beds  between  which  the  stuff  is  fed  to  the  saw.  The  clamps 
above  mentioned  have  an  elasticity  independent  of  the  beds, 
and  compensate  for  the  varying  thickness  of  the  different 
pieces  of  stuff  to  be  sawed,  by  holding  firmly  the  extreme 
end  of  the  stuff,  and  keeping  it  in  proper  position  to  the 
saw,  however  much  the  elastic  beds  may  be  expanded  by  a 
succeeding  piece  of  stuff  of  greater  thickness. 

3d.  Our  invention  consists  in  the  employment  or  use  of 
knives  or  cutters  secured  to  the  adjustable  beds,  and  so  ar- 
ranged as  to  cut  or  smooth  off  the  rough  and  projecting 


.J. 


\/SS4^. 


clJfyers^^.  G:Iu?zson. 


c^/OJf^S. 


Sam 72^3272  Z^^ards. 


I  /»S4^ 


dMyersf  R(I.U2ff7saj7. 


e7)^/oj^. 


3aiy/??f  3m  ^^oards. 


l/fiT^.. 


Oct.,  1876.]  DUNBAR  v.  MEYERS. 

Slatemaat  of  the 


sides  of  the  staff  at  the  ends,  making  it  of  nnif  orm  thick- 
ness. 

4th.  Our  invention  consists  in  the  combination  of  an  ad- 
jnstable  bed  and  circular  saw,  arranged  as  will  be  hereafter 
shown. 

To  enable  others  skilled  in  the  art  to  make  and  use  our 
invention,  we  will  proceed  to  describe  its  construction  and 
operation : 

A,  is  a  frame,  which  may  be  constructed  in  any  proper 
manner. 

B,  is  a  shaft  running  transversely  across  the  front  part  of 
the  frame,  on  which  shaft  a  circular  saw,  C,  is  placed. 

The  saw  C,  is  formed  of  thin  steel  plate,  and  is  such  as  is 
used  for  sawing  veneers.  On  one  side  of  this  saw,  a  circu- 
lar plate  D,  is  secured  by  rivets,  or  screws  (a),  the  plate  be- 
ing somewhat  less  in  diameter  than  the  saw,  see  Figs.  3  and 
4.  The  plate  D,  stiffens  the  saw,  and  without  its  use,  a 
comparatively  much  thicker  saw  would  be  required. 

E,  E',  are  deflecting  plates,  placed  one  at  each  side  of  the 
saw.  The  deflecting  plate  E,  covers  the  upper  part  of  the 
stiffening  plate  D,  as  shown  in  Figs.  3  and  4,  and  the  inner 
end  does  not  project  outward  from  the  saw  C,  quite  as  far 
as  the  outer  end,  as  shown  in  Fig.  1.  The  other  deflecting 
plate  E',  on  the  opposite  side  of  the  saw,  is  rather  smaller 
in  diameter,  than  the  deflecting  plate  E,  and  projects  from 
the  saw,  at  about  an  equal  distance  at  both  ends. 

F,  F,  Figs.  1  and  2,  are  two  feed  roller  beds  placed  verti- 
cally in  the  back  part  of  the  frame  A,  and  parallel  with 
each  other.  Both  of  these  beds  are  made  adjustable  by 
means  of  screw-rods  (6),  which  bear  against  the  sides  of  the 
beds,  the  screw-rods  of  each  bed,  being  operated  simultane- 
ously by  means  of  chains  (c),  passing  around  small  toothed 
wheels  (d),  see  Fig.  2,  at  the  ends  of  the  screw-rods,  see 
Fig.  2. 

Gj  G,  are  cranks,  one  of  which  is  attached  to  one  of  the 
toothed  wheels  {d )  of  each  bed.     The  beds  also  have  a  late- 
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ral  elasticity  given  them  by  means  of  India-rubber,  or  other 
springs  attached  to  them  in  any  proper  manner. 

H,  H,  H,  H,  are  feed-rollers  in  placed  in  the  beds  F,  F, 
two  rollers  in  each  bed,  see  Figs.  1  and  2.  The  feed-rollers 
project  some  distance  beyond  the  inner  edges  of  the  beds, 
as  shown  in  Fig.  1. 

I,  I,  are  clamps  attached  to  the  inner  ends  of  the  beds  F, 
F.  At  the  back  part  of  each  clamp  there  are  two  jour- 
nals (e),  (<?),  see  Fig.  1,  one  at  the  top  and  one  at  the  bot- 
tom, see  dotted  lines,  Fig.  2.  These  journals  fit  in  boxes 
(/))  (/)j  which  work  or  slide  in  recesses  in  the  top  and  bot- 
tom pieces  of  the  beds.    The  top  boxes  are  shown  in  Fig.  1. 

J,  J,  are  set-screws  which  pass  transversely  through  the 
top  and  bottom  pieces  of  each  bed.  The  inner  ends  of  these 
set-screws  bear  against  India-rubber  springs  (g)  which  are 
placed  directly  back  of  the  boxes,  as  shown  in  Fig.  1. 

K,  K,  Fig.  1,  are  India-rubber  springs  at  the  top  of  the 
clamps,  one  spring  to  each  clamp.  These  springs  are  placed 
between  the  clamps  and  set-screws  L,  L,  which  pass  trans- 
versely through  the  top  pieces  of  the  beds  F,  F. 

M,  M,  are  stops  which  pass  through  the  top  pieces  of  the 
beds— one  through  each  top  piece.  The  stops  regulate  the 
distance  of  the  lateral  vibration  of  the  clamps. 

0,  0,  are  knives  or  cutters  placed  vertically  in  the  beds, 
F,  F,  one  knife  or  cutter  in  each  bed.  The  top  and  bottom 
of  the  cutters  are  fitted  in  slides  (A)  (h)  see  Fig.  1,  in  which 
the  top  slides  are  shown,  which  fit  in  the  top  and  bottom 
pieces  of  the  beds,  and  are  regulated  by  set-screws,  P,  P. 
The  cutting  edges  of  the  knives  or  cutters  are  on  a  line  with 
the  edges  of  the  feed-rollers  H.  Motion  is  given  to  the 
feed-rollers  H,  by  proper  gearing,  R,  at  the  lower  part  of 
the  rollers. 

Operation :  The  beds  F  F,  are  adjusted  relatively  to  the 
saw  C,  so  that  the  stuff  may  be  sawed  into  the  desired  thick- 
nesses. Either  side  of  the  saw  may  be  made  the  "line  side" 
by  fixing  permanently,  or  destroying  the  elasticity  of  the 
proper  roller  bed.    The  stuff  S,  see  Fig.  1,  is  placed  be- 
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tween  the  feed  rollers  H,  in  the  beds,  F,  F,  and  motion 
being  communicated  to  the  saw  and  feed  rollers,  the  stuff 
is  fed  towards  the  saw,  and  cut  by  it ;  the  two  pieces  being 
prevented  from  bearing  against  the  sides  of  the  saw  by 
means  of  the  deflecting  plates  E,  E',  see  Fig.  1.  Wben  the 
outer  end  of  the  stuff  has  passed  the  innermost  feed  roller, 
the  clamps  I,  I,  bear  against  the  stuff,  and  hold  it  in  a 
proper  relative  position  to  the  saw.  A  fresh  piece  of  stuff 
is  now  placed  between  the  feed  rollers — the  lateral  piece  of 
stuff  forcing  forward  the  preceding  piece.  If  the  last  piece 
of  stuff  is  rather  thicker  than  the  preceding  piece,  it  merely 
acts  upon  the  beds,  and  forces  the  elastic  one  farther  from 
the  permanent  one,  without  effecting  the  clamps  which  have 
an  independent  elasticity,  owing  to  the  springs  (g),  K. 

The  knives  or  cutters  O,  O,  cut,  or  smooth  off,  to  an  equal 
thickness,  the  extreme  ends  of  the  stuff  which  is  split,  and 
not  sawed — the  usual  prj^ctice  in  saw  mills. 

We  will  8upi)ose  that  the  stuff  S,  Fig.  1,  is  two  inches  in 
thickness,  and  it  is  desired  to  saw  it  into  two  strips ;  one  of 
which  is  to  be  one-quarter  inch  in  thickness — ^the  one-quar- 
ter inch  strip  being  the  thinnest,  may  be  deflected  by  the 
plate  E,  as  it  is  inclined,  or  projects  outwards  from  the  same, 
farther  than  the  plate  E'.  The  roller  bed,  in  line  with  the 
deflecting  plate  E,  is  permanently  fixed  at  one  quarter  of  an 
inch  from  the  side  of  the  saw.  The  opposite  bed,  being 
elastic,  the  side  of  the  saw  on  which  the  thin  strip  passes, 
is  the  *4ine  side."  The  opposite  of  the  saw  may  be  made 
the  *' line  side,"  by  permanently  fixing  the  opposite  roller 
bed,  and  allowing  the  other  one  to  remain  elastic. 

By  the  above  improvements,  we  are  enabled,  first,  to  em- 
ploy a  thin  veneer  saw,  and  consequently,  a  small  amount 
of  stuff  is  lost,  as  the  saw  kerf  is  narrow.  This  is  an  ob- 
ject in  sawing  thin  stuff.  Second,  the  stuff  to  be  sawed  is 
always  kept  in  a  proper  relative  position  to  the  saw  whfen 
varying  in  thickness,  and  the  ends  of  each  piece  of  stuff  is 
smoother,  or  reduced  to  an  equal  tliickness,  before  it  leaves 
the  feed  rollers. 
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We  do  not  claiin  the  adjnstsible  and  elastic  roller  beds, 
F,  P,  for  they  have  been  previously  used.  But  what  we 
claim  as  new,  and  desire  to  secure  by  Letters  Patent,  is : 

1st.  The  employment  or  use  of  the  deiiecting  plates  E,  E\ 
one  or  both  placed  at  the  sides  of  the  saw,  as  herein  shown, 
for  the  purpose  of  preventing  the  sawed  stuff  from  bearing 
against  the  sides  of  the  saw,  and  expanding  the  saw  kerf, 
and  also  for  the  purpose  of  allowing  a  thin  veneer  saw  to  be 
stiffened  by  plates  D',  one  or  two,  as  desired. 

2d.  We  claim  the  employment,  or  use,  of  the  clamps  I,  I, 
arranged  as  herein  shown,  or  in  an  equivalent  way,  so  as  to 
have  a  lateral  elastic  movement  independent  of  the  roller 
beds,  to  which  said  clamps  are  attached,  for  the  purpose  of 
compensating  for  the  varying  thickness  of  different  pieces 
of  stuff,  and  keeping  them  in  a  proper  relative  position  to 
the  saw. 

8d.  We  claim  the  knives,  or  cutters  O,  O,  placed  in  the 
roller  beds  P,  P,  and  arranged  substantially  as  herein  shown 
and  described,  and  for  the  purpose  as  set  forth. 

4th.  We  claim  the  employment  of  an  adjustable  bed  P, 
with  clamps,  as  described,  in  combination  with  the  saw  C, 
when  the  saw  has  a  stiffening  plate  E,  in  line  with  said  bed, 
by  which  the  stiffened,  or  rounded  side  of  the  saw,  is  made 
the  "line  side." 

JOHN  MYERS, 
ROBERT  G.  EUNSON. 

Witnesses : 

S.  H.  Wales, 
Jno.  W.  Hamilton. 

Messrs.  Charles  F.  Blake  and  Samuel  J,  Olassey^  for 
appellants : 

The  first  claim  of  the  patent  No.  10,966,  Meyers  and 
Eunson,  is  void  if  construed  to  be  for  two  deflecting  plates 
as  distinguished  from  one  in  combination  with  the  saw. 
And  it  is  also  invalid  because  there  is  no  such  description 
or  explanation  of  the  construction  or  operation  of  the  de- 
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scribed  devices  as  enables  an  opinion  to  be  formed  as  to 
their  use. 

It  having  been  conclusively  shown  on  the  trial  that  the 
use  of  the  deflector  plate  to  accomplish  the  very  purpose 
suggested  here  was  old  and  weU  known ;  the  complainants 
in  1870  disclaimed  the  exclusive  right  to  the  use  of  one  de- 
flector and  limited  the  claim  to  the  use  in  combination  of 
two.  Upon  examination  of  the  original  patent  and  the  dis- 
claimer, there  is  nothing  to  show  that  the  second  deflector 
is  anything  more  than  a  mere  duplication  of  the  first,  and 
this  being  so,  no  invention  is  disclosed. 

The  legal  effect  of  the  disclaimer  was  the  same  as  if  the 
patent  had  been  surrendered  and  reissued,  and  the  right  of 
the  patentee  to  a  recovery  is  limited  to  what  he  would 
have  been  entitled  to  if  the  patent  had  been  originally  what 
it  became  by  the  amendment.  But  by  describing  and  claim- 
ing as  part  of  the  inveTttion  what  was  not  their  inven- 
tion, viz :  the  use  of  oTie  deflecting  plate,  the  patentees  de- 
prive themselves  of  all  right  to  any  compensation.  The 
public  was  imposed  upon  and  deceived  by  their  misrepre- 
sentation, and  for  sixteen  years  they  were  deriving  gains 
and  profits  from  all  persons  using  re-sawing  machines 
upon  the  strength  of  this  false  representation.  By  the  use 
in  the  first  claim  of  the  original  specification  of  the  words, 
"deflecting  plates,  one  or  two,"  there  was  introduced  the 
same  elements  of  uncertainty  in  description  and  excess  of 
claim  which  led  this  court  in  the  case  of  Grill  v.  Wells,  22 
Wall.  1  [9  Am.  &  Eng.  471],  to  hold  the  reissued  patent 
therein  issued  to  be  invalid.  See  also  Collar  Co.  v.  Van 
Deusen,  23  Wall.  630  [10  Am.  &  Eng.  156],  and  Hailes  v. 
Van  Wormer,  20  WaU.  ^54  [9  Am.  &  Eng.  340]. 

The  machine  used  by  the  defendants  did  not  infringe  the 
patent,  because  defendants'  machine  had  four  adjustable 
feed  rollers,  and  in  front  of  them  a  pair  of  carved  clamps, 
the  object  and  only  practical  effect  of  which  was  to  hold  the 
upper  edge  of  the  board,  while  in  contact  with  the  saw,  in 
proper  position.    They  differed  in  form,  method  of  adjust- 
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ment,  purpose  and  use  from  those  described  in  the  com 
plainants'  patent. 

Mr.  Renwick  testifies  that  in  respondent-s'  machine  neither 
the  clamp  on  the  line  side  or  the  other  clamp  have  x 
lateral  elasticity  with  resi)ect  to  the  roUer  plate;  or  a  swing- 
ing motion,  and  one  of  them — ^that  on  the  line  side — ^has  no 
lateral  motion  whatever  when  the  machine  is  at  work. 

The  maxjhine  of  respondents  has  no  knives  or  cutters  for 
removing  stub  shot  and  does  not  contain  the  inventicii 
specified  in  the  third  claim  of  Meyers  and  Eunson's  patent. 

The  difference  between  the  complainants'  and  the  defend- 
ants' machines  in  this  respect  is  so  marked  as  to  deprive 
complamants  of  any  right  in  regard  to  the  latter.  Com 
Planter  Patent,  23  Wall.  181  [10  Am.  &  Eng.  1];  Mason  r. 
Graham,  23  WaU.  261,  [10  Am.  &  Eng.  107]. 

(A  large  part  of  the  argument  was  on  the  ground  that  the 
Court  erred  in  sustaining  the  Master's  report  as  to  profits.) 

Mr.  Frederick  IT.  Belts ^  for  appellee : 

Messrs.  Meyers  and  Eunson  were  the  first  to  introduce 
and  make  practical  the  roller  feed  with  a  circular  saw,  and 
their  first  claim  (as  modified  by  the  disclaimer  filed)  is  for 
those  devices  which  render  the  use  of  their  circular  saw  with 
the  roller  feed  possible.  It  stands  in  the  following  words : 
*'  First,  the  employment  or  use  of  the  deflecting  plates,  E,E, 
both  placed  at  the  sides  of  the  saw  as  herein  shown,  for  the 
purpose  of  preventing  the  sawed  stuff  from  bearing  against 
the  sides  of  the  saw,  and  for  expanding  the  saw  kerf,  and 
also  for  the  purpose  of  allowing  a  thin  veneer  saw  to  be 
stiflfened  by  plates  D,  one  or  two  as  desired. 

In  this  combination  they  were,  however,  unknown  to  them, 
anticipated  by  the  Andrews  and  Sproat  patent  of  1839.  The 
patentee  accordingly  disclaimed  it.  Their  first  clause  of 
claim  was  separable  into  two  distinct  claims,  one  for  the 
combination  of  one  defiecting  plate  with  the  saw,  and  the 
other  the  combination  of  both  defiecting  plates  with  the 
saw ;  the  second  of  said  combinations  being  '*  The  material 
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and  substantial  part  of  the  thing  patented,"  and  being  "de- 
finitely distinguishable  from  the  parts  claimed  without 
right. ' '  The  patentees  could,  notwithstanding  their  error  in 
claiming  too  much,  maintain  their  suit  for  that  "which  is 
hoTia  fide  their  own"  (act  of  July  8,  1870,  section  60),  and 
could  disclaim,  as  they  have  done,  the  part  of  which  they 
have  now  discovered  they  were  not  the  original  and  first 
inventors.  Tuck  v,  Bramhill,  3  Fish.  400 ;  Aiken  v.  Dolan, 
4  Pish.  199 ;  Taylor  v.  Archer,  8  Blatch.  315 ;  Seed  v.  Hig- 
gins,  8  El.  and  Bl.  755. 

The  infringement  of  the  complainants'  patent  by  the  de- 
fendants' machine  can  hardly  now  be  seriously  contested. 
The  first,  second  and  fourth  claims  (the  only  important  ones, ) 
are  clearly  appropriated  by  the  defendants.  The  infringe- 
ment was  contested  in  the  Court  below  with  a  variety  of 
ingenious  arguments,  but  it  is  manifest  upon  inspection,  and 
is  so  conclusively  settled  by  the  reasoning  of  the  court  be- 
low that  the  first,  second  and  fourth  claims  of  the  complain- 
ants' patent  are  infringed  by  the  Dunbar  machine.  This 
infringement  was  persistently  carried  on  for  many  years. 

Meyers  and  Eunson  accomplished  the  desired  result  by 
combining  with  the  saw  two  deflecting  plates,  one  on  each 
side  of  the  saw.  The  device  is  acknowledged  to  be  effective 
for  the  purpose ;  more  than  this,  it  was  productive  of  enor- 
mous practical  advantages  by  rendering  the  use  of  the 
roller  feed  possible  with  the  circular  saw,  a  combination 
which  increased  five-fold  the  capacity  of  the  machine  to 
re-saw  lumber.  Mr.  Treadwell,  the  complainants'  expert, 
says  on  this  subject,  "in  my  opinion,  it  is  not  a  mere  du- 
plication requiring  no  invention.  The  mode  of  operation  of 
the  combination  of  two  deffectors  with  the  saw,  one  being 
placed  on  each  side  of  the  saw,  is  substantially  different 
from  the  mode  of  operation  of  a  single  deflector  in  the  oper- 
ation of  sawing  by  the  Andrews  and  Sproat  machine. ' ' 

Slight  modifications  of  pre-existing  machinery,  although 
apparently  simple,  yet  if  productive  of  imix)rtant  results 
\rill  always  be  upheld  as  patentable.    Forbush  v.  Cook,  3 
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Fish.   668;    Brett  v.  Telegraph  Co.,  70  E.  C.  L.   R.  882; 
Roberts  v.  Dickey,  1  O.  G.  4. 

In  Parker  v.  Hnlme,  1  Pish.  49,  Judge  Kane  said,  "Du- 
plication of  jyarts  producing  a  new  and  useful  result,  as  it 
was  here  produced,  may  be  patentable.  It  is  often  the  ma- 
terial i)art  of  a  discovery  because  it  may  be  that  which 
renders  useful  what  was  previously  useless.  In  the  case  of 
the  proper  machine  before  this  court,  it  was  held,  that  a 
number  of  rollers,  acting  in  pairs  for  a  particular  purpose, 
might  be  patented,  though  a  single  pair  could  not  have 
been." 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 

Inventions,  in  order  that  the  inventors  may  be  entitled  to 
patents  for  the  same,  must  be  new  and  useful ;  and  the  bet- 
ter opinion  is,  that  the  improvement  must  be  of  such  a  char- 
acter that  it  involved  invention  to  make  it,  as  the  Patent 
Act  confers  no  right  to  obtain  a  patent  except  to  a  i)erson 
who  has  invented  or  discovered  some  new  and  useful  art, 
machine,  manufacture  or  composition  of  matter,  or  some 
new  and  useful  improvement  in  one  or  the  other  of  those 
described  subject-matters. 

Sufficient  appears,  to  show  that  a  patent  in  due  form  was 
granted  to  John  Meyers  and  Robert  G.  Eunson,  on  the  23d 
of  May,  1854,  for  an  alleged  invention,  described  in  the 
specification  as  relating  to  certain  new  and  useful  improve- 
ments in  machines  for  sawing  lumber  into  thin  stuff  for  the 
backs  of  mirrors  and  picture  frames,  and  other  purposes  for 
which  thin  stuff  is  used.  Due  application  was  subsequently 
made  for  an  extension ;  and  the  record  shows  that  the  pat- 
ent was  regularly  extended  for  the  further  term  of  seven 
years  from  the  expiration  of  the  first  term. 

Subsequent  to  the  extension  of  the  patent,  one  of  the 
patentees,  to  wit :  Robert  G.  Eunson,  sold  and  assigned  all 
his  right,  title  and  interest  in  the  same,  and  the  extension 
thereof,  to  Eugene  S.  Eunson,  one  of  the  complainants,  who 

•4  U.S.  187-188. 
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instituted  the  present  suit  in  the  court  below.  Pending  the 
suit,  the  other  complainant  departed  this  life ;  and  Margaret 
Meyers,  his  sole  executrix,  was  duly  admitted  in  his  stead 
to  prosecute  the  suit  as  co-complainant  with  the  assignee  of 
the  other  half  interest  in  the  extended  patent.  Infringe- 
ment is  charged,  and  that  the  respondents  have  made  large 
gains  and  profits  by  the  unlawful  use  of  the  patented  in- 
vention ;  and  the  complainants  pray  for  an  account  and  for 
an  injunction. 

Process  having  been  issued  and  service  made,  the  respon- 
dents appeared  and  filed  an  answer,  in  which  they  set  up  in  • 
substance  and  effect  the  following  defenses :  (1)  That  the 
invention  is  of  no  utility  or  value.  (2)  That  the  patentees 
are  not  the  original  and  first  inventors  of  the  alleged  im- 
provement. (3)  That  the  alleged  improvement  was  well 
known  and  had  been  in  public  use  long  prior  to  the  sup- 
posed invention  by  the  patentees.  (4)  That  knowledge  of 
such  prior  public  use  was  possessed  by  the  several  i)ersons 
whose  names  and  places  of  residence  are  set  forth  in 
the  answer.  (6)  That  the  patented  improvement,  years  be- 
fore the  application  for  the  patent  was  executed,  was  fully 
described  in  the  respective  printed  publications  mentioned 
in  the  answer  filed  by  the  respondents. 

Minute  and  accurate  description  of  the  patented  machine 
is  given  in  the  drawings,  and  the  specification  divides  the 
invention  into  four  separate  features,  as  follows :  (1)  That 
it  consists  in  the  employment  or  use  of  deflecting  plates — 
one  or  tw^o — ^placed  at  the  sides  of  a  circular  saw,  for  the 
purpose  of  enlarging  or  expanding  the  saw  kerf  to  prevent 
the  sawed  stuflE  from  coming  in  contact  with  the  sides  of  the 
saw  and  binding  the  edge  of  the  same  near  the  teeth.  De- 
flecting plates  of  the  kind  also  allow  the  saw  to  be  stiffened 
by  a  proper  plate,  so  that  a  thin  veneer  saw  may  be  em- 
ployed, which  will  cause  but  a  small  waste  of  stuff  in  saw- 
ing. (2)  That  the  invention  consists  in  the  employment  or 
use  of  elastic  clamps  attached  to  the  ordinary  adjustable 
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and  elastic  beds,  between  which  the  stuff  is  fed  to  the  saw. 
Clamps  of  the  kind  have  an  elasticity  independent  of  the 
beds,  and  compensate  for  the  varying  thickness  of  the  dif- 
ferent pieces  of  stuff  to  be  sawed,  by  holding  firmly  the  ex- 
treme end  of  the  stuff,  and  keeping  it  in  proper  position  to 
the  saw,  however  much  the  elastic  bed  may  be  expanded  by 
a  succeeding  piece  of  stuff  of  greater  thickness.  (3)  That 
the  invention  also  consists  in  the  employment  or  use  of 
knives  or  cutters  secured  to  the  adjustable  beds,  and  so  ar- 
ranged as  to  cut  or  smooth  off  the  rough  and  projecting 
sides  of  the  stuff  at  the  ends,  making  it  of  uniform  thick- 
ness. (4)  That  it  also  consists  in  the  combination  of  an  ad- 
justable bed  and  circular  saw,  arranged  as  shown  in  the  spe- 
cification. 

Such  a  machine  necessarily  requires  a  frame,  and  the  pat- 
entees state  that  the  frame  of  the  machine  described  in  the 
specification  may  be  constructed  in  any  proper  manner,  and 
that  the  circular  saw  is  placed  on  a  shaft  which  runs  trans- 
versely across  the  front  of  the  frame. 

They  employ  a  circular  saw,  made  of  thin  steel  plate,  such 
as  is  used  for  sawing  veneers,  on  one  side  of  which  is  a  cir- 
cular plate  secured  by  rivets  or  screws,  the  plate  being  less 
in  diameter  than  the  saw,  which  has  the  effect  to  stiffen  the 
plate  of  the  saw,  and  to  enable  the  operator  to  use  a  thin- 
ner saw  than  he  would  otherwise  be  able  to  do. 

Two  defiecting  plates  are  also  employed  by  the  patentees, 
one  on  each  side  of  the  saw ;  the  one  on  the  same  side  of 
the  saw  with  the  stiffening  plate  covers  the  upper  part  of 
that  plate,  the  outer  end  of  which  projects  further  from  the 
saw  than  the  inner  end,  the  deflecting  plate  on  the  other 
side  of  the  saw  being  of  the  same  description,  except  that 
it  is  rather  smaller  in  diameter,  and  that  it  projects  from  the 
saw  at  about  an  equal  distance  at  both  ends.  They  are  ar- 
ranged one  on  each  side  of  the  saw,  and  are  attached  to  the 
frame  by  means  of  bolts,  rivets,  or  screws. 

Two  feed-roller  beds  are  placed  vertically  in  the  back  part 
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of  the  frame  parallel  with  each  other,  both  of  which  are 
made  adjustable  by  screw  rods  which  bear  against  the  sides 
of  the  beds,  the  screw  rods  of  each  bed  being  operated  sim- 
ultaneously by  means  of  chains  passing  round  small  toothed 
wheels  at  the  ends  of  the  screw-rods. 

Two  cranks  are  also  employed,  one  of  which  is  attached 
to  one  of  the  toothed  wheels  of  each  bed.  Lateral  elasticity 
is  given  to  the  beds  by  means  of  India-rubber  or  other 
springs  attached  to  them  in  a  proper  manner. 

Four  feed  rollers  are  employed,  two  of  which  are  placed 
in  each  bed,  and  the  specification  states  that  the  feed-rollers 
project  some  distance  beyond  the  inner  edges  of  the  beds. 
Clamps,  two  in  number,  are  attached  to  the  inner  ends  of 
the  beds,  and  at  the  back  part  of  each  clamp  there  are  two 
journals,  one  at  the  top  and  one  at  the  bottom,  fitted  in* 
boxes  which  work  or  slide  in  recesses  in  the  top  and  bottom* 
pieces  of  the  beds. 

Set  screws  are  also  provided,  which  pass  transversely 
through  the  top  and  bottom  pieces  of  each  bed,  the  inner 
ends  of  which  bear  against  India-rubber  springs  placed  di- 
rectly back  of  the  boxes. 

There  are  two  of  these  rubber  springs  at  the  top  of  the 
clami)s,  one  to  each  clamp,  and  it  appears  that  they  are 
placed  between  the  clamps  and  the  set  screws,  passing  trans- 
versely through  the  top  pieces  of  the  beds.  Hence  it  fol- 
lows that  the  clamps  may  be  made  to  vibrate  laterally ;  but 
it  also  appears  that  two  stops  are  provided,  which  pass 
through  the  top  pieces  of  the  beds,  one  through  each  top 
piece,  for  the  purpose  of  limiting  and  regulating  the  extent 
of  such  lateral  vibration. 

Knives  or  cutters  are  also  provided,  which  are  placed  ver- 
tically, one  in  each  bed  ;  but  it  is  unnecessary  to  enter  into 
those  details,  as  it  is  not  pretended  that  the  respondents 
have  infringed  the  third  claim  of  the  patent. 

Motion  is  given  to  the  feed-rollers  by  gearing,  which  is 
shown  in  the  drawings  at  the  lower  'lart  of  the  rollers. 

04  U.  8. 190. 
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Means  are  also  provided  for  adjusting  the  beds  relatively 
to  the  saw,  so  that  the  boards  or  other  lumber  may  be  sawed 
into  the  desired  thickness.  Either  side  of  the  saw  may  be 
made  the  line  side  in  the  operation  of  sawing  by  the  adjust- 
ment of  the  proper  roller-bed,  so  as  to  prevent  expansion  or 
contraction. 

Stuff  to  be  sawed,  whatever  it  may  be,  is  placed  between 
the  feed-rollers  in  the  beds  and,  motion  being  communicated 
to  the  saw  and  rollers,  the  stuff  is  fed  forward  towards  the 
saw  and  is  cut  by  it,  the  two  pieces  being  prevented  from 
bearing  against  the  sides  of  the  saw  by  means  of  the  de- 
flecting plates.  When  the  outer  end  of  the  material  to  be 
sawed  has  passed  the  inner  feed -roller,  the  clamps  bear 
against  the  board  and  hold  it  in  a  proper  relative  position 
to  the  saw,  so  that  if  another  board  to  be  sawed  is  placed 
between  the  feed-rollers  it  will  advance  and  press  f oward 
the  board  first  placed  between  the  rollers,  and  if  the  last 
board  is  thicker  than  the  preceding  one  the  only  effect  is 
that  it  acts  upon  the  beds  and  forces  the  elastic  one  farther 
from  the  permanent  one  without  affecting  the  clamps,  which, 
owing  to  the  springs,  have  an  independent  elasticity. 

Tested  by  the  example  given  in  the  specification,  as  illus- 
trating the  mode  of  operation,  it  is  plain  that  either  side  of 
the  saw  may  be  made  the  line  side  in  the  practical  working 
of  the  machine.  In  the  example  put  by  the  patentees,  they 
assume  that  the  roller-bed,  in  line  with  the  deflecting  plate, 
which  is  on  the  same  side  of  the  saw  as  the  stiffening  plate, 
is  permanently  fixed  at  one-quarter  of  an  inch  from  the  side 
of  the  saw,  and  that  the  opposite  bed  being  elastic,  the  side  of 
the  saw  on  which  the  thin  strip  passes  is  the  line  side  dur- 
ing the  operation  of  sawing ;  but  the  patentees  state  that 
the  opposite  side  of  the  saw  may  be  made  the  line  side  by 
permanently  fixing  the  opposite  roller-bed  and  by  allow- 
ing the  other  one  to  remain  elastic,  and.  that  by  these  im- 
provements they  are  enabled  to  use  a  thin  veneer  saw,  and 
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to  keep  the  stuff  to  be  sawed  in  a  proper  relation  to  the 
saw,  even  when  varying  in  thickness. 

Three  of  the  claims  of  the  jmtent,  it  is  charged,  are  in- 
fringed by  the  resix)ndents,  to  \\it:  the  first,  second  and 
third.  They  are  as  follows:  (1)  The  employment  or  use  of 
the  deflecting  plates,  one  or  both,  placed  at  the  sides  of  the 
saw,  as  shown,  for  the  purpose  of  preventing  the  sawed 
stuff  from  bearing  against  the  sides  of  the  saw  and  expand- 
ing the  saw  kerf,  and  also  for  the  purpose  of  allowing  a 
thin  veneer  saw  to  be  stiffened  by  plates,  one  or  two,  as  de- 
sired. (2)  They  claim  the  employment  or  use  of  the  clamps, 
arranged  as  shown,  or  in  any  equivalent  way  so  that  they 
may  have  a  lateral  elastic  movement,  independent  of  the 
roller-beds  to  which  the  clamps  are  attached,  for  the  pur- 
pose of  compensating  for  the  varying  thickness  of  different 
pieces  of  stuff,  and  to  keep  the  same  in  a  proper  relative 
position  to  the  saw.  (3)  They  also  claim  ''The  employ- 
ment of  an  adjustable  bed  with  clamps,  as  described,  in  com- 
bination with  the  saw  when  the  saw  has  a  stiffening  plate 
in  line  with  the  adjustable  bed,  by  which  the  stiffened  or 
rounded  side  of  the  saw  is  made  the  line  side  of  the  same 
for  practical  operation." 

Prior  to  the  hearing,  the  complainants  filed  a  i)etition  in 
the  Patent  Office,  in  which  they  state  that  the  patentees, 
through  inadvertence,  accident  and  mistake,  and  without 
any  fraudulent  or  deceptive  intention,  claimed  more  in 
their  specification  than  that  of  which  they  were  the  origi- 
nal inventors.  Pursuant  to  that  petition,  they  were  per- 
mitted to  enter  a  disclaimer  in  two  respects :  (1)  To  amend 
the  first  claim  by  striking  out  the  words  "one  or"  before 
the  word  both,  so  that  the  claim  includes  only  the  employ- 
ment and  use  of  the  saw  with  both  of  the  deflecting  plates, 
when  both  of  the  plates  are  used  at  one  and  the  same 
time,  in  the  manner  and  for  the  purposes  described.  (2) 
They  also  made  a  corresponding  amendment  in  the  specifi- 
cation, lindting  the  description  of  the  invention  to  the  em- 
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ployment  of  the  two  deflecting  plates  placed  at  the  sides  of 
the  circular  saw,  disclaiming  the  use  of  one  plate  only^  for 
the  purposes  set  forth  in  the  specification 

Proofs  were  taken ;  and,  both  parties  having  been  heard, 
the  court  entered  a  decretal  order  in  favor  of  the  complain- 
ants, and  referred  the  cause  to  a  master.  Due  report  was 
made  by  the  master,  to  which  both  parties  excepted ;  but 
the  court  overruled  the  exceptions  and,  having  confirmed 
the  report,  entered  a  final  decree  in  favor  of  the  complain- 
ants for  the  sum  of  $9,120.94,  being  the  gains  and  profits 
made  by  the  respondents,  as  ascertained  by  the  master. 
Both  parties  appealed  to  this  court. 

Eight  errors  are  assigned  by  the  respondents,  two  of  which 
only  will  be  examined :  (1)  That  the  court  erred  in  holding 
that  there  was  invention  in  using  two  deflecting  plates 
when  the  use  of  one  was  well  known.  (2)  That  the  court 
erred  in  holding  that  the  respondents  infringed  the  letters 
patent  granted  to  the  complainants. 

Viewed  in  the  light  of  the  disclaimer,  it  is  clear  that  the 
first  claim  of  the  patent  is  for  the  employment  or  use  of 
two  deflecting  plates,  one  being  placed  on  each  side  of  the 
saw,  for  the  purpose  of  preventing  the  sawed  stuff  from 
bearing  against  the  sides  of  the  saw  and  to  allow  a  thin 
veneer  saw  to  be  stiffened  by  the  plate  employed  or  used 
for  that  purpose ;  and  it  is  equally  clear  that  the  employ- 
ment or  use  of  one  deflecting  plate  for  the  purpose  was  well 
known  and  in  public  use  long  before  the  original  patentees 
in  this  case  applied  for  a  patent. 

Conclusive  evidence  to  support  that  proi)osition  is  found 
in  the  disclaimer  filed  by  the  complainants  pending  the 
suit,  in  addition  to  the  other  evidence  in  the  case,  which  is 
abundantly  sufficient  to  establish  the  proposition,  even 
without  the  disclaimer.  Authority  to  make  such  a  dis- 
claimer is  beyond  question,  if  it  be  made  in  writing  and  is 
duly  attested  and  recorded  in  the  Patent  Office.  When  so 
made,  attested  and  recorded,  it  becomes  a  part  of  the  origi- 
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nal  specification  to  the  extent  of  the  interest  of  those  who 
make  it ;  but  the  provision  is  that  it  shall  not  affect  any 
action  pending  at  the  time  of  its  being  filed,  except  so  far 
as  may  relate  to  the  question  of  unreasonable  neglect  or 
delay  in  filing  it.     16  Stat,  at  L.,  206,  R.  S.  sec.  4917. 

Pending  suits  may  proceed,  but  the  disclaimer,  when  re- 
corded, becomes  a  part  of  the  original  specification,  and 
must  be  taken  into  account  in  construing  the  patent,  and 
in  ascertaining  the  rights  of  the  parties  to  the  suit,  unless  it 
appears  that  the  effect  of  the  disclaimer  is  to  enlarge  the 
nature  of  the  invention,  and  prejudice  the  rights  of  the  re- 
spondents. Perry  v.  Skinner,  1  Web.  Pat.  Cas.  263  [2  Am. 
&  Eng.  464];  Ralston  v.  Smith,  9  C.  B.  (N.  S.)  146 ;  S.  C  , 
11  C.  B.  (N.  S.)  471 ;  Smith  v.  Nichols,  21  Wall.  117  [9  Am. 
&  Eng.  426]. 

Where  the  effect  of  the  disclaimer  is  to  diminish  the 
claims  of  the  patent  without  prejudicing  the  rights  of  the 
respondent,  the  suit  may  proceed,  notwithstanding  the  dis- 
claimer ;  it  being  held  that  the  disclaimer,  under  such  cir- 
cumstances, does  not  affect  the  pending  suit,  except  to  limit 
and  qualify  the  claims  of  the  patent,  and  in  respect  to  the 
question  of  unreasonable  neglect  or  delay  in  filing  the  same. 
Unreasonable  delay  not  having  been  suggested,  the  only 
effect  of  the  disclaimer  in  such  a  case  is  to  limit  the  nature 
of  the  invention  secured  by  the  patent,  and  to  diminish  the 
claims  of  the  patent  as  set  forth  in  the  specification.  Guyon 
V.  Serrell,  1  Blatchf .  246 ;  Hall  v.  Wiles,  2  Blatchf .  198. 

Matters  proi)erly  disclaimed  cease  to  be  a  part  of  the  in- 
vention ;  and  it  follows  that  the  construction  of  the  patent 
must  be  the  same  as  it  would  be  if  such  matters  had  never 
been  included  in  the  description  of  the  invention  or  the 
claims  of  the  specification,  16  Stat,  at  L.  206 ;  Seed  v.  Big- 
gins, 8  El.  &  Bl.  767;  Higgins  v.  Seed,  8  El.  &  Bl.  763; 
O'ReiUy  v.  Morse,  15  How.  121  [5  Am.  &  Eng.  483];  Tay- 
lor V.  Archer,  8  Blatchf.  317. 

Tested  by  these  considerations,  it  is  clear  that  the  first 
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claim  of  the  patent  is  for  the  employment  or  use  of  two  de- 
flecting plates,  one  placed  on  each  side  of  the  saw,  for  the 
purposes  therein  set  forth  and  described.  Circular  plates 
attached  to  circular  saws,  secured  by  rivets  or  screws  for 
the  purpose  of  strengthening  the  central  portion  of  the  saw- 
plate,  and  sometimes  called  stiffening  plates,  are  old  de- 
vices which  have  been  known  to  the  operators  of  the  circu- 
lar saw  ever  since  the  circular  saw  came  into  general  use  for 
sawing  shingles,  laths  and  clapboards.  Nor  is  any  argu- 
ment necessary  to  show  that  the  employment  of  one  de- 
flecting plate  covering  the  upper  part  of  the  stiffening  plate 
on  the  same  side  of  the  circular  saw  is  old,  as  that  is  proved 
by  the  evidence,  conceded  in  argument,  and  alleged  in  the 
disclaimer  filed  by  the  complainants. 

Concede  that ;  and  still  it  is  insisted  by  the  complainants 
that  they  employ  or  use  two  deflecting  plates,  one  placed  on 
each  side  of  the  saw,  and  that  the  employment  or  use  of 
the  additional  deflecting  plate  on  the  opposite  side  of  the 
saw  is  a  new  and  useful  improvement  in  the  operation  of 
the  machine,  for  which  the  patentees,  whom  they  represent, 
were  justly  entitled  to  the  patent  set  forth  in  the  bill  of 
complaint. 

Operators  of  machines  for  sawing  lumber,  whether  with 
circular  or  vertical  saws,  have  long  known  that  some  means 
were  useful,  if  not  absolutely  necessary,  to  spread  the  two 
parts  of  the  lumber  behind  the  saw,  so  as  to  prevent  the 
lumber  as  sawed  from  binding  against  the  two  faces  of  the 
saw  to  such  an  extent  as  to  endanger  the  saw  and  imx)ede 
the  progress  of  the  work  without  an  increase  of  the  motive 
power.  Wedges,  in  early  times,  were  used  by  the  operator 
to  accomplish  the  object,  and  various  other  devices  were 
employed  before  the  deflecting  plate  came  into  use,  which, 
it  seems,  has  had  the  effect  to  supersede  aU  other  devices 
previously  known  to  effect  the  described  function.  Such 
machines  for  sawing  lumber,  constructed  with  one  deflect- 
ing plate,  were  well  known  and  in  general  use  years  before 
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the  patentees  in  this  case  made  their  application  for  a  int- 
ent ;  and  the  evidence  satisfies  the  court  that  for  most  pur- 
ix>ses  the  machine  will  operate  as  well  and  as  successfully 
with  one  deflecting  plate  as  with  two.  Two  deflecting  plates 
may  be  better  than  one,  where  it  is  desired  to  split  thin  stuff 
into  two  parts  of  equal  thickness,  as  in  that  case  the  saw 
kerf  may  be  enlai^ged  by  deflecting  the  stuff  on  each  side 
of  the  saw. 

Grant  that  two  such  plates  are  in  certain  cases  better  than 
one  used  alone,  still  the  question  arises  whether  it  involves 
any  invention  to  add  the  second  plate  to  a  machine  already 
constructed  with  one  plate.  Beyond  doubt,  every  opera- 
tor who  had  used  a  machine  having  one  deflecting  plate 
knew  full  well  what  the  function  was  that  the  deflecting 
plate  was  designed  to  accomplish,  and  the  reasons  for  plac- 
ing it  at  the  side  of  the  saw  are  obvious  to  the  understand- 
ing of  every  one  who  ever  witnessed  the  operation  of  a  cir- 
cular saw.  Ordinary  mechanics  know  how  to  use  bolts, 
rivets  and  screws,  and  it  is  obvious  that  any  one  knowing 
how  to  use  such  devices  would  know  how  to  arrange  a  de- 
flecting plate  at  one  side  of  a  circular  saw  which  had  such 
a  device  properly  arranged  on  the  other  side,  it  being  con- 
ceded that  both  deflecting  plates  axe  constructed  and  ar- 
ranged precisely  alike,  except  that  one  is  placed  on  one 
side  of  the  saw  and  the  other  on  the  opposite  side.  Both 
are  attached  to  the  frame  in  the  same  manner ;  nor  is  it 
shown,  either  in  the  specification  or  drawings,  that  there  is 
anything  peculiar  in  the  means  employed  for  arranging  the 
deflecting  plates  at  the  sides  of  the  saw,  or  in  attaching  the 
same  to  the  frame.  Both  are  alike,  except  that  the  outer 
end  of  the  one  on  the  same  side  as  the  strengthening  plate 
projects  farther  from  the  saw  than  the  inner  end,  and  that 
the  other  is  rather  smaller  in  diameter,  and  that  the  ends 
project  about  an  equal  distance  from  the  saw. 

Expert  witnesses  were  examined  upon  the  point,  whether 
it  required  invention  to  attach  a  second  deflecting  plate 
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to  such  a  machine ;  and  one  of  the  most  intelligent  and 
learned  of  his  class  testified  to  the  effect  that  the  de- 
flecting plate  on  one  side  of  the  complainant's  machine  per- 
forms precisely  the  same  duty  as  the  plate  npon  the  other 
side  of  the  saw,  and  that  it  required  no  invention  to  apply 
a  second  plate  in  such  a  case  to  perform  exactly  the  same 
duty  as  the  one  previously  applied  on  the  opposite  side  of 
the  saw ;  that  such  second  application  is  a  mere  duplication 
of  the  first;  and  he  supports  his  conclusion  by  apt  ex- 
amples, which  are  both  persuasive  and  convincing. 

Persons  seeking  redress  for  the  unlawful  use  of  letters 
patent  must  allege  and  prove  that  they,  or  those  under 
whom  they  claim,  are  the  original  and  firat  inventors  of  the 
alleged  improvement,  and  that  the  letters  patent  have  been 
infringed  by  the  party  against  whom  the  suit  is  brought. 
Prima  facie  support  to  the  first  requirement  is  derived  from 
the  patent,  if  it  is  introduced  in  evidence  and  is  in  due  form, 
provided  the  alleged  improvement  is  one  which  in  its  nature 
is  patentable.  Evidence  to  overcome  that  presumption, 
however,  is  always  admissible,  if  due  notice  is  given  by  the 
opposite  party,  as  required  by  law  ;  and  the  question  is  now 
well  settled,  that  the  question  whether  the  alleged  improve- 
ment is  or  is  not  patentable,  is,  in  an  equity  suit,  a  question 
for  the  court. 

Applicants  for  a  patent  are  required  to  file  in  the  Patent 
Office  a  written  description  of  their  invention,  and  of  the  man- 
ner and  process  of  making,  constructing  and  using  the  same, 
in  such  full,  clear,  concise  and  exact  terms  as  to  enable  any 
person  sldlled  in  the  art  or  science  to  make,  construct  and 
use  the  patented  improvement.  Rights  of  the  kind  are 
given  only  to  inventors  or  discoverers  of  some  new  and  use- 
ful art,  maxjhine,  manufacture  or  composition  of  matter,  or 
some  new  and  useful  improvement  thereof ;  and  the  law  is 
well  settled  that  nothing  short  of  invention  or  discovery 
will  support  a  patent  for  any  such  alleged  new  and  useful 
improvement. 
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Certain  other  important  conditions  are  also  annexed  to  the 
exercise  of  the  right  to  obtain  such  a  muniment  of  title  for 
snch  an  invention  or  discovery ;  as,  for  example,  the  im- 
provement must  not  only  be  new  and  usefid,  but  it  must  be 
one  not  known  or  used  by  others  in  this  country,  and  not 
patented  or  described  before  the  invention  or  discovery  in 
any  printed  publication  in  this  or  any  foreign  country,  and 
must  not  have  been  in  public  use  or  on  sale  for  more  than 
two  years  prior  to  the  application  for  the  patent.  16  Stat, 
at  L.  201 ;  Collar  Co.  v.  Van  Deusen,  23  Wall.  663  [10  Am. 
&  Eng.  156]. 

Invention  or  discovery  is  the  requirement  which  consti- 
tutes the  foundation  of  the  right  to  obtain  a  patent ;  and  it 
was  decided  by  tlus  court,  more  than  a  quarter  of  a  century 
ago,  that  unless  more  ingenuity  and  skill  were  required  in 
making  or  applying  the  said  improvement  than  are  possessed 
by  an  ordinary  mechanic  acquainted  with  the  business, 
there  is  an  absence  of  that  degree  of  skill  and  ingenuity 
which  constitute  the  essential  elements  of  every  invention. 
Hotchkiss  V.  Greenwood,  11  How.  267  [5  Am.  &  Eng  240]. 

Ten  years  later,  a  case  came  before  this  court,  in  which 
the  plaintiff  claimed  certain  improvements  in  the  construc- 
tion of  a  machine  for  sawing  lumber  with  the  circular  saw, 
including  the  manner  of  affixing  and  guiding  the  saw  by 
aUowing  end  play  to  its  shaft,  in  combination  with  the 
means  of  guiding  the  device  by  friction  rollers  and  other 
appliances.  Mills  for  sawing  logs  with  a  circular  saw  had  been 
well  known  long  before  the  supposed  invention ;  and,  in  con- 
struing the  claim  of  the  i)atent,  this  court  said  that  the  claim 
is  for  the  precise  organization  of  the  old  machine,  namely:  the 
manner  of  affixing  and  guiding  the  circular  saw  by  allowing 
end  play  to  ita  shaft,  in  combination  with  the  means  of 
guiding  it  by  friction  rollers,  so  as  to  leave  the  center  en- 
tirely unchecked ;  adding,  that  there  is  nothing  new  in  the 
combination,  and  assigning  as  the  reason  for  the  conclusion, 
that  the  improvement  had  long  been  known  and  used  in 
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the  circular  saw  for  sawing  timber  of  smaller  dimensions 
than  ordinary  saw-logs. 

Enough  api)ears  to  show  that  the  machine  in  that  case 
was  larger  than  those  of  the  kind  which  had  preceded  it ; 
but  the  court  remarked  that  that  circumstance  did  not  af- 
ford any  ground  in  the  sense  of  the  patent  law  for  a  patent, 
for  the  reason  that  the  ordinary  mechanic  was  doing  the 
same  thing  every  day  in  making  a  working  machine  from 
the  patent  model. 

In  order  to  reach  invention,  say  the  court  in  that  case,  the 
I)atentee  must  carry  his  improvement  further;  he  must 
contrive  the  means  of  adapting  the  enlarged  old  organiza- 
tion to  the  new  use,  namely :  the  sawing  of  saw-logs ;  and 
claim,  not  the  old  parts,  but  the  new  devices  by  which  he 
has  produced  the  new  results.  Phillips  o.  Page,  24  How. 
167  [7  Am.  &  Eng.  97]. 

Decisions  by  this  court  of  later  date  have  been  made  to 
the  same  effect ;  as,  for  example,  the  court  decided  that  the 
claim  of  the  patentee  for  making  the  cases  of  door  locks 
and  latches  double  faced,  or  so  finished  that  either  side  of 
the  case  may  be  used  for  the  outside,  in  order  that  the  same 
lock  or  cased  fastening  may  answer  for  a  right  or  left  hand 
door,  was  void,  because  the  patentee  did  not  show  that  he 
was  the  original  and  first  inventor  of  the  improvement,  and 
intimated  very  strongly  that  the  making  of  such  a  case, 
witli  two  faces  just  alike,  and  so  finished  oflf  in  point  of 
style  that  either  side  was  fit  to  be  presented  outwards,  was 
not  a  matter  which  could  be  patented,  even  if  no  locks  with 
such  cases  had  ever  before  been  made.  Jones  v.  Morehead, 
1  Wall.  162  [7  Am.  &  Eng.  165]. 

Patented  improvements  which  are  not  new  and  useful,  or 
which  did  not  riequire  any  invention  or  discovery  to  make 
the  same,  as  compared  with  what  existed  or  was  in  use  be- 
fore, may  be  declared  invalid  by  the  court  in  an  equity  suit. 
Stimpson  v.  Woodman,  10  Wall.  121  [8  Am.  &  Eng.  221.] 

Mere  change  in  a  machine,  of  one  material  for  another, 
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as  wood  or  wood  strengthened  with  iron  for  iron  alone,  is 
not  invention  in  the  sense  of  the  Patent  Act  and,  therefore, 
is  not  the  subject  of  a  patent.  Hicks  v.  Kelsey,  18  Wall. 
670  [9  Am.  &  Eng.  150]. 

Old  processes  are  sometimes  applied  to  new  subjects,  and 
where  that  was  so,  in  a  case  which  did  not  require  the  ex- 
ercise of  the  inventive  faculty,  and  without  the  development 
of  any  idea  which  coidd  be  deemed  new  or  original  in  the 
sense  of  the  patent  law,  it  was  held  that  the  supposed  im- 
provement was  not  the  subject  of  a  patent,  and  that  courts 
of  justice  may  take  judicial  notice  of  a  thing  in  the  common 
knowledge  and  use  of  the  people  throughout  the  country. 
Brown  v.  Piper,  91  U.  S.  38  [10  Am.  &  Eng.  272]. 

Proof  of  the  state  of  the  art  is  admissible  in  equity  cases, 
without  any  averment  in  the  answer  touching  the  subject  and 
in  actions  at  law,  without  giving  the  notice  required  when 
evidence  is  offered  to  invalidate  the  patent.  It  consists  of 
proof  of  what  was  old  and  in  general  use  at  the  time  of  the 
alleged  invention ;  and  may  be  admitted  to  show  what  was 
then  old,  or  to  distinguish  what  is  new,  or  to  aid  the  court 
in  the  construction  of  the  patent. 

Meritorious  inventors  are  entitled  to  protection ;  but  it  is 
settled  law  that  a  mere  carrying  forward  of  an  original  pat- 
ented conception,  involving  only  change  of  form,  propor- 
tions or  degree,  or  the  substitution  of  equivalents,  doing  the 
same  thing  as  the  original  invention  by  substantially  the 
same  means,  is  not  such  an  invention  as  will  sustain  a  pat- 
ent, even  though  the  changes  of  the  kind  may  produce  bet- 
ter results.  Smith  v.  Nichols,  21  Wall,  llff  [9  Am.  &  Eng. 
425]. 

Effective  supi)ort  to  the  proposition,  that  nothing  but  in- 
vention or  discovery  will  entitle  an  applicant  to  a  patent, 
is  also  found  in  the  reported  decisions  of  the  Circuit  Courts, 
as  appears  from  the  following  citations.  Judge  Story  held, 
many  years  ago,  that  the  mere  application  of  an  old  pro- 
cess, machine  or  device  to  a  new  use  was  not  patentable ; 
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that  there  must  be  some  new  process  or  some  new  machin- 
ery to  produce  the  result,  in  order  that  the  supposed  inven- 
tor may  properly  have  a  patent  for  the  alleged  improve- 
ment. Howe  V.  Abbott,  2  Story,  194 ;  Bean  v.  Smallwood, 
2  Story,  411 ;  Glue  Co.  v.  Upton,  6  Off.  Gaz.  842 ;  Need- 
ham  0.  Washburn,  7  Oflf.  Gaz.  648. 

Conclusive  supi)ort  to  the  proposition  that  an  applicant 
for  a  patent  is  not  entitled  to  the  public  protection,  unless 
the  supposed  improvement  involves  actual  invention  or  dis- 
covery, is  found  in  the  oft  repeated  decisions  of  all  the  Eng- 
lish courts  having  jurisdiction  in  such  cases ;  and  it  is  safe 
to  remark,  that  the  courts  of  that  country  apply  the  rule 
more  readily,  and  with  a  much  closer  scrutiny,  than  do  the 
courts  of  this  country  exercising  the  like  jurisdiction. 
Ralston  v.  Smith,  11  CI.  &  Fin.  223 ;  Harwood  v.  R.  Co.,  11 
H.  L.  Cas.  654;  Jordan  v.  Moore,  L.  R.,  1  C.  P.  636;  Kay 
V.  Marshall,  8  CI.  &  F.  246 ;  Bush  v.  Fox,  6  CI.  &  Fin.  707 ; 
Tetley  v.  Easton,  2  C.  B.  (N.  S.)  706;  Horton  v.  Mabon,  12 
C.  B.  (N.  S.)  460;  Ormson  v,  Clarke,  14  C.  B.  (N.  S.)  476; 
Parkes  v.  Stevens,  L.  R.  8  Eq.  368;  S.  C,  L.  R.  6  Ch.  App. 
36;  Envelope  Co.  v.  Seymer,  6  C.  B.  (N.  S.)  173;  White  v. 
Toms,  17  L.  T.  (N.  S.)  348;  Ralston  v.  Smith,  11  C.  B.  (N. 
S.)  474 ;  Ormson  v.  Clarke,  13  C.  B.  (N.  S.)  339 ;  Ralston  v. 
Smith,  9  C.  B.  (N.  S.)  144 ;  Sanders  v.  Aston,  3  B.  &  Ad. 
886  [1  Am.  &  Eng.  466] ;  Seed  v.  Higgins,  8  El.  &  Bl.  756. 

For  these  reasons,  we  are  all  of  the  opinion  that  the  claim 
of  the  improvement  described  as  the  employment  or  use  of 
two  deflecting  plates,  one  placed  on  each  side  of  the  circu- 
lar saw,  for  the  purposes  set  forth  in  the  specification,  is 
void,  because  it  does  not  constitute  a  patentable  invention. 

Suppose  that  is  so ;  still  it  is  insisted  by  the  complainants 
that  the  decree  of  the  Circuit  Court  should  be  affirmed  in 
respect  to  the  second  and  fourth  claims  of  the  patent. 

Clamps  are  employed  or  used  by  the  complainants,  ar- 
ranged as  shown,  so  as  to  have  a  lateral  elastic  movement, 
independent  of  the  roller  beds  to  which  the  clamps  are  at- 
tached, for  the  puri)oses  set  forth  in  the  second  claim. 
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Admit  that  the  claim  is  a  valid  one ;  still  it  is  insisted  by 
the  respondents  that  they  do  not  infringe  that  part  of  the 
patented  invention  and,  consequently,  that  the  decree  of  the 
Circuit  Court  should  be  reversed. 

Four  adjustable  feed-rollers  are  shown  in  the  machine  of 
the  respondents,  and  in  front  of  them  there  is  a  pair  of 
clamps,  of  i)eculiar  construction,  the  object  and  only  prac- 
tical effect  of  which,  it  seems,  is  to  hold  the  upper  edge  of 
the  stuff  to  be  sawed  in  proper  position  while  it  is  in  con- 
tact with  the  saw.  Evidently  they  differ  in  form,  method 
of  attachment,  purpose,  and  use  from  those  described  in  the 
specification  of  the  complainants.  Instead  of  that,  the  clamps 
described  in  the  complainants'  patent  are  attached  to  the 
inner  ends  of  the  roller-beds,  so  that  there  are  two  journals 
at  the  back  part  of  each  clamp,  which  fit  in  boxes,  and  work 
or  slide  in  recesses  in  the  top  and  bottom  pieces  of  the  roller- 
beds. 

To  that  it  may  be  added,  that  the  action  of  the  clamps  in 
the  complainants'  machine  is  governed  by  the  set  screws 
which  bear  against  rubber  springs  back  of  the  boxes,  the 
distance  of  the  lateral  vibration  of  the  clamps  being  regu- 
lated by  the  stops,  which  are  arranged  to  pass  through  the 
top  pieces,  the  object  of  the  arrangement  being  to  give  the 
clamps  the  ability  to  have  a  lateral  elasticity  and  vibra»tory 
movement  independent  of  the  roller-beds,  for  the  purpose, 
as  stated  in  the  claim,  of  compensating  for  the  varying  thick- 
ness of  the  different  pieces  of  stuff,  and  to  keep  the  stuff  to 
be  sawed  in  a  proi)er  relative  position  to  the  saw. 

Competent  experts  testify  that  the  clamps  in  the  machine 
used  by  the  respondents  have  no  lateral  elastic  or  vibratory 
motion  independent  of  the  roller-beds,  and  that  they  cannot 
perform  the  fimctions  of  the  clamps  described  and  claimed 
in  the  patent  set  forth  in  the  bill  of  complaint ;  and  the 
court  is  of  the  opinion,  from  an  examination  of  the  models 
exhibited,  that  the  testimony  of  the  expert  is  correct. 

Keeping  in  view  what  has  already  been  remarked,  a  few 
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additional  observations  will  be  sufficient  to  dispose  of  the 
questions  arising  under  the  fourth  claim  of  the  specification, 
in  which  the  complainants  claim  the  employment  of  an  ad- 
justable bed,  with  clamps  as  described,  in  combination  with 
the  saw,  when  the  saw  has  a  stiffening  plate  in  line  with 
the  adjustable  bed,  by  which  the  stiffened  or  rounded  side 
of  the  saw  is  made  the  line  side. 

Taken  as  it  reads,  the  fourth  claim  does  not  include  a  de- 
flecting plate,  and  only  a  stiffening  plate  on  one  side  of  the 
saw ;  and,  if  not,  it  is  difficult  to  see  how  the  devices  claimed 
in  the  combination  will  i)ermit  the  stiffened  or  rounded  side 
of  the  saw  to  be  made  the  line  side,  unless  the  deflecting 
plate  is  added  to  the  claimed  combination.  Add  the  de- 
flecting plate  to  the  combination,  and  it  is  quite  clear  that 
the  claim  may  include  jwirts  sufficient  to  be  operative ;  but 
when  such  stiffened  side  is  thus  made  the  line  side,  and  the 
clamps  embrace  the  saw  as  described,  it  is  quite  essential 
that  the  clamp  on  the  line  side  should  have  a  lateral  elas- 
ticity with  respect  to  the  bed,  and  also  the  described  swing- 
ing motion.  Neither  the  clamp  on  the  line  side  or  the  one 
on  the  opposite  side  in  the  respondent's  machine  have  any 
lateral  elasticity  with  respect  to  the  roller-bed,  or  a  swing- 
ing motion,  and  the  one  on  the  line  side  of  the  saw  has  no 
lateral  motion  whatever  when  the  machine  is  in  operation. 

Differences  of  opinion  may  possibly  exist  upon  that  topic, 
but  all  must  agree  that  the  claimed  combination  includes 
the  clamps,  and  that  infringement  is  not  proved,  unless  it 
api)ears  that  the  respondents  use  the  entire  combination. 
Having  already  decided  that  the  respondents  do  not  use  the 
clamps  of  the  complainants,  it  is  unnecessary  to  pursue  the 
inquiry,  except  to  say  that  it  is  settled  law,  that,  where  the 
respondent  in  constructing  his  machine  omits  one  of  the  in- 
gredients of  the  complainant's  combination,  he  does  not  in- 
fringe the  complainant' s  patent.  Gould  V.  Rees,  15  Wall. 
194  [9  Am.  &  Eng.  39] ;  Prouty  v.  Ruggles,  16  Pet.  341 
[4  Am.  &  Eng.  351] ;  Vance  v.  Campbell,  1  Black.  427  [7 
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Am.  &  Eng.  117] ;  GiU  v.  Wells,  22  Wall.  28  [9  Am.  &  Eng. 
471]. 

Suffice  it  to  remark  that,  in  view  of  these  conclusions,  it 
becomes  unnecessary  to  examine  the  errors  assigned  in  re- 
spect to  the  rule  of  damages. 

Decree  reversed  and  the  cause  remandedy  with  directions 
to  enter  a  decree  dismissing  the  biU  of  complaint. 
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WILLIAM  H.  CAMMEYER  et  al.,  APPELLANTS,  v. 

JOHN  NEWTON  et  al.* 
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A&ngnment  prior  to  patenting.  JEhidence.  Patent,  First  inven- 
tor. Particular  patent  construed,  Infringetnent,  Govern- 
ment  use  of  patented  article, 

1.  Inventions  may  be  assigned  before  they  are  patented,     (p.  121.) 

2.  The  patent,  if  introduced  in  evidence  by  the  complainant,  affords 

a  prima  facie  presumption  that  the  supposed  inventor  is  the 
original  and  first  inventor  of  the  improvement,     (p.  126.) 

3.  The  claims  of  reissued  letters  patent  No.  6,249,  S.  Lewis,  Janu- 

ary 26,  1875,  Still  Water  Dam,  original  patent  No.  80,492, 
July  28,  1868,  construed  and  Iield  not  infringed  by  a  substan- 
tially different  machine,     (p.  126.) 

4.  Public  employment  is  no  defense  to  the  employ^  for  having  con- 

verted the  private  property  of  another  to  the  public  use  with- 
out his  consent,  and  without  just  compensation,     (p.  130.) 

6.  Private  property,  the  Constitution  provides,  shall  not  be  taken  for 
public  use  without  just  compensation,  and  it  is  clear  that  the 
provision  is  as  applicable  to  the  Government  as  to  individuals, 
except  in  cases  of  extreme  necessity  in  time  of  war,  and  of  im- 
minent and  impending  public  danger,     (p.  130.) 

6.  A  patent  is  private  property,  and  the  Government  cannot,  after 
it  is  issued,  make  use  of  the  improvement  any  more  than  a 
private  individual  without  license  of  the  inventor,  or  making 
'  him  compensation,     (p.  131.) 

[Citations  in  the  opinion  of  the  oonrt :] 

Seymour  o.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290].    p.  126. 

MitcheU  V.  Harmony,  13  How.  115.    p.  130. 

U.  S.  V,  Rnssell,  13  WaU.  623.     p.  130. 

U.  S.  V,  Bams,  12  Wall.  246  [8  Am.  &  Eng.  458].    p.  131. 

Bee  Explanation  of  Notes,  page  III. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  bill  in  this  case  was  filed  in  the  court  below  by  the 
appellants,  to  recover  for  an  alleged  infringement  of  a  cer- 
tain patent,  and  for  an  injunction.  A  decree  having  been 
entered  in  favor  of  the  respondents,  the  complainants  ap- 
pealed to  this  court. 

The  specifications  and  drawings  of  Lewis'  reissued  letters 
patent  are  as  follows : 


SAMUEL  LEWIS,  OF  WILLLLMSBURG,  NEW  YORK, 
ASSIGNOR,  BY  MESNE  ASSIGNMENTS,  OF  ONE- 
HALF  INTEREST  TO  WILLIAM  H.  CAMMEYER. 

Ijcpbovement  in  Apparatus  for  Removing  Obstruc- 
tions Under  Water. 

Specification  forming  part  of  Letters  Patent  No.  80,402,  dated 
July  28,  1868  ; Reissue  No.  6^249^  dated  January  26,  1875  ;  ap- 
plication filed  July  20,  1874. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Samnel  Lewis,  of  Williamsburg,  in 
the  county  of  Kings  and  State  of  New  York,  have  invented 
certain  Improvements  in  Apparatus  for  Removing  Obstruc- 
tions under  Water,  of  which  the  following  is  a  specification : 

This  invention  is  chiefly  designed  to  be  used  for  the  re- 
moval of  obstructions  under  water  in  tideways  or  currents, 
though  the  whole,  or  at  least  some  portions  thereof,  may  be 
used  with  advantage  in  the  removal  of  rock  in  still  water. 

The  class  of  obstructions  under  water  to  the  removal  of 
which  it  is  more  particularly  adapted  is  submerged  rock, 
though  there  may  be  other  obstructions  in  the  removal  of 
which  its  use  may  be  found  beneficial. 

One  part  of  this  invention  relates  to  the  construction  of  a 
dam,  inclosure.  or  breakwater,  adapted  to  shield  the  place 
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of  operations,  which  dam,  inclosnre,  or  breakwater  shall  be 
I)ortable — ^that  is  to  say,  capable  of  being  removed  from 
place  to  place,  and  also  capable  of  being  adjusted  to  the 
depth  of  water  in  which  it  may  be  used,  or  to  adapt  it  to  be 
more  conveniently  removed  from  one  place  to  another,  as 
occasion  may  require,  or  to  adapt  it  to  the  rise  and  fall  of 
the  tide  when  used  in  a  tideway — and  which  dam,  inclosure, 
or  breakwater  shall  also  be  adapted  to  check  the  flow  of  the 
current,  and  thus  protect  the  operators  and  oi)erations,  to 
some  extent,  at  least,  from  the  effects  of  such  current. 

This  i)ortion  of  the  invention  consists  in  the  construction 
of  the  said  dam,  inclosure,  or  breakwater  in  sections,  enter- 
ing one  within  another  verticaUy,  and  having  a  capacity  for 
movement  within  each  other  vertically,  by  a  movement  sim- 
ilar to  that  of  pushing  in  or  drawing  out  the  joints  of  a 
telescoi)e,  so  that  the  height  of  the  dam,  inclosure,  or  break- 
water may  be  increased  or  diminished  by  diminishing  or  in- 
creasing the  entrance  of  one  section  within  another  in  the 
manner  above  suggested. 

Another  part  of  said  invention  relates  to  a  device  de- 
signed to  add  to  the  security  in  position  of  a  portable  dam, 
inclosure,  or  breakwater,  when  in  position  for  operations ; 
and  consists  in  the  combination,  with  a  i)ortable  dam,  in- 
closure, or  breakwater,  of  self-adjusting  or  adjustable 
anchors,  adapted  to  fit  vertically  into  inequalities  or  crev- 
ices in  the  rock  or  bottom  of  the  channel  or  tideway,  and 
hold,  or  aid  in  holding,  said  dam,  inclosure,  or  breakwater 
in  i)osition,  substantially  as  hereinafter  more  fully  set  forth. 

Another  x)art  of  said  invention  relates  to  the  arrangement 
of  an  open  floating  deck,  in  relation  to  a  portable  submarine 
dam,  inclosure,  or  breakwater ;  and  consists  in  arranging 
such  open  deck,  with  the  oi)ening  therein,  over  the  space 
inclosed  or  protected  by  the  said  submarine  dam,  inclosure, 
or  breakwater,  which  arrangement  enables  oi>erations  neces- 
sary to  be  carried  on  within  the  said  dam,  inclosure,  or 
breakwater,  to  be  carried  on  through  the  opening  in  the 
said  deck,  substantially  as  hereinafter  more  fully  set  forth. 
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Another  part  of  said  iuvention  consists  in  the  combina- 
tion, with  a  portable  dam,  inclosure,  or  breakwater,  of  a 
drill-8upi)ort  or  drill-frame  attached  thereto,  whereby  the 
one  is  made  capable  of  supporting  the  other,  substantially 
as  hereinafter  more  fully  set  forth. 

Another  part  of  said  invention  consists  in  the  arrange- 
ment, in  the  lower  portion  or  section  of  a  submarine  dam, 
inclosure,  or  breakwater,  of  a  drill-support  or  drill-frame 
attached  thereto. 

Another  part  of  said  invention  consists  in  the  combina- 
tion, with  a  floating  deck  or  floor  supported  above  the  water, 
of  a  submerged  drill-frame,  arranged  directly  under  said 
deck  or  floor,  or  under  an  oi)ening  tOirough  it,  substantially 
as  hereinafter  set  forth. 

Another  part  of  said  invention  consists  in  the  combina- 
tion, with  a  submarine  dam,  inclosure,  or  breakwater,  of 
boats,  supi)orts,  or  floats,  and  a  set  or  series  of  anchors  to 
hold  said  boats,  supports,  or  floats  in  position  in  a  tideway 
or  current,  substantially  as  hereinafter  set  forth. 

Another  part  of  said  invention  consists  in  the  combina- 
tion, with  a  portable  dam,  inclosure,  or  breakwater,  and 
with  boats,  supports,  or  floats  to  be  used  therewith,  of 
chains  for  raising  the  lower  portion  of  the  dam  when  neces- 
sary, substantially  as  hereinafter  more  fully  set  forth. 

Another  part  of  said  invention  consists  in  the  combina- 
tion, with  a  i)ortable  submarine  dam,  inclosure,  or  break- 
water, and  with  boats,  supports,  or  floats  to  be  used  there- 
with, of  chains  to  hold  the  bottom  or  lower  portion  of  the 
said  dam,  inclosure,  or  breakwater  against  the  current, 
while  it  is  being  lowered  into  position  for  operations,  or  at 
other  times,  if  necessary,  substantially  a^  hereinafter  more 
fully  set  forth. 

Aiiother  part  of  said  invention  consists  in  the  combina- 
tion, with  a  submerged  dam,  inclosure,  or  breakwater,  and 
with  a  drill-support  or  drill-frame  attached  to  the  lower 
portion  or  section  thereof,  of  a  drill-support  or  frame  ar- 
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ranged  above  said  lower  drill-8upi)ort  or  drill-frame,  sub- 
stantially as  hereinafter  more  fully  set  forth. 

Another  part  of  said  invention  consists  in  the  combina- 
tion, with  a  floating  deck  or  flooring,  supported  above  the 
water,  and  with  a  drill-support  or  drill-frame  arranged  in 
the  lower  portion  of  the  stream  or  other  water  to  guide  the 
drills  in  proximity  to  the  rock  to  be  drilled,  of  a  drill-sup- 
port or  drill-frame  placed  above  said  lower  drill-support  or 
drill-frame,  all  being  arranged  substantially  in  the  same  ver- 
tical plane,  substantially  as  hereinafter  more  fully  set  forth. 

Another  part  of  said  invention  consists  in  the  attachment 
to  a  floating  support  of  the  upper  section  of  a  portable  and 
adjustable  dam,  inclosure,  or  breakwater,  and  the  connec- 
tion thereto  of  the  lower  sections,  substantially  as  described, 
whereby  the  said  floating  support  is  made  to  keep  the  said 
dam,  inclosure,  or  breakwater  extended  to  the  proper  height, 
and  to  adapt  it  in  that  respect  to  any  change  (within  cer- 
tain limits)  of  the  depth  of  the  water,  substantially  as  here- 
inafter more  fully  set  forth. 

Fig.  1  is  a  side  elevation  or  view  of  the  apparatus  in  its 
working  position,  showing  the  methods  of  anchoring,  etc. 
Fig.  2  is  a  longitudinal  vertical  section  on  the  plane  indi- 
cated by  the  line  y  y  drawn  across  Fig.  4,  or,  in  other  words, 
is  a  longitudinal  vertical  central  section  of  the  dam,  show- 
ing the  telescopic  sections  thereof,  the  position  and  direc- 
tion of  the  drills,  and  the  devices  for  sheathing  or  shorten- 
ing the  dam  in  a  vertical  direction.  Fig.  3  is  a  vertical 
transverse  section  on  the  plane  indicated  by  the  line  x  a?,  as 
drawn  across  Fig.  2,  showing  the  manner  of  guiding  and 
bracing  the  drills  and  drill-tubes,  the  manner  of  suspending 
the  dam  from  the  main  deck,  and  in  broken  lines  the  ap- 
pearance of  the  dam  sheathed  or  closed  for  removal.  Fig. 
4  is  a  plan  or  top  view,  showing  the  form  of  the  dam  in  its 
horizontal  section,  the  positions  of  the  drills,  the  wind- 
lasses for  raising  the  dam  and  for  operating  the  anchors, 
and  also  giving  a  general  view  of  the  decks  of  the  boats, 
supports,  or  floats  to  be  used  with  the  dam. 
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1 1  are  two  boats,  of  snfficient  floating  capacity  to  support 
the  deck  and  the  working  i>arts  of  the  apparatus,  and  to 
also  afford  snfficient  resistance  to  the  downward  tendency 
of  the  draft  of  the  cables  attached  to  the  main  anchors  to 
secure  these  boats  in  their  proper  position.  These  boats  are 
secured  together  by  a  substantial  deck,  the  timbers  and 
floor  of  which  are  indicated  by  the  numbers  13  and  14,  by 
which  deck  these  boats  are  so  connected  as  to  form  substan- 
tially a  single  float  or  structure.  This  deck  or  floor  has  an 
opening  in  its  center  to  admit  light  and  access  to  the  inside 
of  the  dam,  and  also  to  allow  convenient  access  to  the  drills. 
This  oi)ening  should  be  about  the  size  of  the  horizontal  sec- 
tion of  the  largest  portion  of  the  dam,  though  its  size  may 
be  varied  according  to  circumstances.  Though  the  float  or 
support  thus  formed  is  represented  as  being  made  up  of  two 
boats,  united  by  a  deck,  this  form  of  construction  is  not  re- 
garded as  strictly  essential  so  long  as  the  support  provided 
is  sufficient  for  the  purposes  required.  2  2  are  sections  which 
form  the  adjustable  dam,  inclosure,  or  breakwater  herein- 
before mentioned,  which  sections  may  be  made  of  plates  of 
galvanized  iron,  or  of  any  other  appropriate  material,  and 
of  suitable  thickness  to  resist  such  pressure  or  casualty  as 
may  be  likely  to  be  thrown  upon  them.  I  prefer  to  make 
these  sections,  and  consequently  the  dam,  in  the  elongated 
form  shown  in  the  drawings,  so  as  to  offer  the  least  resist- 
ance to  the  tide  or  current  by  which  the  strain  upon  the 
fore  and  aft  anchors  and  chains  or  cables  by  which  the  boats 
or  floats  are  secured  in  position  is  reduced,  and  the  general 
control  of  the  apparatus  facilitated.  This  form  is  not,  how- 
ever, imperative.  To  prevent  the  sections  2  2  from  separat- 
ing, and  to  give  them  additional  strength,  I  prefer  to  bend 
inward  the  upper  edge  of  each  section,  except  the  upj)er 
one,  and  to  attach  a  ledge  or  strip  to  the  lower  edge  of  each 
section,  as  shown  in  the  drawings. 

If  the  circumstances  of  the  intended  use  of  the  dam  are 
such  as  to  make  the  sections  2  2  bind  upon  each  other  and 
prevent  their  moving  up  and  down  within  each  other  with 
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sufficient  freedom,  friction-rollers  may  be  interposed  be- 
tween the  sections  to  facilitate  the  vertical  extension  and 
contraction  of  the  dam. 

In  the  form  of  construction  shown  in  the  drawings  each 
section  is  provided  with  four  eyebolts,  8  8  8  8,  one  at  each 
side,  and  one  at  each  end,  which  serve  as  guides  to  the 
hoisting-chains  10  10,  to  the  lower  series  8^  8,  8x  8x  of  which 
eyebolts  the  lower  ends  of  these  hoisting-chains  are  at- 
tached. The  lower  section  of  the  dam  is  provided  with  four 
sheaves  or  eyebolts,  9  9  9  9,  the  former  being  preferable  for 
the  chains  11  11  to  pass  through.  These  chains  are  in- 
tended to  extend  from  the  deck  14  through  these  sheaves 
or  eyebolts  to  anchors,  shown  in  the  drawings  as  being  car- 
ried out  and  cast  fore  and  aft  and  each  side  of  the  boats,  to 
hold  the  latter  in  position  by  means  of  chains  12  12,  the  ob- 
ject of  the  chains  11 11  being  chiefly  to  supi)ort  the  lower 
part  of  the  dam  against  the  current,  and  steady  it  in  posi- 
tion while  it  is  being  lowered,  and  in  some  cases  they  may 
be  used  to  aid  in  holding  said  lower  part  of  the  dam  in  po- 
sition  while  in  use,  especially  in  positions  where  there  is  a 
strong  current  with  no  material  variation  in  the  depth  of 
water. 

These  chains  are  shown  in  the  drawings  as  being  hooked 
onto  the  railing  of  the  float ;  but  in  practice  they  are  de- 
signed to  be  operated  by  windlasses  similar  to  those  shown 
for  operating  the  chains,  10  10.  The  chains  11  and  12  may 
be  provided  with  separate  anchors,  instead  of  being  attached 
to  the  same  anchor,  should  circumstances  render  this  de- 
sirable. The  drills,  4  4,  work  in  tubes,  7  7,  which  tubes  are 
provided  upon  their  lower  ends  with  threads,  which  screw 
into  the  lower  longitudinal  brace,  6,  while  the  extreme 
threaded  end  of  the  tube  receives  a  nut  under  the  trans- 
verse braces  5,  thus  securing  the  braces  6  and  6  together,  to 
form  the  lower  drill-frame,  and  also  at  the  same  time  secui'- 
ing  the  drill-tube  in  the  frame  thus  formed.  The  outer  ends 
of  the  braces  5  are  bolted  or  otherwise  secured  to  the  lower 
section  2  of  the  dam,  so  that  when  this  lower  section  is 
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properly  secured  in  position  for  drilling,  it  shall  hold  this 
lower  drill-frame  in  position,  and  thus  give  a  firm  support 
to  the  drills  in  near  proximity  to  the  rock  to  be  drilled. 

The  upper  ends  of  the  drill-tubes  7  7  may  be  permitted  to 
slide  freely  in  the  guide-plate  18,  as  the  distance  between 
this  guide-plate  and  the  braces  5  and  6  is  increased  or  dimin- 
ished by  the  extension  or  contraction  of  the  height  of  the 
dam.  It  is  not,  however,  deemed  essential  that  these  tubes 
7  7  should  always  be  of  the  full  length  shown  in  the  draw- 
ings, but  a  short  section,  sufficiently  long  to  prevent  the 
drill  from  being  lifted  out  of  it  during  the  stroke  thereof, 
will  in  many  cases  answer,  and  in  some  cases  may,  perhaps, 
for  some  reasons,  be  preferred ;  and  the  tube,  instead  of 
being  rigidly  bolted  to  the  frame,  as  shown  in  the  drawings, 
may  be  set  in  a  rocking  joint  therein. 

The  upper  section  2  of  the  dam  is  represented  in  the 
drawings  as  being  supi)orted  in  proper  position  by  being 
hung  to  the  deck  by  means  of  links  and  bolts  16  and  17; 
and  for  some  reasons  and  purposes  I  prefer  this  as  the 
best  means  for  keeping  the  dam  extended  when  in  use,  as, 
among  other  things,  it  makes  the  depth  of  the  water  adjust 
the  dam  to  the  proper  height ;  but  I  do  not  regard  this  mode 
of  support  as  an  indispensable  part  of  the  invention.  3  3 
are  bars  of  iron  fitted  to  slide  vertically  and  freely  in  sock- 
ets attached  to  the  lower  section  of  the  dam,  and  are  repre- 
sented as  being  pointed,  to  better  take  hold  of  the  rock  or 
bottom,  upon  which  the  dam  may  be  let  down.  Said  bars, 
3  3,  are  designed  by  their  length  and  free  play,  to  adapt  them- 
selves to  any  inequalities  or  irregularities  in  the  said  rock  or 
bottom,  and  to  oj)erate  as  self-acting  anchors  to  hold  the 
lower  section  of  the  dam  steadily  and  firmly  in  place. 

For  the  convenience  of  raising  them  out  of  the  water 
when  desirable,  a  cord,  wire,  or  chain  may  extend  from 
each  of  these  self -anchors  to  the  deck. 

In  using  the  apparatus  hereinbefore  described,  the  lower 
sections  of  the  dam  are  drawn  up  around  the  upper  section, 
for  the  convenience  of  transportation,  and  the  apparatus 
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taken  to  the  point  where  it  is  to  be  nsed,  which  may  be 
done  by  a  tow-boat,  or  there  may  be  steam-power  for  that 
purpose  placed  on  board  of  the  boats,  supports,  or  floats, 
which  form  a  part  of  the  apparatus.  The  fore  and  aft  and 
side  anchors  are  then  carried  out  and  placed,  and  the  chains 
therefrom  drawn  taut,  so  as  to  hold  the  boat  in  position, 
the  boats  being  placed  end  onto  the  current,  or  to  the  gen- 
eral direction  of  the  tide.  The  chains  10  are  then  slacked 
oflf,  so  as  to  allow  the  lower  section  of  the  dam  to  descend, 
care  being  taken  to  keep  the  chains  11  at  the  end  toward  the 
current  or  tide  sufficiently  taut  to  keep  the  dam  in  a  per- 
pendicular position,  and  in  this  way  the  dam  is  lowered  till 
it  strikes  the  bottom,  upon  which  it  is  to  operate.  If  the 
water  is  liable  to  rise,  both  the  chains  10  and  11  should  be 
slacked  oflf  still  farther,  in  order  to  prevent  their  raising  the 
dam  out  of  place.  There  may,  however,  be  case^  in  which 
it  may  be  desirable  to  use  the  chains  11,  or  some  of  them,  to 
hold,  or  aid  in  holding,  the  lower  part  of  the  dam  in  place. 

When  the  dam  or  the  lower  part  thereof  is  lowered  to  its 
place  and  strikes  the  bottom,  as  above  stated,  the  self -anch- 
ors 3  3  adjust  themselves  to  the  inequalities  of  the  rock,  as 
hereinbefore  intimated,  in  which  position  they  are  likely  to 
take  hold  of  the  rock,  as  indicated  in  the  drawings,  and 
hold  the  dam  securely  in  place. 

When  the  apparatus  shall  have  been  secured  in  position, 
as  above  described,  the  drills  may  be  put  in  operation,  and 
operated  by  any  of  the  known  and  satisfactory  means  for 
operating  drills,  and  when  the  drills  shall  have  penetrated 
the  prox)er  depth,  the  charges  of  i)owder  or  other  blasting 
material  may  be  placed  in  position,  the  apparatus  removed, 
and  the  blast  fired,  after  which  the  apparatus  may  be  re- 
turned over  an  adjacent  portion  of  the  rock  to  be  drilled  and 
blasted,  or  over  the  same  portion,  and  the  datn  used  to  pro- 
tect the  divers  and  the  removal  of  the  debris.  In  a  tideway 
there  will  always  be  a  tendency  of  the  tide,  when  its  strength 
increases  and  the  tide  falls,  to  move  the  boats  slightly  in 
thedirectioii  of  the  tide;  and  asthestren^h  of  the  tide  dimin 
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ishes  during  its  rise,  the  opposite  effect  is  produced ;  but 
this  change  of  position  and  its  amount  may  readily  be  de- 
tected by  the  working  of  the  drills,  and  any  variatiou  of 
their  shafts  from  a  vertical  position,  and  may  be  easily  cor- 
rected by  taking  u^)  and  letting  out  the  proper  anchor- 
chains,  as  such  occasion  may  require. 

It  will  be  obvious,  from  the  foregoing  description  and  the 
accompanying  drawings,  that  the  current  will  enter  the 
dam,  to  some  extent,  through  depressions  in  the  rock  under 
it,  and  also  slightly  through  the  joints  of  the  dam,  so  that 
absolute  stillness  of  the  water  inside  of  the  dam  will  not  be 
produced ;  nor  is  it  anticipated  or  indispensable ;  but  the 
intention  of  this  dam  is  to  form  an  inclosure  or  breakwater 
which  shall  so  check  the  current  as  to  facilitate  drilling  and 
other  operations  within  it. 

It  will  be  seen  also  that  by  the  construction  of  the  dam  in 
sections,  entering  one  within  another,  and  extended  or 
shortened  by  a  substantially-rectilinear  movement,  like  that 
of  drawing  out  or  sliding  in  the  joints  of  a  telescope,  as  de- 
scribed, a  substantial  dam,  inclosure,  or  breakwater  may  be 
produced,  capable  of  protecting  the  divers  and  the  work  to 
be  carried  on  within  it — a  result  which  evidently  could  not 
be  realized  from  a  series  of  vertically-folding  plates  divided 
in  lengths,  and  having  no  support  except  at  the  top  of  the 
water. 

I  claim  as  my  invention — 

1.  A  submarine  inclosure  or  breakwater,  made  in  sections, 
one  entering  within  another,  substantially  as  described — 
that  is  to  say,  so  that,  by  a  sliding  edgewise  or  vertical 
movement  as  contradistinguished  from  a  folding  movement, 
the  height  of  the  entire  inclosure  or  breakwater  may  be  in- 
creased or  diminished  by  the  diminution  or  increase  of  the 
entrance  of  one  section  within  another,  to  adapt  said  in- 
closure to  the  different  depths  of  water,  or  to  facilitate  its 
transportation  from  one  place  to  another. 

2.  The  combination,  with  a  portable  dam,  breakwater,  or 
inclosure,  of  the  sliding  bars  or  anchors  3  3,  whereby  said 
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bars  or  ancliors  may  be  allowed  to  descend  into  or  upon  in- 
equalities in  the  surface  to  be  operated  upon. 

3.  The  arrangement  of  the  open,  floating  deck  14  in  rela- 
tion to  a  j)ortable  submarine  dam,  inclosure,  or  breakwater, 
substantially  as  described — ^that  is  to  say,  with  the  oi)ening 
in  the  deck  over  fhe  space  inclosed  or  protected  by  the  said 
submarine  dam,  inclosure,  or  breakwater,  by  which  arrange- 
ment operations  necessary  within  the  said  dam,  inclosure,  or 
breakwater  may  be  carried  on  through  the  opening  in  said 
deck,  substantially  as  hereinbefore  set  forth. 

4.  The  combination,  with  a  ix)rtable  dam,  breakwater,  or 
inclosure,  of  a  drill  support  or  frame  attached  to  said  dam, 
inclosure,  or  breakwater. 

5.  The  arrangement,  in  the  lower  portion  or  section  of  a 
submarine  dam,  breakwater,  or  inclosure,  of  a  drill  support 
or  frame  attached  thereto. 

6.  The  combination,  with  a  floating  deck  or  floor  sup- 
ported above  the  water,  of  a  submerged  drill-frame,  arranged 
directly  under  said  deck  or  floor,  or  under  an  opening 
through  it,  substantially  as  hereinbefore  set  forth. 

7.  The  combination,  with  a  portable  submarine  dam, 
breakwater,  or  inclosure,  of  boats,  supports,  or  floats,  and  a  set 
or  series  of  anchors  to  hold  said  boats,  supports,  or  floats  in 
position  in  a  tideway  or  current,  substantially  as  hereinbe- 
fore set  forth. 

8.  The  combination,  with  a  portable  dam,  breakwater,  or 
inclosure,  and  with  boats,  supports,  or  floats  to  be  used 
therewith,  of  the  chains  10,  for  raising  the  lower  portion  of 
the  dam  when  necessary,  substantially  as  hereinbefore  set 
forth. 

9.  The  combination,  with  a  portable  submarine  dam, 
breakwater,  or  inclosure,  and  with  the  boats,  supj)orts,  or 
floats  to  be  used  therewith,  of  the  chains  11,  for  holding  the 
bottom  of  the  dam  against  the  current  while  it  is  being 
lowered,  or  afterward,  substantially  as  hereinbefore  set  forth. 

10.  The  combination,  with  a  submarine  dam,  inclosure, 
or  breakwater  for  breaking  the  force  of  the  current,  and  with 
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a  drill-frame  attached  to  the  lower  portion  or  section  there- 
of, of  a  drill-frame  arranged  above  said  lower  drill-frame, 
substantially  as  hereinbefore  set  forth. 

11.  The  combination,  with  a  floating  deck  or  flooring  sup- 
I)orted  above  the  water,  and  with  a  drill-frame  arranged  in 
the  lower  jwrtion  of  the  stream,  to  guide  the  drills  in  prox- 
imity to  the  rock  to  be  drilled,  of  a  drill-frame  placed  above 
said  lower  drill-frame,  all  being  arranged  in  the  same  verti- 
cal plane,  substantially  as  hereinbefore  set  forth. 

12.  The  attachment  of  the  upper  section  of  a  submarine 
sectional  dam,  inclosure,  or  breakwater  to  a  floating  sup- 
port, and  the  connection  of  the  lower  sections  of  the  said 
dam,  inclosure,  or  breakwater  to  the  said  upper  section, 
substantially  as  described,  whereby  the  said  floating  supx)ort 
is  made  to  keep  the  said  dam,  inclosure,  or  breakwater  ex- 
tended to  the  proper  height  to  adapt  it,  in  that  respect,  to 
any  change  (within  certain  limits)  of  the  depth  of  the  water, 
substantially  as  herehibef ore  set  forth. 

SAMUEL  LEWIS. 
Witnesses: 

Thos.  p.  How, 
William  H.  Cammeyer. 

Mr.  TTwmas  P.  How^  for  appelZarvts : 

Li  the  first  place,  we  remark  that  the  patent  is,  in  itself, 
priifia fade  proof  of  the  utility  of  the  invention,  and"  un- 
less, therefore,  this  defendant  produces  preponderating  proof 
that  it  is  worthless,  his  defense  faUs. 

Washburn  t?.  Gk)uld,  3  Story,  143 ;  Troy  Iron  and  Nail 
Factory  t?.  Coming,  1  Blatch.  472 ;  Winans  z?.  N.  Y.  &  H. 
R.  R.,  4  Fish.  7 ;  Coming  ??.  Burden,  15  How.  270  [6  Am. 
&  Eng.  69] ;  Parker  v.  Stiles,  1  Fish.  Pat.  Rep.  335 ;  Page 
D.  Ferry,  1  Fish.  811. 

It  appears  from  the  evidence,  that  in  1867  the  defendant 
Newton  made  a  report  to  the  Chief  of  Engineers  in  regard 
to  the  removal  of  rock  in  the  harbor  of  New  York,  in  which 
he  expresses  the  hope  that  many  better  methods  than  the 
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one  he  suggests  as  occurring  to  him  may  be  found  for  the 
solution  of  this  difficult  problem,  and  predicts  that,  with- 
out doubt,  a  well  considered  attempt  to  push  the  work  will 
be  the  means  of  stimulating  mechanical  invention  suited  to 
that  end. 

This  report  was  published,  and,  in  response  to  it,  the  com- 
plainant Lewis,  supposing  this  appeal  to  inventors  to  be 
made  in  good  faith,  in  1868,  invented  and  patented  the  in- 
vention for  the  unlawful  construction  and  use  of  which  this 
suit  is  brought. 

It  appears  further,  that,  about  the  time  of  the  grant  of  the 
patent,  and  subsequently,  several  interviews  took  place  be- 
tween them,  in  which  Lewis  described  his  invention  to  New- 
ton, and  requested  him  to  recommend  it  to  the  Government, 
so  that  he  might  get  it  adopted,  which  Newton  refused  to 
do  \  but  finally,  at  the  last  of  these  interviews,  and  after  he 
had  gained  from  Lewis  a  complete  knowledge  of  the  inven- 
tion, announced  to  him  his  intention  of  taking  and  using 
any  patented  invention  which  it  might  suit  his  purpose  to 
use  in  the  work. 

Of  course,  this  announcement  does  not  constitute  an  in- 
fringement of  the  patent,  but  it  foreshadowed  one. 

This  announcement  gives  the  key  to  the  whole  transaction, 
and  indicates  with  unmistakable  force,  that  the  infringe- 
ment now  complained  of  was  a  matter  of  deliberate  inten- 
tion from  the  beginning. 

Newton's  excuse  now  is  that  the  invention  was  con- 
structed under  the  authority  of  the  Secretary  of  War,  and 
for  the  benefit  of  the  United  States.  If  the  Constitution 
did  not  expressly  provide  that  private  property  shall  not  be 
taken  for  public  use  without  due  compensation,  or  it  could 
be  shown  by  some  authority  higher  than  the  Constitution 
that  the  Secretary  of  War  had  the  right  to  give  authority 
to  so  take  private  proi)erty  for  public  use,  it  might  then  be 
necessary  to  inquire  what  this  authority  was,  and  how  it 
was  obtained,  for  it  is  evident  that  this  authority  must  be 
specific  on  the  one  hand,  and  on  the  other  that  it  must 
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have  been  even  obtained  through  any  fault  of  the  defend- 
ants, or  either  of  them.  No  such  authority,  however,  is 
produced.  An  examination  of  the  answers  of  this  defend- 
ant Newton  to  the  cross-questions  20-32,  indicates  that  all 
the  authority  there  was  came  from  the  Chief  of  Engineers,  in- 
stead of  the  Secretary  of  War,  and  there  is  not  a  line  or 
word  of  proof  to  show  that  the  Secretary  of  War  was  ever 
consulted  about  the  matter,  or  knew  anything  of  the  pro- 
ject till  the  machine  was  constructed  and  in  operation. 

It  will  be  contended  that,  because  this  invention  has  been 
used  for  the  benefit  of  the  Government,  the  defendants  are 
therefore  not  liable  for  infringement.  K  our  bill  was  for 
profits  merely^  it  might  possibly  be  worth  our  while  to  dis- 
cuss this  i)oint  more  extensively,  but  our  complaint  is  drawn 
under  the  act  of  1870,  and  is  for  damages  as  well  as  for 
profits.  Whatever,  then  may  be  the  rights  and  liabilities 
of  the  Government  in  the  matter,  it  is  entirely  clear  that 
the  defendant,  Newton,  in  taking  this  invention,  has  done 
that  which  he  had  no  right  to  do,  and  is  liable  for  the 
wrong  he  has  done.  Nor  does  it  make  any  diif  erence  whom 
he  associated  with  himself  in  the  infringement,  or  whose 
money  he  used  in  carrying  it  out;  and  if  he  really,  de- 
ceived the  Government,  and  obtained  as  he  claims  leave 
from  the  Chief  of  Engineers  to  construct  a  part  of  the  ma- 
chine shown  in  Exhibit  D,  that  does  not  help  the  case. 
This  deception  of  the  Chief  of  Engineers,  if  it  produced  the 
effect  of  obtaining  this  leave,  should,  instead  of  being  re- 
garded as  a  mitigation,  be  regarded  as  an  aggravation  of 
the  case  against  him ;  for  certainly  it  cannot  be  to  the  credit 
of  any  man,  either  morally  or  legally,  to  say  that  he  has 
misled  his  Government  or  any  officer  thereof  into  a  wrong- 
ful act. 

Mr.  Edwin  B.  Smithy  for  appellees : 

The  machine  described  in  letters  patent  No.  80,492  is 
neither  new  nor  useful.  It  is  not  a  new  discovery  of  these 
patentees,  because  the  complainant,  Lewis,  was  not  the  sole 
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and  original  inventor  of  it.  He  testifies  that  it  was  Gen. 
Newton's  report  of  1867  to  the  War  Department  that  first 
drew  his  attention  to  the  subject.  In  that  report  he  sug- 
gests means  of  breaking  the  current  substantially  the  same 
in  principle  as  those  subsequently  adopted  by  Lewis. 

As  described,  it  was  not  a  useful  invention.  It  was  not  a 
successful  embodiment  or  development  of  the  principle  sug- 
gested by  Gen.  Newton,  but  failed  from  lack  of  appreciation 
of  the  difficulties  of  practical  operation.  Its  defects  were  such 
as  to  prevent  that  machine  from  ever  becoming  of  any 
utility. 

The  only  use  made  of  the  machine  operated  upon  the 
reefs  in  New  York  harbor  was  by  the  United  States.  Con- 
ceding that  the  Government  would  be  liable  to  make  com- 
pensation to  the  complainants,  if  it  was  their  machine  that 
was  used,  United  States  v.  Bums,  12  Wall.  252  [8  Am.  & 
Eng.  458] — ^though  such  is  not  the  English  doctrine,  Feii- 
ther  V.  Queen,  6  Best  &  Smith,  283 — yet  the  Tnere  agent  of 
the  United  States  ought  not  to  be  held  responsible.  It  was 
the  action  of  the  Government  through  the  War  Depart- 
ment, whose  orders  Gen.  Newton  was  bound  to  obey. 

Gten.  Newton  neither  did  nor  could  receive  any  profits 
from  the  use  of  whatever  machine  he  employed  in  his  work 
for  the  United  States;  therefore,  he  is  liable  for  none. 
Rubber  Co.  v.  Goodyear,  9  Wall.  804  [8  Am.  &  Eng.  150] ; 
People  V.  Supervisors,  4  Hill,  23. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 
Holders  of  valid  letters  patent  enjoy,  by  virtue  of  the 
same,  the. exclusive  right  and  liberty  of  making  and  using 
the  invention  therein  secured,  and  of  vending  the  same  to 
others  to  be  used  as  provided  by  the  act  of  Congress ;  and 
the  rule  of  law  is  well  settled,  that  an  invention  so  secured 
is  property  in  the  holder  of  the  patent,  and  that  as  such  the 
right  of  the  holder  is  as  much  entitled  to  protection  as  any 
other  property,  during  the  term  for  which  the  franchise  or 

94  u.  s.  5»»e. 
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the  exclnsive  right  or  privilege  is  granted.  Sejrmour  r),  Os- 
borne, 11  Wall.  516  [8  Am.  &  Eng.  290] ;  16  Stat,  at  L.  201. 

Inventions  may  be  assigned  before  they  are  patented ;  and 
it  appears  that  Samuel  Lewis  claims  to  have  been  the  orig- 
inal and  first  inventor  of  the  patented  improvement ;  that 
he,  without  having  applied  for  a  patent,  assigned  all  his 
right,  title  and  interest  in  the  invention  to  the  first  named 
complainant,  that  the  assignee  made  due  application  for  a 
patent,  and  that  the  patent  was  diily  granted  to  him  for  the 
term  of  seventeen  years ;  and  that  the  patentee,  before  the 
suit  was  commenced,  assigned  one  undivided  half  part  of 
the  same  to  the  other  complainant,  together  with  the  like  pro- 
portion of  the  claims  and  rights  of  action  (a)  of  any  in- 
fringement of  the  patent  by  the  making,  use  or  sale  of  the 
patented  improvement. 

Due  evidence  of  the  assignments  was  exhibited  ;  and  the 
complainants  allege  that  the  respondents  have  infringed  the 
I)atent,  as  more  fully  set  forth  in  the  bill  of  complaint ;  and 
they  pray  for  an  account  and  for  an  injunction.  Service  was 
made ;  and  the  respondents  appeared  and  filed  separate  an- 
swers. 

Briefly  stated,  the  defences  set  up  in  the  respective  answers 
are  as  follows :  (1)  That  Samuel  Lewis  is  not  the  original 
and  first  inventor  of  the  patented  improvement.  (2)  That 
the  patented  improvement  is  neither  new  nor  useful,  and 
was  not  the  proper  subject  for  a  patent.  (3)  That  they 
have  never  infringed  the  patent  by  making,  using  or  selling 
the  patented  improvement.  (4)  That  the  use,  if  any,  they 
have  made  of  the  patented  improvement  was  done  under 
the  directions  of  the  United  States,  and  as  their  agents  or 
officers. 

Proofs  were  taken  by  both  parties  ;  and,  the  parties  hav- 
ing been  fully  heard,  the  Circuit  Court  entered  a  final  de- 
cree in  favor  of  the  respondents,  dismissing  the  bill  of  com- 

04  U.  S.  2ie6-8»7 

(a)  otto  inserts  *'  which  had  aocrned  by  reason." 
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plaint.  Dne  appeal  was  immediately  taken  by  the  com- 
plainants to  this  court. 

Engineers  and  practical  oj^erators  have  long  known  and 
still  admit  that  the  work  of  blasting  rocks  under  water  is 
attended  with  many  and  great  dif&culties.  Efforts  have  been 
made  to  overcome  those  difficulties ;  but  they  have  never 
been  entirely  successful,  nor  do  the  complainants  pretend 
that  the  patented  improvement  will  meet  every  requirement 
in  that  regard.  What  they  all^e  is,  that  their  assignor  is 
the  original  and  first  inventor  of  a  new  and  useful  im- 
proved portable  and  adjustable  dam  for  the  purpose  of  pro- 
ducing stUl  water  in  which  to  oj^erate  for  the  blasting  and 
removal  of  obstructions  in  rivers  and  otiier  water-courses. 

Such  obstructions,  where  they  exist  in  rivers  or  in  channels 
effected  by  the  ebb  and  flow  of  the  tide,  have  the  effect  to 
contract  the  water-course  and  to  accelerate  the  current  or 
flow  and,  consequently,  to  increase  very  much  the  difficul- 
ties of  the  operator  in  his  endeavors  to  blast  the  rocks  or  to 
remove  the  obstruction,  except  in  seasons  of  low  water,  or 
when  the  tide  is  down. 

Difficulties  of  the  kind  almost  insuperable,  it  must  be  ad- 
mitted, do  exist  when  attempting  to  move  such  obstructions 
in  large  running  streams  or  in  deep  channels  affected  by 
the  tide,  and  that  the  description  of  the  same  given  by  the 
patentee  in  the  introductory  portion  of  his  8i)ecification  is 
not  very  much  exaggerated  (J).  Different  localities  are  there 
referred  to,  where,  from  the  nature  of  the  bottom  of  the 
stream  or  channel,  a  coffer-dam  could  not  be  cx)nstructed  and 
where  the  drilling  by  hand  from  the  surface  would  be  im- 
practicable, owing  to  the  depth  of  the  water  and  the  strength 
of  the  current,  as  evidence  to  show  that  the  invention,  if 
successful,  will  be  of  great  public  utility  and  importance  (c). 

94U.S»M7. 

(6)  otto  substitutes  for  from  &-^  ^^  As  eyidenoe  to  show  that  the  inyentionf  if 
suoeessful,  will  be  of  great  public  utility  and  importance,  that  part  of  the  speci- 
fication refers  to  different  localities,  where,  from  the  nature  of  the  bottom  of  the 
stream  or  channel,  a  coffer-dam  oould  not  be  constructed  and  where  the  drill- 
ing by  hand  from  the  surface  would  be  impracticable,  owing  to  the  depth  of  the 
water  and  the  strength  of  the  current" 
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Means  of  a  character  to  remove  such  obstmctions,  the 
specification  states,  were  unknown  prior  to  the  patented  im- 
provement, and  that  imix)rtant  water  thoroughfares,  for  the 
want  of  adequate  means  to  accomplish  such  an  end,  are 
either  entirely  or  i>artially  closed  to  vessels  of  large  draught, 
which  may,  by  the  use  of  the  patented  machine,  be  con- 
verted into  highways  for  the  largest  shijis  engaged  in  com- 
merce and  navigation. 

Suppose  the  allied  improvement  will  effect  the  described 
results,  or  will  even  facilitate  to  a  considerable  extent  the 
removal  of  such  obstructions,  all,  it  would  seem,  must  con- 
cede its  value  and  utility;  and  the  patentee  proceeds  to 
state  that  the  main  object  of  the  same  is  to  enable  work- 
men to  continue  their  operations  without  suspension  or  im- 
I)ediment  from  the  strength  of  the  current,  the  ebb  or  flow 
of  the  tide,  or  the  varying  depth  of  the  water.  All  these 
results  the  patentee  professes  to  believe  can  be  accomplished 
by  the  mechanism  described  in  the  sjyecification  and  illus- 
trated in  the  annexed  drawings ;  but  it  is  evident,  from  the 
language  of  the  specification,  that  the  supposed  inventor 
had  never  put  the  apparatus  which  he  describes  to  any  prac- 
tical use  or  test.  Enough  appears  to  justify  the  conclusion 
that  he  believed  in  the  theory  of  the  improvement ;  and 
that  he  felt  much  confidence  that  the  described  mechanism 
would  work  out  the  described  results. 

Having  set  forth  the  object  and  aim  of  the  improvement, 
the  x)atentee  then  proceeds  to  describe  the  apparatus  by  which 
they  are  to  be  accomplished,  as  follows :  two  boats  are  pre- 
pared (double-enders,  as  shown),  on  one  or  both  of  which  is  an 
engine  of  requisite  ix)wer,  with  proi)eller  and  machinery  com- 
plete for  moving  the  boat,  raising  the  anchors,  varying  the 
depth  of  the  dam,  and  operating  the  drills.  These  boats  or 
hulls  are  connected  by  a  substantial  deck,  which  has  an  open- 
ing in  the  center  equal  to  the  horizontal  area  of  the  dam,  for 
the  purposes  of  access,  light,  etc.,  for  the  diver.  Prom  the 
deck  is  suspended  the  telescopic  or  sectional  portion  of  the 
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apparatus,  with  the  chams  and  attachments,  all  previously 
adjusted  and  ready  to  be  drawn  through  their  respective 
openings  in  the  deck. 

By  the  description  it  also  appears  that  the  manner  of  con- 
structing the  telescopic  or  sectional  portion  of  the  apparatus 
is  to  prepare  a  series  of  plates  of  galvanized  iron,  or  any  other 
proper  material,  of  suitable  thickness,  and  bend  and  fasten 
them  into  the  form  shown  in  the  drawings,  which  is  that  of 
an  acute  parallelogium,  one  sliding  vertically  within  an- 
other, so  as  to  offer  the  least  possible  resistance  to  the  tide 
or  current,  thereby  easing  the  work  of  the  anchors,  and  con- 
tributing generally  to  the  control  of  the  apparatus. 

Each  division  of  the  dam  is  bent  inwards  at  its  upper 
edge,  and  at  its  lower  edge  has  a  strip  fashioned  so  as  to 
prevent  the  sections  from  separating.  Every  section  is  like- 
wise provided  with  four  eyes  or  eyebolts,  one  at  each  side 
and  one  at  each  end,  which  serve  as  guides  to  the  several 
sections  while  operating,  the  eyebolts  on  the  bottom  section 
being  attached  permanently  to  the  chains  through  which 
the  dam  is  operated,  and  the  bottom  section  being  also  pro- 
vided with  four  framed  wheels  or  eyebolts  through  which 
the  side  anchor-chains  pass,  which  are  to  be  operated  by 
windlasses,  and  which  extend  from  the  boats,  similar  to 
those  shown  for  the  operation  of  the  dam  above,  through 
the  eyebolts  on  the  bottom  section,  and  then  outward  to 
the  side  anchors.  Chains  extend  directly  from  the  boats  to 
the  side  anchors,  and  from  the  ends  of  the  boats  directly  to 
the  end  anchors,  the  dam  being  operated  by  windlasses. 

Drills  are  provided  which  work  in  tubes,  the  lower  ends 
of  the  tubes  being  fastened  into  braces  attached  to  the  bot- 
tom section  of  the  dam.  Tubes  of  full  length,  it  is  stated, 
are  not  deemed  essential,  as  a  section  of  sufficient  height 
above  the  braces  on  the  bottom  section  of  tlie  dam  to  pre- 
vent the  drill  from  being  entirely  withdrawn  from  the  tube 
during  a  stroke,  is  for  some  reasons  to  be  preferred,  if  the 
tube  is  properly  set  with  a  rocking  joint  in  the  lower  brace. 
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Self -anchors,  so-called,  are  also  provided,  which  are  bars  *♦ 
of  iron  f onned  and  moving  in  sockets,  as  shown  in  the 
drawings,  and  which  by  virtue  of  their  length  and  free 
play,  adapt  themselves  to  the  irregularities  of  the  bottom, 
and  take  a  rigid  and  and  steady  hold  during  the  process  of 
drilling.  Anchors  of  the  kind  are  connected  with  the  deck, 
so  as  to  be  taken  out  of  the  way  when  desirable,  and  the 
telescopic  apparatus  is  susi)ended  from  the  deck  by  four 
links  and  bolts,  and  the  several  chains  are  drawn  through 
their  resjpective  openings  and  attached  to  their  proper  wind- 
lasses. 

All  the  appurtenances,  including  the  boats  and  dam,  be- 
ing complete  and  the  sliding  sections  closed,  the  machine  is 
taken  to  the  spot  where  it  is  intended  to  begin  work,  the 
anchors  are  put  out,  and  the  dam  is  lowered. 

Intelligent  description  of  the  mode  of  anchoring  the  ma- 
chine and  putting  it  in  operation  is  also  given  in  the  speci- 
fication, as  follows :  (1)  An  anchor  is  let  go  and  its  cable 
paid  out  to  its  full  length,  the  boat  moving  till  the  anchor 
takes  hold  and  the  chain  is  taut.  (2)  Then  the  other  anchor 
is  dropped  and  the  two  chains  taken  up,  till  the  floating 
structure  is  held  steadily  by  the  two  anchors.  (3)  The  side 
anchors  are  next  launched  from  a  lighter  or  attendant  boat. 
(4)  When  these  anchors  are  placed,  it  is  suggested  that  the 
diver  should  be  sent  down  to  explore  the  bottom,  to  see 
whether  any  change  of  position  is  desirable.  (5)  Change 
may  be  nmde  in  any  direction  by  letting  out  one  cable  and 
taking  up  another,  if  it  appears  that  the  change  will  give 
the  self -anchors  a  better  face  for  work  when  the  dam  is  low- 
ered. (6)  When  the  drills  have  penetrated  to  the  desired 
depth,  they  are  withdrawn,  and  the  diver  goes  down  and 
inserts  the  charges.  (7)  The  apparatus  is  then  removed  and 
the  charges  fired,  when  the  machine  is  replaced  as  before, 
and  the  work  continued. 

Pour  claims  are  made  in  the  specification,  as  follows :  (1) 
The  construction  and  arrangement  of  a  portable  and  adjust- 
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able  dam  in  sliding  or  telesoopic  sectioiis,  in  the  maimer 
and  for  the  purposes  described.  (3)  The  combination  of  the 
self -anchors  with  the  dam,  in  the  manner  and  for  the  pur- 
poses set  forth.  (3)  The  combination  of  the  boats,  supports 
or  floats  with  the  dam  and  the  arrangement  of  anchors  to 
hold  the  Twats  in  position,  in  the  manner  and  for  the  pur- 
poses described.  (4)  The  combination  and  arrangement  of 
windlasses,  chains  and  boats  with  the  dam,  so  that  by  the 
construction  thereof  a  series  of  drills  may  be  operated 
within  and  inclosed  by  the  dam,  in  the  manner  and  for  the 
purposes  described  in  the  specification. 

Persons  seeking  redress  for  the  unlawful  use  of  letters 
patent  in  which  they  have  an  interest  are  obliged  to  allege 
and  prove  that  they,  or  those  under  whom  they  claim,  are 
the  original  and  first  inventors,  and  that  the  same  have 
been  infringed  by  the  party  against  whom  the  suit  is 
brought.  Both  of  these  allegations  must  be  proved  by  the 
party  instituting  the  suit ;  but  the  patent,  if  introduced  in 
evidence  by  the  complainant,  ^iRovAs  prima  facie  presump- 
tion that  the  supposed  inventor  is  the  original  and  first 
inventor  of  the  patented  improvement.  Evidence  to  over- 
come that  presumption  is  admissible,  provided  that  notice 
of  such  defense  is  given  in  the  answer,  as  required  by  the 
rules  of  equity  practice.  Seymour  v.  Osborne,  11  Wall.  516 
[8  Am.  &  Eng.  290].  Notices  of  the  kind  were  not  given 
in  this  case,  and  it  follows  that  the  prima  facie  presump- 
tion must  prevail. 

Infringement  is  alleged  by  the  complainants,  and  the 
burden  is  upon  them  to  prove  the  allegation,  as  it  imputes 
a  wrongful  act  to  the  respondents.  Such  an  issue  cannot 
be  understandingly  determined  without  first  ascertaining 
the  true  nature  of  the  invention  as  embodied  in  the  claims 
of  the  patent,  when  the  same  are  properly  construed  in  view 
of  the  descriptive  portions  of  the  specification. 

Of  all  the  claims  of  the  patent,  the  first  is  by  far  the  most 
important,  and  embraces  all  that  is  embodied  in  the  other 
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three.  It  is  the  constmction  and  arrangement  of  the  pat- 
ented improvement  called  in  the  claim  a  portable  and  ad- 
justable dam  in  sliding  or  telescopic  sections,  in  the  manner 
and  for  the  purposes  set  forth  in  the  specification. 

A^ument  to  show  that  the  dam  is  to  be  suspended  from 
the  main  deck  is  unnecessary,  as  the  statement  is  three  times 
repeated  in  the  specification  of  the  jmtent :  (1)  Pig.  3  of  the 
drawings,  the  8i)ecification  states,  shows  the  manner  of  sus- 
pending the  dam  from  the  main  deck.  (2)  It  is  stated  that 
the  deck  has  an  opening  in  the  center  equal  to  the  horizontal 
area  of  the  dam,  and  that  from  the  deck  the  telescopic  or 
sectional  portion  of  the  apparatus  is  suspended.  (8)  That 
the  telescopic  apparatus  is  susi)ended  from  the  deck  by  four 
links  and  bolts. 

Beyond  question,  these  references  show  that  the  patentee, 
when  he  claims  the  construction  and  arrangement  of  a  port- 
able and  adjustable  dam  in  sliding  or  telescopic  sections, 
means  a  dam  suspended  from  the  deck  when  in  use,  and 
intends  to  be  understood  that  such  suspension  of  the  dam, 
in  the  manner  and  by  the  means  shown,  is  a  necessary  ele- 
ment of  the  claim. 

Evidently  the  sections  are  not  only  free  to  slide  in  the 
manner  described,  but  when  the  dam  is  in  use  the  sections 
are  to  adjust  themselves  to  varying  depths  of  water,  such  as 
are  caused  by  the  ebb  and  flow  of  the  tide,  which  has  the 
effect  to  vary  the  distance  the  dam  is  suspended  from  the 
bottom,  showing  that  the  top  section  must  at  all  times  be 
connected  with  the  boat  by  links  and  bolts,  as  stated  in  the 
specification,  or  by  equivalent  means,  and  that  the  bottom  sec- 
tion must  be  permanently  connected  or  attached  by  chains  or 
equivalent  means,  with  a  hoisting  apparatus  arranged  on 
the  boat. 

Unless  the  top  section  is  connected  with  the  boat,  the  let- 
ting down  of  the  bottom  section  will  cause  all  the  other 
sections  to  go  down  with  it,  and  they  will  not  be  ojiened  out 
telescopically,  as  described  by  the  patentee.     On  the  other 
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hand,  if  the  top  section  is  connected  with  the  boat,  and  the 
bottom  section  is  not  connected  with  the  hoisting  apparatus 
on  the  boat,  the  dam  cannot  be  lifted,  and  the  bottom  sec- 
tion will  always  rest  where  the  machine  is  placed ;  or,  if  the 
water  is  deep  enough,  all  the  sections  will  remain  extended 
to  their  full  length,  showing  that  no  dam  constructed  and 
arranged  in  the  manner  described  in  the  descriptive  portion 
of  the  specification  can  be  within  the  first  claim  of  the 
patent,  unless  the  sections  are  free,  at  all  times  when  the 
dam  is  in  operation,  to  slide  on  each  other,  nor  unless  the 
top  section  is  attached  to  or  suspended  from  the  boat, 
nor  unless  the  bottom  section  is  connected  with  a  hoisting 
apparatus  on  the  boat. 

2.  Self  anchors  combined  with  the  dam  constitute  the 
second  claim,  which  is  merely  a  sub-division  of  what  is  em- 
bodied in  the  first  claim.  Viewed  in  that  light,  it  will  not 
be  necessary  to  enter  into  any  extended  explanation  as  to 
its  scope  and  signification. 

Bemarks  already  made  show  that  the  dam  with  tele- 
scopic sections  was  to  be  self-adjusting  to  tidal  and  other 
variations  in  the  depth  of  the  water  where  the  machine  is  to 
be  operated,  and  it  is  equally  clear  that  the  self  anchors 
must  be  free  to  slide  in  their  sockets  with  the  rise  and  fall 
of  the  bottom  section,  in  order  that  they  may  always  rest 
on  the  bottom  where  the  machine  is  placed  for  operation. 
Unless  the  bottom  section  is  free  to  slide  on  the  self  anchors, 
should  the  bottom  section  be  raised  by  an  increase  in  the 
depth  of  water,  it  would  raise  the  lower  ends  of  the  self 
anchors  from  the  bottom,  and  might  stop  the  working  of 
the  drills,  which  shows  that  the  self -adjustment  feature  of. 
the  anchors  is  necessary  to  maintain  the  connection  of  the 
dam  with  the  bottom,  for  the  reason  that  the  dam  is  sus- 
pended from  the  deck,  and  that  the  connection  of  the  dam 
with  the  bottom  is  liable  to  be  severed  by  the  receding  of 
the  boat  from  the  bottom,  as  the  tide  rises  beyond  a  depth 
equal  to  the  extreme  extent  of  the  sections,  showing  that 
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the  feature  of  self -adjustment  in  the  self  anchors  is  insep- 
arable from  the  feature  of  the  suspension  of  the  telescopic 
dam  from  the  boat,  sufiScient  explanation  of  which  has  al- 
ready been  given. 

Much  aid  has  been  derived  from  the  very  able  opinion  of 
the  district  judge  in  defining  the  nature  and  mode  of  oper- 
ation  of  the  patented  invention  as  embodied  in  the  first  and 
second  claims  of  the  jyatent ;  and  the  court  here  also  con- 
curs with  the  district  judge  in  the  definition  which  he  gives 
of  the  words  '*  self -anchors"  and  "dam,"  as  used  in  the 
claims  and  specification.  As  there  employed,  the  term  self- 
anchors  means  anchors  capable  of  self -adjustment,  by  having 
at  all  times  free  play,  because  not  attached  to  their  sockets 
nor  moving  with  the  bottom  section  to  which  the  sockets 
are  attached,  which  sufficiently  explains  the  difference  be- 
tween the  word  anchor,  as  commonly  used,  and  the  term  self 
anchors,  as  used  in  the  description  of  the  patented  apparatus. 

Where  the  claim  of  the  patent  is  for  a  combination,  it  is 
necessary  to  understand  the  meaning  of  the  several  devices 
of  which  the  combination  is  composed.  In  the  second  claim, 
the  combination  is  the  self  anchors  with  the  dam,  and  the 
term  *'the  dam,"  as  there  used,  means  the  dam  suspended 
from  the  boat,  with  the  described  devices  to  accomplish  in 
its  movement  and  operation  the  functions  already  explained  ; 
from  which  it  follows  that  no  combination  can  be  held  to  be 
within  the  second  claim,  unless  it  be  a  combination  of  such 
self  anchors  with  such  a  dam,  constructed  and  arranged  in 
the  manner  described,  so  as  to  allow  of  such  self -adjustment 
in  the  self  anchors. 

Two  other  claims  are  annexed  to  the  specification ;  but 
the  language  of  those  claims  are  sufficiently  explicit  to 
si)eak  their  own  construction  without  any  special  exposi- 
tion, nor  is  any  special  explanation  necessary,  in  the  view 
taken  of  the  case,  as  the  decision  of  the  question  of  in- 
fringement must  depend  chiefly  upon  the  first  and  second 
claims  of  the  patent. 
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Before  comparing  the  patented  machine  with  the  appara- 
tus used  by  the  respondents,  it  will  be  useful  to  advert  briefly 
to  certain  other  issues  tendered  by  the  respondents  in  their 
answers.  Preliminary  to  that,  it  should  be  remarked,  that 
the  respondent  first  named  in  the  pleadings  is  an  en- 
gineer in  the  employment  of  the  United  States,  and  that  the 
the  other  respondents  are  his  agents  and  employes  in  the 
same  service.  In  their  answers  they  separately  deny :  (1) 
That  they  have  made,  constructed,  or  used  the  alleged  in- 
vention of  the  complainants,  or  any  substantial  or  material 
part  of  the  patented  machine.  (2)  That  they  or  either  of  them 
have  ever  originated  or  planned  any  infringement  or  viola- 
tion of  the  complainant's  patent.  (3)  That  they  ever 
claimed  to  be  the  inventors  of  a  still-water  dam  or  appa- 
ratus such  as  that  described  in  the  bill  of  complaint.  (4) 
That  they  ever  made  a  model  of  any  invention  belonging  to 
the  complainants,  or  ever  caused  any  drawings  of  the  same 
to  be  constructed  for  any  purpose.  They,  or  the  principal 
respondent,  admit  that  he  invented  and  devised  a  machine 
or  apparatus  for  use  as  a  caisson  coffer-dam  and  diving-bell 
in  excavating  and  removing  rocks  at  certain  reefs  in  New 
York  harbor,  that  the  same  was  constructed  by  and  at  the 
public  expense,  and  has  since  been  used  solely  and  exclu- 
sively in  the  prosecution  of  the  work  to  which  the  principal 
respondent  has  been  assigned  by  the  public  authorities. 

Public  employment  is  no  defense  to  the  employS  for  hav- 
ing converted  the  private  property  of  another  to  the  public 
use  without  his  consent  and  without  just  compensation. 
Private  property,  the  Constitution  provides,  shall  not  be 
taken  for  public  use  without  just  compensation ;  and  it  is 
clear  that  that  provision  is  as  applicable  to  the  Government 
as  to  individuals,  except  in  cases  of  extreme  necessity  in 
time  of  war  and  of  immediate  and  impending  public  dan- 
ger. Mitchell  t?.  Harmony,  13  How.  115;  U.  S.  v.  Russell,  13 
Wall.  623. 

Section  22  of  the  Patent  Act  provides  that  every  patent 
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shall  '^  contain  a  grant  to  the  patentee,  his  heirs  and  assigns, 
for  the  term  of  seventeen  years,  of  the  exclusive  right  to 
make,  use  and  vend  the  said  invention  or  discovery  through- 
out the  United  States."     16  Stat,  at  L.  201. 

Agents  of  the  public  have  no  more  right  to  take  such  pri- 
vate property  than  other  individuals  under  that  provision, 
as  it  contains  no  exception  warranting  any  such  invasion  of 
the  private  rights  of  individuals.  Conclusive  supi)ort  to 
that  proposition  is  found  in  a  recent  decision  of  this  court, 
in  which  it  is  held  that  the  Government  cannot,  alter  the 
patent  is  issued,  make  use  of  the  improvement,  any  more 
than  a  private  individual,  without  license  of  the  inventor  or 
making  him  compensation.  U.  S.  v.  Bums,  12  Wall.  246 
[8  Am.  &  Eng.  458]. 

Suppose  that  is  so,  then  it  follows  that  the  decision  in  the 
case  before  the  court  must  depend  upon  the  question  of  in- 
fringement. 

Pour  principal  propositions  are  maintained  by  the  respon- 
dents, responsive  to  that  charge :  (1)  That  the  caisson  coffer- 
dam and  diving-bell  which  they  use  is  not  a  portable  and 
adjustable  dam  constructed  and  arranged  in  sliding  or  tele- 
scopic sections,  as  described  in  the  specification  of  complain- 
ant's patent.  (2)  That  it  does  not  contain  any  combination 
of  self  anchors  or  self-adjusting  supports.  (3)  That  there  is 
not  any  combination  of  a  boat  or  boats  with  the  caisson 
coflfer-dam  or  diving-bell  which  they  use,  nor  is  there  any 
boat  or  boats  used  or  combined  therewith  in  any  manner  or 
for  any  purpose  similar  to  those  set  forth  in  the  specifica- 
tion of  the  patent.  (4)  That  there  is  not  any  combination 
of  windlasses,  chains  or  boats  in  connection  or  combined 
with  the  caisson  coflfer-dam  or  diving-bell  used  by  the  re- 
spondents. 

Contracts,  it  seems,  had  been  made  for  the  removal  of 
rocks  in  the  channel  of  the  New  York  harbor,  and  the  re- 
cord shows  that  the  respondent  made  a  report  to  the  War 
Department,  in  which  he  described  the  difficulties  and  as- 
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cribed  the  want  of  success  to  the  imperfections  in  the  ma- 
chinery employed.  Attempt  was  made  by  him  to  construct 
an  apparatus  for  the  purpose  ;  and  it  appears  that  he  sub- 
sequently filed  a  caveat  in  the  Patent  Office  for  the  same, 
called,  Improvements  in  the  Mode  of  Constructing  a  Caisson 
Coflfer-dam  and  Diving-bell  for  the  purpose  of  Conducting 
Operations  in  Waters  with  Rapid  Currents.  Authority  was 
subsequently  given  to  him  by  the  War  Department  to  con- 
struct an  apparatus  embodying  the  arrangement  set  forth 
in  the  caveat  and  his  antecedent  report,  from  which  it  ap- 
pears that  an  iron  dome  is  to  be  sunk  on  the  rock  to  protect 
the  drills  and  the  diver  from  the  velocity  of  the  current, 
which,  though  lowered  and  raised  from  a  boat,  is  yet  en- 
tirely disconnected  therefrom,  and  is  uncontrolled  thereby 
when  in  position.  Drill-tubes  are  arranged  within  the  dome 
in  which  the  drills  work,  being  dropped  by  their  own  weight, 
and  raised  by  connection  with  motive  power  on  the  boat. 

Experimental  use  of  the  apparatus  commenced  late  in  the 
fall  of  1870,  and  it  was  found  to  work  successfully,  and  it 
appears  that  it  was  for  some  time  in  constant  use,  and  that 
it  is  the  use  of  the  same  which  it  is  alleged  infringes  the 
complainants'  patent. 

In  that  apparatus  the  dome  is  let  down  through  the  weU- 
hole  in  the  boat.  Movable  legs  are  provided  for  use  when 
the  bed  is  hard  and  uneven,  which  are  attached  to  the  lower 
edge  of  the  dome,  and  fall  by  their  own  gravity  until  they 
bear  on  the  bed  in  such  a  manner  as  to  insure  the  horizontal 
position  of  the  lower  edge  of  the  dome,  the  legs  being  kept 
to  their  bearings  by  self-acting  cams  which  hold  them  per- 
manently in  place.  When  the  dome  is  properly  located,  it 
is  then  detached  from  the  lowering  apparatus,  and  becomes 
a  structure  firmly  located  on  the  bed  of  the  channel,  having 
ao  suspension  from  the  boat  or  any  floating  structure.  Of 
course  the  apparatus  has  drill-tubes,  but  they  are  fixed  to 
the  inside  of  the  dome,  and  the  drills  are  raised  by  lifting- 
engines  on  the  boat  and  dropped  to  the  work  by  their  own 
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gravity,  working  vertically  and  without  friction,  because 
the  dome  stands  erect  and  immovable.  Both  the  dome  and 
the  drill-tubes  are  unaffected  by  any  motion  in  the  boat; 
and  the  attachments  to  the  drills  being  by  loose  connec- 
tions, the  action  of  the  drills  is  also  practically  unaffected 
by  such  motion  within  the  range  to  which  it  is  limited  by 
proper  anchorage  and  by  allowing  sufficient  play  between 
the  face  of  the  well-hole  and  the  side  of  the  funnel,  which 
projects  up  from  the  center  of  the  dome. 

Without  more,  these  suggestions  are  sufficient  to  show 
that  the  apparatus  used  by  the  resi)ondents  is  substantially 
different  from  that  of  the  complainants,  for  the  following 
reasons :  (1)  Because  the  dome  when  in  position  for  work 
is  not  susi)ended  from  the  boat  or  any  other  floating  struc- 
ture. (2)  Because  the  funnel  of  the  dome  in  the  respond- 
ents' apparatus,  though  it  is  capable  of  being  adjusted  at 
different  heights,  is  not  and  never  was  self-adjusting  to 
varying  depths  of  water.  (3)  Because  it  has  no  self  anchors, 
free  to  slide  and  self-adjusting  at  all  times  while  the  appa- 
ratus is  in  use. 

Prior  observations  are  sufficient  to  show  that  these  fea- 
tures in  the  apparatus  of  the  complainants  are  necessary 
features  in  the  operation  of  the  patented  improvement,  as 
clearly  indicated  in  the  first  and  second  claims  of  the  pat- 
ent ;  and  if  so,  they  are  abundantly  sufficient  to  substan- 
tiate the  proposition  that  the  apparatus  of  the  respondents 
is  substantially  different  from  the  machine  described  in  the 
complainants'  specification. 

Proofs  were  introduced  by  the  respondents  which  showed 
that  no  apparatus  such  as  is  described  in  the  specification  of 
the  patent  was  ever  constructed  and  put  into  practical  opera- 
tion, and  the  evidence  tends  to  show  that  the  apparatus,  if 
constructed  as  described,  would  be  worthless. 

Serious  difficulty,  it  is  apparent,  would  arise,  if  the  mode 
of  anchoring  the  dam  there  described  should  be  adopted,  as 
its  tendency  certainly  would  be  to  render  it  impossible  to 
work  the  drills  with  useful  effect. 

M  V.  8. 1B86.287. 
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Discussion  is  scarcely  necessary  in  respect  to  the  third 
claim,  as  the  very  statement  of  it  shows  that  it  is  not  in- 
fringed by  anything  in  the  apparatus  of  the  respondents, 
as  their  apparatus  has  no  anchors  connected  with  the  dome, 
nor  which  connect  the  dome  with  the  boat,  which  is  an  es- 
sential feature  of  the  third  claim  in  the  imtent. 

In  order  to  make  the  dam  an  element  of  the  combination 
set  forth  in  the  third  claim,  the  anchors  connected  with  the 
boat  by  chains  passing  through  eyebolts  on  the  bottom  sec- 
tion of  the  dam  must  be  included ;  and  as  the  anchors  so  con- 
nected and  oi)erating  are  wanting  in  the  apparatus  of  the 
respondents,  it  follows  that  it  does  not  infringe  the  appa- 
ratus of  the  complainants. 

Nor  is  it  necessary  to  enter  much  into  the  discussion  of 
the  fourth  claim  of  the  patent,  as  it  has  already  sufficiently 
appeared  that  the  apparatus  of  the  respondents  has  no 
chains  connected  with  the  dome,  nor  do  the  respondents 
operate  the  drills  in  the  manner  or  by  the  means  described 
in  the  complainants'  specification.  Instead  of  that,  drill- 
grooves  in  the  complainant's  apparatus  are  all  connected 
below  with  the  bottom  section  of  the  dam,  and  that  is  con- 
nected with  the  boat  by  chains  and  a  hoisting  apparatus, 
and  the  upper  section  of  the  dam  is  fixed  to  the  boat  witk 
the  other  sections  hanging  from  it.  Unlike  that,  the  drills 
in  the  apparatus  of  the  respondents  are  operated  in  reference 
to  the  rock  without  any  chains  connected  with  the  dome, 
showing  that  the  apparatus  is  substantially  different  from 
that  of  the  complainants  in  respect  to  every  claim  of  the 
patent. 

Suffice  it  to  say,  without  pursuing  the  examination,  that 
we  are  all  of  the  opinion  that  there  is  no  error  in  the  record. 

Decree  affi/rmed. 
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8yUabu8. 

HENRY  W.  FULLER  et  al.,   APPELLANTS,  v. 

ENOCH  S.  YENTZER  et  al.* 

94  (4  Otto)  U.  S.  ass  -  SO».    Oct.  Term,  1876. 

[Bk.  24,  L.  ed.  103 ;  11  O.  G.  551.] 

Affirming  Ibid,  6  Bisa.  203. 

Argued  January  12,  15,  16,  1877.     Decided  March  2,  1877. 

Jlemilt.  PcUentahUity.  Construction  of  claims  in  view  of  specif- 
cation,  Burdefii  of  proving  infringement.  Infringement,  how 
determined,  Particidar  patent  construed.  Combination,  Pat- 
entabilitg.     Infringeme^it,     Substitution  of  equivalent, 

1.  A  patent  will  not  be  sustained  if  the  claim  is  for  a  result,  a  prin- 

ciple, an  idea,  or  any  other  mere  abstraction,     (p.  160.) 

2.  Where  the  claim  immediately  follows  the  description  of  the  in- 

vention, it  may  be  construed  in  connection  with  the  explana- 
tions given  in  the  description,  and  if  the  claim  contains  words 
referring  back  to  the  specification,  it  cannot  properly  be  con- 
strued in  any  other  way.     (p.*  161.) 

3.  It  being  understood  that  a  result  is  not  patentable,  claims  which 

read  "  forming  one,  two  or  more  creases  in  cloth  by  means  of, 
etc.,"  and  "  marking  a  line  on  the  surface  of  cloth  or  other  ma- 
terial sewed  in  a  sewing  machine,  by  means  of,  etc.,"  construed 
to  be  for  the  described  apparatus  for  producing  the  results 
named,     (p.  168.) 

4.  The  burden  of  proving  infringement  is  upon  the  complainants. 

(p.  166.) 

5.  Where  the  invention  is  embodied  in  a  machine,  the  question 

of  infringement  is  best  detenpined  by  a  comparison  of  the 
machine  or  apparatus  constructed  or  used  by  the  respondent 
with  the  mechanism  described  in  the  specification  of  complain- 
ant's patent,     (p.  167.) 

6.  The  claims  of  letters  patent  No.  28,633,  H.  W.  Fuller,  June  5, 

1860,  Marlcing  Cloth  for  Sewing  Machines,  construed  to  be  for 
a  combination  of  old  elements,  and  not  for  a  result,  the  dis- 
tinct features  being  the  elevated  bar  projecting  out  of  the 
*  See  Explanation  of  Notes,  page  III. 
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frame  atlaohed  to  the  presser-f cot,  the  desoribed  spring  arm, 
the  bar  projecting  out  from  the  needle  arm  with  the  described 
points  and  the  bed-plate  on  which  they  strike;  hddy  not  in- 
fringed by  the  apparatus  of  patent  No.  113,610,  since  none 
of  the  devices  employed  in  one  can  be  substituted  for  those  of 
the  other,  so  as  to  render  the  apparatus  operative  to  effect  the 
described  result  without  reconstruction  and  invention,  (p. 
167.) 

7.  A  patent  may  be  granted  for  a  new  combination  of  old  elements 

or  ingredients  if  it  produces  a  new  and  useful  result ;  but,  in 
such  case  the  invention  consists  merely  in  the  new  combina- 
tion, and  the  patent  therefor  is  not  infringed  by  a  substantially 
different  combination,  even  though  it  includes  the  exact  same 
elements  or  ingredients,     (p.  170.) 

8.  The  rights  of  a  patentee  for  a  mere  combination  of  old  ingre- 

dients are  not  infringed  unless  it  appears  that  the  alleged  in- 
fringer made,  used,  or  sold  the  entire  combination,  (p  170.) 
%,  The  substitution  of  a  known  equivalent  for  one  of  the  ingre- 
dients of  a  patented  invention  is  not  a  good  defense  for  an  in- 
fringer ;  but,  if  the  ingredient  was  a  new  one,  or  performed 
a  substantiaUy  different  function,  or  was  not  known  at  the  date 
of  the  patent  as  a  proper  substitute  for  the  one  omitted,  there 
is  no  infringement,     (p.  170.) 

[CitatioDS  in  the  opinion  of  the  Gourt:] 

Bnrr  r.  Duiyee,  1  WalL  531  [7  Am.  A  Eng.  224].    p.  161. 
Seymonr  «.  Osbome,  11  Wall.  516  [8  Am.  &  Eng.  290}.    p.  16L 
Gunmejer  v.  Newton,  M  U.  S.  225  £p.  98  anW].    p.  166. 
Gill  r.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471].     p.  170. 
Gould  V.  Bees,  16  Wall.  187  [9  Am.  &  Eng.  39].    p.  170. 
Pionty  V.  Buggies,  16  Pet.  336  [4  Am.  &  Eng.  351].    p.  170. 
Vance  v.  Campbell,  1  BbuAc,  427  [7  Am.  &  Eng.  117].    p.  17a 
Boberts  v,  Hamden,  2  aiit  5ea    p.  171. 

Appeal  from  the  Circuit  Court  of  the  United  Sates  for  tlie 
Northern  District  of  Illinois. 

The  case,  which  arose  in  the  court  below,  was  fully  stated 
in  the  opinion  of  the  court. 

The  iq)eciiications  and  drawings  of  Fuller's  letters  patent, 
as  well  as  those  of  letters  patent  to  Enoch  S.  Yentzer,  un- 
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der  which  respondents'  device  was  constructed  are  as  fol- 
lows: 


HENRY  W.  FULLER,  OP  BROOKLYN,  N.  Y.,  ASSIGN- 
OR TO  HIMSELF  AND  ANTHONY  W.  GK)ODELL, 
OF  THE  SAME  PLACE. 

Letters  Patent  No.  28^633.     Dated  Jane  5th,  1860. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  map  concern : 

Be  it  known  that  I,  Henry  W.  Puller,  of  Brooklyn,  in 
the  county  of  Kings,  and  State  of  New  York,  have  invented, 
made  and  appUed  to  use  certain  new  and  useful  improve- 
ments in  '^means  for  marking  cloth  in  sewing  machines," 
which  I  denominate  the  '*  Universal  Marker  for  Plaiting  and 
Tucking,"  and  I  do  hereby  declare  that  the  following  is  a 
fuU,  clear  and  exact  description  of  the  construction  and 
operation  of  the  same,  reference  being  had  to  the  annexed 
drawing  making  part  of  this  specification  wherein : 

Fig.  1  is  a  side  elevation  showing  my  apparatus,  also  the 
needle  arm  and  pressure  foot  of  a  sewing  machine ;  and 

Fig.  2  is  a  plan  of  the  same  with  the  arms  removed  to 
show  the  other  parts. 

Similar  marks  of  reference  denote  the  same  parts. 

The  nature  of  my  said  invention  consists  in  a  vibrating 
marking  instrument  or  instruments,  that  move  in  unison 
with  the  needle  so  as  to  crease  or  mark  the  cloth  at  a  given 
distance  or  distances  from  the  needle,  and  the  same  not 
pressing  on  the  cloth,  except  whilst  the  needle  is  in  the 
cloth,  prevents  such  marking  instrument  obstructing  the 
cloth  in  its  movement  by  the  feed,  and  hence  said  mark  can 
be  made  at  any  distance  from  the  sewing  and  the  cloth  re- 
main smooth.    By  the  use  of  a  point  vibrating  in  unison  with 
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Patented  June  5,  1860. 
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the  needle,  and  acting  on  the  upper  surface  of  the  cloth  in 
connection  with  a  notch  or  an  elastic  surface  or  pad  below 
the  cloth,  a  crease  will  be  made  whose  ridge  is  below  the 
cloth,  and  by  the  use  of  a  point  below  the  cloth,  and  a 
vibrating  notch  or  elastic  pad  above,  a  crease  will  be  formed 
whose  ridge  is  on  the  upper  side  of  the  cloth,  and  by  the 
use  of  one,  two,  or  more  of  these  up  or  down  markers,  or 
one  up  and  one  down  marker,  the  crease  or  ridge  can  be  made 
exactly  at  the  desired  distance  from  the  line  of  sewing  and 
either  upwards  or  downwards  according  to  the  way  in  which 
the  cloth  is  to  be  folded  over  for  the  after  operations ;  and 
on  x)erf orming  another  line  of  sewing  the  crease  or  creases 
are  made  for  the  next  fold.  This  device  is  especially  useful 
in  all  kinds  of  tucking,  and  in  plaiting  shirt  bosoms  and 
similar  work.  By  the  use  of  a  vibrating  pencil  or  chalk  a 
line  of  marks  is  made  by  which  a  second  line  of  stitching 
is  guided,  the  same  being  useful  in  quilting  or  performhig 
any  straight  or  curved  parallel  lines  of  stitching.  It  will  be 
evident  that  if  the  marking  points  are  at  right  angles  to  the 
feed  from  the  needle,  the  marking  must  be  a  given  distance 
from  the  sewing  and  parallel  thereto,  regardless  of  the 
curved  or  zig-zag  form  in  which  the  sewing  is  performed.. 

In  the  drawing  a  represents  the  bed  of  any  sewing  ma- 
chine ;  b  is  the  pressure  foot,  and  c  the  needle  bar  or  arm, 
all  of  which  may  be  of  any  form,  and  the  sewing  is  to  be 
performed  by  the  needle  d,  in  connection  with  a  shuttle 
looper  or  any  device. 

e  is  an  arm  extending  from  the  needle  arm  or  bar,  and 
vibrating  with  the  same ;  /  is  a  pencil,  chalk,  or  point  ad- 
justed on  said  arm  ^,  so  that  in  its  vibrations,  the  point  shall 
press  ujKjn  the  cloth  and  consequently  make  a  mark  there- 
on at  the  distance  from  and  parallel  to  the  line  of  sewing 
being  i)erf ormed  at  which  the  second  row  of  sewing  is  to  be 
made ;  this  is  specially  adapted  to  marking  for  quilting  or 
stitching ;  ^  is  a  bar  that  may  be  attached  to  the  pressure 
foot  so  as  to  be  raised  up  with  it,  or  may  be  sustained  in 
any  other  convenient  manner ;  A,  A,  are  adjustable  marking 
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arms  that  extend  from  the  bar  g  and  are  provided  one  with 
a  marking  point  t,  and  the  other  with  a  marking  notch  k. 
The  arms  A,  are  formed  as  springs  so  that  the  pajis  i  and  k 
are  raised  from  the  surface  of  the  cloth  except  when  acted 
on  by  the  arm  e,  and  said  arms  h^  are  also  fitted  with  springs 
taking  the  arm  e,  so  as  to  yield  in  case  of  inequality  in  the 
thickness  of  cloth,  and  not  interfere  with  the  full  stroke  of 
the  needle  bar.     Z,  is  a  plate  screwed  onto  the  bed  a,  and  car- 
rying the  adjustable  ix)int  w,  and  leather  ti,  or  its  equiva- 
lent.   The  point  m,  is  formed  somewhat  shnUar  to  the  pomt 
%  both  being  thin,  rounded  aud  blunt  chisel  forms,  so  as 
not  to  injure  or  catch  in  the  cloth,  and  this  point  m,  may  be 
fitted  to  slide  in  a  groove  for  adjusting  the  same  to  the  de- 
sired distance  from  the  needle,  or  several  of  these  points 
may  be  formed  or  attached  permanently  on  a  plate  at  short 
distances  apart.    The  leather  n  is  also  represented  as  ad- 
justable, and  it  forms  a  crease  into  which  the  point  %  acts 
and  said  leather  may  be  set  into  a  small  metal  holder,  or  it 
may  be  formed  as  a  strip  of  sufficient  length  to  comprise  the 
distance  to  which  the  part  i  may  be  adjusted.     The  opera- 
tion of  this  part  is  illustrated  in  Figs.  4  and  5,  where  the 
marking  parts  i,  n  and  A:,  m^  are  shown  in  larger  size,  and 
the  folder  crease  produced  in  the  cloth  is  also  represented. 
The  points  /,  ti,  produce  a  downward  crease,  and  the  parts 
k^  w,  an  upward  crease  when  the  cloth  is  exposed  to  the 
action  of  these  parts  by  passing  between  the  same ;  and  in 
order  to  give  motion  to  these  markers  the  bar  or  arm  e 
strikes  on  the  spring  part  of  the  arms  A,  A,  see  Pig.  3,  press- 
ing the  surfaces  together  and  crimping  or  creasing  the  cloth. 
The  drawing  represents  my  apparatus  as  adapted  for  stitch- 
ing three-ply  shirt  bosoms  as  seen  in  fig.  5,  in  which  instance 
the  plait  folded  under  the  cloth  runs  against  the  end  of  the 
plate  ?,  as  a  guide  and  the  adjustable  spring  finger,  o,  press- 
ing on  the  plait  keeps  it  folded  down  tightly  ready  to  pass 
under  the  pressure  foot  ft.    jp  is  a  swinging  guide  attached 
by  the  screw  1,  to  the  arm  carrying  the  bar  g^  and  acted 
on  by  the  spring  2,  to  keep  the  end  of  the  guide  within 
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the  plait  and  the  back  of  the  plait  against  the  end  of  the 
plate  ly  so  that  the  stitching  will  be  upon  the  edge  of  the 
plait  with  unerring  certainty. 

For  tucking,  the  markers  should  extend  on  the  other  side 
of  the  needle  arm,  and  for  this  purpose  the  bar  g^  can  be  fit- 
ted in  any  convenient  manner,  but  where  a  holder  or  arm 
to  the  pressure  foot  is  used,  in  the  manner  shown,  the  hole 
into  which  said  bar  sets  may  pass  through  the  same,  and  be 
provided  with  a  clamping  screw  so  that  said  bar  g  can  be  in- 
serted from  the  other  side,  and  the  plate  Z,  also  stand  on 
the  other  side  of  the  needle,  a  second  slot,  3,  being  provided 
for  this  purpose.  The  arm  c,  also  requires  to  be  changed  to 
the  other  side  in  order  to  take  the  marking  jx)int8  ?,  n. 

It  will  be  evident  that  the  marking  notch  or  point  i,  or  A:, 
or  both,  might  be  placed  directly  on  the  arm  e,  and  provided 
with  a  suitable  spring  between  the  bar  and  point.  The  man- 
ner of  attaching  the  parts  to  the  sewing  machine  must  also 
be  varied  as  circumstances  may  require  for  different  char- 
acters of  sewing  machines,  or  for  different  kinds  of  work  to 
be  performed.  And  the  vibrating  motion  may  be  given  to 
the  markers  by  any  other  device  beside  the  needle  bar. 

I  do  not  claim  a  gauge  for  spacing  oflf  the  width  of  folds, 
tucks  or  plaits,  either  in  a  sewing  machine  or  applied  as  a 
separate  apparatus  for  said  purpose,  but  all  the  previous 
devices  with  which  I  am  acquainted  acted  simply  to  perfo- 
rate the  goods  or  form  a  mark  at  a  given  point  to  which  the 
goods  had  to  be  folded  by  hand,  whereas,  my  apparatus 
makes  a  complete  crease  in  the  cloth  so  that  the  parts  of  the 
cloth  when  laid  over  each  other,  fold  down  at  these  creases 
without  requiring  creasing  by  hand  as  a  separate  and  pre- 
requisite operation. 

What  I  claim  and  desire  to  secure  by  letters  patent,  is 
forming  one,  two,  or  more  creases  in  cloth  by  means  of 
markers  on  opposite  sides  of  the  cloth,  one  of  which  is  con- 
nected with  the  bed  of  the  machine,  and  the  other  operates 
simultaneously  with  vibrations  of  the  needle  in  a  sewing 
machine,  whereby  the  crease  or  creases  are  formed  in  the 
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cloth  itself  i)arallel  to  the  line  of  sewing  m  sach  a  manner 
that  the  cloth  is  ready  for  doubling  over  at  said  creases  for 
the  next  line  of  sewing  set  forth. 

I  also  claim  marking  a  line  on  the  surface  of  cloth  or  other 
material  being  sewed  in  a  machiue,  by  means  of  a  pencil  or 
similar  article  that  is  pressed  upon  the  surface  of  said  cloth 
at  the  time  the  needle  perforates  the  same  and  is  raised 
therefrom  when  the  feed  takes  place,  so  as  to  produce  a 
series  of  marks  parallel  to,  and  simultaneous  with  the  line 
of  sewing  as  set  forth. 

Li  witness,  whereof,  I  have  hereunto  set  my  signature 
this  twenty-fifth  day  of  February,  1860. 

HENBY  W.  FULLER. 

Witnesses  : 
Lemuel  W.  Serrell, 
Thos.  Geo.  Harold. 


ENOCH  S.  YENTZER,  OF  OTTAWA,  ILLINOIS. 
Improvement  in  Attachments  for  Sewing-Machines. 

Specification  forming  part  of  Letters  Patent  No.  113^610^  dated 

April  11,  1871. 

To  all  wham  it  may  concern : 

Be  it  known  that  I,  Enoch  S.  Tentzer,  of  Ottawa,  in  the 
county  of  La  Salle  and  State  of  Illinois,  have  invented  a 
new  and  Improved  Sewing-Machine  Attachment ;  and  I  do 
hereby  declare  that  the  following  is  a  full,  clear,  and  ex- 
act description  thereof,  reference  being  had  to  the  accom- 
panying drawings,  making  part  of  this  specification,  in 
which — 

Fig.  1,  Plate  1,  is  a  perspective  view  of  my  improved 
tucking  attachment  and  pricking-marker.  Figs.  2  and  3, 
Plate  1,  are  perspective  views  of  two  attachments,  both 
showing  hemming,  tucking,  and  pricking  markers.     Fig.  4, 
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Plate  1,  is  a  perspective  view  of  a  spring  pressure-plate, 
gaide,  and  hemming  device,  such  as  is  represented  is  Figs. 
2  and  3.  Fig.  5,  Plate  2,  is  a  top  view  of  Fig.  1.  Fig.  6, 
Plate  2,  is  a  front  view  of  Fig  1.  Fig.  7,  Plate  2,  is  a  top 
view  of  Fig.  2.     Fig.  8,  Plate  2,  is  a  front  view  of  Fig.  3. 

Similar  letters  of  reference  indicate  corresponding  parts 
in  the  several  figures. 

This  invention  relates,  first,  to  a  device  which  is  adapted 
for  being  fastened  either  directly  to  the  cloth-plate  of  a 
sewing-machine  or  to  the  pressure-bar  of  such  a  machine, 
and  which  is  intended  for  guiding  the  cloth  and  definitely 
marking  oflf  the  widths  of  tucks  during  the  operation  of 
tucking  or  plaiting,  so  that  tucks  or  plaits  may  be  conve- 
niently made  at  regular  distances  apart,  of  uniform  widths, 
and  parallel  to  one  another ;  and  it  relaT:es  also  to  a  combi- 
nation of  a  hemming  device  with  a  part  of  the  device  which 
is  used  in  tucking,  whereby  the  advantages  of  a  tucking, 
hemming,  and  pricking  marker  are  combined  in  one  instru- 
ment. 

To  enable  others  skilled  in  the  art  to  understand  my  in- 
vention, I  will  describe  its  construction  and  operation. 

In  the  accompanying  drawings.  Figs.  1,  6,  and  6,  A  repre- 
sents the  main  plate  or  frame  of  the  device,  which  is  con- 
structed with  oblong  parallel  slots  b  b  through  it ;  also,  with 
a  transversely-curved  portion,  a,  beneath  which  the  cloth 
;)asses  to  and  from  the  needle;  also,  with  a  needle- 
hole,  /^  through  it,  and  also  with  an  elevated  socket,  J, 
which  latter  is  adaplM  to  receive  the  lower  end  of  the 
pressure-bar  of  a  sewing-machine,  when  it  is  desired  to  fas- 
ten the  device  to  such  bar  instead  of  to  the  cloth-plate  of 
such  machine. 

Transversely  across  the  bottom  of  the  slotted  plate  A  ex- 
tends a  cloth-guide,  B,  which  is  secured  in  place  by  a 
thumb-nut,  c,  the  stem  of  which  passes  from  below  upward 
through  one  of  the  slots  6.  The  ends  of  the  guide  B  are 
turned  up  to  prevent  it  from  being  turned  obliquely. 

In  front  of  the  slotted  plate  A,  and  lying  parallel  thereto 
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and  beneath  the  upturned  lip  a,  is  a  thin  strip,  D,  which  is 
secured  by  means  of  a  set-screw,  d,  and  a  transverse  exten- 
sion, d\  to  the  slotted  plate  A  farthest  from  the  vertical 
needle-hQle/.  The  free  end  of  the  strip  D  is  turned  over  at 
g^  and  the  upper  portion  thereof  is  perforated  at  f  for  re- 
ceiving through  it  a  pointed  marker,  /,  hereinafter  explaind. 
The  lower  portion  of  plate  D,  just  beneath  the  perforation 
/",  being  some  distance  below  the  upper  portion,  g^  there 
will  be  a  space  between  it  and  said  portion,  and  therefore 
the  pointed  piercing-marker,  although  adjusted  to  pene- 
trate through  the  cloth,  will  not  come  in  contact  with  the 
lower  portion  of  strip  D  nor  strike  the  bed-plate  of  the 
machine  during  the  operation  of  tucking  and  marking  the 
cloth.  This  strip  or  spring  D  is  of  great  importance  in  hem- 
ming, and  serves  \o  keep  the  cloth  up  to  the  turner,  and 
does  not  allow  it  to  slip  out  of  the  turner.  A  thin  strip,  E, 
of  spring  metal  is  secured  to  that  end  of  the  strip  D  in  front 
of  the  set-screw  d^  and  lies  in  front  of  slotted  plate  A  and 
over  the  said  strip  D.  There  is  a  space  between  the  strips 
D  and  E,  and  also  a  space  between  the  strip  E  and  plate  A, 
as  shown  in  the  drawings. 

The  pricking-marker  i  is  confined  by  a  set-screw,  j\  to  the 
free  end  of  a  spring  overhanging  arm  G,  which  is  perma- 
nently secured  to  the  cross-piece  d^  in  front  of  the  thumb- 
nut  d.  This  arm  G  may  be  slotted,  as  shown  in  Figs.  1,  2, 
6,  and  7,  so  that  the  needle  on  the  needle-bar  of  the  sewing- 
machine  can  play  freely  through  it ;  or  the  arm  may  be 
made  narrow,  as  in  Figs.  3  and  9,  and  the  sewing-n^dle 
play  on  one  side  of  it. 

During  the  operation  of  tucking  or  plaiting  with  the  de- 
vice above  described  the  cloth,  properly  folded,  is  fed  be- 
neath the  spring  smoothing-strip  E,  over  the  strip  D,  and 
beneath  the  slotted  plate  A.  The  folded  edge  of  the  cloth 
is  guided  straight  by  the  transverse  strip  B,  which  can  be 
adjusted  toward  or  from  the  needle-hole/,  according  to  the 
width  of  tuck  required.  At  each  descent  of  the  needle-bar 
of  the  sewing-machine  this  bar  strikes  and  depresses  the 
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arm  G  and  causes  its  point  i  to  penetrate  the  cloth,  and 
thus  make  a  positive  mark.  The  pricking-arm  and  the 
strips  D  E  are  adjustable  in  order  to  adapt  the  instrument 
to  tucks  of  different  widths. 

The  instrument  above  described  is  not  designed  for  hem- 
ming, but  may  be  modified  as  foUovrs,  so  as  to  both  tuck 
and  hem :  Take  away  the  strip  E  and  substitute  the  com- 
bined tucking  and  hemming  strip  N  7i  o,  and  attach  the 
same  to  the  bar  or  shouldered  guide  portion  B,  as  repre- 
sented in  Figs.  2,  3,  7,  8,  and  9.  Next  apply  a  turner,  t^ 
that  corresponds  with  the  lumer  described  in  my  Letters 
Patent  No.  96,180.  This  turner  may  be  permanently  se- 
cured to  the  front  edge  of  the  plate  A,  as  shown  in  Figs.  2, 
7,  and  8,  with  its  turning-hook  s  in  close  relation  to  the 
tumed-up  portion  a,  or  this  turner  may  be  made  adjust- 
able, as  shown  in  Figs.  3  and  9. 

The  combined  tucking  and  hemnjing  strip  TS  no  occupies 
the  same  place  and  serves  the  same  office  as  the  strip  E  in 
the  operation  of  tucking,  and  it  also  serves  as  an  auxiliary 
to  the  turner  t  in  the  operation  of  hemming.  This  device 
consists  of  a  thin  strip  of  metal  bent,  as  shown  in  the  draw- 
ings, so  to  form  a  bottom  piece,  n^  from  which  rises  a  num- 
ber of  lapping  lips,  o,  and  a  top  piece,  N,  lying  directly 
over  these  lips  and  serving  to  keep  the  cloth  down  in  place 
while  hemming.  The  lapping  lips  o  are  curved  in  a  direc- 
tion opi)osite  to  the  hook  s  of  the  turner  ^,  and  any  one  of 
the  lips,  when  properly  adjusted  with  respect  to  the  hook 
5,  will  operate  precisely  as  described  for  the  lapping  lip  in 
my  Letters  Patent  No.  96,180.  The  tongue  or  strip  n,  from 
which  the  lapping  lips  rise,  serves  the  same  purpose  as  de- 
scribed for  the  smoothing-strip  E  during  the  operation  of 
the  tucking  when  the  work  is  fed  up  to  the  needle  beneath 
said  tongue.  It  will  be  observed  that  the  lapping  lips  o  o 
are  turned  up  from  a  horizontal  strip  which  has  previously 
been  slitted  or  notched  on  its  inner  edge,  and  that  their 
upper  broad  bearing-surfaces  are  in  a  plane  parallel  with 
the  bearing  surface  of  the  tongue  n.    It  will  also  be  observe^ 
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that  the  tongue  n  extends  nearly  to  the  guide  bar  or  shoul- 
der B,  and  that  the  entrance  for  the  material  under  the 
plate  N  of  the  strip  is  between  said  bar  and  the  end  of  the 
tongue.  This  combined  tucking  and  hemming  device  ^  no 
may  be  secured  to  an  adjustable  guide,  B,  as  shown,  Figs. 
2,  4,  7,  and  8,  and  adjusted  by  loosening  the  thumb -nut  c ; 
or  said  device  may  be  formed  on  an  adjustable  slide  that  is 
held  beneath  lips  I  Z,  together  with  the  plate  on  which  the 
turner  t  is  formed,  as  shown  in  Figs.  3  and  9. 

The  instrument  represented  by  Fig.  9  is  adapted  for  be- 
ing secured  upon  the  cloth-plate  of  a  sewing-machine,  and 
for  this  purpose  the  hole  «  and  oblong  slot  e  are  made  to 
receive  through  them  the  contining-screw.  The  arm  G  in 
Fig.  7  is  removable,  and  is  held  fast  when  in  place  by  a 
thumb-nut,  m.  The  follower  g'  in  Fig.  9  corresponds  to  the 
follower  described  in  my  Letters  Patent  above  referred  to, 
with  this  exception,  that  a  part,  p^,  of  this  follower  g'  is 
turned  up  and  slotted  to  serve  as  a  guide  for  the  arm  G. 

It  will  be  seen  from  the  above  description  that  during  the 
operation  of  tucking  or  plaiting  the  work  is  marked  off  for 
each  succeeding  tuck  while  stitching  the  tucks,  and  that 
the  marks  are  produced  by  a  pointed  instrament  which 
penetrates  the  work  at  each  descent  of  the  sewing-needle. 
The  marks  or  lines  thus  made  are  better  defined  than  a  mere 
crease,  and  will  not  be  obliterated  by  handling  the  work. 

It  will  also  be  seen  that  by  employing  a  removable  prick- 
ing-arm and  an  adjustable  device,  N"  7i,  in  combination  with 
a  turning  device,  I  have  a  combined  tucker  and  hemmer. 

The  advantage  attending  the  atta<;hment  of  the  instru- 
ment to  the  pressure-bar  of  a  sewing-machine  is  that  when 
the  lower  thread  runs  out  or  breaks,  so  that  it  is  necessary 
to  take  out  the  shuttle,  this  can  be  done  without  removing 
the  instrument.  In  this  way  the  diflSculty  and  loss  of  time 
of  readjusting  are  avoided. 

The  strip  D,  above  described,  over  which  the  cloth  passes 
on  its  way  to  the  needle,  serves  as  a  support  for  the  cloth 
and  keeps  it  up  in  position  while  feeding. 
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Having  described  my  invention,  what  I  claim  is — 

1.  The  spring-arm  G,  furnished  with  the  piercing-marker 
t,  and  constructed,  as  described,  so  as  to  be  operated  by  the 
descending  motion  of  a  sewing-machine  needle,  in  combina- 
tion with  the  adjustable  guide  B,  cloth  supporting  and  ad- 
justing spring  strip  or  plate  D,  smoothing-strip  E,  (or  its 
equivalent  N  7^  o,)  and  plat«  A  a,  substantially  in  the  man- 
ner and  for  the  purpose  described. 

2.  The  tuck-marker  consisting  of  the  strip  D,  bent  at  g 
and  perforated  at/',  and  the  pricking-marker  i  on  the  arm 
G,  all  connected  together  and  forming  an  attachment,  sub- 
stantially as  described. 

3.  The  strip  N,  formed  with  tumed-up  lapping  lips  o  o, 
and  extended  from  the  guide-bar,  or  from  an  adjustable 
guide-shoulder,  B,  a  suitable  distance,  and  carried  back  to 
within  a  short  distance  of  said  shoulder,  so  as  to  form  a 
tongue,  all  substantially  in  the  manner  and  for  the  purpose 
described. 

4.  The  combination  of  the  hemming  and  tucking  devices 
in  one  implement,  substantially  in  the  manner  described. 

ENOCH  S.  YENTZER. 
Witnesses : 
Jacob  Saboman, 
Geo.  W.  Ward. 
(The  patent  No.  127,287,  Enoch  S.  Yentzer,  May  28, 1872, 
referred  to  in  this  case  will  be  found  in  Puller  v.  Yentzer, 
p.  176  post) 

Messrs.  JEdward  Jf.  Dickerson^  E.  B.  Barntum^  and  O. 
C.  Bonney^  for  appellaTiis : 

The  court  erred  in  its  construction  of  this  patent. 

The  court,  after  holding  that,  ' '  all  that  Fuller  invented 
was  the  application  of  the  notch  and  hlade^  the  spring  and 
the  various  other  parts  of  the  mechanism  to  the  sewing 
machine,"  says  that,  ^'all  that  he  can  claim,  and,  I  think, 
all  that  his  patent  properly  construed,  can  be  considered  to 
cover,  is  the  particular  device  which  he  adapted  in  its  ap- 
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plication  to  bed-plate  of  the  sewing  macliine  and  to  the 
needle-bar." 

If ,  as  it  is  believed,  the  court  intended  to  hold  that  the 
inventor  should  be  confined  to  his  specific^  mechanism  in 
fonn,  shape  and  substance,  it  is  insisted  that  the  court 
erred. 

This  invention  was  a  pioneer  and  a  new  departure  in  the 
art  of  sewing  by  machinery ;  was  exceedingly  useful  and 
very  valuable  and  was  fully  entitled  to  a  liberal  construc- 
tion. 

Pioneer  inventions  are  generally  crude  and  once  made, 
improvements  are  rapidly  suggested,  but  in  this  case  every  . 
mechanical  part  of  Puller's  invention  as  applied  to  tucking 
is  found  in  the  tuck  creaser  of  to-day,  the  only  great  ad- 
vance made  being  the  assembling  of  the  parts,  to  make  the 
device  a  unit  in  adjustment. 

His  invention  was  then  complete  and  mere  changes  in  the 
operating  mechanism  could  not  affect  it,  and  although  the 
mechanism  he  pointed  out,  has  since  been  imiversally  used, 
however  much  it  may  be  to  his  credit  it  ought  not  and  can- 
not limit  his  claims. 

The  court  erred  in  holding  that  the  appellees  did  not  in- 
fringe. 

Upon  the  construction  limiting  the  claim  to  substantially 
the  process,  form  and  parts  of  the  operating  mechanism  the 
api)ellees  were  clearly  covered  by  it.  A  mere  inspection  of 
the  appellees'  exhibits  shows  the  existence  of  each  and 
every  of  these  parts. 

Unless  the  court  held  that  the  mere  form  of  adjustment 
was  essential,  a  view  the  inventor  expressly  disclaims,  the 
appellees'  devices  are  identical  in  form  as  well  as  mechanical 
functions. 

Messrs.  Walter  B.  Scates  and  H.  C.  WhitTiey^  for  ap- 
pellees : 

(This  case  and  the  two  following.  Puller  tj.  Yentzer,  Puller  v. 
Goodrich,  94  U.  S.  299,  p.  llQ^post^  were  argued  together.) 
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In  the  discussions  of  the  questions  of  law — ^and  of  fact, 
-that  may  arise  and  be  presented  in  these  three  cases — I  shall 
group  them  together,  because  the  bills  are  predicated  of  an 
alleged  invention  by  Fuller  himself  in  one — and  by  Israel 
M.  Rose  for  which  a  patent  issued  to  James  Wilcox,  Sep- 
tember 22,  1863 — ^and  which  being  surrendered — was  reis- 
sued to  complainant  December  1,  1868,  upon  amended 
specifications  and  claims ; — ^and  they  allege  infringements, 
by  the  respective  appellees,  by  the  manufacture  and  sale  of 
tuckers  for  sewing  machines,  substantially  similar  to,  and 
embodying  the  invention  and  improvement  described  and 
specified  in  appellants'  own  patent,  and  Rose's  reissued 
X)atents.  These  allegations  are  denied,  involving  the  ques- 
tion of  substantial  similarity  in  chief — though  other  ques- 
tions of  law,  and  of  fact,  are  essential  to  its  elucidation  and 
solution. 

It  is  of  primary  importance  first,  to  ascertain  and  settle  by 
construction  of  appellants'  patents,  what  is  the  nature,  ex- 
tent and  character  of  the  invention,  or  of  the  improvement 
or  device  covered,  secured  and  protected.  And  as  to  these, 
the  counsel  may  differ,  and  the  court  must  settle  the  dififer- 
ence.  I  deem  it  of  importance  to  refer  to  settled  principles 
of  law  as  to  what  is  not  patentable — ^and  some  other  dis- 
tinctions. 

A  principle  is  not  patentable,  14  How.  166 ;  22  How.  132 ; 
16  How.  62 ;  1  Wall.  320 ;  20  How.  378 ;  and  others  refer- 
red to  in  Bright' s  Fed.  Dig.  609,  sec.  16. 

Any  power  is  not  patentable.     See  same  cases  as  above. 

End  or  result  is  not  patentable  but  only  the  means  of  pro- 
ducing it.  Burr  v.  Cowperthwait,  2  Bl.  C.  C.  R.;  Sickley 
V.  Falls  Co.,  2  Fish.  202 ;  Case  v.  Brown,  2  Fish.  268 ;  Sang- 
ster  V.  Miller,  2  Fish.  663. 

Where  a  person  has  discovered  a  result,  as  well  as  the 
machinery  which  produces  it — he  may  invoke  the  doctrine 
of  equivalents ;  but  if  he  be  only  the  inventor  of  a  device^ 
he  cannot  invoke  the  doctrine  of  equivaZents  in  reference  to 
infringers. 
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Singer  v,  Walmsley,  1  Fish.  568 ;  Goodyear  v.  Central  R. 
R.,  2  Fish.  626. 

A  discoveiy  of  an  eflfect  is  not  patentable.  Morton  v,  N. 
Y.  Eye  Infirmary,  2  Fish.  320. 

The  process  is  patentable,  and  may  cover  the  discovery 
of  a  result,  or  eflfect  by  chemical  action  by  the  operation  or 
application  of  some  element  or  power  of  nature,  or  of  one 
substance  to  another. 

Coming  ?>.  Burden,  15  How.  252  [6  Am.  &  Eng.  69] ; 
Howe  rj.  Abbott,  2  Story,  190. 

A  patent  for  a  combination^  cannot  be  supported  by  evi- 
dence of  novelty  of  one  of  its  parts, 

Batton  c.  Clayton,  2  Whart.  Dig.  408;  Bright' s  Fed. 
Dig.  611,  sec.  66. 

A  combiTiation  to  be  patentable,  must  effect  a  new  resuU 
or  an  old  result  by  a  new  mode  of  action;  there  must  be 
novelty  even  of  product  or  process.  A  combination  is  an 
entireiy ;  if  one  of  the  elements  claimed  be  given  up  a  pat- 
entee has  no  valid  claim  to  the  residue. 

Vance  v.  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117]. 

A  patent  for  a  combination  of  three  or  more  distinct 
things,  is  not  infringed  by  combining  two  of  them  with  a 
third,  which  is  substantially  different  from  the  other  ele- 
ment described  in  the  specification. 

Prouty  V.  Ruggles,  16  Pet.  336  [4  Am.  &  Eng.  361],  and 
many  others  referred  to  in  Bright' s  Dig.  612,  sec.  83. 

To  constitute  an  infringement  of  a  patent  of  a  combina- 
tion^ the  defendant  must  have  used  the  sa/me  coTobination^ 
constructed  and  operated  substantially  in  the  same  way. 

Graham  «.  Mixter,  1  Am.  Law  J.  639. 

Where  a  patent  is  granted  for  a  combination  of  mechani- 
cal devices,  none  of  which  are  an  original  invention — ^the 
use  of  a  part  only  of  the  combination  is  no  infringement. 

McCormick  ?>.  Talcott,  20  How.  402  [6  Am.  &  Eng.  410] ; 
Barrett  v.  Hall,  1  Mas.  447;  Pitts  o.  Wemple,  6  McLean^ 
558 ;  Evans  v.  Eaton,  1  Pet.  C.  C.  323 ;  see  Lee  v.  Blandy,  3 
Fish.  89. 
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A  patent  does  not  protect  a  claim  not  embraced  in  the 
specification — ^nor  can  the  patentee  claim  that  his  invention 
is  different  or  more  enlarged  than  is  set  forth  in  his  specifi- 
cation. 

Booth  V.  Gavelly,  1  Blatch.  247;  Rich  v.  Lippincott,  2 
P^sh.  1. 

The  fundamental  error  of  complainants  seems  to  be: 
First,  that  their  claiTa  does  not  embrace  a  claim  for  mech- 
anism at  all ;  but  for  a  principle  or  a  result.  Second,  that 
in  defining  their  claim,  they  are  compelled  to  try  to  stop  all 
persons  from  infringing  on  that  particular  result. 

''  A  patent  cannot  be  sustained  for  an  effect  produced  dis- 
tinct from  the  process  or  machinery  necessary  to  produce  it. ' ' 

Abbott's  U.  S.  Practice,  602. 

Also,  *Hhe  inventor  cannot  treat  another  as  an  infringer 
who  has  improved  the  original  machine  by  using  a  different 
form  or  combination  performing  the  same  function." 

McCormick  v.  Talcott,  20  How.  405  [6  Am.  &  Eng.  410]. 

The  remaining  and  most  important  question  is,  does 
Yentzer's  device  infringe  that  portion  of  Fuller's  device 
which  is  a  valid  patent :  /.  e.  valid,  both  within  the  inven- 
tion, and  also  the  claim.  And  in  view  of  what  I  have 
heretofore  urged,  I  shall  treat  the  invention  of  Fuller  as  a 
combination  of  old  devices,  operated  by  an  old  power  to 
produce  a  given  result.  Such,  I  consider  to  be  the  true 
scope  of  Fuller' s  patent.  The  law  which  is  applicable  to  such 
cases  is  thus  stated  in  various  ways.  "Where  the  patent 
on  which  the  plaintiff  claims  was  issued  for  a  new  combi- 
nation of  old  parts  the  rule  requires  him  to  show  that  the 
defendant  has  used  all  the  elements  of  his  combination ;  as 
the  combination  is  the  source  of  the  thing  patented,  if  the 
defendant  has  used  some  of  the  parts  only,  omitting  one  or 
more,  he  has  not  used  the  ox)mbination.  There  is  no  in- 
fringement." 

Abbott's  U.  S.  Practice  Cases. 

If  the  three  elements  are  the  same,  but  are  not  connected 
and  arranged  the  same,  it  is  no  infringement ;  or  if  there  are 
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two  of  the  three  elements,  and  the  third  element  is  not 
new,  it  is  not  the  same  combination ;  it  is  not  the  same 
combination  if  it  is  substantially  different  from  it  in  any  of 
its  parts. 

Singer  v.  Walmsley,  1  Fish.  573 ;  Dodge  v.  Caixi,  2  Pish. 
119 ;  Latta  v.  Shawk,  1  Pish.  470 ;  Lee  v.  Blandy,  2  Pish.  93. 

AVhat  Puller  has  done  is,  the  forming  of  a  combination 
of  his  own,  of  old  and  well  known  devices  not  patentable. 
Had  he  been  content  to  describe  these  several  devices,  or  his 
change  in  their  forms  as  entering  into  and  forming  parts  of 
his  combination  and  its  application  and  have  contented 
himself  by  a  claim  only  for  this  cornbinalion  his  patent 
and  claim  would  not  be  void. 

Upon  as  full  an  examination  as  I  have  been  able  to  make 
I  have  arrived  at  the  conclusion  that  complainant' s  pat- 
ent Ls  void,  for  reasons  and  views  suggested,  and  others 
that  may  be. 

While  courts  will  give  a  liberal  construction  of  a  patent, 
favorable  to  the  patentee,  it  must  not  be  so  liberal  as  to 
permit  the  inventor  to  couch  his  specification  and  claims, 
in  such  ambiguous  terms,  that  its  claims  may  be  expanded 
or  contracted  to  suit  the  exigency.  Parker  v.  Sears,  1  Pish. 
93 ;  Detmold  v.  Reeves,  1  Pish.  127.  And  patents  are  to  be 
construed  with  reference  to  the  state  of  the  art,  at  the  time 
of  invention.     Pitts  v.  Wemple,  2  Pish.  10. 

But  not  to  cover  or  retain  to  the  inventor  anything  in 
common  use,  or  a  matter  of  common  right — ^but  only  what 
he  has  himself  created.  Winans  v.  Denmead,  15  How.  330 
[6  Am.  &  Eng.  107] ;  Ames  v.  Howard,  1  Sumn.  482 ;  Ryan 
V.  Goodwin,  3  Sumn.  514 ;  Davoll  v.  Brown,  1  Wood.  &  M. 
63. 

The  construction  and  interpretation  of  the  specification 
and  claims  are  for  the  court  to  make. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 
Patents  for  a  machine  will  not  be  sustained  if  the  claim 

94  U.  8.  988. 
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is  for  a  result,  the  established  rule  being  that  the  invention, 
if  any,  within  the  meaning  of  the  Patent  Act,  consists  in  the 
means  or  apparatus  by  which  the  result  is  obtained,  and 
not  merely  in  the  mode  of  operation,  independent  of  the 
mechanical  devices  employed;  nor  will  a  patent  be  held 
valid  for  a  principle  or  for  an  idea,  or  any  other  mere  ab- 
straction.   Burr  V,  Duryee,  1  Wall.  531  [7  Am.  &  Eng.  224]. 

Where  the  claim  immediately  follows  the  description  of 
the  invention,  it  may  be  construed  in  connection  with  the 
explanations  given  in  the  description ;  and,  if  the  claim  con- 
tains words  referring  back  to  the  specification,  it  cannot 
properly  be  construed  in  any  other  way.  Seymour  v.  Os- 
borne, 11  Wall.  516  [8  Am.  &  Eng.  290]. 

Improvements  in  mechanism  for  marking  doth  in  a  sew- 
ing-machine, it  is  alleged  in  the  bill  of  complaint,  were  in- 
vented and  patented  by  the  complainant,  and  he  ch*arges 
that  the  respondents  have  infringed  the  exclusive  privilege 
secured  to  him  by  the  letters  patent,  and  he  prays  that  they 
may  be  decreed  to  account  for  the  gains  and  profits  which 
they  have  made  by  the  infringement,  and  for  an  injunction. 
Process  was  served;  and  the  respondents  appeared  and 
filed  an  answer,  setting  up  several  defenses,  two  of  which  it 
will  be  imi)ortant  to  examine  in  disposing  of  the  case: 
(1)  That  the  complainants  are  not  the  original  and  first  in- 
ventors of  the  patented  improvement.  (2)  That  the  respon- 
dents have  never  infringed  the  complainant' s  patent,  as  al- 
leged in  the  bill  of  complaint. 

Before  describing  the  nature  of  his  invention,  the  paten- 
tee refers  to  figure  1  of  the  drawings,  as  showing  the  main 
features  of  the  patented  improvement  when  arranged  in  a 
sewing-machine  for  the  purpose  of  accomplishing  the  results 
described  in  the  specification,  and  he  proceeds  to  state  that 
the  invention  consists  in  a  vibrating  marking  instrument, 
which  moves  in  unison  with  the  needle  of  the  sewing-ma- 
chine, so  as  to  crease  the  cloth  at  given  distances  from  the 
needle,  the  marking  instrument  not  pressing  on  the  cloth 

94  U.  S.  S88-S89. 
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except  while  the  needle  is  in  the  cloth,  which  prevents  the 
cloth  from  being  obstructed  in  the  movement  by  the  feed, 
and  allows  the  marking  to  be  made  at  any  distance  from 
the  sewing  without  wrinkling  the  even  surface  of  the  cloth. 

By  the  use  of  a  point  vibrating  in  unison  with  the  needle, 
and  acting  on  the  upper  surface  of  the  cloth  in  connection 
with  a  notch  or  an  elastic  surface  or  pad  below  the  cloth,  a 
crease  will  be  made  whose  ridge  is  below  the  cloth ;  and  by 
the  use  of  one,  two,  or  more  of  these  up  or  down  markers,  or 
one  up  and  one  down  marker,  the  crease  or  ridge  can  be 
made  exactly  at  the  required  distance  from  the  line  of  sew- 
ing, and  either  upward  or  downward,  according  to  the  way 
in  which  the  cloth  is  to  be  folded  for  the  subsequent  oper- 
ations. 

Where  more  than  one  line  of  sewing  is  required,  the 
crease  or  creases  for  the  next  fold  are  made  in  the  same 
way;  and  the  patentee  states  that  the  device  is  especially 
useful  in  all  kinds  of  tucking  and  in  plaiting  shirt  bosoms 
and  other  similar  work,  and  he  represents  that,  by  the  use 
of  a  vibrating  i)encil  or  chalk,  a  line  of  marks  may  be  made 
by  which  a  second  line  of  stitching  may  be  guided,  which 
will  become  useful  in  quilting,  or  in  performing  any  straight, 
curved  or  parallel  lines  of  stitching.  Superadded  to  that, 
he  also  represents  that  if  the  marking  points  are  at  right 
angles  to  the  feed,  from  the  needle,  the  marking  will  be  at 
a  given  distance  from  the  sewing  and  parallel  thereto,  re- 
gardless of  the  curved  or  zigzag  form  in  which  the  sewing 
is  performed. 

Sufficient  appears  in  the  preceding  description  of  the  in- 
vention and  of  the  principal  devices  of  which  it  is  composed, 
including  the  arrangement  of  the  same  and  their  mode  of 
operation,  to  render  it  unnecessary  to  reproduce  the  minute 
references  in  the  specifications  to  the  representations  exhib- 
ited in  the  different  figures  of  the  drawings. 

Throughout  the  description  it  is  apparent  that  the  pat- 
ented apparatus  is  to  be  attached  to  an  organized  sewing- 

04  U.  8.  980-990. 
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machine ;  and  the  ])atentee  states  that  the  manner  of  effect- 
ing the  attachment  must  be  varied  as  circumstances  may  re- 
quire, in  view  of  the  structure  of  the  particular  sewing-ma- 
chine and  the  kind  of  work  to  be  performed,  and  he  adds 
that  the  vibrating  motion  may  be  given  to  the  marker  by 
the  needle-bar  or  any  other  suitable  device.  Gauges,  it 
seems,  are  employed  for  spacing  oflf  the"  width  of  the  folds, 
tucks  or  plaits ;  but  the  patentee  states  that  he  does  not 
claim  those  devices,  though  he  is  of  the  opinion  that  the  de- 
vices which  he  employs  work  better  than  any  he  has  before 
known. 

1.  What  he  claims  is  the  forming  one,  two  or  more  creases 
in  cloth  by  means  of  markers  on  opposite  sides  of  the  cloth, 
one  of  which  is  connected  with  the  bed  of  the  machine,  and 
the  other  operates  simultaneously  with  the  vibrations  of  the 
needle  in  a  sewing-machine,  whereby  the  crease  or  creases 
are  formed  in  the  cloth  itself,  parallel  to  the  line  of  sewing, 
in  such  a  manner  that  the  cloth  is  ready  for  doubling  over 
at  the  creases  for  the  next  line  of  sewing. 

2.  He  also  claims  marking  a  line  on  the  surface  of  cloth 
or  other  material  sewed  in  a  sewing  machine,  by  means  of 
a  pencil  or  similar  article  pressed  upon  the  surface  of  the 
cloth  at  the  time  the  needle  perforates  the  same,  and  is 
raised  therefrom  when  the  feed  takes  place,  so  as  to  produce 
a  series  of  marks  parallel  to  and  simultaneous  with  the  line 
of  sewing. 

Concede  that  a  result  is  not  patentable,  which  is  clearly 
shown  to  be  true  by  the  preceding  remarks,  and  two  things 
follow  as  a  necessary  consequence :  (1)  That  the  invention 
described  in  the  first  claim  is  merely  the  described  appara- 
tus for  forming  one,  two  or  more  creases  in  cloth  by  means 
of  markers  on  opposite  sides  of  the  cloth,  for  the  purpose 
and  in  the  manner  and  by  the  means  therein  described,  it 
being  clearly  understood  that  the  patentee  does  not  claim 
the  described  means  of  attaching  the  patented  apparatus  to 
a  sewing  machine.     (2)  That  the  invention  described  in  the 
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second  claim  is  merely  the  described  apparatus  for  marking 
a  line  on  the  surface  of  cloth  or  other  material  sewed  on  a 
sewing  machine,  by  means  of  a  i)encil  or  similar  article 
pressed  upon  the  surface  of  the  cloth  at  the  time  the  needle 
perforates  the  same,  for  the  purpose  and  in  the  manner  and 
by  the  means  described,  excluding  the  means  by  which  the 
patented  apparatus  is  attached  to  a  sewing-machine. 

Special  reference  is  made  to  the  principal  features  of  a 
sewing-machine ;  but  inasmuch  as  the  apparatus  may  be  at- 
tached to  any  such  machine,  it  is  not  deemed  necessary  to 
enter  into  those  details,  especially  as  the  patentee  states  to 
the  effect  that  the  sewing  is  to  be  performed  by  the  needle 
of  the  machine  to  which  the  apparatus  is  attached,  in  con- 
nection with  a  shuttle,  looper  or  other  similar  device. 

Particular  mention  is  made  of  the  operative  devices  of 
the  patented  apparatus  for  marking  lines  parallel  to  the  line 
of  sewing  and  for  forming  the  creases  in  the  cloth,  as  shown 
in  the  drawings.  Briefly  stated,  those  devices  are  as  fol- 
lows :  (1)  An  arm  extending  from  the  needle-arm  or  bar, 
and  vibrating  with  the  same.  (2)  A  pencil,  chalk  or  point 
adjusted  on  the  arm  of  the  apparatus  so  that  in  its  vibra- 
tions the  point  shall  press  upon  the  cloth  and  make  a  mark 
thereon  for  the  second  line  of  stiches  at  the  required  dis- 
tance from  the  line  of  sewing  and  parallel  to  the  same.  (3) 
Both  the  specification  and  the  drawings  also  show  a  bar 
which,  as  the  patentee  states,  may  be  attached  to  the  pres- 
ser-f  oot,  so  as  to  be  raised  up  with  it,  or  that  it  may  be  sus- 
tained in  any  other  convenient  manner.  (4)  Adjustable 
marking-arms  are  also  shown,  which  extend  from  the  bar 
of  the  apparatus,  and  which  are  provided,  one  with  a  mark- 
ing point,  and  the  other  with  a  marking-notch.  Arms 
formed  as  springs  are  also  provided,  so  that  the  marking- 
point  and  the  marking-notch  are  raised  from  the  cloth,  ex- 
cept when  acted  on  by  the  arm  of  the  apparatus.  Springs 
are  also  used  in  connection  with  the  adjustable  marking- 
arms,  so  as  to  yield  in  case  of  inequality  in  the  thickness  of 
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cloth,  and  not  to  interfere  with  the  full  stroke  of  the  needle- 
bar. 

Enough  appears  to  show  that  the  apparatus  is  attached  to 
the  bed  of  a  sewing-machine,  to  which  a  plate  is  screwed 
which  carries  another  adjustable  niarking-i)oint,  formed 
somewhat  similar  to  the  marking-point  previously  described, 
and  the  device  or  its  equivalent  employed  to  regulate  the 
distance  of  the  second  line  from  the  one  being  sewed. 

Two  marking  j)oints  are  particularly  described ;  and  the 
representation  is  that  they  are  both  made  thin,  round,  blunt 
and  chisel-formed,  so  as  not  to  injure  or  catch  on  the  cloth, 
and  that  the  one  shown  in  the  third  figure  of  the  drawings 
may  be  fitted  to  slide  in  a  groove  to  render  the  same  adjust- 
able at  the  desired  distance  from  the  needle,  or  that  several 
such  points  may  be  formed  or  attached  permanently  at  short 
distances  apart. 

Speaking  of  the  device  to  regulate  the  distance  for  the 
second  line  of  sewing,  the  patentee  states  that  it  may  be  ad- 
justable, and  that  it  will  form  a  crease  for  the  marking- 
point,  and  that  it  may  be  set  in  a  small  metal  holder,  or  it 
may  be  constructed  of  suflBicient  length  to  comprise  the 
whole  distance  to  which  the  marking  point  may  be  adjusted. 

Three  marking  points  and  the  notch  are  mentioned  in  the 
specification ;  and  the  statement  is,  that  the  one  first  men- 
tioned and  the  device  employed  to  regulate  the  distance  for 
the  second  line  produce  a  downward  crease,  and  that  the 
notch  and  the  other  marking  point  shown  in  the  third  fig- 
ure of  the  drawings  produce  an  upward  crease  when  the 
cloth  is  exposed  to  the  action  of  these  parts  by  passing  be- 
tween the  same. 

In  order  to  give  motion  to  these  markers,  the  bar  or  arm 
of  the  apparatus  strikes  on  the  spring  part  of  the  adjust- 
able marking-arms,  which  extend  from  the  bar  attached  to 
the  presser-foot,  pressing  the  surfaces  together,  and  cramp- 
ing or  creasing  the  cloth. 

For  tucking,  the  markers  should  extend  on  the  other  side 
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of  the  needle  arm,  and  for  that  purpose  the  bar  attached  to 
the  presser-f  oot  of  the  sewing,  machine  may  be  fitted  in  any- 
convenient  manner ;  but  wliere  a  holder  or  arm  to  the  pres- 
ser-foot  is  used  in  the  manner  shown,  the  hole  into  which 
the  bar  sets  may  pass  through  the  same  and  be  provided 
with  a  clamping-screw,  so  that  the  bar  attached  to  the  pres- 
ser-f oot  can  be  inserted  from  the  other  side,  and  in  that  case 
the  plate  also  should  stand  on  the  other  side  of  the  needle, 
a  second  slot  being  provided  for  the  purpose.  Change  to 
the  other  side  must  also  be  made  in  the  arm  of  the  apj)ara- 
tus,  extending  from  the  needle-arm  of  the  sewing  machine 
to  the  marking-point  first  described  and  the  device  to  regu- 
late the  distance  for  the  second  line  of  stitching. 

Corresponding  variations  must  be  made  in  the  manner  of 
attaching  the  apparatus  to  the  sewing-machine,  and  the 
patentee  states  that  the  vibrating  motion  may  be  given  to  the 
markers  by  the  needle  bar,  or  by  any  other  suitable  device. 

Proofs  were  taken,  the  parties  heard  and  the  Circuit  Court 
entered  a  decree  dismissing  the  bill  of  complaint,  and  the 
complainants  appealed  to  this  court. 

Want  of  novelty  in  the  supposed  invention,  and  the  de- 
nial of  infringement  by  the  respondents,  constitute  the  two 
defences  set  up  in  the  answer ;  but  the  evidence  to  over- 
come the  prlTJia  facie  presumption  that  the  patentee  is  the 
original  Jind  first  inventor  being  insufficient  for  the  purpose, 
the  first  defence  must  be  overruled.  Cammeyer  v.  Newton, 
4  Otto,  225  [p.  98  ante]. 

Grant  that,  and  it  follows  that  the  decision  in  the  case 
before  the  court  must  depend  upon  the  question  of  infringe- 
ment. Without  more,  the  remarks  already  made  are  suf- 
ficient to  show  that  the  patented  improvement  is  a  combi- 
nation of  old  elements  constituting  an  apparatus  for  effect- 
ing the  results  described  in  the  specification. 

Intentional  infringement  is  alleged  by  the  complainants, 
and  the  burden  is  upon  them  to  prove  the  allegation,  as  the 
charge  imputes  a  wrongful  act  to  the  respondents. 

94  U.  S.  )»9S-S93. 


Oct,  1876  ]  FULLER  v.  YENTZER  167 

Opinion  of  the  court 

Where  the  inventioii  is  embodied  in  a  machine,  the  ques- 
tion of  infringement  is  best  determined  by  a  comx)arison  of 
the  machine  or  apparatus  constructed  or  used  by  the  re- 
spondent with  the  mechanism  described  in  the  specification 
of  complainant' s  x)atent.  Comparison  of  the  kind  has  been 
carefully  made  by  the  court  in  the  case  under  consideration, 
aided  by  the  expert  evidence  exhibited  in  the  record ;  and 
the  court  is  of  the  opinion  that  the  invention  of  the  com- 
plainant, when  the  patent  is  properly  construed,  is  not 
embodied  in  the  apparatus  constructed,  sold  or  used  by  the 
respondents,  as  charged  in  the  bill  of  complaint. 

Two  distinct  devices  are  shown  in  the  complainants'  pat- 
ent which  operate  upon  the  cloth  when  being  sewed  in  a 
sewing-machine,  so  as  by  the  one  to  leave  a  mark,  and  by 
the  other  to  make  a  crease  in  the  cloth  to  indicate  where  it 
should  be  folded  for  the  future  operation.  Briefly  described, 
one  of  the  devices  consists  of  a  pencil  arranged  as  before 
explained,  and  the  other  consists  of  the  notch  and  the  point 
fitting  into  it,  called  the  markers,  and  placed  on  opposite 
sides  of  the  cloth,  and  which  are  operated  by  the  needle- 
arm,  and  so  arranged  in  their  connections  as  to  vibrate  in 
unison  with  the  needle  to  press  the  cloth  in  the  notch  while 
the  needle  is  in  the  cloth,  thereby  forming  a  crease  in  the 
same  parallel  to  the  line  of  sewing,  for  the  purpose  of  indi- 
cating the  place  for  the  next  fold. 

Creases  of  the  kind  are  made  by  the  point  and  notch,  but 
the  i)encil  is  employed  to  make  a  mark  on  the  cloth  when  the 
cloth  is  moved  under  it,  as  a  guide  for  folding  the  cloth,  as 
before  sufficiently  explained.  No  such  device  as  the  pencil 
or  its  equivalent  is  found  in  the  respondents'  apparatus,  nor 
anytliing  which  will  perform  the  same  function,  or  which 
has  or  can  be  made  to  have  the  same  mode  of  operation.  Noth- 
ing of  the  kind  is  exhibited  in  their  apparatus,  nor  is  any- 
thing of  the  kind  described  in  the  patent  under  which  they 
profess  to  work,  nor  are  there  any  means  or  mechanism  ex- 
hibited or  described  whereby  such  a  device  can  be  employed 
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in  the  apparatus  or  be  made  to  operate  to  mark  the  cloth  in 
any  manner  so  that  the  same  could  be  evenly  folded. 

In  the  complainants'  apparatus  the  i)encil  is  fastened  to  a 
bar  which  projects  out  from  the  needle-arm  in  nearly  a  hor- 
izontal direction,  entirely  unlike  anything  shown  in  the  re- 
spondents' apparatus.  Projecting  outward  from  the  pres- 
ser-foot,  and  fastened  to  it,  is  a  substantial  frame-piece, 
called  a  bridge  by  one  of  the  witnesses,  which  supports  a 
bar  running  parallel  with  the  bed  of  the  machine  and  nearly 
parallel  with  the  needle-arm,  which  supports  one  or  more 
spring-arms,  the  same  being  provided  with  two  slides  or 
markers ;  one  being  a  point  operating  in  an  elastic  bed  fast- 
ened to  the  plate  of  the  marker,  and  the  other  being  a  point 
or  sharp  device  fastened  to  the  bed-plate  and  operating  on  an 
elastic  bed  attached  to  one  of  the  described  spring-arms. 
Attached  to  the  needle-bar  is  the  arm  which  supports  the 
pencil,  and  in  the  downward  movement  of  the  bar  it  comes 
in  contact  with  the  spring-arms  and  causes  the  described 
points  to  mark  the  cloth. 

Viewed  in  the  light  of  these  suggestions,  it  is  clear  that 
the  distinct  features  of  the  invention  consist  in  the  elevated 
bar  projecting  out  of  the  frame  attached  to  the  presser-foot, 
the  described  spring  arm,  the  bar  projecting  out  from  the 
needle-arm  with  the  described  points,  and  the  bed-plate  on 
which  they  strike. 

Turn  from  that  to  the  patent  of  the  respondents,  or  to  the 
apparatus  which  they  make,  use  and  sell,  and  it  appears,  be- 
yond all  doubt,  that  the  apparatus  of  the  respondents  is 
substantially  different  in  many  respects  from  the  patented 
improvement  of  the  complainants.  There  is  no  framework 
in  the  respondents'  apparatus,  projecting  out  from  the  pres- 
ser-foot, nor  any  horizontal  bar  projecting  out  from  the 
framework ;  nor  are  there  any  spring-arms  attached  to  any 
horizontal  bar ;  nor  is  there  any  horizontal  bar  projecting 
out  from  the  needle-arm  to  operate  any  such  spring-arms  as 
those  described  in  the  complainants'  specification. 
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Instead  of  that  there  is,  in  the  apparatas  of  the  respon- 
dents, a  pivoted  double-spring  blade  operating  on  both  sides 
of  an  upwardly  projecting  point.  Effective  means  for  oper- 
ating that  blade*  are  also  shown,  and  it  api)ear8  that  they 
consist  in  a  spring-arm  attached  to  the  bed-plate  of  the 
marker  which  extends  over  the  double  blade,  and  that  a 
vertical  slot  is  made  in  the  spring-arm  through  which  the 
needle  passes,  and  allows  the  lower  end  of  the  needle-arm 
to  force  the  spring  down  onto  the  double  blade  while  the 
cloth  passes  under  the  blade  and  over  the  sharp  point,  by 
which  the  elasticity  of  that  portion  of  the  cloth  is  lessened 
so  that  it  wiU  readily  bend  to  form  a  tuck  at  the  marked 
place. 

Other  differences  are  also  apparent ;  as,  for  example,  the 
spring-arm  in  the  apparatus  of  the  respondents,  is  not  at- 
tached to  the  double  blade  or  marker,  nor  is  the  double 
blade  attached  to  any  horizontal  bar  projecting  out  from 
the  presser-foot,  as  in  the  apparatus  of  the  complainants. 

Without  more,  the  differences  suggested  are  sufl5cient  to 
warrant  the  conclusion  that  the  construction  and  mode  of 
operation  employed  by  the  respondents  is  substantially  dif- 
ferent from  the  means  and  mode  of  operation  described  in 
the  specification  of  the  complainants'  patent. 

Expert  witnesses  testify  that  the  bar  projecting  out  from 
the  frame  attached  to  the  presser-foot,  the  spring  marker- 
arm,  and  the  bed-plate  are  all  necessary  in  the  apparatus  of 
the  complainants  to  perform  the  function  described  in  the 
specification,  and  the  court,  without  hesitation,  concurs  in 
that  conclusion ;  and  the  witnesses  also  state  that  if  any 
one  of  those  devices  be  omitted  the  apparatus  will  be  wholly 
inoperative,  except  that  perhaps  one  marker  instead  of  two 
might  answer  the  purpose  to  some  extent,  as  set  forth  in 
the  specification. 

Beyond  doubt,  all  those  devices  must  co-operate  to  effect 
the  described  result ;  and  it  is  equally  clear  that  neither 
those  devices  nor  any  of  them  can  be  substituted  by  any  de- 
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vice  in  thie  respondents'  patent  or  apparatus,  without  re- 
construction and  invention,  nor  would  anything  short  of 
invention  enable  the  constructor  to  successfully  use  the  de- 
vices shown  in  either  api)aratus  in  the  other,  so  as  to  render 
the  apparatus  operative  to  effect  the  result  described  in  the 
complainants'  patent.  None  of  the  elements  of  the  patented 
apparatus  are  new,  and  it  follows  that  the  patent  consists 
in  the  described  apparatus  or  in  the  combination  of  the  old 
elements  of  which  the  apparatus  is  composed. 

Valid  letters  patent  undoubtedly  may  be  granted  for  an 
invention  which  consists  entirely  in  a  hew  combination  of 
old  elements  or  ingredients,  provided  it  appears  that  the 
new  combination  of  the  ingredients  produces  a  new  and 
useful  result ;  but  the  rule  is  equally  well  settled  that  the 
invention  in  such  a  case  consists  merely  in  the  new  combi- 
nation, and  that  a  suit  for  infringement  cannot  be  main- 
tained against  a  party  who  constructs  or  uses  a  substantially 
different  combination,  even  though  it  includes  the  exact 
same  elements  or  ingredients,  if  the  combination  is,  in  fact, 
new  and  useful,  and  substantially  different  from  the  one 
which  preceded  it.  GiU  v.  WeUs,  22  Wall.  14  [9  Am.  & 
Eng.  471]. 

Such  an  invention,  if  it  produces  a  new  and  useful  result, 
is  the  proper  subject  of  a  patent,  and  such  a  patent  is  valid 
and  operative ;  but  the  right  of  the  patentee  under  it  differs 
in  one  respect  from  those  of  a  patentee  for  an  invention 
which  consists  of  an  entire  machine,  or  of  a  new  and  useful 
device,  as  the  rights  of  a  patentee  for  a  mere  combination 
of  old  ingredients  are  not  infringed,  unless  it  api)ears  that 
the  alleged  infringer  made,  used,  or  sold  the  entire  combi- 
nation. Gould  V.  Rees,  15  Wall.  194  [9  Am.  &  Eng.  39] ; 
Prouty  V.  Ruggles,  16  Pet.  341  [4  Am.  &  Eng.  351] ;  Vance 
V.  Campbell,  1  Black,  428  [7  Am.  &  Eng.  117]. 

Beyond  doubt,  that  rule  is  correct ;  but  the  mere  substi- 
tution of  another  old  ingredient  for  one  of  the  ingredients 
*  of  a  patented  invention  is  not  a  good  defence  for  an  infringer, 
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if  the  substitute  performs  the  same  ftmction  as  the  ingredir 
ent  for  which  it  was  substituted,  and  was  well  known  at 
the  date  of  the  patent  as  a  proper  substitute  for  the  omitted 
ingredient ;  but  the  rule  is  otherwise  if  the  ingredient  sub- 
stituted was  a  new  one,  or  performed  a  substantially  differ- 
ent function,  or  was  not  known  at  the  date  of  the  x)atent  in 
question  as  a  proper  substitute  for  the  one  omitted^  as  in 
that  event  the  defendant  does  not  iniringe.  Roberts  v. 
Hamden,  2  Cliflf.  504. 

Substantial  differences  between  the  apparatus  of  the  re- 
spondents and  the  patented  improvement  of  the  complainr 
ants  other  than  those  referred  to  may  also  be  pointed  out, 
which  of  themselves  are  quite  sufficient  to  show  that  th^ 
charge  of  infringement  is  not  established. 

By  the  patent  of  the  respondents,  it  appears  that  their 
apparatus  contains  an  additional  device,  consisting  of  a 
slide-guide,  the  function  of  wluch  appears  to  be  to  regulate 
the  width  of  the  tuck,  the  scales  being  marked  on  the  bed- 
plate to  be  used  as  a  guide  for  that  purpose.  Plainly  no. 
such  device  is  shown  in  the  apparatus  of  the  complainants. 
Instead  of  that,  they  adjust  the  spring-arms  which  are  ou 
the  bar  projecting  out  from  the  framework  or  bridge  at- 
tached to  the  presser-foot. 

When  the  slide-guide  in  the  resi)ondents'  apparatus  m 
moved,  the  needle-arm  still  continues  to  strike  the  spring- 
lever  or  spring-arm  on  the  same  place ;  but  when  the  spring- 
arms  in  the  complainants'  apparatus  are  moved  on  the  bar 
projecting  out  from  the  frame  attached  to  the  presser-foot 
of  the  sewing-machine,  the  bar  projecting  out  from  the 
needle-arm  necessarily  strikes  the  spring-arm  at  another 
ix>int  on  the  bar,  showing  that  the  two  devices  operate  on, 
distinct  principles,  as  they  are  controlled  and  regulated  by 
different  mechanical  means. 

Wide  differences  also  exist  in  the  operation  of  the  mark- 
ing i)oints,  when  one  apparatus  is  compared  with  the  other. 
Suitable  means  for  adjusting  the  marking-point  are  shown 
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in  the  complainants'  patent,  but  the  marking-point  in  the 
respondents'  apparatus  is  stationary.  In  the  complain- 
ants' apparatus  it  is  adjustable  in  a  slot  made  in  the 
bed-plate,  so  that  it  may  be  moved  longitudinally  to  cor- 
respond with  the  notches  or  bearings  in  the  end  of  the 
spring-arms  when  the  latter  are  adjusted,  it  appearing  that 
one  marking  point  in  that  apparatus  projects  up  from  the 
bed-plate,  and  that  the  other  marking  point  extends  down 
from  one  of  the  spring-arms ;  that  the  point  in  the  bed- 
plate operates  in  a  bearing  or  notch  in  one  of  the  spring- 
arms,  and  that  the  other  spring-arm  has  a  point  operating 
in  a  bed  in  the  slot  made  in  the  bed-plate,  which  show^s  that 
either  spring-arm,  with  its  respective  marker,  may  perform 
the  same  functions  substantially  as  the  other  spring-arm. 

From  these  remarks,  it  follows  that  the  point  or  bar  for 
marking,  in  the  complainants'  apparatus,  must  necessarily 
be  adjusted  in  the  bed-plate  to  a  distance  corresponding  to 
the  movement  of  the  spring-arms.  Unlike  that,  the  mark- 
ing point  in  the  respondents'  apparatus  is  stationary,  and 
in  that  particular  is  entirely  diflPerent,  as  all  must  admit 
who  have  given  the  matter  any  examination  whatever. 

Besides,  there  is  in  the  patented  apparatus  a  curved  or 
movable  plate  attached  to  a  horizontal  arm  or  frame-piece 
fastened  to  the  presser-f oot,  the  function  of  which  plate  is 
the  holding  of  the  cloth  smooth  on  the  bed-plate  as  it  passes 
through  the  apparatus.  One  end  of  the  movable  plate  is 
elevated  above  the  bed  of  the  machine,  while  the  other  end 
is  curved,  and  brought  nearly  or  quite  to  the  bed-plate  of 
the  marker,  and  operates  independently  of  the  other  mech- 
anism. Compare  those  means  for  holding  the  cloth  with 
the  means  employed  in  the  apparatus  of  the  respondents, 
and  the  difference  is  at  once  seen  to  be  material  and  obvi- 
ous ;  as,  for  example,  the  bar  which  holds  the  cloth  to  the 
bed-plate  in  the  latter  apparatus  is  attached  to  one  end  of 
the  bed-plate,  and  extends  lengthwise  of  it,  and  is  rigidly 
fastened  to  the  marking  blade,  forming  a  different  combina- 
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tion  from  that  exhibited  in  the  other  apparatus,  inasmuch 
as  the  bar  which  holds  the^cloth  to  tlie  bed-plate  is  made  to 
bear  harder  thereon  when  the  spring-arm  is  brought  down 
on  the  blade  than  when  the  needle-arm  is  ascending.  Detach 
the  bar  from  the  bed-plate  in  the  respondents'  apparatus 
and  no  marking  can  be  done,  but  the  marker  will  continue 
to  perform  its  function  in  the  complainants'  apparatus,  even 
though  the  smooth  plate  were  detached  from  the  device 
fastened  to  the  presser-f oot. 

Differences  of  equal  importance  might  be  continued  at 
much  greater  length,  but  the  court  is  of  opinion  that  those 
already  pointed  out  are  amply  sufficient  to  show  that  the 
decision  of  the  Circuit  Court  dismissing  the  bill  of  com- 
plaint is  correct,  and  that  there  is  no  error  in  the  record. 

Decree  affirTned. 

Dissenting,  Mr.  Justice  Strong,  Mr.Chief  Justice  Waite, 
Mr.  Justice  Miller  and  Mr.  Justice  Bradley. 
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HENRY  W.  FULLER  ET  AL.,  APPELLANTS,  v.  ENOCH 
S.  YENTZER  kt  al.  SAME  v.  HERMAN  B.  GOOD- 
RICH. 

94  (4  Otto)  U.  8.  290-807.    Oct.  Term,  1876. 

[Bk.  24,  L.  ed.  107 ;  11  O.  G.  597.] 

Affirming  Ibid^  6  Biss.  203,  and  94  U.  S.  288      [p.  138  arite]. 

Argued  January  12,  15,  16,  1877.     Decided  March  2,  1877. 

Combination,  Infringement  Substituted  element  Restdt  Con- 
struction  of  claims.  Improvement,  Patentability.  JBurden  of 
proving  infringement.     Particular  patent  construed, 

1.  The  infringement  of  a  patent  is  not  avoided  by  the  substitution 

for  one  member  of  the  combination  of  an  old  ingredient  per- 
forming the  same  function,  and  well  known  at  the  date  of  the 
patent  as  a  proper  substitute  for  the  one  omitted.  But  the  rule 
is  otherwise,  if  the  ingredient  substituted  is  a  new  one,  or  per- 
forms a  substantially  different  function,  or  was  not  known  at 
the  date  of  the  patent  as  a  proper  substitute  for  the  one  omit- 
ted,    (p.  192.) 

2.  A  result  is  not  patentable,  and  claims  noniinally  for  results  will, 

if  possible,  be  construed  to  be  for  the  apparatus  or  certain  por- 
tions thereof,  as  described  in  the  specification  of  the  patent, 
p.  197.) 

3.  A  patent  for  improvements  in  an  apparatus  may  be  valid  if  they 

are  new,  and  accomplish  a  new  and  useful  result,  even  though 
all  the  elements  of  the  same  are  old,  provided  the  combination 
or  arrangement  of  such  elements  is  new  and  of  such  a  char- 
acter that  it  involved  invention  to  construct  the  same.  (p. 
198.) 

4.  Reissued  letters  patent   No.   3,218,  I.  M.  Rose,   December  1, 

1868  (original  patent  No.  40,084,  September  22,  1863),  Mark- 
ing Cloths  in  Sewing-Machines,  ?ield  not  anticipated  by  let- 
ters patent  No.  26,633,  H.  W.  Fuller,  June  6,  1860,  Marking 
Cloths  in  Sewing-Machines,  which  is  for  a  different  invention, 
(p.  198.) 

*  See  Explanation  of  Notes,  pas^  m* 
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6.  The  burden  of  proof  is  upon  the  complainant  to  show  that  the 
defendant  has  infringed  the  patent  under  which  he  claims,  (p. 
198.) 

6.  A  claim  in  reissued  letters  patent  No.  3,218,  December  1, 1868, 
(original  patent  No.  40,084,  I.  M.  Rose,  September  22,  1863), 
Marking  Cloths  in  Sewing-Machines,  for  a  "tuck-creasing 
mechanism,  such  as  described,  having  its  upper  and  lower  parts 
connected,  and  together  adjustable  as  to  its  relations  with  the 
needle  of  a  sewing-machine,  and  operated  by  the  sewing-ma- 
chine as  set  forth,"  held  not  infringed  by  every  form  of  me- 
chanism by  which  a  creaser  is  attached  or  adjusted  to  a  sew- 
ing-machine, by  which  unity  of  adjustment  is  accomplished, 
and  is  not  infringed  by  apparatus  constructed  under  patent  No. 
127,287,  E.  S.  Yentzer,  May  28,  1872,  Tuck  Marker,     (p.  199.) 

Appeals  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  appellants  filed  bills  in  these  cases  in  the  court  below, 
where  decrees  were  entered  dismissing  the  same.  Where- 
upon they  appealed  to  this  court. 

For  the  drawings  and  specifications  of  Puller's  letters 
patent  No.  28,633,  June  5, 1860,  see  Puller  v.  Yentzer,  94  U. 
S.  288,  [  p.  138  arUe,]  The  specifications  and  drawings  of 
Yentzer' 8  letters  patent  and  of  the  Rose  reissue  are  as  fol- 
lows: 


ENOCH  S.  YENTZER,  OP  CHICAGO,  ILLINOIS. 
Improvement  in  Tuck-Maekees  for  Sewing-Machines. 

Specification  forming  part  of  Letters  Patent  No.  127^287^  dated 

May  28,  1872. 

To  aU  wjkom  it  Toay  concern : 

Be  it  known  that  I,  Enoch  S.  Yentzer,  of  Chicago,  in  the 
county  of  Cook  and  State  of  Illinois,  have  invented  a  Com- 
bined Tucker,  Henuner,  Seamer,  and  Edge-Stitcher ;  and  I 
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do  hereby  declare  that  the  following  is  a  full,  clear,  and 
exact  description  thereof,  reference  being  had  to  the  accom- 
panying drawing  making  part  of  this  specification,  in  which — 

Pig.  1  is  a  persi)ective  view  of  the  instrument  adapted  for 
tucking  and  marking.  Pig.  2  is  a  perspective  view  of  the 
hemmer.  Pigs.  3,  4,  6,  6,  and  7  are  views  in  detail  of  the 
devices  shown  by  Pigs.  1  and  2. 

Similar  letters  of  reference  indicate  corresponding  parts 
in  the  several  figures. 

This  invention  relates  to  certain  improvements  on  sewing- 
machine  attachments  designed  for  marking  and  tucking, 
and  also  for  felling,  seaming,  and  edge-stitching,  as  will  be 
hereinafter  explained. 

The  following  description  of  my  invention  will  enable 
others  skilled  in  the  art  to  fully  understand  it. 

I  will  first  describe  the  tucker  and  marker.  This  con- 
sists of  a  flat  gauge-plate,  D,  properly  marked  off  aud  se- 
cured to  the  pressure-foot  C,  as  shown  in  Pigs.  1  and  2. 
This  plate  has  a  right  angular  extension,  y,  formed  on  one 
end,  the  two  side  edges  of  which  present  lips,  which  are 
turned  up,  and  receive  between  them  a  clamping-plate,  g. 
The  plate  g  is  secured*  fast  at  its  rear  end  upon  the  plate  D, 
and  rising  through  it  is  a  screw,  ^,  on  which  a  clamping- 
button,  ^,  is  applied.  Instead  of  securing  the  gauge-plate 
D  to  the  pressure-foot  C,  it  may  be  secured  to  the  cloth- 
plate  of  a  sewing-machine  by  means  of  a  screw.  In  either 
case  the  plate  D  will  act  as  a  pressure-foot,  and  keeps  the 
cloth  smooth  and  flat.  Between  the  two  plates  j  g^  which 
I  term  the  clamp,  the  lower  arm  of  a  marking-frame,  A  B, 
is  confined,  and  also  a  gauge,  A:,  which  latter  is  between  the 
arm  A  and  the  front  under-beveled  edge  of  the  gauge-plate 
D,  as  shown  in  Pig.  1.  This  gauge,  as  weU  as  the  arm  A, 
are  confined,  after  adjustment,  by  means  of  the  button  A. 
The  gauge  A:  is  a  narrow-spring  strip,  which  presents  on  one 
end  a  perpendicular  shoulder  and  an  overhanging  Up,  /, 
which,  with  the  shoulder  referred  to,  guides  the  edge  of  the 
work  properly  up  to  the  needle  in  needle-bar  D*.     The  arm 
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A  terminates  at  both  ends  in  right-angular  extensions,  to 
one,  ft,  of  which  a  pricking-i)oint,  r,  is  applied,  over  which 
is  a  spring-lifter,  b\  perforated  at  6,  and  secured  at  its  front 
end  to  the  arm  A.  Above  the  plate  ft'  is  a  creaser,  c,  com- 
X)osed  of  a  plate  beveled  on  its  lower  edge,  and  bent  so  as  to 
afford  two  jaws  with  a  narrow  space  between  them,  which 
space  is  directly  over  the  perforations  e  and  point  r,  as 
shown  by  Fig.  4.  The  creaser  c  is  secured  to  the  free  end 
of  a  spring-rod,  a,  which  extends  along  over  the  arm  A  and 
plate  g^  and  is  secured  to  the  right-hand  end  of  arm  A. 
The  point  r  pricks  the  cloth,  the  spring-  plate  ft'  frees  the 
cloth  from  point  r,  and  the  creaser  c  leaves  a  crease  in  the 
cloth.  B  represents  a  spring-arm,  which  is  secured  to  the 
right-hand  end  of  the  arm  A  by  means  of  a  C -shaped 
spring,  and  which  extends  over  the  plate  D  and  over  the 
creaser  c,  as  shown  in  Fig.  1.  This  arm  B  is  slotted  to  re- 
ceive the  needle  on  bar  D*  through  it,  so  that  when  this  bar 
descends  it  will  depress  the  arm  B,  the  creaser  c,  and  the 
spring  cloth-lifter  ft'.  The  arms  A  and  B  are  both  marked 
off  with  scales  for  readily  adjusting  the  instrument  to  the 
width  of  tuck  it  is  desired  to  make.  For  hemming,  the 
button  h  is  loosened  and  the  marking  frame  A  B  detached 
from  the  jaws  of  plate  D.  A  turner  is  then  inserted  between 
the  jaws  /  g  and  secured  fast,  after  which  the  gauge  Jc  is 
adjusted,  according  to  a  scale  on  the  plate  D,  for  the  re- 
quired width  of  hem.  The  gauge  k  remains  attached  to  the 
plate  D  for  all  kinds  of  work,  and  is  used  alone — i,  e.,  with- 
out the  turner — ^in  felling  or  making  lapped  seams  and  edge- 
stitching.  It  is  intended  that  the  gauge  I'  shall  rest  firmly 
upon  the  cloth-plate  of  the  sewing-machine,  so  as  to  prevent 
the  edge  of  the  cloth  from  working  beneath  the  perpendicu- 
lar shoulder  of  this  gauge. 

The  turner  consists  of  a  narrow-spring  strip,  J)\  with  a 
slotted  tapering  scroll,  n^  formed  on  one  end.  Fig.  6  shows 
this  turner  before  its  end  is  bent  in  the  form  of  a  scroll,  and 
/  represents  the  slot,  which  leaves  a  narrow  tongue,  n\  and 
reduces  the  length  of  the  turning  portion,  thus  leaving  the 
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edge  of  the  cloth  perfectly  free  to  turn  as  it  is  fed  np  to  the 
needle.  This  turner  presses  down  finnly  upon  the  cloth  so 
as  to  keep  it  stretched  smooth  directly  in  front  of  the 
needle.  This  pressure  can  be  regulated  by  bending  the 
spring  portion  D*  more  or  less,  as  may  be  found  necessary. 
Having  described  my  invention,  what  I  claim  as  new,  and 
desire  to  secure  by  Letters  Patent,  is — 

1.  The  cloth-lifting  spring  ft',  in  combination  with  the 
fixed  pricking-point  r,  substantially  as  described. 

2.  Tlie  creaser  c,  on  spring-arm  a,  in  combination  with 
the  fixed  point  r  and  spring-arm  B,  substantially  as  de- 
scribed. 

3.  The  right-angular  jaws  y  g^  on  plate  D,  in  combination 
with  button  ^,  substantially  as  described. 

4.  In  combination  with  a  tucker  having  the  cloth-lifting 
spring  ft'  and  fixed  pricking-point  r,  I  claim  the  spring- 
gauge  k  with  its  perpendicular  shoulder  and  its  overhang- 
ing lip  /,  as  described  and  shown. 

5.  The  combination  of  the  spring-turner  with  the  spring- 
gauge  and  jaws  j  g  on  foot  or  gauge-plate  D,  substantially 

as  described. 

ENOCH  S.  YENTZER/ 
Witnesses  : 

Walter  Scates, 

John  N.  Young. 


HENRY  W.  FULLER,  OF  BROOKLYN,  NEW  YORK, 
ASSIGNEE,  BY  MESNE  ASSIGNMENTS  OF  ISRAEL 
M.  ROSE. 

Improvement  in  Tuck-Creasing  Attachments  for  Sew- 

ing-Machines. 

Specification  forming  part  of  Letters  Patent  No.  40,084,  dated  Sep- 
tember 22,  1863.     Reissue  No.  3^218^  dated  December  1,  1868. 

Tb  all  whom  it  may  concern : 
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State  of  New  York,  did  invent  an  Improved  Tuck  Marker 
or  Greaser;  and  the  following  is  a  full,  clear,  and  exact  de- 
scription of  the  same,  reference  being  had  to  the  accom- 
panying drawing,  which  forms  part  of  this  specification. 

Previous  to  this  invention  fabrics  were  marked  or  creased 
by  means  of  a  protuberence  or  point  and  a  notch  or  inden- 
tation caused  to  impinge  upon  the  fabric  from  opposite  sides 
thereof.  That  mode  of  marking  or  creasing  is  open  to  the 
objection  that  tine  goods  will  sometimes  be  cut  by  the  mark- 
ing operation,  while  on  heavy  or  flimsy  goods  the  crease  is 
often  insufficiently  defined,  which  notch  and  point  are  sep- 
arately adjustable  to  each  other,  as  well  as  to  the  sewing- 
machine  needle.  • 

By  the  invention  herein  described  marks  or  ridges  (and 
obversely  creases)  are  formed  in  the  fabric  by  a  succession  of 
nips  or  pinches  thereof,  while  it  has  motion  imparted  to  it 
in  line  with  the  crease  in  any  convenient  manner,  but  usu- 
ally the  feed  mechanism  of  a  sewing-machine,  for  which  it 
is  intended  to  be  used  as  an  attachment;  and  said  process  of 
nipping  or  pinching  is  designed  to  obviate  the  objections 
aforesaid,  which  are  attached  to  other  tuck-markers  and  pro- 
duce a  more  efficient  instrument. 

The  said  invention  comprises  the  use  of  jaws,  which  are 
caused  to  descend  with  more  or  less  force  or  pressure  on  the 
fabric  while  open,  and  then  in  being  closed  are  capable  of 
seizing  a  portion  of  such  fabric  and  compressing  the  same 
tightly,  such  fabric  being  properly  supported  against  the 
force  of  said  jaws,  and  which  operation,  being  repeated  while 
the  fabric  is  moved  along,  produces  the  required  ridge  or 
crease,  in  line  of  which  the  fabric  will  naturally  fold  to  facil- 
itate the  forming  of  a  tuck  or  tucks  ;  and  said  invention  also 
comprises  certain  details  of  construction,  arrangement,  and 
combination  to  adapt  tuck-  markers  for  use  in  connection 
with  sewing-machines,  and  forming  a  tuck-creasing  mech- 
anism having  an  upper  and  under  part  connected,  and  to- 
gether adjustable  as  to  its  relation  with  the  needle  of  a  sew- 
ing machine,  and  operated  by  a  sewing-machine. 
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To  enable  others  skilled  in  the  art  to  make  and  use  this 
invention,  an  apparatus  will  now  be  described  constructed 
and  acting  in  conformity  with  the  principles  thereof. 

In  the  accompanying  drawing,  Figure  1  is  a  side  elevation 
of  the  improved  apparatus  for  creasing  fabrics  as  attached 
to  a  sewing-machine.  Pig.  2  is  a  front  view  of  the  same. 
Pig.  3  is  a  side  view,  showing  part  of  the  sewing-machine 
and  the  apparatus  in  action.    Fig,  4  is  a  top  view  of  Pig.  3. 

The  marks  of  reference  correspond  in  all  the  figures. 

B  is  a  base-plate,  having  an  upright  standard,  A,  firmly 
secured  thereto,  so  as  to  form  a  permanent  part  thereof. 
To  the  upper  end  of  thestandard  is  jointed  a  lever,  L,  which 
carries  a  spring-branch,  H.  Said  branch  is  buckled  at  its 
lower  end  with  a  blade,  K,  which  forms  one  of  the  jaws  for 
seizing  and  crimping  the  fabric.  The  use  of  the  lever  jointed 
as  aforesaid  insures  freedom  of  motion  to  and  from  the  fab- 
ric, while  the  stifftiess  of  the  lever  prevents  any  lateral  mo- 
tion of  the  creasing  device  J  K.  The  lever  is  also  designed 
to  receive  the  force  of  the  arm  or  other  moving  part  of  the 
sewing-machine,  and  transmit  said  motion  directly  to  the 
jaws  through  the  spring-branch  H.  The  bed-plate  B'  has  a 
small  upright  projection,  B,  to  which  is  permanently  fixed  a 
spring-blade,  G\  having  its  front  end  bent  downward  at  J, 
and  forms  a  mate  to  the  jaw  R.  These  jaws  are  hinged  to- 
gether at  Vy  and  their  lower  ends  ai'e  sharp  or  serrated,  in 
order  more  readily  to  seize  the  fabric. 

The  object  of  the  spring  G  is  to  cause  the  marking  device 
to  react  after  such  creasing  action,  and  follow  the  upward 
motion  of  the  needle-arm,  in  order  to  give  room  for  the  free 
insertion  and  removal  of  the  work,  and  the  spring-branch 
H,  as  seen  in  that  figure,  is  made  to  hold  the  outer  jaw  K 
away  from  the  inner  one,  J,  when  in  the  normal  position 
there  shown. 

It  is  important  to  have  the  creasing  action  take  place  as 
nearly  as  possible  in  front  of  the  needle — that  is,  in  line 
with  the  arm  of  the  sewing-machine.  Therefore  there  is 
one  extension-plate,  M,  extending  out  laterally  from  the 
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base-plate  B,  in  line  with  the  movement  of  the  feeding-de- 
vice q;  and  said  plate  supports  the  material  immediately 
under  the  jaws,  and  receives  the  impinging  action  of  said 
jaws  thereon.  This  arrangement  provides  for  bringing  the 
creasing  devices  around  or  across  the  presser-f oot  q\  and  for 
performing  the  creasing  operation  in  the  proper  location 
with  respect  to  the  needle. 

The  movement  of  the  parts  is  essentially  as  follows :  When 
the  lever  L  is  moved  downwards  towards  the  base-plate  the 
jaws  will  press  any  material  lying  on  the  bed  M  or  T  hard 
against  it ;  then,  the  downward  movement  of  the  lever  L 
being  continued,  the  jaws  close  upon,  gather,  and  double 
up  the  fabric,  compressing  it  between  them. 

Prom  the  above  description  it  will  be  apparent  that  this 
apparatus  employs  upper  and  under  devices  on  opposite 
sides  of  the  cloth,  to  act  together  conjointly  and  produce 
creases  in  the  fabric. 

To  use  the  apparatus  in  connection  with  a  sewing-machine 
it  is  secured  to  the  bed  or  cloth  plate  T  of  the  machine  by  a 
screw,  N,  which  passes  through  the  slot  m'  in  the  base-plate 
B'.  In  some  cases,  by  so  shaping  the  parts  of  the  appa- 
ratus, the  ordinary  gauge-screw  S  may  be  used. 

The  several  parts  of  the  apparatus  are  so  arranged,  rela- 
tively, that  when  properly  secured  the  lever  L  is  immedi- 
ately under  the  arm  a  of  the  sewing-machine,  and  when  the 
machine  is  operated  said  arm  wiU  strike  the  lever  Land  ac- 
tuate the  creaser  or  tuqker. 

To  do  tucking  on  the  apparatus  with  a  sewing-machine,  a 
fold  is  first  made  in  the  fabric  by  hand,  and  the  gauge  X  is 
fastened  by  means  of  the  set-screw  5,  to  make  the  seam  the 
proi)er  distance  from  the  edge  of  the  required  tuck.  The 
apparatus  is  then  adjusted,  by  means  of  the  screw  N  and 
slot  m',  in  such  relation  to  the  needle  p  that  the  distance 
from  the  needle  to  the  jaws  is  at  least  double  the  distance 
between  the  needle  and  the  gauge  L.  The  jaws  (or  upper 
part  of  the  tucker)  being  permanently  connected  with  the 
base-plate,  (or  under  part,)  such  parts  sustain  a  fixed  re- 
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lationship  to  each  other,  and  hence  one  movement  or  altera- 
tion of  either  part  simultaneously  adjusts  the  relative  posi- 
tion of  the  whole  tucker  with  respect  to  the  needle. 

When  adjusted  as  required  the  fabric  is  placed  in  the  ma- 
chine, with  the  folded  edge  against  the  gauge  X,  and  the  ma- 
chine started.  The  lever  L,  when  depressed  by  the  arm  a 
of  the  sewing-machine,  carries  down  the  spring-branch  H, 
and  with  it  the  jaws  K  and  J,  to  the  surface  of  the  fabric 
lying  on  the  bed-plate  of  the  tucker  or  sewing-machine. 
The  bed-plate,  supporting  the  fabric  immediately  under  the 
jaws,  resists  the  impingement  of  the  jaws  thereon,  and  ar- 
rests their  downward  movement,  while,  the  same  motion  of 
the  arm  a  being  continued,  the  jaws  close,  gathering  up  a 
portion  of  the  fabric  and  pinching  it.  At  this  juncture  it 
may  happen  that  the  downward  stroke  of  the  arm  a  may  be 
a  little  more  than  sufficient  merely  to  complete  the  pinching 
or  marking  of  the  fabric,  and  in  such  event  the  spring-branch 
H  yields  enough  to  comply  with  such  surplus  motion  of 
the  arm  a  aforesaid,  and  mollifies  and  relieves  any  straining 
of  the  sewing  machine,  easing  the  operation.  On  the  up- 
ward motion  of  the  arm  a  the  jaws  rise  and  open  by  the 
elasticity  of  the  spring-branch  H  and  spring  G,  while  the 
fabric  is  advanced  by  the  the  feed  mechanism  of  the  sewing- 
machine.  The  arm  a  then  again  descends,  the  pinching 
process  is  again  repeated,  and  thus,  as  the  cloth  is  fed 
through  the  machine,  a  clear  and  well-defined  ridge  is  formed 
on  the  fabric  bv  the  creaser  at  the  same  time  that  a  seam 
has  been  sewed  in  the  folded  part  thereof,  forming  a  tuck. 
The  cloth  is  next  removed  from  the  machine  and  folded  on 
the  line  of  the  ridge  or  crease.  As  the  work  is  proceeded 
with,  and  each  time  a  tuck  is  sewed  by  the  machine,  the 
ridge  or  crease  for  the  next  tuck  is  made. 

It  will  be  observed  that  in  the  adjustment  of  the  tucker  in 
line  with  the  slot  m'  the  arm  of  the  machine  will  act  on  the 
lever  L  at  different  points  on  the  length  of  said  lever,  ac- 
cording to  the  width  of  tuck  being  formed.  The  applica- 
tion of  the  force  of  said  arm  is  invariably  made,  however, 
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directly  to  or  over  the  creasing  device  at  the  end  of  said 
lever,  no  matter  at  what  point  on  said  lever  the  force  of  the 
sewing-machine  may  be  received.  The  result  is,  enchanced 
uniformity  of  action  of  the  creasing  mechanism  under  all 
conditions  and  adjustments  incident  to  its  successful  use. 

For  communicating  motion  from  the  sewing-machine  to 
the  tucker  any  mode  common  to  the  art  may  be  used. 

Having  thus  described  the  invention  of  Israel  M.  Hose, 
what  I  claim  is — 

1.  The  machine,  substantially  such  as  herein  described, 
for  forming  a  ridge  or  ridges  on  fabrics,  to  be  afterward 
folded  in  the  line  of  such  ridges. 

2.  The  method  of  nipping  or  pinching  the  fabric  to  form 
ridges  or  creases  thereon,  as  aforesaid,  by  means  of  jaws 
opened  and  closed  at  intervals  to  seize  and  pinch  the  fabric 
when  at  rest,  and  then  release  it  as  the  same  is  moved  along 
intermittently  by  a  suitable  feeding  mechanism,  as  set  forth. 

3.  The  combination,  with  jaws  arranged,  as  aforesaid,  for 
action  on  a  fabric,  of  a  bed  plate  or  plates  to  support  the 
fabric  receiving  and  resisting  the  inpingement  of  the  jaw  or 
jaws  thereon,  substantially  as  specified. 

4.  A  pinching  mechanism,  substantially  as  set  forth,  and 
in  which  the  jaws  are  brought  down  in  contact  with,  and 
made  to  impinge  upon,  the  fabric  while  yet  open,  and  are 
closed  bv  the  resistance  then  offered  to  the  further  descent 
of  the  jaws,  substantially  as  described . 

5.  The  combination  of  the  creasing  device  or  devices  of  a 
tuck-marker  with  a  jointed  lever,  substantially  as  and  for 
the  purposes  set  forth. 

6.  A  tuck-creasing  mechanism,  substantially  such  as  de- 
scribed, having  its  upper  and  lower  parts  connected,  and 
together  adjustable  as  to  its  relation  with  the  needle  of  a 
sewing-machine,  and  operated  by  the  sewing-machine,  sub- 
stantially as  set  forth. 

7.  The  spring  G,  for  carrying  the  upper  half  of  the  creas- 
ing device  away  from  the  cloth  after  each  creasing  action, 
when  relieved  by  the  needle-arm,  substantially  as  set  forth. 


IjBO  FULLER  v.  YENTZER.  [Sup.  Ct 

Argument  of  counaeL 

8.  The  combination,  with  a  tuck-marker,  having  upper 
and  under  parts  connected,  and  together  adjustable,  as  speci- 
fied, of  the  lever  and  spring,  substantially  as  and  for  the 
purpose  set  forth. 

HENRY  W.  FULLER, 
Assignee  of  Israel  M.  Hose. 
Witnesses: 
E.  B.  Barkum, 
Earle  H.  Smith. 

Messrs.  Edward  N.  Dickerson^  E.  B.  Barnum  and  C. 
C  Bounty  for  appellants : 

This  suit  is  brought  for  the  infringement  of  reissued  let- 
ters patent  No.  3,218,  dated  December  1,  1868,  the  original 
patent  having  been  numbered  40,084,  and  dated  September 
32,  1863,  granted  to  James  Willcox,  assignee  of  L  M.  Rose. 

Tuck  creasing  had  been  done  by  hand  up  to  the  inven- 
tion of  Puller,  patented  June  5,  1860.  Fuller's  invention 
described  a  mechanism  in  three  separate  parts,  attached 
separately  to  the  bed-plate,  presser  foot  and  needle-arm  re- 
spectively. He  had  placed  his  invention  on  the  market  and 
reduced  it  to  two  parts,  one  carrying  the  upper  marker  con- 
nected with  the  needle-arm,  and  the  other  supporting  the 
lower  marker  connected  with  the  bed-plate  of  the  machine. 
This  plan  involved  two  adjustments  at  every  application  to 
the  machine. 

In  the  spring  of  1863,  Henry  W.  Fuller  brought  his  tuck- 
creaser  to  the  office  of  the  Willcox  &  Gibbs  Sewing  Ma- 
chine Co.,  desiring  to  have  it  adapted  to  that  machine ;  and 
Israel  M.  Rose,  a  mechanic  in  employ  of  the  company  was 
instructed  to  see  what  could  be  done  with  it.  Rose  experi- 
mented and  invented  the  pinching  method  of  creasing,  with 
jaws  opened  and  closed  at  intervals. 

Rose  assigned  his  invention  to  Willcox  to  whom  the  pat- 
ent was  issued,  and  by  whom  it  was  subsequently  assigned 
to  the  appellant  Fuller. 

The  court  erred  in  holding  that  the  sixth  claim  of  the 
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Hose  patent  was  limited  in  its  application  to  the  precise 
form  or  class  of  tuck-creasers  shown  and  describeA  in  the 
specification  and  drawings. 

It  is  submitted  that  his  improvement  was  applicable  to 
the  tuck-creasers  then  in  use  as  well  as  to  that  onfe  he  in- 
vented ;  and  that  an  improvement  capable  of  application  to 
a  class  cannot  be  limited  to  a  single  variety. 

There  is  absolutely  nothing  of  value  in  the  Goodrich 
creaser  that  is  not  found  in  Rose's  invention. 

It  is  insisted  that  the  narrowest  construction  that  could 
fairly  be  given  to  the  claims  of  the  Rose  patent  would  enable 
it  to  cover  at  least  substantially  identical  mechanical  parts. 

But  it  is  not  pretended  that  any  one  invented  this  mode 
of  creasing  by  jaws  before  Rose.  He  stands  at  the  head  of 
the  art  in  this  direction  and  his  patent  is  entitled  to  a  lib- 
eral construction,  which  shall  give  him  the  full  benefit  of 
his  invention. 

It  is  the  very  familiar  case  of  the  invention  of  a  new  mode 
of  oi)eration,  by  means  which  are  new  in  the  application, 
but  which  might  be  old  in  themselves ;  and  the  question  is 
whether  another  can  appropriate  that  new  mode  of  opera- 
tion by  merely  changing  the  forms  and  arrangements  of  the 
devices  which  carry  it  out.  It  may  be  said  that  pincers  are 
not  new  in  themselves ;  but  it  cannot  be  said,  in  view  of  the 
evidence,  that  cloth  was  ever  creased  by  pincers  operated 
automatically  for  that  purpose;  and  it  is  elementary  law 
that  the  inventor  of  the  new  mode  of  operation  stands  upon 
a  different  and  far  broader  ground,  than  the  inventor  of  new 
devices  to  carry  out  an  old  mode  of  operation. 

This  inventor  has  patented  his  devices  also,  and  they  are 
infringed,  but  if  the  devices  were  all  old  per  se^  the  patent 
would  yet  be  valid  for  their  application  to  carry  out  a  new 
mode  of  oi)eration. 

Messrs.  Waiter  B.  Scales  and  IT.  0.  Whitney^  far  ap- 
pellees : 

(These  two  cases  were  argued  with  Puller  v.  Tentzer,  p. 
138  arUe). 
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Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 

Modifications  or  alterations  in  an  invention  consisting  in 
a  combination  of  old  ingredients,  which  merely  substitutes 
another  old  ingredient  for  one  of  the  ingredients  in  the  pat- 
ented combination,  is  an  infringement  of  the  patent,  if  the 
substitute  perfom^s  the  same  function  and  was  well  known 
at  the  date  of  the  patent  as  a  proper  substitute  for  the  one 
omitted  from  the  patented  invention ;  but  the  rule  is  other- 
wise if  the  ingredient  substituted  is  a  new  one,  or  performs  a 
substantially  diflferent  function,  or  was  not  known  at  the 
date  of  the  patent  as  a  proper  substitute  for  the  one 
omitted  from  the  patented  combination. 

Both  of  these  suits  were  instituted  by  Henry  W.  Fuller, 
who  became,  by  certain  mesne  conveyances,  the  owner  of 
the  invention  by  assignment  in  due  form.  Since  then,  the 
other  complainant  having  become  the  owner  of  the  patent, 
was,  on  motion  of  the  respondents,  made  a  party  complain- 
ant in  each  of  the  two  suits. 

Sufficient  appears  to  show  that  Israel  M.  Rose  was  the 
supposed  inventor  of  the  improvement;  that  the  original 
patent  was  granted  to  James  Willcox,  assiirnee  of  the  inven- 
tor ;  that  the  first  named  complainant,  having  subsequently 
become  the  owner  of  the  patent,  surrendered  the  same ;  and 
that  the  reissued  patent,  bearing  date  December  1,  1868,  on 
which  the  present  suits  are  founded,  was  granted  to  the 
rightful  owner  of  the  invention  at  the  date  of  the  reissued 

patent. 

Remarks  respecting  the  title  of  the  complainants  are  un- 
necessary, as  it  is  not  questioned  by  the  respondents,  nor  is 
it  necessary  to  enter  into  any  comparison  of  the  reissued 
patent  with  the  original,  as  the  means  for  such  comparison 
are  not  exhibited  in  the  record. 

Briefly  stated,  the  allegation  is  that  the  patented  inven- 
tion consists  of  a  new  and  useful  improvement  in  mechan- 
ism for  marking  cloth  in  a  sewing-machine,  or  for  a  new 
method  of  marking  a  crease  in  cloth  by  what  is  known  as 
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the  pinching  process,  and  for  other  improvements  in  the  me- 
chanism of  a  tuck-creaser,  independent  of  the  creasing  de- 
vices, and  that  the  responderits,  since  the  first  day  of  May, 
1872,  have  infringed  the  same,  as  more  fully  set  forth  in 
the  bill  of  complaint. 

Process  was  served ;  and  the  respondents  appeared  and 
filed  an  answer,  setting  up  the  following  defenses,  which  it 
is  important  to  notice :  (1)  That  the  supposed  improvement 
was  not  patentable,  because  it  had  been  in  public  use  more 
than  two  years  before  the  inventor  applied  for  a  patent. 
(2)  That  it  was  not  patentable,  because  it  was  well  known 
and  had  been  in  common  use  long  before  the  alleged  inven- 
tion. (3)  They  deny  the  charge  of  infringement,  and  justify 
all  their  acts  under  a  patent  granted  to  Enoch  S.  Yentzer, 
dated  May  28,  1872,  for  an  improvement  in  tuck-markers 
for  sewing-machines. 

Proofs  were  taken,  the  parties  heard,  and  the  Circuit 
Ciourt  entered  a  decree  in  each  case,  dismissing  the  bill  of 
complaint.  Immediate  appeal  was  taken  by  the  complain- 
ants in  each  case  to  this  court,  and  the  questions  here  ar^ 
the  same  as  those  considered  and  decided  in  the  Circuit 
Court. 

Previous  to  that  invention  the  statement  of  the  inventor 
is  that  fabrics  were  marked  or  creased  by  a  protuberance  or 
point  and  a  notch  or  indentation  caused  to  impinge  upon 
opposite  sides  of  the  fabric,  and  the  patentee  states  that 
that  mode  of  marking  or  creasing  the  fabric  is  open  to  the 
objection  that  fine  goods  will  sometimes  be  cut  by  the  mark- 
ing operation,  while  in  heavy  or  flimsy  goods  the  crease  is 
often  insufficiently  defined. 

Instead  of  the  point  and  notch,  the  present  invention 
forms  marks,  ridges  or  creases  in  the  fabric  by  a  succession 
of  nips  or  pinches  of  the  same  while  it  has  motion  imparted 
to  it,  in  line  with  the  crease.  Motion  is  usually  given  to 
the  fabric  by  the  feed  mechanism  of  a  sewing-machine,  dn 
which  it  is  intended  it  shall  be  used  as  an  attachment ;  but 
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the  motion  may  be  imparted  to  the  fabric  in  any  other  man- 
ner. 

Objections,  it  is  said,  exist  to  other  modes  of  forming 
creases  for  the  described  purpose,  and  that  the  process  of 
nipping  or  pinching  is  designed  to  obviate  those  objections 
to  other  tuck-markers,  and  to  produce  a  more  efficient  in- 
strument. Devices  called  jaws  are  provided  for  the  pur- 
pose, whicli  are  claused  to  descend  while  open,  with  more  or 
less  force  or  pressure,  on  the  fabric,  and  then  in  being  closed 
are  capable  of  seizing  a  portion  ef  the  fabric  and  compress- 
ing the  same  tightly,  the  fabric  at  the  same  time  being  prop- 
erly supported  against  the  descending  force  of  the  jaws, 
and  which  opei*ation,  being  repeated  while  the  fabric  is 
moved  along,  produces  the  required  ridge  or  crease,  in  the 
line  of  which  the  fabric  will  naturally  fold,  to  facilitate  the 
^  forming  of  the  tuck  for  future  operations. 

Said  invention  also  comprises  certain  details  of  construc- 
tion, arrangement  and  combination  to  adapt  tuck-markers 
for  use  in  connection  with  sewing-machines,  forming  a  tuck- 
creasing  mechanism  having  an  upper  and  under  part  ad- 
justable as  to  its  relation  with  the  needle  of  a  sewing-ma- 
chine, and  to  be  operated  by  the  sewing-machine.  Refer- 
ence is  made  to  the  drawings  for  the  different  views  of  the 
apparatus  when  properly  arranged  in  a  sewing-machine  in 
operation,  to  effect  the  described  result.  Detailed  descrip- 
tion is  also  given,  of  the  various  elements  or  ingredients  of 
the  apparatus  and  of  their  mode  of  operation. 

Mention  is  first  made  of  the  base-plate,  which  has  an  up- 
right standard  firmly  secured  thereto,  so  as  to  form  a  per- 
manent part  of  the  apparatus.  To  the  upper  end  of  the 
standard,  a  lever  is  jointed  which  carries  a  spring-branch, 
buckled  at  its  lower  end  with  the  blade  that  fonns  one  of 
the  jaws  for  seizing  and  crimping  the  fabric.  Freedom  of 
motion  to  and  from  the  fabric  is  insui'ed  by  the  lever,  jointed 
as  before  explained,  the  suggestion  being  that  the  stiffness 
of  the  lever  prevents  any  lateral  motion  of  the  creasing 
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device ;  and  the  statement  is  that  the  lever  is  also  designed 
to  receive  the  force  of  the  arm  or  other  moving  part  of  the 
sewing-machine,  and  that  it  transmits  the  motion  directly 
to  the  jaws  throngh  the  spring-branch,  which  is  carried  by 
the  lever  jointed  to  the  upper  end  of  the  standard. 

Besides  the  base-plate  there  is  a  plate  called  the  bed-plate, 
with  a  small  upright  projection,  to  which  is  permanently 
fixed  a  spring-blade  having  its  front  end  bent  downward, 
and  which  forms  a  mate  to  the  jaw  already  described. 
These  jaws  are  hinged  together,  as  shown  in  the  drawings, 
their  lower  ends  being  sharp  or  serrated,  in  order  more 
readily  to  seize  the  fabric. 

Effectual  means  are  provided  to  cause  the  marking  device 
to  react  after  each  creasing  action,  and  follow  the  upward 
motion  of  the  needle-arm,  in  order  to  give  room  for  the  free 
insertion  and  removal  of  the  work ;  and  this  spring-bmnch 
shown  in  the  drawings  is  made  to  hold  the  outer  jaw  away 
from  the  inner  one  when  in  the  normal  position  there  exhi- 
bited. 

Creases  are  to  be  made  in  the  fabric,  and  the  design  is 
that  the  creasiug  action  shall  take  place  as  nearly  as  possi- 
ble in  front  of  the  needle,  and  in  line  with  the  arm  of  the 
sewing  machine ;  and,  to  secure  that,  an  extension-plate  is 
provided  extending  out  laterally  from  the  base-plate,  in  line 
with  the  movement  of  the  feeding  device,  which  supports 
the  material  under  the  jaws,  and  receives  their  impinging 
action  in  the  operation  of  making  the  crease.  By  that  ar- 
rangement the  creasing  devices  are  brought  across  the  press- 
er-foot  in  the  proper  location  with  respect  to  the  needle  for 
performing  the  creasing  operation. 

Upper  and  under  devices  are  employed,  on  opposite  sides 
of  the  cloth,  to  effect  the  patented  result,  and  a  particular 
description  is  given  of  the  means  and  mode  of  operation  of 
the  same  by  which  the  jaws  seize  the  fabric  and  double  up 
and  compress  the  same  so  as  to  produce  the  described  creases 
by  the  apparatus  when  attached  to  a  sewing-machine.  When 
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properly  attached,  the  several  parts  of  the  apparatus  are  so 
arranged  that  the  lever  is  immediately  under  the  arm  of  the 
sewing-machine,  and  the  arm,  when  the  machine  is  oper- 
ated, will  strike  the  lever  and  actuate  the  creaser  or  tucker. 

Tucking  may  also  be  done  by  the  apparatus  when  at- 
tached to  a  sewing-machine ;  but,  in  order  to  accomplish 
that,  a  fold  must  first  be  made,  by  hand,  in  the  fabric,  the 
gauge  being  fastened  by  a  set  screw  to  make  the  seam  the 
proper  distance  from  the  edge  of  the  required  tuck.  Pit 
means  are  also  shown  in  the  drawings  for  adjusting  the  ap- 
paratus in  such  relation  to  the  needle  that  the  distance  from 
the  needle  to  the  jaws  will  be  at  least  double  the  distance 
between  the  needle  and  the  gauge. 

SuflSce  it  say  that  one  movement  or  alteration  of  either 
part  will  adjust  the  whole  tucker  with  respect  to  the 
needle,  as  the  upper  part  is  permanently  connected  with  the 
under  part ;  and  when  adjusted  as  required  the  fabric  Ls 
placed  in  the  machine  with  the  folded  edge  against  the 
gauge,  and  the  machine  being  started,  the  lever  carries  down 
the  spring-branch  and  with  it  the  jaws  to  the  surface  of  the 
fabric,  which  operate  as  before  explained.  On  the  upward 
motion  of  the  arm  the  jaws  rise  and  open  by  the  elasticity 
of  the  sjjrings,  the  fabric  being  advanced  by  the  feeding 
mechanism  of  the  sewing-machine.  Movements  of  the  kind 
are  continued  and  the  pinching  process  repeated,  until  the 
cloth  is  fed  through  the  mac*hine,  causing  a  well  defined 
ridge  to  be  formed  in  the  fabric  by  the  creaser,  at  the  same 
time  that  a  seam  is  sewed  in  the  folded  part  of  the  same, 
forming  a  tuck. 

Eight  claims  are  appended  to  the  specification,  and  the 
charge  is  that  the  respondents  have  infringed  the  first, 
second,  fifth,  sixth  and  eight,  five  in  all,  substantially  as 
follows:  (1)  Tlie  mechanism  as  described  for  forming  a 
ridge  or  ridges  on  fabrics  to  be  afterwards  folded  in  the 
line  of  such  ridge.  (2)  The  method  of  nipping  or  pinching 
the  fabric  to  form  ridges  or  creases  thereon  by  means  of 
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jaws  opened  and  closed  at  intervals  to  seize  and  pinch  the 
fabric  when  at  rest,  and  then  release  it  as  the  same  is 
moved  along  intermittently  by  a  suitable  feeding  mechan- 
ism. (3)  The  combination  of  the  creasing  device  or  devices 
of  a  tuck-marker  with  a  jointed  lever,  for  the  purposes  set 
forth.  (4)  A  tuck-creasing  mechanism,  such  as  described, 
having  its  upper  and  lower  parts  connected,  and  together 
adjustable,  as  to  its  relations  with  the  needle  of  a  sewing 
machine,  and  operated  by  the  sewing  machine,  as  set  forth. 
(5)  The  combination  with  a  tuck-marker  having  upper  and 
under  parts  connected,  and  together  adjustable  as  specified, 
of  the  lever  and  spring,  for  the  purposes  set  forth. 

Argument  to  show  that  a  result  is  not  patentable  is  not 
necessary,  as  that  proposition  is  decided  in  the  opinion  just 
delivered  (a),  as  well  as  in  many,  other  cases  to  which  refer- 
ence might  be  made.  Apply  that  rule  to  the  several  claims 
of  the  patent  in  this  case,  which  it  is  alleged  the  respond- 
ents have  infringed,  and  it  clear  that  they  are  all  for  the 
api)aratus  or  certain  portions  of  the  apparatus  described  in 
the  specification  of  the  patent  set  forth  in  the  bill  of  com- 
plaint. 

Whether  tested  by  the  descriptive  portion  of  the  specifica- 
tion or  by  the  specific  claims  appended  to  the  same,  it  is 
clear  that  the  invention  consists  of  a  described  apparatus 
intended  to  be  attached  to  a  sewing-machine  for  the  pur- 
pose of  makii;ig  a  mark,  ridge  or  crease,  in  cloth  by  a  suc- 
cession of  *'nips  or  pinches  thereof"  while  it  has  motion 
imparted  to  it  by  the  feeding  device  of  the  sewing-machine, 
as  already  sufficiently  explained,  the  work  of  sewing  being 
performed  during  the  same  operation  of  the  feeding  device. 

Detailed  description  is  given,  of  the  elements  of  the  ap- 
paratus, from  which  it  plainly  appears  that  the  invention 
does  not  include  any  described  means  of  attaching  the  ap- 
paratus to  the  sewing-machine.  Particular  means  of  the 
kind  are  neither  described  nor  claimed,  nor  are  they  shown 
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in  the  drawings  in  a  way  to  justify  the  conclusion  that  the 
means  of  a(  taching  the  apparatus  to  the  motive  power  are 
any  part  of  the  invention.  Instead  of  that,  the  patentee 
states  that  motion  may  be  imparted  to  the  apparatus  in 
any  convenient  manner ;  nor  is  there  anything  in  any  one 
of  the  eight  claims  of  the  reissued  patent  which  would 
afford  any  support  to  a  different  theory. 

Puller's  patent  for  his  own  invention  preceded  that  of 
Rose  by  several  years ;  but  it  is  evident  from  a  comparison 
of  the  two  that  they  are  substantially  different  in  many  re- 
spects, so  that  the  latter  may  be  considered  as  valid  to  the 
same  extent  that  it  would  have  been  if  the  first  invention 
had  never  been  made. 

Improvements  in  an  apparatus  of  the  kind  may  be  valid 
if  new  and  if  they  accomplish  a  new  and  useful  result,  even 
though  all  the  elements  of  the  same  are  old,  provided  the 
combination  or  arrangement  of  the  elements  is  new  and  of 
such  a  character  that  it  involved  invention  to  cx)nstnict  the 
combination  or  arrangement.  When  a  subsequent  appa- 
ratus is  substantially  the  same  as  one  which  precedes  it, 
the  former  is  not  the  proper  subject  of  a  patent ;  but  if  it 
be  substantially  different  in  construction  and  mode  of  ojye- 
ration,  then  it  is  as  much  the  proper  subject  of  a  patent  as 
if  nothing  of  the  kind  had  ever  before  been  invented. 

Tested  by  these  rules,  it  is  clear  that  the  Rose  patent  is 
not  superseded  by  the  Fuller  patent,  which  preceded  it  in 
point  of  time. 

Two  of  the  defences  set  up  by  the  respondents,  to- wit : 
the  first  and  second,  must  also  be  overruled,  for  the  reason 
that  they  are  not  sustained  by  the  proofs  exhibited  in  the 
record. 

They  also  deny  infringement,  and  the  decision  in  the  case 
must  turn  upon  that  issue.  Infringement  is  charged  by  the 
complainants,  and  the  burden  of  proof  is  upon  them  to  sus- 
tain the  charge.  Beyond  doubt,  it  is  established  in  these 
cases  that  all  the  elements  or  ingredients  of  the  patented 
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apparatus  are  old  and  that  the  inventioii  consists  in  the  com- 
bination or  arrangement  of  the  several  devices  of  which  the 
apparatus  is  composed. 

Differences  exist  in  the  answers  filed  in  the  two  cases ; 
but  the  respondents  in  both  aver  and  allege  that  all  the  tuck- 
markers  or  creasers  c-onstructed,  used  or  sold  by  them  were 
constructed  under  the  patents  to  Enoch  S.  Yentzer,  and  in 
conformity  therewith ;  and  that  they  have  in  no  respect  in- 
fringed or  violated  the  rights  of  the  complainants.  Coming 
to  that  jDrojDosition,  it  is  plain  that  it  involves  two  questions: 
(1)  Whether  the  respondents  have  constructed,  used  or  sold 
apparatuses  not  constructed  in  conformity  with  the  patent 
under  which  they  seek  to  justify  all  their  acts.  (2)  Whether 
the  apparatuses  which  they  have  constructed,  used  or  sold, 
infringed  the  patent  described  in  the  bill  of  complaint. 

Some  difficulty  attends  the  solution  of  the  first  question, 
because  all  the  evidence  applicable  to  the  three  cases  was 
taken  together,  to  save  expense.  It  consists  of  depositions, 
admissions,  documents,  models  and  other  exhibits ;  but,  in 
view  of  the  whole,  the  court  is  of  the  opinion  that  the  ap- 
paratuses constructed  and  sold  by  the  respondents  were 
constructed  in  conformity  with  the  patents  under  which 
they  profess  to  act. 

Support  to  that  view  is  also  derived  from  the  opinion  of 
the  Circuit  Judge  exhibited  in  the  record,  in  which  he  ad- 
mits that  the  complainants  would  be  entitled  to  a  decree  if 
their  construction  of  the  Rose  patent  was  correct.  Dam- 
ages are  claimed  in  that  case  for  an  alleged  infringement  of 
the  sixth  claim  of  the  patent,  which  is  for  a  tuck-creasing 
mechanism  such  as  described,  having  its  upper  and  lower 
parts  connected,  and  together  adjustable  as  to  its  relation 
with  the  needle  of  a  sewing-machine,  and  operated  by  the 
sewing-machine  as  set  forth. 

Nothing  can  be  plainer  than  the  proposition  that  the 
claim  there  made  is  for  the  previously  described  apparatus, 
when  arranged  in  a  sewing-machine,  as  the  motive  power 
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for  operating  the  patented  apparatus.  Judging  from  the 
opinion  of  the  Circuit  Judge,  it  would  seem  that  the  com- 
plainants did  not  claim  that  the  resjwndents  had  constructed 
improvements  not  within  their  patent  but  that  they,  the 
complainants,  could  claim  under  their  patent,  every  form  of 
mechanism  by  which  a  creaser  is  attached  or  adjusted  to  a 
sewing-machine,  by  which  unity  of  adjustment  is  accom- 
plished, which  is  plainly  an  erroneous  construction  of  their 
patent. 

Viewed  in  the  light  of  all  the  proofs,  the  court  is  of  the 
opinion  that  the  apparatuses  constructed  and  sold  by  the 
respondents  were  constructed  in  conformity  to  the  patents 
under  which  they  justify  in  their  answer. 

Five  of  the  claims  of  the  patent,  to  wit :  the  first,  second, 
fifth,  sixth  and  eighth,  are  involved  in  the  charge  of  in- 
fringement in  the  third  suit,  which  is  the  second  suit  under 
considei-ation  in  this  case.  Enough  -has  already  been  re- 
marked to  show  what  the  opinion  of  the  court  is  in  respect 
to  the  construction  of  the  patent,  and  that  the  decision  of 
the  case  depends  upon  the  question  of  infringement.  AVhat 
has  already  been  remarked  is  sufficient  to  explain  the  views 
of  the  court  as  to  the  nature  and  character  of  the  apparatus 
of  the  complainants  and  its  mode  of  operation,  and  it  will 
be  sufficient  to  refer  to  the  opinion  just  delivered  for  a  full 
exposition  of  the  views  of  the  court  as  to  the  nature,  char- 
acter and  mode  of  operation  of  the  patent  under  which  the 
respondents  justify  in  their  answer.  Better  means  of  com- 
parison and  decision  need  not  be  required  than  is  found  in 
the  respective  specifications  of  these  patents.  Careful  com- 
parison of  the  two  instruments  has  been  accordingly  made, 
and  the  court  is  unhesitatingly  of  the  opinion  that  the 
charge  of  infringement  is  not  proved,  and  that  there  is  no 
error  in  the  record. 

Decree  in  each  case  affi/naed, 

^  Dissenting,  Mr.  Chief  Justice  Waite,  Mr.  Justice  Strong, 
Mr.  Justice  Miller  and  Mr.  Justice  Bradley. 
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Potest 

See  Fuller  v.  Yentzer,  94  TJ.  S.  288,  p.  [138  ante.] 


Patents  in  anitt 

No.  28,633.  Fuller,  H.  W.  June  5, 1860.  Marking  Cloth 
for  Sewing-Machines  a. 

No.  40,084.  Rose,  I.  M.  September  22,  1863.  Reissue 
No.  3,218.  December  1, 1868.  Marking  Cloths  in  Sew- 
ing-Machines b. 


Otheb  Suits  on  Same  Patent  : 

Fuller  V.  Goodrich  v.  Yentzer,  1874.     6  Biss.  203  ;  1  Ban.  &  Ard. 

520  a  b. 
Fuller  V.  Yentzer,  1877.     94  U.  S.  288  a  [p.  138  ante,] 


202  FULLER  v.  YENTZER.  [Sup.  Ot. 


Oct,  1876.]  MERRILL  v.  YEOMANS.  203 

Syllabofl. 

JOSHUA  MERRILL,  APPELLANT,  v.  DAVID  M.  YEO- 
MANS ET  AL.* 

94  (4  Otto)  U.  0.  508-^74.    Oct.  Term,  1876. 

[Bk.  24,  L.  ed.  236;  11  O.  G.  970.] 

Affirming  Ibidy  1  Holmes  331. 

Argued  April  5,  1877.     Decided  April  23,  1877. 

Process.  Infringement,  Particular  patent  construed.  Product. 
Claims.  Combination.  Description.  Product  and  process. 
Construction  of  patents. 

1.  A  patent  for  a  process  is  not  infringed  by  the  sale  of  an  article 

siniilar  to  that  produced,     (p.  216.) 

2.  The  claim  in  letters  patent  No.  90,284,  J.  Merrill,  May  18,  1869, 

Hydrocarbon  Oil,  to  "  the  above  described  new  manufacture  of 
the  deodorized  heavy  hydrocarbon  oils  suitable  for  lubricating 
and  other  purposes,  free  from  the  characteristic  odors  of  hy- 
drocarbon oils,  and  having  a  slight  smell  like  fatty  oil,  from 
hydrocarbon  oils,  by  treating  them  substantially  as  hereinbe- 
fore described,"  construed  and  held  that  the  word  "  manufac- 
ture "  may  be  used  to  express  the  process  or  the  product  there- 
of, but  when  taken  in  connection  with  the  words  "  by  treating 
them  substantially  as  is  hereinbefore  described,"  it  renders 
the  claim  in  effect  to  the  new  mode  of  manufacturing  hydro- 
carbon oils  by  treating  them  as  hereinbefore  described,  and 
not  for  the  product,     (p.  216.) 

3.  The  claims  in  a  patent  are  to  be  considered  as  distinct  from  the 

description  contained  in  the  specification,  and  as  representing 
what  part  of  the  matter  described  the  patentee  claims  as  his 
invention,  and  for  which  he  asks  protection,     (p.  217.) 

4.  Inventions  or  discoveries  are  usually  improvements  upon  some 

existing  article,  process  or  machine,  and  are  only  useful  in  con- 
nection with  it.  It  is  necessary,  therefore,  for  an  applicant  to 
describe  that  upon  which  he  engrafts  his  invention,  as  well  as 
the  invention  itself,     (p.  217.) 

*See  Explanation  of  Notes,  page  III. 
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5.  When  the  invention  is  of  a  new  combination  of  old  devices  it  is 

necessary  to  describe  with  particularity  all  the  old  devices,  and 
then  the  new  mode  of  combining  them.     (p.  218.) 

6.  While  it  is  essential  that  the  specification  should  describe  such 

matters,  both  old  and  new,  as  are  necessary  to  an  understand- 
ing of  the  invention,  the  claim^  must  contain  a  distinct  and 
specific  statement  of  what  the  applicant  claims  to  be  new  and 
of  his  invention.     (  p.  218.) 

7.  One  who  proposes  to  secure  a  monopoly  of  certain  inventions  at 

the  expense  of  the  public  should  set  forth  with  clearness  and 
precision  the  thing  which  no  one  but  himself  can  use  or  en- 
joy without  paying  him  for  the  privilege  of  doing  so.  (  p  2 1 8.) 

8.  The  inventor  of  an  article  is  entitled  to  protection  therefor, 

however  produced,  and  there  is  no  reason  why  an  applicant  for 
a  patent,  if  he  had  in  his  mind  a  claim  for  the  article  produced, 
should  limit  his  claim  by  a  description  of  the  process,     (p.  219.) 

9!  The  courts  are  inclined  to  give  a  patentee  the  benefit  of  a  lib- 
eral construction  of  the  patent,  and  when  it  appears  that  a 
valuable  invention  has  really  been  made,  to  uphold  that  which 
was  invented,  and  which  comes  within  any  fair  interpretation 
of  the  claim  ;  but  where  there  were  three  inventions  described 
in  the  patent,  the  apparatus,  the  process,  and  the  product,  and  but 
two  claims  made  to  the  apparatus  and  the  process  respectively, 
each  of  which  was  valid  and  for  the  invention  described  there- 
in, the  court  refused  to  give  effect  to  the  third  invention,  which 
the  patentee  has  failed  to  claim,  and  hdd^  if  the  patentee  was 
entitled  to  a  patent  for  the  product,  his  legal  remedy  was  by 
reissue,     (p.  221.) 

10.  The  interests  of  the  public  demand  that  the  claims  in  a  patent 
should  clearly  and  distinctly  define  and  limit  the  actual  inven- 
tion claimed  by  and  secured  to  the  patentee,     (p.  222.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  case  is  fully  stated  by  the  court-. 

The  specifications  and  drawings  of  Merrill's  patent  are  as 
follows : 
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JOSHUA  MERRILL,  OF  BOSTON,  MASSACHUSETTS. 
Improved  Manufacture  of  Deodorized  Heavy  Htdro- 

CARBON-OlLS. 

Specification  forming  part  of  Letters  Patent  No.  90^284^  dated 

Mrfy  18,  1869. 

To  all  wJiom  it  may  concern : 

Be  it  known  that  I,  Joshua  Merrill,  of  the  city  of  Boston, 
in  the  county  of  Suffolk  and  State  of  Massachusetts,  have 
invented  a  new  and  Improved  Manufacture  of  Deodorized 
Heavy  Hydrocarbon -Oils,  suitable  for  lubricating-oils,  or 
for  curriers'  use ;  and  I  do  hereby  declare  that  the  follow- 
ing is  a  full  and  correct  description  thereof  and  of  the  mode 
of  manufacture. 

My  invention  relates  to  the  heavy  hydrocarbon-oils,  whitjh 
have  heretofore  been  produced  by  distilling  crude  petroleum, 
or  the  crude  oils  obtained  from  the  distillation  of  bitumi- 
nous coals,  bituminous  shales,  bituminous  schists,  asphalt- 
um,  and  other  substances  producing  hydrocarbon-oils  by 
distillation. 

It  has  been  the  practice  to  treat  such  heavy  oils  with  acids 
and  alkalies,  for  the  purpose  of  removing  the  disgusting 
odor  peculiar  to  these  oils,  which  renders  them  exti'emely 
objectionable  for  use  in  the  arts  and  for  lubricating  pur- 
poses. Such  processes  are  well  known,  and  improve  the 
character  of  the  odor  of  the  oils  ;  but,  nevertheless,  the  oils 
so  treated  have  a  persistent  disagreeable  smell,  which  makes 
them  offensive,  and  undesirable  for  use  in  close,  warm 
rooms,  as  in  woolen  manufactories.  Attempts  have  been 
made  to  remove  the  smell  by  filtration,  with  but  partial 
success. 

To  make  heavy  hydrocarbon-oils  free  from  the  character- 
istic unpleasant  odors  of  heavy  hydrocarbon-oils,  I  take  the 
heavy  oils  which  have  been  separated  from  the  lighter  oils 
and  from  mechanical  impurities  by  distillation,  and,  after 
chilling  and  expressing  the  solid  parafline,  when  such  opera- 
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tion  is  necessary,  place  them  in  a  still,  heated  by  a  fire  un- 
derneath, and  slowly  and  gradually  raise  the  temperature 
until  from  ten  to  thirty  i)er  cent,  of  the  contents  of  the  still 
are  distilled  over,  when  the  still  is  cooled  down  and  the  re- 
maining contents  removed.  The  matters  which  go  over  to 
the  condenser  have  a  very  foul,  offensive,  and  disgusting 
odor,  but  the  oil  remaining  in  the  still,  if  the  operation  has 
been  proi)erly  conducted,  is  free  from  the  characteristic  of- 
fensive odor  of  hydrocarbon-oils,  and  has  no  smell  except  a 
slight  odor  similar  to  that  of  fatty  oils.  It  can  be  mixed, 
in  aU  proportions,  with  sperm,  lard,  fish -oils,  and  vegetable 
oils,  and  is  so  neutral  in  its  character  that  it  takes  the  odor 
of  the  oil  that  it  is  mixed  with.  If  mixed  with  twenty  per 
cent,  of  sperm-oil,  it  does  not  perceptibly  change  the  smell 
of  the  sperm-oil.  The  process  may  be  conducted  in  a  com- 
mon still,  heated  by  fire-heat,  as  above  mentioned,  but  will 
be  facilitated,  and  oil  of  lighter  color  produced,  by  intro- 
ducing superheated  steam  into  the  heated  oil  within  the 
still,  as  hereinafter  more  fully  described. 

When  operating  by  this  process  upon  the  paraffine  heavy 
oils  obtained  from  petroleum,  bituminous  coals,  and  shales, 
and  substances  producing  paraffine-oils,  I  carry  on  the  dis- 
tillation until  the  oil  which  comes  from  the  condenser  has 
a  specific  gravity  of  36°  Baum6's  hydrometer,  when,  if  the 
process  be  stopped,  the  remaining  oil  in  the  still  is  inodor- 
ous, or  free  from  empyreumatic  odors ;  but,  by  carrying  on 
the  distillation  further,  and  raising  the  temperature  until 
the  oil  running  from  the  condenser  has  a  specific  gravity  of 
32°  Baum6,  the  remaining  oil  will  be  thicker  or  more  oily, 
and  yet  inodorous.  When  operating  upon  heavy  oils,  made 
from  asphaltum,  I  continue  the  distillation  until  the  oil 
running  over  from  the  condenser  has  a  specific  gravity  of 
from  28°  to  25°  Baume's  hydrometer.  The  temperature 
within  the  still  will  depend  upon  the  character  of  the  oil 
acted  upon  and  upon  the  mode  of  working  the  still.  When 
superheated  steam  is  used,  the  temperature  is  much  lower 
than  when  the  operation  is  conducted  without  it,  the  steam 
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materially  assisting  in  vaporizing  the  matters  that  it  is  desi- 
rable to  remove. 

It  is  not  practicable  to  specify  particularly  the  si)ecific 
gravity  of  the  heavy  oils  used  in  my  new  manufacture. 
These  oils  are  well  known  to  the  trade,  and  distinguished 
from  the  lighter  burning-oils  and  naphthas  by  the  term 
"heavy  oils,"  their  specitic  gravity  varying  greatly  between 
the  asphaltum-oils  and  paraffine-oils.  Heavy  hydrocarbon- 
oUs,  produced  from  the  same  substances,  vary  considerably 
in  specific  gravity,  by  reason  of  the  presence  of  more  or 
less  of  the  lighter  oils,  which  are  always  to  be  found  mixed 
with  them,  and,  therefore,  the  percentage  of  oil  that  is  to 
be  distilled  over  in  working  this  process  will  vary  consider- 
ably. 

I  do  not  assume  to  know  the  reason  why  the  above  described 
process  produces  heavy  oils,  free  from  the  characteristic 
odors  of  hydrocarbon-oUs,  but  suppose  that  these  odors 
arise  from  matters  resulting  from  decomposition  at  the  tem- 
perature at  which  the  heavy  oils  vaporize  and  go  over,  and 
that  these  matters,  after  they  are  condensed  with  the  heavy 
oils,  will  vaporize  at  a  temperature  lower  than  that  required 
to  vaporize  and  distill  over  the  heavy  oils,  and,  therefore, 
may  be  separated  from  the  heavy  oils  by  distillation  in  a 
close  still,  at  a  temperature  below  that  required  to  distill 
over  the  heavy  oil,  which,  not  being  vaporized,  will  remain 
free  from  the  odorous  matters  which  would  result  from  de- 
composition at  the  temperature  required  to  vaporize  it  and 
distill  it  over. 

In  carrying  on  my  process,  I  use  the  heavy  hydrocarbon- 
oils  for  sale  in  the  market,  whether  they  have  been  treated 
by  chemicals  or  not,  the  result  of  the  process  in  either  case 
being  the  same. 

The  accompanying  drawings  represent  the  distilling  ap- 
I)aratus  I  prefer  to  use  in  carrying  out  my  invention,  Fig. 
1  being  a  front  elevation  of  the  still  and  condenser ;  Fig.  2, 
a  plan  view  ;  and  Fig.  3,  a  vertical  cross-section  of  the  still 
and  furnace. 
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Letter  a  represents  the  still ;  J,  the  fire-place,  formed  in 
brick-work,  upon  which  the  still  is  placed,  the  fire  being  ap- 
plied to  the  bottom  of  the  still ;  c,  the  grate  ;  d^  the  ash- 
pit ;  e,  the  outlet  from  the  fire-place  to  the  chimney ;  f^  the 
man-hole,  for  access  to  the  interior  of  the  still,  covered  by 
a  suitable  man-hole  plate ;  g^  the  goose-neck  or  pipe  lead- 
ing from  the  still  to  the  condenser  h ;  /,  the  casing  sur- 
rounding the  stm,  provided  with  doors,  j  j  j^  covering  aper- 
tures in  front  of  the  casing,  and  lids,  Jclckk^  covering  cir- 
cular apertures  in  the  top  of  the  casing,  designed  to  be 
opened  to  admit  air  to  the  body  of  the  still  within  the  cas- 
ing, in  order  to  regulate  the  temperature  of  the  still  or  to 
cool  it  down  rapidly  when  the  fire  is  removed  from  below, 
w  is  a  small  filling-pipe,  shown  broken  off  in  the  drawing, 
but  which  should  be  connected  with  a  pump,  or  a  reservoir 
of  oil,  and  furnished  with  a  shut-off  cock,  to  be  closed  when 
the  still  is  filled.  So  far,  the  apparatus  is  substantially  the 
same  as  that  described  in  the  Letters  Patent  of  the  United 
States  granted  to  me  July  30,  1861. 

I  will  now  proceed  to  describe  an  apparatus  that  I  have 
since  invented,  for  superheating  steam,  and  applying  it  to 
the  heated  oil  within  the  still,  and  which  may  be  used  with 
any  still  heated  by  a  fire.  I  place  a  perfectly  tight  coil  of 
steam-pipe,  n^  within  the  still,  at  or  near  the  bottom,  and 
connect  one  end  of  the  coil  with  a  steam-boiler,  by  a  pipe, 
7i',  which  passes  through  the  top  of  the  still,  and  is  fur- 
nished with  a  cock,  7i*,  to  control  the  admission  of  steam  to 
the  coU.  The  other  end  of  the  coil  is  connected  with  an 
outlet-pipe,  py  which  passes  up  through  the  top  of  the  still. 
A  stop-cock,  p\  is  placed  near  the  open  end  of  the  outlet- 
pipe.  A  return-pipe,  r,  connected  with  the  outlet-pipe,  be  • 
tween  the  stop-cock  and  the  still,  passes  down  into  the  still, 
terminating  in  a  horizontal  discharge  pipe  r*,  perforated,  as 
usual,  with  small  holes  for  the  escape  of  the  superheated 
steam  into  the  oil.  The  return-pipe  r  has  a  stop-cock,  r", 
to  control  the  passage  of  the  superheated  steam  from  the 
out-let  pipe,  through  the  return-pipe,  to  within  the  stiU, 
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80  that,  when.it  is  shut,  no  superheated  steam  passes  into 
the  oiL 

The  advantage  of  this  arrangement  of  the  •  superheating- 
coil  and  pipes  is  that  the  steam  is  superheated  in  the  coil  to 
about  the  temperature  of  the  oil  it  is  to  be  applied  to,  by 
the  heat  of  the  oil  itself,  and  then  carried  above  the  top  of 
the  still,  through  the  outlet-pipe,  in  order  that  the  operator 
may,  by  turning  the  cock  j9'  near  the  open  end  of  the  out- 
let-pii)e,  discharge  any  water  that  has  got  into  the  coil,  and 
ascertain  when  the  steam  has  become  sufficiently  super- 
heated before  letting  it  into  the  oil  within  the  still,  through 
the  return-pipe.  It  is  obvious  that  this  arrangement  of 
pipes  for  superheating  and  discharging  superheated  steam 
into  the  oil  can  be  used  for  any  operations  carried  on  in 
stills,  which  require  superheated  steam  of  about  the  tem- 
I)erature  of  the  contents  of  the  still. 

In  carrying  on  my  new  manufacture  of  deodorizing  heavy 
oils  with  this  apparatus,  I  place  the  heavy  oil  to  be  deodor- 
ized iYi  the  still,  and  heat  it  by  the  fire  beneath  to  the  re- 
quired temperature  to  commence  the  operation,  the  steam 
being  shut  off  from  the  coil,  and  the  outlet-cock  being 
opened,  to  admit  of  the  expulsion  of  any  water  from  within 
the  coil.  When  the  oil  is  heated  to  from  about  220°  to  300° 
Fahrenheit's  thermometer,  depending  upon  the  boiling- 
points  of  the  oils  treated,  which  vary  greatly,  I  open  the 
steam-cock  carefully,  and  let  steam  pass  into  and  through 
the  coil,  wherein  it  becomes  rapidly  superheated  to  about 
the  temperature  of  the  oil.  Having  ascertained  that  the 
steam  passing  through  the  coil  is  sufficiently  superheated, 
I  close  the  out-let  cock,  and  then  carefully  open  the  cock 
in  the  return-pipe,  and  let  a  small  amount  of  superheated 
steam  jmss  down  into  the  still,  where  it  escapes,  by  the 
small  openings  through  the  pipe,  into  the  body  of  the  hot 
oil.  The  superheated  steam  passes  up  through  the  body  of 
the  oil  and  over  to  the  condenser,  carrying  along  with  it  the 
more  volatile  portions  of  the  oil,  which  condense  and  flow 
from  the  condenser  into  a  tank  provided  for  their  reception. 
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I  continue  this  operation,  keeping  the  fire  dulland  moderate 
under  the  still,  and  the  temperature  slowly  rising  all  the 
time,  until  I  distill  off  all  the  volatile  matters,  which  readily 
flow  out  with  the  steam,  usually  distilling  off  from  twenty 
to  thirty  per  cent. ,  as  the  case  may  be.  I  now  draw  out  the 
fire,  then  shut  off  the  steam,  and  leave  the  oil  to  cool  in  the 
still.  When  cool,  it  is  drawn  into  suitable  tanks,  and  is 
ready  for  sale  and  use.  It  has  been  so  completely  divested 
of  its  fcBtid  and  pungent  odors,  having  only  a  slight  smell 
like  a  fatty  oil,  and  has  become  so  oily  as  to  be  greatly  im- 
proved and  increased  in  value  as  a  lubricating-oU,  or  for 
any  purposes  it  may  be  used,  either  alone  or  mixed  with 
other  oils. 

I  prefer  to  use  superheated  steam  in  working  the  above- 
described  process,  because  I  can  work  at  lower  temi)erature 
than  by  the  fire  heat  alone ;  but  do  not  wish  to  confine  my 
invention  to  its  use  in  combination  with  the  fire,  because  I 
can  accomplish  the  same  result  by  fire-heat  alone,  applied 
to  the  still,  or  by  any  known  mode  of  heating  a  still,  which 
will  heat  the  oil  suflBciently  to  distill  over  the  portions  of 
the  oil  necessary  to  be  removed ;  but,  in  that  case,  I  am 
obliged  to  conduct  the  process  at  higher  temperatures,  and 
the  remaining  oil  left  in  the  still  is  darker  in  color  than 
when  superheated  steam  is  used  in  combination  with  the 
fire-heat. 

Prom  the  above,  it  will  be  obvious  that  my  invention  con- 
sists in  producing  heavy  hydrocarbon-oils,  suitable  for 
lubricating  and  other  pui-poses,  and  free  from  the  characs 
teristic  odors  of  heavy  hydrocarbon-oils,  from  heavy  hydro- 
carbon-oils, by  distilling  from  them  the  volatile  matters 
from  which  the  objectionable  odors  arise,  and,  at  the  same 
time,  preventing  new  formations  of  such  matters,  by  keeping 
the  temperature  of  the  oil  in  the  still  below  that  at  which 
these  matters  form  by  decomposition  of  the  oil. 

It  will  also  be  evident  to  those  skilled  in  the  art  that  my  in- 
vention will  be  used,  if  the  above  mentioned  process  be  worked 
to  produce  the  deodorized  heavy  oils  above  described,  from 
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distilled  hydrocarbon-oils,  from  which  the  lighter  burning- 
oils  and  naphthas  have  not  been  separated,  so  long  as  they 
contain  heavy  oils,  because  the  naphtha  and  lighter  oils  will 
go  over  lirst,  leaving  the  heavy  oil  in  the  still  to  be  operated 
upon ;  and  also  because,  as  before  stated,  the  distilled  heavy 
oils  always  contain  more  or  less  of  the  lighter  bodies,  owing 
to  the  breaking  up  of  a  portion  of  the  heavy  crude  oil  in 
the  process  of  distillation. 
I  claim — 

1.  The  above-described  new  manufacture  of  deodorized 
heavy  hydrocarbon-oils,  suitable  for  lubricating  and  other 
purposes,  free  from  the  characteristic  odors  of  hydrocarboir- 
oils,  and  having  a  slight  smell  like  fatty  oil,  from  heavy 
hydrocarbon-oils,  by  treating  them  substantially  as  herein- 
before described. 

2.  Also,  in  combination  with  a  still  suitable  for  distilling 
oils,  the  superheating-coil,  with  its  steam-pipe,  outlet-pipe, 
and  return-pipe,  and  theii*  stop-cocks,  arranged  substantially 
as  described. 

JOSHUA  MERRn^L. 
Witnesses : 
Chas.  H.  Plumpton, 
Malcolm  C.  Greene. 

Messrs.  CJiauncey  Smithy  diaries  M.  Meed  and  Walter 
Curtis^  for  appellant : 

Before  considering  the  facts  of  the  case  we  desire  briefly 
to  call  the  attention  of  the  court  to  the  subject  matter  of 
the  patent  as  shown  on  the  face  of  the  patent  itself. 

The  plaintiff  and  appellant  claims  that  it  is  a  new  oil  de- 
scribed in  the  specification. 

The  defendant  claimed  in  the  court  below  that  it  is  the 
process  described  by  which  the  oil  described  is  produced. 

However  ambiguous  the  word  "manufacture"  may  be  in 
the  English  law,  it  is  clear  that  in  the  Act  of  Congress  it  is 
used  to  designate  an  article  of  manufacture  as  distin- 
guished from  the  art  or  process  of  making  it.     When- 
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ever,  therefore,  the  word  is  used  in  letters  patent  of  the 
United  States,  there  is  a  strong  presumijtion  that  it  is  used 
in  the  same  sense.  That  this  is  the  sense  in  which  the  term 
''improved  manufactufe  "  is  employed  in  Merrill's  pat- 
ent, is  apparent  from  the  language  both  of  the  patent  and 
the  specification. 

It  is  well  settled  that  letters  patent  will  be  construed  if 
possible^  so  as  to  make  the  claim  co-extensive  with  the  i)at- 
entee's  invention.  In  the  present  case  the  language  of  the 
specification  throughout  shows  clearly  that  the  patentee  be- 
lieved himself  to  be  the  inventor  of  a  new  oil,  differing  in 
its  physical  characteristics  and  its  capacities  for  use  from 
any  oil  then  in  existence.  This  oil  he  has  made  the  subject 
matter  of  his  patent.  The  article  itself  being  new^,  no  rea- 
son can  be  given  why  he  should  claim  it  only  when  made 
by  a  particular  process.  We  know  of  no  decision  or  even 
dictum  that  a  claim  for  a  manufacture  must  be  construed  as 
limited  to  that  manufacture  when  made  by  substantially  the 
same  process  as  is  described  in  the  specification. 

In  the  present  case,  therefore,  although  Merrill  had  in- 
vented a  new  process  as  well  as  a  new  article  of  manufacture, 
he  had  a  right  to  claim  the  article  broadly  whether  made  by 
that  process  or  not. 

In  Coming  v.  Burden,  16  How.  269  [6  Am.  &  Eng.  69], 
the  court  says :  ' '  It  is  true  that  the  patentee,  after  describ- 
ing his  machine,  has  set  forth  his  claim  in  rather  ambigu- 
ous and  equivocal  terms,  which  might  be  construed  to  mean 
either  a  process  or  a  machine.  In  such  cases  the  construc- 
tion should  be  that  which  is  most  favorable  to  the  patentee 
ut  res  valeai  quam  pereaL     See  also. 

Hansom  v.  Mayor  of  N.  Y.,  1  Pish.  262 ;  Whipple  c.  Mid- 
dlesex Co. ,  4  Fish.  42 ;  Kittle  v,  Merriam,  2  Curtis,  478 ; 
Rubber  Co.  «.  Goodyear,  9  Wall.  795  [8  Am.  &  Eng.  150] ; 
Andrews  v.  Carman,  9  O.  G.  1011. 

(The  remainder  of  the  argument  discusses  at  great  length 
the  question  of  infiingement.) 
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Mr,  Causten  Brovme^  for  appellees : 

The  defendants  are  charged  with  infringement  of  the  first 
claim  of  the  Merrill  i)atent,  by  selling  certain  oil  known  in 
the  case  as  ''neutral  topaz  oil."  Tliis  claim  is  for  a  pro- 
cess^ and  not  for  a  product ;  and  the  bill  cannot  be  main- 
tained against  the  defendants,  who  have  no  connection  with 
the  manufacture,  and  only  buy  and  sell  the  oil  in  the  mar- 
ket, and  are  not  charged  in  the  bill  as  manufacturers.  Even 
if  (as  is  not  the  case  here)  the  product  were  new  and  pat- 
entable, yet,  the  patent  being  for  a  process,  it  would  not  be 
infringed  by  selling  the  product.     Curtis  on  Pats.  §§  313,  314. 

The  product  is  not  patentable,  because  it  does  not  differ 
in  any  patentable  respect  from  several  pre-existing  parafBne 
oils  which  were  extensively  sold  in  this  country  before  the 
date  of  Merrill's  invention.  The  difference  is  one  of  degree 
only. 

In  support  of  our  own  position,  that  the  patent  is  for  an 
art  or  process,  and  not  for  a  product,  we  ask  the  court  to 
notice  how  the  patentee,  on  page  8  of  the  record,  after  hav- 
ing described  his  process,  and  before  going  on  to  describe 
the  apparatus  which  he  prefers  for  the  purpose,  says :  ' '  I 
do  not  assume  to  know  the  reason  why  the  above  described 
process  produces,  etc."  This  passage,  which  is  a  very  crit- 
ical one  in  the  specification,  would  be  quite  superfluous  if 
the  invention  described  was  a  new  article  of  manufacture, 
and  the  process  described  had  been  merely  put  in  to  show 
how  the  article  might  be  made. 

Now  it  is  highly  improbable  that  if  he  had  intended  to 
patent  an  article  of  Toanufactwre^  however  made^  he  would 
have  described  the  process  of  making  it,  explained  his  view** 
of  the  rationale  of  that  pa:ocess  described  with  drawings 
the  apparatus  which  he  preferred  to  use  for  working  that 
process,  when  all  that  the  law  required  him  to  do,  if  he  was 
I)atenting  an  article  of  manufacture,  was  to  describe  some 
one  practicable  way  of  making  it. 

But  now  we  submit  that,  even  construing  the  patent  as 
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for  an  article  of  manvfacture^  it  must  be  so  limited  that 
no  ground  remains  for  the  charge  of  infringement. 
(Most  of  argument  was  on  question  of  infringement) 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court : 

The  api)ellant  in  this  case,  who  was  complainant  in  the 
Circuit  Court,  obtained  a  patent  in  May,  1869,  for  a  new 
and  useful  invention,  which  relates  to  the  heavy  hydrocar- 
bon-oils ;  and  he  sued  the  appellees,  who  were  defendants 
in  that  court,  for  an  infringement  of  his  patent. 

The  defendants  were  dealers  in  oils,  and  not  manufacturers 
of  them.  If  the  appellant' s  patent  was  for  a  new  oil,  the  pro- 
duct of  a  mode  of  treating  the  oils  of  that  character  which 
he  describes  in  his  application,  the  defendants  may  be  lia- 
ble ;  for  they  bought  and  sold,  without  license  or  other  au- 
thority from  him,  an  oil  which  is  proved  to  be  almost  if  not 
quite  identical  with  the  one  which  he  produced.  If,  how- 
ever, appellant' s  patent  is  only  for  the  mode  of  treating 
these  oils  invented  and  described  by  him,  in  other  words, 
for  his  new  process  of  making  this  new  article  of  hydrocar- 
bon-oil, then  it  is  clear  the  defendants  have  not  infringed 
the  patent,  because  they  never  used  that  process  or  any 
other,  for  they  manufactured  none  of  the  oils  which  they 
bought  and  sold. 

The  counsel  for  appellant  here  maintain  that  his  patent  is 
for  the  new  article,  and  is  not  for  the  process^  though  he 
describes  it  fully,  by  which  that  article  is  produced.  The 
appellees  insist,  with  equal  earnestness,  that  the  patent  is 
exclusively  for  the  process  by  which  the  new  oil  is  made. 
'  The  issue  thus  presented  must  be  decided  solely  upon  a 
correct  construction  of  the  plaintiffs  patent,  and  the  accom- 
panying specifications,  in  which,  as  required  by  the  act  of 
Congress,  he  makes  the  statement  of  his  invention. 

No  such  question  could  have  arisen  if  appellant  had  used 
language  which  clearly  and  distinctly  points  out  what  it  is 
that  he  claims  in  his  invention. 

94  U.  S.  ff6S-ff69. 
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We  use  the  word  claim  as  distinct  from  the  word  descrip- 
tion. It  must  be  conceded  that  the  appellant' s  specification 
describes  with  minuteness  and  precision  both  the  instrument- 
ality and  the  process  by  which  he  makes  the  oil  in  question. 
And  in  regard  to  a  part  of  the  apparatus  which  he  uses,  he 
makes  a  distinct  claim  for  its  invention ;  and  that  is  not  in 
dispute  here.  He  also  describes  with  fullness  and  accuracy 
the  process  of  distillation  by  which  he  produces  this  oil. 
He  gives  the  temperature  to  be  used  ;  the  mode  of  heating  ; 
the  degree  of  rapidity  or  delay  to  be  used  in  distilling  ;  the 
introduction,  and  the  advantage  of  that  introduction,  of 
superheated  steam  into  contact  with  the  oils  to  be  distilled 
during  the  process. 

He  also  describes,  though  in  short  terms,  the  article  pro- 
duced, the  main  feature  of  which  he  declares  to  be  its  free- 
dom from  the  offensive  odor  which,  before  his  invention, 
seemed  to  be  an  inseparable  quality  of  those  oils ;  and  he 
mentions  some  of  the  more  important  uses  to  which  this 
deodorized  oil  is  applicable  in  the  arts. 

It  is  fairly  to  be  inferred  from  this  statement,  that,  if  all 
which  is  described  as  new  in  these  specifications  is  really  so, 
the  inventor  has  a  right  to  a  patent  for  three  inventions : 

1.  For  a  modification  or  improvement  in  the  distilling  ap- 
paratus. 

2.  For  a  new  process  or  mode  of  distilling  heavy  hydro- 
carbon-oils, by  which  they  are  deprived  of  their  offensive 
odors. 

3.  For  the  product  of  this  new  process  of  distillation  ; 
namely:  the  deodorized  heavy  hydrocarbon-oils  fitted  for 
use  in  the  arts. 

When  a  man  supposes  he  has  made  an  invention  or  dis- 
covery useful  in  the  arts  and,  therefore,  the  proper  subject 
of  a  patent,  it  is,  nine  times  out  of  ten,  an  improvement  on 
some  existing  article,  process  or  machine,  and  is  only  useful 
in  connection  with  it.  It  is  necessary,  therefore,  for  him,  in 
his  application  to  the  Patent  OflSice,  to  describe  that  upon 
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which  he  engrafts  his  invention,  as  well  as  the  invention 
itself ;  and,  in  cases  where  the  invention  is  a  new  combina- 
tion of  old  devices,  he  is  bound  to  describe  with  particular- 
ity all  these  old  devices,  and  then  the  new  mode  of  combin- 
ing them,  for  which  he  desires  a  patent.  It  thus  occurs 
that,  in  every  application  for  a  patent,  the  descriptive  part 
is  necessarily  largely  occupied  with  what  is  not  new,  in  order 
to  an  understanding  of  what  is  new. 

The  Act  of  Congress,  therefore,  very  wisely  requires  of 
the  applicant  a  distinct  and  specific  statement  of  what  he 
claims  to  be  new,  and  to  be  his  invention.  In  practice,  this 
allegation  of  the  distinct  matters  for  which  he  claims  a 
patent  comes  at  the  close  of  the  schedule  or  si)ecification, 
and  is  often  accompanied  by  a  disclaimer  of  any  title  to  cer- 
tain matters  before  described,  in  order  to  prevent  conflicts 
with  pre-existing  patents. 

This  distinct  and  formal  claim  is,  therefore,  of  primary 
importance,  in  the  effort  to  ascertain  precisely  what  it  is 
that  is  patented  to  the  appellant  in  this  case. 

In  this  part  of  his .  application  he  makes  two  separate 
claims,  the  second  of  which  relates  to  a  modification  of  the 
distilling  apparatus,  and  is  not  in  dispute  here.  Turning 
our  attention  to  the  first  claim,  we  are  compelled  to  say  that 
the  language  is  far  from  possessing  that  precision  and  clear- 
ness of  statement  with  which  one  who  proposes  to  secure  a 
monopoly  at  the  expense  of  the  public  ought  to  describe 
the  thing  which  no  one  but  himself  can  use  or  enjoy,  with- 
out paying  him  for  the  privilege  of  doing  so.    It  is  as  follows  : 

''I  claim  the  above  described  new  manufacture  of  the 
deodorized  heavy  hydrocarbon-oils,  suitable  for  lubricating 
and  other  purposes,  free  from  the  characteristic  odors  of 
hydrocarbon-oils,  and  having  a  slight  smell  like  fatty  oil, 
from  hydrocarbon-oils,  by  treating  them  substantially  as  is 
hereinbefore  described."  The  word  manufacture  in  this 
sentence  is  one  which  is  used  vrith  equal  propriety  to  ex- 
press the  process  of  making  an  article,  or  the  article  so 
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made.  *'The  mannfacture  of  hydrocarbon-oils"  means 
primarily  the  making  of  hydrocarbon-oils.  It  may  mean 
the  thing  made  also.  Are  there  other  words  in  the  sentence 
calculated  to  throw  light  on  the  meaning  of  this  one  t 

' '  I  claim  the  above  described  new  manufacture  of  hydro- 
carbon-oils, *  *  *  by  treating  them  substantially  as 
hereinbefore  described."  It  seems  to  us  that  the  most 
natural  meaning  of  these  words  is,  that  "I  claim  this  new 
mode  of  manufacturing  hydrocarbon-oils,  by  treating  them 
as  hereinbefore  described."  This  is  the  meaning  which 
would  first  suggest  itself  to  the  mind.  If  the  product  is 
meant,  the  words  '  *  by  treating  them  substantially  as  here- 
inbefore described"  are  useless.  They  are  not  only  use- 
less, but  embarrassing ;  for,  by  the  well  settled  rules  of  con- 
struing all  instruments,  some  importance  must  be  attached 
to  them ;  and,  if  they  are  to  be  regarded  at  all,  they  must 
either  refer  to  the  process  of  making  the  oils,  for  which  the 
applicant  is  claiming  a  patent,  or  they  are  intended  to  limit 
his  claim  for  a  patent  for  the  product  to  that  product  only, 
when  produced  by  treating  the  oils  in  the  manner  before 
described. 

The  counsel  for  appellant  disclaim  this  latter  construction, 
and  allege  that  the  patent  covers  the  oil  described,  by  what- 
ever mode  it  may  be  produced.  It  is  necessary  to  insist  on 
this  view  because  it  is  made  to  appear  in  the  case  that  the 
oils  sold  by  defendants  were  produced  by  a  process  very 
different  from  that  described  by  appellant. 

We  can  see  no  reason  why  the  applicant  for  the  patent, 
if  he  had  in  his  mind  a  claim  for  the  article  produced,  should 
have  intended  so  to  limit  his  claim.  If  the  article  was  the 
discovery  which  he  sought  the  exclusive  right  to  make,  use 
and  sell,  he  was  entitled  to  that  monopoly,  however  produced . 

If,  however,  he  had  in  his  own  mind  only  a  claim  for  the 
process  of  manufacture  by  which  the  article  was  made,  then 
his  reference  to  the  mode  of  treating  the  oils  from  which  it 
came  was  evidently  proper  and  intelligible. 
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But  the  language  in  the  specifications  aids  us  in  constru- 
ing the  claim.  In  the  sentence  next  preceding  this  claim, 
he  says :  ''It  wiU  also  be  evident  to  those  skilled  in  the  art 
tliat  TTiy  invention  will  be  used,  if  the  above  mentioned 
process  be  worked,  to  produce  the  deodorized  heavy  oils 
above  described  from  distilled  hydrocarbon  oils,"  etc.  It  is 
very  clear  that  what  he  here  caUs  his  imerdion  is  a  thing 
which  produces  the  deodorized  oils,  and  not  the  oil  itself. 
So  again  he  says :  ' '  Prom  the  above  it  will  be  obvious  that 
my  invention  consists  in  prodtbcing  heavy  hydrocarbon-oils, 
suitable  for  lubricating  and  other  purposes,  and  free  from 
the  characteristic  odor,  by  distilling  from  tJiem  the  volatile 
matter  from  which  objectionable  odors  arise.''  Again  he 
says :  ''In  carrying  on  my  new  manufacture  of  deodorizing 
heavy  oils,  with  this  apparatus,  I  place  the  oil  to  be  deodo- 
rized in  the  still,  and  heat  it  by  the  fire  beneath  to  the  re- 
quired temperature  to  commence  the  operation,  the  steam 
being  shut  ofl:  from  the  coil,  and  the  outlet  cock  being  opened 
to  admit  of  the  expulsion  of  any  water  from  within  the 
coil."  Here  the  word  "manufacture"  is  used  in  the  sense 
of  the  word  "process,"  a  word  which  could  be  substituted 
for  it,  without  a  shade  of  change  in  the  meaning.  As  it 
can  here  mean  nothing  else  but  process,  we  have  a  defini- 
tion of  the  meaning  to  be  attached  to  it  in  other  parts  of 
the  same  paper,  if  that  meaning  were  otherwise  doubtful. 

But,  apart  from  these  verbal  criticisms,  all  of  which  are 
just  and  tend  strongly  to  show  what  was  the  invention 
claimed  by  appellant,  it  is  impossible  to  read  the  four  printed 
pages  of  specifications,  in  which  appellant  minutely  describes 
his  invention,  without  observing  that  they  are  almost  wholly 
directed  to  the  apparatus,  the  mode  of  using  it,  and  the 
l>eculiar  process  of  distillation,  by  which  the  more  volatile 
parts  of  the  heavy  oils,  which  contain  the  ofl!ensive  odors, 
are  separated  from  the  main  body  of  the  oil,  pass  over  in 
that  process,  and  leave  the  remainder  free  from  this  great 
drawback  in  its  use  in  the  arts.     Why  should  this  be  so,  if 
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the  applicant  for  the  patent  was  only  looking  to  the  products 
as  his  invention,  the  deodorized  heavy  hydrocarbon-oils? 
If  the  oil  alone  was  to  be  patented,  by  whatever  process 
made,  this  elaborate  description  of  one  particular  process 
was  unnecessary. 

A  strong  appeal  is  made  by  counsel  to  give  the  appellant 
the  benefit  of  a  liberal  construction  in  support  of  the  patent. 
Cases  are  cited  in  which  this  court  has  held  that,  rather  than 
defeat  a  patent  where  it  appears  that  a  valuable  invention 
has  reaUy  been  made,  this  court,  giving  full  effect  to  all  that 
is  found  in  the  application  on  which  the  Patent  Office  acted, 
will  uphold  that  which  was  really  invented,  and  which  comes 
within  any  fair  interpretation  of  the  patentee's  assertion  of 
claim. 

We  are  not  disj)osed  to  depart  from  this  rule  in  the  pres- 
ent case.  There  is  no  question  here  but  that  the  patent  is 
good  for  the  second  claim,  for  the  sujDerheating  coil,  with 
its  steam-pipe,  etc. ;  and  we  are  all  of  opinion  that  it  is  good 
for  the  process  of  distillation  described  in  the  specifications, 
by  which  the  heavy  hydrocarbon-oils  are  deodorized.  It  is, 
therefore,  a  valid  patent  for  two  important  matters,  well  set 
forth  and  described.  If  the  patentee  is  also  entitled  to  a 
patent  for  the  product  of  this  distillation,  and  has  failed,  as 
we  think  he  has,  to  obtain  it,  the  law  affords  him  a  remedy, 
by  a  surrender  and  re-issue.  When  this  is  done,  the  world 
will  have  fair  notice  of  what  he  claims, — of  what  his  patent 
covers,  and  must  govern  themselves  accordingly. 

The  growth  of  the  patent  system  in  the  last  quarter  of  a 
century  in  this  country  has  reached  a  stage  in  its  progress 
where  the  variety  and  magnitude  of  the  interests  involved 
require  accuracy,  precision  and  care  in  the  preparation  of 
all  the  papers  on  which  the  patent  is  founded.  It  is  no 
longer  a  scarcely  recognized  principle,  struggling  for  a  foot- 
hold, but  it  is  an  organized  system,  with  well  settled  rules, 
supporting  itself  at  once  by  its  utility  and  by  the  wealth 
which  it  creates  and  commands.     The  developed  and  im- 
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proved  condition  of  the  patent  law,  and  of  the  principles 
which  govern  the  exclusive  rights  conferred  by  it,  leave  no 
excuse  for  ambiguous  language  or  vague  descriptions.  The 
public  should  not  be  deprived  of  rights  supposed  to  belong 
to  it,  without  being  clearly  told  what  it  is  that  limits  these 
rights.  The  genius  of  the  inventor,  constantly  making  im- 
provements in  existing  patents,  a  process  which  gives  to  the 
patent  system  its  greatest  value,  should  not  be  restrained 
by  vague  and  indefinite  descriptions  of  claims  in  existing 
patents  from  the  salutary  and  necessary  right  of  improving 
on  that  which  has  already  been  invented.  .*  It  seems  to  us 
that  nothing  can  be  more  just  and  fair  both  to  the  patentee 
and  to  the  public,  than  that  the  former  should  understand 
and  correctly  describe  just  what  he  has  invented,  and  for 
what  he  claims  a  patent.  ) ) 

In  consistency  with  these  views,  we  are  of  opinion  that 
the  appellant  in  this  case  has  described  and  claimed  a  pat- 
ent for  the  process  of  deodorizing  the  heavy  hydrocarbon 
oils,  and  that  he  has  not  claimed  as  his  invention  the  pro- 
duct of  that  process. 

The  judgmervt  of  the  Circuit  Court  is  affirmed. 

Mr.  Justice  Clifford,  dissenting : 

I  dissent  from  the  opinion  and  judgment  in  this  case, 
upon  the  ground  that  the  invention,  when  the  claim  is 
properly  construed,  is  an  invention  of  the  described  new 
manufacture,  and  not,  merely  for  the  process,  as  decided 
by  a  majority  of  the  court. 

•4  U.  8.  578-674. 
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Le  Roy  v.  Tatham,  14  How.  156  [5  Am.  A  Eng.  313]. 
Corning  v.  Burden,  15  Hom\  252  [6  Am.  A  Eng.  69]. 
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Railroad  v.  Du  Bois,  12  Wall.  47  [8  Am.  A  Eng.  433]. 
Grier  t;.  Wilt,  120  XJ.  S.  412. 


As  to  process  and  product  see: 

Powder  Co.  v.  Powder  Works,  98  XJ.  S.  126. 


9.  The  claim  should  be  construed  most  favorably  for  the  patentee: 
Coming  v.  Burden,  16  How.  252  [6  Am.  Sd  Eng.  69], 
Winans  v,  Denmead,  15  How.  330  [6  Am.  &  Eng.  107]. 
Railway  Co.  v.  National  Car  Brake  Co.,  110  U.  S.  229. 
Yale  Lock  Mfg.  Co.  v.  Sargent,  117  XJ.  S.  536. 


Remedy  for  failure  to  claim  the  entire  invention  is  by  reissue: 
Keystone  Bridge  Co.  v.  Iron  Co.,  95  XJ.  S.  274  [p.  364 />o«^.] 
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NATHAN  C.   RUSSELL,  APPELLANT,    p.   ISAAC  V. 

PLACE  ET  AL.* 

94  (4  Otto)  U.  8.  e06-610.    Oct.  Term,  1870. 

[Bk.  24,  L.  ed.  214 ;  12  O.  G.  53.] 

Argued  December  12,  18V6.     Decided  April  16,  1877. 
JFbrmer  judgment,     Estoppd.     Record.     Evidence. 

f  1.  A  judgment  of  a  court  of  competent  jurisdiction,  upon  a  ques- 
tion directly  involved  in  one  suit,  is  conclusive  as  to  that  ques- 
tion in  another  suit  between  the  same  parties ;  but  to  this 
operation  of  the  judgment  it  must  appear,  either  upon  the  face 
of  the  record,  or  be  shown  by  extrinsic  evidence,  that  the  pre- 
cise question  was  raised  and  determined  in  the  former  suit.  If 
there  be  any  uncertainty  on  this  head  in  the  record,  the  whole 
subject  matter  of  the  action  will  be  at  large  and  open  to  a  new 
contention,  unless  this  uncertainty  be  removed  by  extrinsic 
evidence  showing  the  precise  point  involved  and  determined. 
To  apply  the  judgment,  and  give  effect  to  the  adjudication 
actually  made,  when  the  record  leaves  the  matter  in  doubt, 
such  evidence  is  admissible,     (p.  230.) 

f  2.  In  an  action  at  law  for  damages  for  the  infringement  of  a  patent 
for  an  alleged  new  and  useful  improvement  in  the  preparation 
of  leather,  which  patent  contained  two  claims  ;  one  for  the  use 
of  fat  liquor  generally  in  the  treatment  of  leather,  and  the 
other  for  a  process  of  treating  bark -tanned  lamb  or  sheep-skin, 
by  means  of  a  compound  composed  and  applied  in  a  particular 
manner,  the  declaration  alleged,  as  the  infringement  complained 
of,  that  the  defendants  had  made  and  used  the  invention,  and 
caused  others  to  make  and  use  it,  without  averring  whether 
such  infringement  consisted  in  the  simple  use  of  fat  liquor  in 
the  treatment  of  leather,  or  in  the  use  of  the  process  specified. 
Ileld^  that  the  judgment  recovered  in  the  action  does  not  estop 
the  defendant  in  a  suit  in  equity  Tjy  the  same  plaintiff,  for  an 
injunction  and  an  accounting  for  gains  and  profits,  from  con- 

*See  Explanation  of  Notes,  page  III. 
t  Head  notes  by  Mr.  Justloe  Field. 
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testing  the  validity  of  the  patent,  if  not  appearing  by  the  record, 
and  not  being  shown  by  extrinsic  evidence,  upon  which  claim  the 
recovery  was  had.  The  validity  of  the  patent  was  not  neces- 
sarily involved,  except  with  respect  to  the  claim  which  was  the 
basis  of  the  recovery;  a  patent  may  be  valid  as  to  a  single 
claim,  and  invalid  as  to  the  others,  (p.  2^1.) 
1 3.  If,  upon  the  face  of  a  record,  anything  is  left  to  conjecture  as  to 
what  was  necessarily  involved  and  decided,  there  is  no  estop- 
pel in  it  when  pleaded,  and  nothing  conclusive  in  it  when  offered 
as  evidence,    (p.  232.) 

[Citations  in  the  Opinion  of  the  Coart:] 

Steam  Packet  Co.  v.  Sickles,  24  How.  333.     p.  230. 

Steam  Packet  Co.  v.  Sickles,  5  Wall.  580  [7  Am  &  Eng.  454.]    p.  231. 

Aiken  v.  Peck,  22  Vt  255.     p.  232. 

Hooker  v,  Hnbbaid,  102  Mass.  239.     p.  232. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  New  York. 

The  api)ellant  was  the  complainant  in  the  court  below, 
where  a  decree  was  rendered  dismissing  his  bill ;  whereupon 
he  api)ealed  to  this  court.  For  an  opinion  upon  the  valid- 
ity of  the  patent  in  question,  see  Russell  v.  Dodge,  93  U.  S. 
460  [10  Am.  &  Eng.  496] 

The  case  is  stated  by  the  court. 

Mr.  Horace  E.  Smithy  for  appeUavi : 

The  judgment  or  decree  of  a  court  i)08ses8lng  competent 
jurisdiction  is,  as  a  general  rule,  final  not  only  as  to  the  sub- 
ject-matter thereby  actually  determined,  but  as  to  every 
other  matter  which  the  parties  might  have  litigated  in  the 
cause,  and  might  have  decided. 

If  there  are  exceptions  to  this  rule  in  special  cases,  the 
suit  at  bar  does  not  come  within  them. 

Gould  ti.  R.  R.  Co.,  91  U.  S.  526,  decided  by  this  court  in 
March,  1876 ;  see  13  Alb.  L.  J.  214 ;  Embury  T).  Conner,  3 
N.  Y.  512 ;  Sickles  7).  Mitchell,  3  Blatchf .  552 ;  Sickles  v. 
Youngs,  3  Blatchf.  297 ;  Parker  v.  Brant,  1  Pish.  58 ;  Birck- 
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head  v.  Brown,  5  Sandf .  134 ;  Dows  v.  McMichael,  6  Paige, 
139. 

In  the  exceptional  cases  where  evidence  is  admissible  to 
show  what  issues  were  tried  and  decided,  where  a  given  ques- 
tion is  fairly  embraced  in  the  proceedings,  the  presumption 
is  that  it  was  litigated  and  decided.  The  burden  is  on  the 
party  resisting  the  estoppel,  to  show  the  contrary  by  parol 
proof  or  other  competent  evidence. 

Burwell  v.  Knight,  51  Barb.  267 ;  Wood  v.  Jackson,  8 
Wend.  9 ;  Gould  v.  R.  R.  Co.  (supra). 

Mr,  T.  L.  Wakefield^  for  appellees : 

An  estoppel  is  an  admission  or  determination  under  cir- 
cumstances of  such  solemnity  that  the  law  will  not  allow  a 
fact  so  admitted  or  established  to  be  afterwards  drawn  in 
question  between  the  same  parties  or  their  privies,  and  re- 
lates only  to  issues  of  fact,  and  not  of  law. 

Burlen  v.  Shannon,  99  Mass.  200 ;  Steam  Packet  C!o.  v. 
Sickles,  24  How.  333,  S.  C.  5  WaU.  580  [7  Am.  &  Eng. 
464];  2  Smith  L.  C.  573,  et  seq.;  Outram  v.  Morewood,  3 
East,  346 ;  Queen  v.  Hartington,  4  El.  &  Bl.  780. 

Who  are  privies  ? 

1  Greenl.  Ev.  12th  ed.,  p.  569. 

2.  A  verdict  and  judgment  are  not  conclusive  unless  it 
appears  by  the  record,  or  by  parol  evidence  in  addition 
thereto,  that  the  prevailing  party  in  the  former  suit  pre- 
vailed upon  the  very  issue  in  support  of  which  he  offers  the 
record  in  evidence ;  and  when  it  is  left  doubtful  upon  which 
of  two  grounds  the  successful  party  prevailed  in  such 
former  suit,  such  record  or  determination  will  not  operate 
as  an  estoppel. 

McDowell  V.  Langdon,  3  Gray,  613 ;  Burlen  v.  Shannon, 
99  Mass.  204  ;  S.  C.  3  Gray,  387 ;  S.  C.  14  Gray,  433. 

Mr.  Justice  Field  delivered  the  opinion  of  the  court  : 
This  is  a  suit  for  an  infringement  of  a  patent  to  the  com- 

94  U.  S.  606. 
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plainant,  for  an  alleged  new  and  useful  improvement  in  the 
preparation  of  leather,  and  is  similar  in  its  general  features 
to  the  suit  of  the  complainant  against  Dodge,  recently  de- 
cided. It  is  submitted  upon  substantially  the  same  testi- 
mony, and  presents,  with  one  exception,  the  same  ques- 
tions for  determination.  That  exception  relates  to  the 
operation,  as  an  estoppel  against  setting  up  the  defences  here 
made,  of  a  judgment  recovered  by  the  complainant  against 
the  defendants  in  an  action  at  law  for  the  infringement  ot 
the  patent. 

The  bill  of  complaint  sets  forth  the  invention  claimed ; 
the  issue  of  a  patent  for  the  same  ;  its  surrender  for  alleged 
defective  and  insufficient  description  of  the  invention ;  its 
reissue  with  an  amended  specification,  and  the  recovery  of 
judgment  against  the  defendants  for  damages  in  an  action  at 
law  for  a  violation  of  the  exclusive  privileges  secured  by 
the  patent. 

The  bill  then  alleges  the  subsequent  manufacture,  use  and 
sale  by  the  defendants,  without  the  license  of  the  patentee, 
of  the  alleged  invention  and  improvement,  and  prays  that 
they  may  be  decreed  to  account  for  the  gains  and  profits  thus 
acquired  by  them,  and  be  enjoined  from  further  infringement. 

The  answer  admits  the  issue  of  the  patent,  its  surrender 
and  re-issue,  and,  as  a  defence  to  this  suit,  sets  up  in  sub- 
stance the  want  of  novelty  in  the  invention,  its  use  by  the 
public  for  more  than  two  years  prior  to  the  application  for 
the  patent,  and  that  the  re-issue,  so  far  as  it  differs  from  the 
original  patent,  is  not  for  the  same  invention.  The  answer 
also  admits  the  recovery  by  the  complainant  in  the  action 
at  law  of  the  judgment  mentioned,  but  denies  that  the 
same  issues  were  involved  or  tried  in  that  action  which  are 
raised  in  this  suit. 

The  action  at  law  was  brought  in  the  Circuit  Court  of  the 
United  States  for  the  Northern  District  of  New  York,  in  the 
ordinary  form  of  such  actions  for  infringement  of  the  privi- 
leges secured  by  a  patent.     The  defendants  pleaded  the  gen- 

04  U.  S.  606-007. 
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eral  issue,  and  set  up,  by  special  notice  under  the  Act  of 
Congress,  the  want  of  novelty  in  the  invention,  and  its  use 
by  the  public  for  more  than  two  years  prior  to  the  applica- 
tion for  a  patent.  The  plaintiff  obtained  a  verdict  for  dam- 
ages, upon  which  the  judgment  mentioned  was  entered ;  and 
this  judgment,  it  is  now  insisted,  estops  the  defendants  in 
this  suit  from  insisting  upon  the  want  of  novelty  in  the  in- 
vention patented,  and  its  prior  use  by  the  public,  and  also 
from  insisting  upon  any  ground  going  to  the  validity  of  the 
patent  which  might  have  been  availed  of  as  a  defence  in  that 
action  and,  of  course,  upon  the  want  of  identity  in  the  inven- 
tion covered  by  the  re-issue  with  that  of  the  original  patent. 

It  is  undoubtedly  settled  law  that  a  judgment  of  a  court 
of  competent  jurisdiction,  upon  a  question  directly  involved 
in  one  suit,  is  conclusive  as  to  that  question  in  another  suit 
between  the  same  parties.  But  to  this  operation  of  the 
judgment  it  must  appear,  either  upon  the  face  of  the  record 
or  be  shown  by  extrinsic  evidence,  that  the  precise  question 
was  raised  and  determined  in  the  former  suit.  If  there  be 
any  uncertainty  on  this  head  in  the  record — as,  for  example : 
if  it  appear  that  several  distinct  matters  may  have  been  liti- 
gated, upon  one  or  more  of  which  the  judgment  may  have 
passed,  without  indicating  which  of  them  vms  thus  litiga- 
ted, and  upon  which  the  judgment  was  rendered — ^the  whole 
subject-matter  of  the  action  wiU  be  at  large,  and  open  to  a 
new  contention,  unless  this  uncertainty  be  removed  by  ex- 
trinsic evidence  showing  the  precise  point  involved  and  de- 
termined. To  apply  the  judgment,  and  give  effect  to  the 
adjudication  actually  made,  when  the  record  leaves  the  mat- 
ter in  doubt,  such  evidence  is  admissible. 

Thus,  in  the  case  of  the  Washington,  Alexandria  &  George- 
town Steam  Packet  Co.  d.  Sickles,  reported  in  the  24th  of 
Howard,  a  verdict  and  judgment  for  the  plaintiff  in  a  prior 
action  against  the  same  defendant  on  a  declaration,  contain- 
ing a  special  count  upon  a  contract,  and  the  common  counts, 
was  held  by  this  court  not  to  be  conclusive  of  the  existence 

04  U.  8.  607-60S. 


Oct,  1876.J  RUSSELL  v.  PLACE.  281 

Opinion  of  the  court 

and  validity  of  the  contract  set  forth  in  the  special  count, 
because  the  verdict  might  have  been  rendered  without  refer- 
ence to  that  coimt,  and  only  upon  the  common  counts.  Ex- 
trinsic evidence  showing  the  fact  to  have  been  otherwise  was 
necessary  to  render  the  judgment  an  estoppel  upon  those 
points. 

When  the  same  case  was  before  this  court  the  second 
time,  Packet  Co.  v.  Sickles,  5  Wall.  580  [7  Am.  &  Eng. 
454],  the  general  rule  with  respect  to  the  conclusiveness  of 
a  verdict  and  judgment  in  a  former  suit  between  the  same 
parties,  when  the  judgment  is  used  in  pleading  as  an  estop- 
pel, or  is  relied  upon  as  evidence,  was  stated  to  be  substan- 
tially this :  that,  to  render  the  judgment  conclusive,  it  must 
appear  by  the  record  of*  the  prior  suit  that  the  particular 
matter  sought  to  be  concluded  was  necessarily  tried  or  de- 
termined ;  that  is,  that  the  verdict  in  the  suit  could  not 
have  been  rendered  without  deciding  that  matter;  or  it 
must  be  shown  by  extrinsic  evidence,  consistent  with  the 
record,  that  the  verdict  and  judgment  necessarily  involved 
the  consideration  and  determination  of  the  matter. 

Tested  by  these  views,  the  question  presented  by  the 
plaintiff  in  this  case,  upon  the  effect  as  evidence  of  the  ver- 
dict and  judgment  in  the  action  at  law,  is  of  easy  solution. 
The  record  of  that  action  does  not  disclose  the  nature  of 
the  infringement  for  which  damages  were  recovered.  The 
declaration  only  avers  that  the  plaintiff  was  the  original 
and  first  inventor  of  a  new  and  useful  improvement  in  the 
preparation  of  leather,  and  that  he  obtained  a  patent  for 
the  same  and,  on  its  surrender,  a  new  patent,  with  an 
amended  8i)ecitication,  without  describing  with  other  par- 
ticularity the  nature  and  operation  of  the  invention ;  and 
alleges,  as  the  infringement  complained  of,  that  the  defend- 
ants have  made  and  used  the  invention,  and  have  caused 
others  to  make  and  use  it.  The  patent  contains  two  claims: 
one  for  the  use  of  fat  liquor  generally  in  the  treatment  of 
leather,  and  the  other  for  a  process  of  treating  bark-tanned 
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lamb  or  sheep-skin  by  means  of  a  comx)OTmd  composed  and 
applied  in  a  particular  manner.  Whether  the  infringement 
for  which  the  verdict  and  judgment  passed  consisted  in  the 
simple  useT  of  fat  liquor  in  the  treatment  of  leather,  or  in 
the  use  of  the  process  specified,  does  not  appear  from  the 
record.  A  recovery  for  an  infringement  of  one  claim  of  the 
patent  is  not  of  itself  conclusive  of  an  infringement  of  the 
other  claim,  and  there  was  no  extrinsic  evidence  offered  to 
remove  the  uncertainty  upon  the  record ;  it  is  left  to  con- 
jecture what  was  in  fact  litigated  and  determined.  The 
verdict  may  have  been  for  an  infringement  of  the  first  claim ; 
it  may  have  been  for  an  infringement  of  the  second ;  it  may 
have  been  for  an  infringement  of  both.  The  validity  of  the 
patent  was  not  necessarily  involved,  except  with  respect  to 
the  claim  which  was  the  basis  of  the  recovery.  A  patent  may 
be  valid  as  to  a  single  claim  and  not  valid  as  to  the  others. 
The  record  wants,  therefore,  that  certainty  which  is  essential 
to  its  oi)eration  as  an  estoppel,  and  does  not  conclude  the  de- 
fendants from  contesting  the  infringement  or  the  validity  of 
the  patent  in  this  suit. 

The  record  is  not  unlike  a  record  in  an  action  for  money 
had  and  received  to  the  plaintiffs  use.  It  would  be  imi)os- 
sible  to  affirm  from  such  a  record,  with  certainty,  for  what 
moneys  thus  received  the  action  was  brought,  without  ex- 
trinsic evidence  showing  the  fact ;  and,  of  course,  without 
such  evidence  the  verdict  and  judgment  would  conclude 
nothing,  except  as  to  the  amount  of  indebtedness  estab- 
lished. 

According  to  Coke,  an  estoppel  must  "be  certain  to  every 
intent ;' '  and  if  upon  the  face  of  a  record  anything  is  left  to 
conjecture  as  to  what  was  necessarily  involved  and  decided, 
there  is  no  estoppel  in  it  when  pleaded,  and  nothing  con- 
clusive in  it  when  offered  as  evidence.  See  Aiken  v.  Peck, 
22  Vt.  260,  and  Hooker  v.  Hubbard,  102  Mass.  245. 

T7ie  decree  Is  afflnned. 

Dissenting,  Mr.  Justice  Clifford. 

04  17.  8.  6094110. 
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The  Illinois  Central  Railroad  Company,  Appellant, 
V,  Samuel  H.  Turrill  ;  The  Michigan  Southern  and 
Northern  Indiana  Railroad  Company,  Appellant, 
V,  Samuel  H.  Turrill  ;  The  Chi^cago  and  Alton  Rail- 
road Company,  Appellant,  v.  Samuel  H.  Turrill; 
The  Chicago,  Burlington  and  Quincy  Railroad  Com- 
pany, Appellant,  v.  Samuel  H.  Turrill  ;  The  Pitts- 
burgh, Fort  Wayne  and  Chicago  Railway  Company, 
Appellant,  v.  Samuel  H.  Turrill. 

94  (4  Otto)  U.  8.  690-711.    Oct.  Term.  1876. 

[Bk.  24,  L.  ed.  238 ;  12  O.  G.  709]. 

Argued  March  28,  29,  1877.     Decided  April  23,  1877. 

Particular  patent  construed.     Infringement.      Novelty — hoto  de- 
termined.    Invention.    Accounting  for  infringement. 

1.  Letters  patent  No.   15,687,  J.  D.  Cawood,  September  9,  1866, 

Anvil  1  Wall.  491  [7  Am.  &  Eng.  202],  further  construed, 
held  novel  and  not  anticipated  by  the  insufficient  description 
in  the  prior  English  patent  to  Church  of  1846.  The  claim  as 
limited  in  view  of  the  state  of  the  art,  held  not  infringed  by 
the  Beebee  <fe  Smith,  the  Bayonet  and  the  Michigan  Southern 
machines,  but  infringed  by  the  Whitcomb,  Etheridge  and  Illi- 
nois Central  machines,     (p.  245.) 

2.  The  words  "  or  in  any  other  convenient  manner  "  construed  to 

mean,  by  means  adapted  to  the  work  the  machine  is  intended 
to  perform,     (p.  263.) 

3.  That  the  omission  of  certain  elements  in  a  prior  patented  ma- 

chine might  enable  a  mechanic  to  alter  and  employ  the  rem- 
nant like  the  infringed  machine,  is  no  test  of  the  novelty  of 
the  latter,  this  is  to  be  determined  by  the  question  whether  the 
information  necessary  to  construct  and  use  the  latter  machine 
can  be  read  out  of  the  prior  specification,  by  a  mechanic  skilled 
in  the  particular  art  to  which  the  alleged  anticipated  machine 
relates,     (p.  264. ) 
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4.  Because  the  invention  has  been  used  in  an  imperfect  condition,  or 

altered  slightly  in  one  particular  without  serious  loss,  it  is  no 
proof  that  it  was  no  invention,  or  that  the  use  of  it  in  its  al- 
tered condition  was  no  infringement,     (p.  259.) 

5.  In  settling  an  account  for  an  infringement  the  question  is  not 

what  profits  the  infringer  has  made  in  his  business  or  from  his 
manner  of  conducting  it,  but  what  advantage  he  has  derived 
from  the  use  of  the  infringed  invention,     (p.  261.) 

[Qtations  in  the  opinion  of  the  oonrt :] 

Turrill  v.  Railroad  Co.,  1  Wall.  491  [7  Am.  &  Eng.  202.]  p.  245. 

Appeals  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  bill  in  each  of  these  cases  was  filed  in  the  court  be- 
low by  the  appellee,  to  recover  for  the  alleged  infringement 
of  a  certain  patent.  Decrees  having  been  entered  in  his 
favor  the  respondents  in  each  case  took  an  appeal  to  this 
court. 

The  case  is  fully  stated  by  the  court. 

The  specifications  and  drawings  of  the  Cawood  patent  are 
as  follows : 


JOSEPH  D.  CAWOOD,  OF  MARSHALL,  MICHIGAN. 

Letters  Patent  No.  15,687,  dated  September  9th,  1866. 

The  schedule  referred  to  in  these  Letters  Patent,  and  making  part 

of  the  same. 

To  all  whom  it  inay  concern : 

Be  it  known  that  I,  Joseph  D.  Cawood,  of  the  town  of 
Marshall,  county  of  Calhoun,  and  State  of  Michigan,  have 
invented  a  new  and  useful  improvement  in  the  common 
anvH  or  swedge-block,  for  the  purpose  of  welding  up  and 
reforming  the  ends  of  railroad  rails,  when  they  have  exfo- 
liated or  become  shattered  from  unequal  wear,  occasioned 
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by  the  inequalities  of  the  road  (six  inches  or  so  of  the  ex- 
treme end  of  the  rail  being  frequently  destroyed,  while  the 
remainder  is  perfectly  sound),  and  I  do  hereby  declare  that 
the  following  is  a  full,  clear  and  exact  description  of  the 
construction  and  operation  of  the  same,  reference  being  had 
to  the  annexed  drawing,  making  a  i>art  in  this  specification 
and  giving  a  perspective  view  of  the  machine.  A,  repre- 
senting the  bed-sill  on  which  the  anvil  is  placed.  B,  the 
anvil  or  swedge-block  of  cast-iron  ;  CC,  recesses  or  dies  across 
the  face,  the  shape  of  the  side  of  the  rail  D,  solid  block 
making  a  part  of  anvil,  with  its  side  shaped  to  the  side  of 
rail,  while  placed  in  its  natural  position ;  E,  a  movable  press- 
block,  held  dowTi  to  anvil  by  dovetail  tongues  a,  on  the 
anvil  and  grooves  in  the  movable  press-block,  and  operated 
by  two  eccentric  cams,  F,  back  and  forth  in  a  longitudinal 
direction,  to  press  the  rail  together  while  forming  its  end, 
and  with  sufficient  travel  to  extricate  the  rail  without  alter- 
ing its  vertical  position.  G,  a  rail  of  the  T  form,  in  its  po- 
sition between  the  press-blocks. 

I  usually  make  my  improved  anvil  and  swedge-block  of 
cast  iron,  between  four  and  five  feet  long  and  sixteen  inches 
wide  across  the  face,  with  two  forms  or  recesses,  cc,  at  one 
end,  right  and  left,  of  a  form  corresponding  with  the  side 
of  the  rail ;  close  to  these  is  cast  a  raised  block,  D,  nearly 
as  high  as  the  rail,  and  with  its  farthest  edge  also  shaped 
to  fit  the  side  of  the  rail  when  it  lies  across  the  anvil  in  its 
natural  position.  Next  this,  I  attach  the  face  of  the  anvil, 
by  dovetail  tongues  and  grooves  or  any  other  convenient 
manner ;  what  I  call  a  movable  press-block,  E,  with  a  simi- 
lar but  reverse  shaped  edge,  lying  opposite  to  the  other  so 
as  to  enclose  the  rail  between  the  two,  as  in  the  jaws  of  a 
vise.  This  block  I  work  by  two  eccentric  cams,  F,  on  a 
shaft  which  is  attached  to  the  anvil  by  two  standards,  HH, 
with  bearings,  II,  either  cast  on  or  bolted  to  the  edge  of  the 
same,  so  that  half  a  turn  of  the  crank  will  move  the  press 
block  over- a  space  a  little  more  than  the  extreme  width  of 
the  rail.     The  mode  of  using  this  machine  is  extremelv 
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simple  and  effective.  A  piece  of  iron  (being  of  a  size  suit- 
able to  the  deficiency  of  the  rail)  having  been  prepared  and 
put  in  the  fire,  the  rail  being  suspended  by  its  middle  to 
the  level  of  the  anvil,  is  brought  to  a  welding  heat,  and  then 
swung  round  from  the  fire  into  the  space  between  the  two 
blocks,  where  it  is  by  a  half  turn  of  the  crank  pinched 
together  by  means  of  the  c^ms,  F,  the  welding  piece  is 
then  laid  on  the  top  of  the  rail  and  welded  to  the  rail,  in 
the  usual  way,  and  leveled  up  and  shaped  by  a  swedge, 
held  by  the  smith,  of  the  form  of  that  section  which  pro- 
jects above  the  blocks — thus  accomplishing  at  one  hejit 
what  usually  requires  three  or  more.  Should  any  imper- 
fections remain,  which  is  not  usual  if  the  first  operation  is 
properly  gone  through  with,  they  can  be  removed  by  proper 
hand  swedges,  after  placing  the  rail  in  the  recesses,  CC,  for 
that  purpose. 

I  do  not  claim  the  anvil  block  nor  its  recesses,  but  what  I 
do  claim  as  my  invention  and  desire  to  secure  by  letters 
patent,  is  the  movable  press  block,  E,  having  its  edge 
formed  to  the  side  of  the  rail,  G,  in  combination  with 
another  block,  D,  with  its  edge  of  a  similar  but  reversed 
form  (the  movable  blocks  to  be  operated  by  two  cams  or  in 
any  other  convenient  manner)  for  the  purposing  of  pressing 
between  them  a  T,  or  otherwise  shaped  rail,  thereby  greatly 
facilitating  the  difiicult  operation  of  welding  and  renewing 
the  ends  of  such  rails  after  they  have  been  damaged  in  the 
manner  herein  described  and  set  forth. 

JOSEPH  D.  CAWOOD. 

Witnesses : 

GrEOKGE  JOHNSON, 

James  A.  Way. 

Messrs.  George  Oifford^  George  Paysen^  John  B.  Niles 
and  John  N,  Jewett^  for  appellants : 

This  court  stated  that  the  Cawood  machine  was  not  limited 
to  any  particular  shape  or  configuration  of  the  edges  or 
faces  of  the  blocks,  thus :  "  shape  of  the  rail  is  immaterial, 
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except  that  the  inner  face  or  edge  of  the  respective  blocks 
must  be  so  made  and  formed  as  to  fit  the  respective  sides  of 
the  rail  to  be  repaired." 

The  specification  of  the  Cawood  patent  agrees  with  the 
statement  of  this  court  as  to  what  the  Ca^vood  machine  con- 
sisted of.  Leaving  the  subject  there  there  would  be  no  dif- 
ficulty in  seeing  that  the  angle  iron  machine  is  within  and 
invalidates  the  Cawood  patent. 

The  appellee,  by  claiming  that  the  Beebe  and  Smith  ma- 
chine infringes  his  patent,  has  i)ositively  refused  to  accept 
the  construction  put  upon  it  by  this  court.  The  construc- 
tion given  to  the  patent  by  the  appellee  himself  in  prose- 
cuting this  machine  as  an  infringement  totally  ignores  any 
limitation  to  tlie  fixed  anvil  or  bed-plate  by  which  the  blocks 
or  jaws  are  supported ;  or  any  limitation  to  a  fixed  block  or 
jaw  on  an  anvil  or  bed-plate,  or  any  limitation  to  a  mov- 
able block  or  jaw  sliding  upon  an  anvil  or  bed-plate ;  or 
any  limitation  to  any  means  by  which  a  block  or  jaw  is  at- 
tached to  an  anvil  or  bed-plate ;  or  any  limitation  to  one 
block  or  jaw^  being  fixed  and  the  other  movable ;  or  any 
limitation  to  a  means  or  any  means  by  which  a  block  or  jaw 
is  moved  or  any  limitation  to  any  means  of  pressing  the 
block  or  jaw  against  a  rail ;  or  any  limitation  to  the  kind  of 
motion  to  be  given  to  a  block  or  jaw,  and  yet  this  machine 
was  claimed  to  be  an  infringement  and  so  decided  by  the 
court  below. 

A  patentee  is  bound  by  a  construction  which  he  gives  his 
patent  claiming  a  thing  to  be  an  infringement  of  it.  Provi- 
dence Rubber  Company  v.  Goodyear,  9  Wall.  799  [8  Am  k 
Eng.  loO]. 

A  patentee  cannot  be  allowed  to  sue  for  the  use  of  a  ma- 
chine, and  then,  if  such  a  machine  be  proved  to  be  old,  deny 
that  it  is  within  his  patent.  Such  would  be  denying  the 
truth  of  his  owti  allegation. 

The  Circuit  Court,  in  its  opinion  in  1867,  stated  that  the 
patent  was  for  an  ' '  improvement  on  the  common  anvil  or 
swedge-block,"  and  repeated  the  same  thing  in  its  opinion 
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of  1871.  Now,  where  in  the  appellants'  machines,  such  as 
the  Beebe  and  Smith  machines,  the  Bayonet  vise,  the  Michi- 
gan Southern,  and  others,  is  there  the  comToon  anvil  or 
swedge-block  f  Where  in  any  of  those  machines  is  there  the 
thing  which  Cawood  improved  ?  Cawood  did  not  invent, 
and  no  one  pretends  that  he  invented,  the  svbstitvie  for  the 
common  anvil  or  swedge-block.  He  improved  a  thing  and 
that  thing  was  the  common  anvil  or  swedge-block. 

Judge  Drummond  in  the  Circuit  Court  says  :  ' '  The  Bayo- 
net machine  was  one  form  of  a  common  vise,  operated  by  a 
treadle  and  elastic  spring. 

Machines  used  for  similar  work  cannot  be  more  unlike 
each  other  than  the  Cawood  machine  as  described  in  the 
patent,  and  most  of  the  appellant's  machines.  Comparison 
of  their  parts  shows  them  to  be  not  only  different  but  that 
they  actually  have  no  similarity.  Take,  for  instance,  the 
Beebe  and  Smith,  or  the  Bayonet  vise,  or  the  Michigan 
Southern.  Neither  of  these  machines  has  even  a  single  part 
in  common  with  the  Cawood  patented  machine,  as  the  patent 
has  been  construed  by  the  courts.  Neither  of  these  ma- 
chines in  any  sense  is  what  Cawood  and  all  the  courts  and 
the  appellee's  counsel  declared  the  patented  machine  to  be, 
an  improved  anvil  or  swedge-block. 

It  has  often  been  decided  that  an  infringer  is  not  liable  to 
the  full  extent  of  his  profit,  but  is  only  liable  for  the  advan- 
tage accrued  exclusively  from  the  infringing  article  or  pro- 
cess ;  that  is,  only  for  the  advantage  derived  from  using  the 
invention,  over  and  above  any  advantage  which  he  might 
have  derived  from  any  other  mode  of  procedure  not  employ- 
ing the  invention. 

Mowry  v,  Whitney,  14  Wall.  620  [9  Am.  &  Eng.  1]  ; 
Jones  V,  Morehead,  1  Wall.  155  [7  Am.  &  Eng.  165];  Liv- 
ingston V.  Woodworth,  15  How.  546  [6  Am.  &  Eng.  167] ; 
Seymour  v.  McCormick,  16  How.  480  [6  Am.  &  Eng.  200]. 

The  patent  is  invalid  for  want  of  novelty.  This  is  the 
first  and  leading  point  in  the  case,  and  is  urged  by  appel- 
lants with  undoubting  confidence.     We  believe  that  the 
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court,  on  seeing  the  proofs,  will  agree  with  us  that  there 
was  no  invention  in  the  Cawood  machine.  It  is  clear  that 
the  most  that  can  be  claimed  is  that  it  is  an  adaptation — ^a 
very  slight  adaptation.  Tliough  I  do  not  admit,  as  to  the 
angle-iron  machine  that  we  require  even  the  slightest  adap- 
tation of  that  to  fit  it  for  mending  the  angle-iron  rail. 

Messrs.  Charles  M,  Heed,  Walter  Curtis^  and  Edwin 
W.  StougJUon,  for  appellee  : 

(A  brief  of  B.  R.  Curtis,  in  the  court  below,  being  also 
filed  here). 

The  invention  of  Cawood  is  well  described  in  his  specifi- 
cation, and  illustrated  in  his  drawings,  and  has  been  clearly 
defined  by  this  court  in  Turrill  v.  Railroad,  1  Wallace,  611 
[7  Am.  &  Eng.  202]. 

The  invention  is,  in  the  specification,  stated  to  be  ''an 
improvement  in  the  common  anvil  or  swedge-block,  for  the 
purpose  of  welding  out  and  reforming  the  ends  of  railroad 
rails,  when  they  have  exfoliated  or  become  shattered  from 
unequal  wear." 

The  swedge-block  thus  improved  was  well  known  and  had 
been  used  for  the  reparation  of  rails  for  several  years.  The 
differences  between  the  original  swedge-block  and  the  im- 
proved are  many  and  striking. 

It  was  an  idea  and  a  purpose  never,  so  far  as  the  proof 
discloses,  previously  conceived  by  any  other  person,  as  is 
admitted,  never  practically  accomplished  until  the  machine 
of  Cawood  was  produced. 

It  is  also  conceded  that  no  machine  existed  at  the  date  of 
his  invention  capable,  without  alteration,  of  doing  the  same 
thing ;  and  it  is  not  denied  that  to  alter  and  adapt  either  of 
the  machines  or  devices  set  up  as  defences,  so  as  to  make 
them  capable  of  holding  railroad  bars,  and  of  preserving 
their  form  during  the  process  of  reparation,  would  be  to 
destroy  them  utterly  for  the  several  purposes  for  which  such 
machines  were  originally  designed. 

The  law  is  well  settled  that  when  a  description  of  a  prior 
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machine  is  relied  upon  to  defeat  a  patent  subsequently 
granted,  it  must  so  describe  a  patented  invention,  as  to  ope- 
rate in  all  substantial  respects  as  a  specification,  and  where 
the  existence  of  a  prior  machine  is  relied  upon  to  invalidate 
such  patent,  it  must  be  capable  without  substantial  altera- 
tion of  accomplishing  the  same  result  by  the  same  mode  of 
operation  as  the  patented  machine.  And  where  by  a  change 
in  a  prior  machine,  it  is  made  capable  of  accomplishing  a 
new  and  useful  result  which  could  not  before  be  attained 
by  it,  that  alone  is  evidence  of  a  material  change.  A  mere 
change  of  form  is  not  patentable,  but  any  change  which 
produces  a  new  and  useful  result  is. 

The  infringement,  which  was  admitted  in  the  case  tried 
at  law  before  Judges  Davis  and  Drummond,  is,  without  ar- 
gument or  other  proof,  apparent  from  a  mere  inspection  of 
the  machines.  As  soon  as  the  invention  w^as  made  by  Ca- 
wood,  it  was  adopted  by  most  of  the  railw^ay  companies 
throughout  the  west.  It  was  the  first  and  for  many  years 
has  been  the  only  machine  of  any  account  capable  of  being 
used  for  that  purpose,  and  has  long  afforded  the  only  prac- 
ticable means  by  which  the  Fish  rail  could  be  repaii*ed. 
Under  these  circumstances  courts  do  not  struggle  to  give  to 
the  patent  a  construction  less  narrow  than  the  length  and 
breadth  of  the  invention  itself,  and  this,  in  its  scope,  takes 
in  every  variety  of  machines  used  by  either  of  the  defend- 
ants to  this  controversy.  A  test  of  this  may  be  found,  not 
merely  in  the  construction  and  mode  of  operation  of  each 
and  all  of  them,  but  in  the  fact  that  no  attempt  has  been 
made,  by  proof,  to  distinguish  one  from  the  other  in  the 
manner  in  which  they  operate,  to  produce  the  desired  re- 
sult. Differences  in  form  of  the  jaws  are  to  be  found — dif- 
ferences in  the  means  employed  to  operate  them,  but  none 
whatever  which  are  substantial,  and  really  none  which  a 
skilful  mechanic  might  not  employ  with  the  Cawood  ma- 
chine before  him.  That  in  the  form  in  which  it  was  first 
produced  and  patented  was  complete,  and  to  this  hour  has 
not  been  substantially  improved,  either  in  economy  of  con- 
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struction  or  in  efficiency  or  excellence  of  operation.  This 
is  a  remarkable  fact  and  distinguishes  this  invention  from 
most  others,  for  it  rarely,  if  ever,  happens  that  a  first  ma- 
chine widely  demanded  in  aid  of  a  great  industry  and  gen- 
erally introduced,  has  held  its  supremacy  so  long  without 
an  improvement,  and  without  a  rival. 

Mr.  Justice  Strong  delivered  the  x)pinion  of  the  court : 
These  five  cases  may  very  conveniently  be  considered  to- 
gether, since  they  all  present  in  the  main  the  same  ques- 
tions. 

The  Cawood  patent,  for  alleged  infringements  of  which 
the  suits  were  brought,  has  heretofore  been  the  subject  of 
consideration  in  this  court,  where  it  has  been  at  least  parti- 
ally construed,  and  its  limits  have  been  defined.  Turrill  v. 
R  R.  Co.,  1  Wall.  491  [7  Am.  &  Eng.  202].  It  is  a  patent 
"for  an  alleged  new  and  useful  improvement  in  the  com- 
mon anvil  or  swedge-block,  for  the  purpose  of  welding  up 
and  re-forming  the  ends  of  railroad  rails  when  they  have 
exfoliated  or  become  shattered  from  unequal  wear."  Such 
is  the  general  description  given  by  the  patentee  in  his  speci- 
fication, followed  by  a  more  detailed  one,  which  needs  care- 
ful consideration  in  order  to  discover  what  the  invention 
claimed  distinctively  was.  The  patentee  refers  to  an  an- 
nexed drawing,  made  a  part  of  the  specification,  and  claimed 
as  giving  a  perspective  view  of  the  machine  or  invention.  It 
represents  a  bed-sill  on  which  is  placed  an  anvil  or  swedge- 
block  of  cast-iron,  across  the  face  of  which  there  are  recesses 
or  dies  shaped  like  the  side  of  the  rail  to  be  repaired.  A 
solid  and  fixed  block,  cast  as  a  part  of  the  anvil,  is  also 
represented,  with  its  side  face  shaped  to  the  side  of  the  rail 
when  placed  in  its  natural  position,  and  a  movable  press- 
block  held  down  upon  the  anvil  by  dovetailed  tongues  and 
grooves,  and  operated  by  two  eccentric  cams,  moving  it 
back  and  forward,  toward  and  from  the  fixed  block.  The 
face  of  the  movable  block  is  also  shaped  to  fit  the  side  of 

94  U.  8.  606. 
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the  rail  next  to  it,  and  the  two  blocks  grasp  the  rail  on  each 
side  while  its  ends  are  being  re-formed,  the  movable  one 
having  sufficient  travel  to  allow  the  rail  to  be  extricated 
without  altering  its  vertical  position.  A  rail  of  the  T  form 
is  also  represented  in  position  between  the  two  press-blocks. 
Having  thus  exhibited  his  invention  by  the  drawing,  the 
patentee  proceeds  to  describe  how  he  usually  makes  it,  and 
the  manner  of  its  use.  After  having  stated  that  he  usually 
makes  his  improved  anvil  and  swedge-block  between  foui* 
and  ftve  feet  long,  and  sixteen  inches  wide  across  the  face, 
with  two  forms  or  recesses  at  one  end,  right  and  left,  of  a 
form  corresponding  to  the  sides  of  the  rail,  he  adds : 

''Close  to  these  is  a  cast  o^  raised  block  nearly  as  high  as 
the  rail,  and  with  its  f artherest  edge  also  shaped  to  fit  the 
sides  of  the  rail,  when  it  lies  across  the  anvil  in  its  natural 
position.  Next  this  (says  he)  I  attach  to  the  face  of  the 
anvil,  by  dovetailed  tongues  and  grooves,  or  in  any  other 
convenient  manner,  what  I  call  a  movable  press-block  with 
a  similar  but  reversed  shaped  edge,  lying  opposite  the 
other,  so  as  to  inclose  the  rail  between  the  tw^o,  as  in  the 
jaws  of  a  vise.  The  blocks  I  work  by  eccentric  cams  on 
a  shaft  which  is  attached  to  the  anvil  by  two  standards, 
with  bearings  either  cast  on  orbolted  to  theedgecf  the  same, 
so  that  half  a  turn  of  the  crank  will  move  the  press-block 
over  a  space  a  little  more  than  half  the  width  of  the  rail." 

The  mode  of  use  is  then  described.  The  rail  and  the 
piece  of  iron  to  be  welded  on  having  been  heated,  the  former 
is  swung  from  the  fire  into  the  space  between  the  blocks, 
when,  by  half  a  turn  of  the  cams,,  the  blocks  are  closed  upon 
it.  The  welding  piece  is  then  laid  on  top  of  the  rail  and 
leveled  up  by  a  swage  held  by  the  smith,  of  the  form  of  that 
section  which  projects  above  the  blocks.  Such  id  the  de- 
scription.    It  is  succeeded  by  the  claim,  as  follows  : 

"  I  do  not  claim  the  anvil-block  nor  its  recesses,  but  what 
I  do  claim  as  my  invention,  and  desire  to  secure  by  letters 
patent,  is  the  movable  press-block,  having  its  edge  formed 

94  r.  H.  696-697. 
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to  the  sides  of  the  rail  in  combination  with  another  block 
with  its  edge  of  a  similar  but  reversed  form  (the  movable 
block  to  be  operated  by  two  cams  or  in  any  other  convenient 
manner),  for  the  purpose  of  pressing  between  them  a  T  or 
otherwise  shaped  rail,  thereby  greatly  facilitating  the  diffi- 
cult operation  of  welding  and  renewing  the  ends  of  such 
rails  after  they  have  been  damaged,  in  the  manner  herein 
described  and  set  forth." 

What,  then,  in  view  of  this  specification  and  claim,  was 
the  invention  patented?  In  Turrill  v,  R.  R.  Co.,  1  Wall. 
491  [7  Am.  &  Eng.  202],  this  court  declared  it  to  be  "  Such 
a  movable  press-block  as  is  described,  having  its  edge 
formed  to  the  side  of  the  rail,  in  combination  with  such  other 
block  as  is  described,  with  its  edge  of  similar  but  reversed 
form,  arranged  as  described,  and  combined  and  operating 
in  the  particular  way  described,  for  the  special  purpose  of 
effecting  the  desired  result."  Tliis  was  enough  for  that 
case  as  it  then  appeared.  But  the  present  case  requires  a 
more  minute  analysis.  Viewing  the  claim  as  interpreted 
by  the  preceding  description,  to  which  it  refers,  and  by  the 
drawing,  it  is  not  difficult  to  discover  what  the  patentee  sup- 
posed he  had  invented.  It  was  not  any  kind  of  movable 
press-block  combined  and  operating  in  any  way  with  any 
kind  of  lixed  block,  to  effect  any  useful  result.  His  avowed 
purpose  was  to  form  a  mechanism  for  welding  up  and  re- 
forming the  ends  of  exfoliated  and  crushed  rails,  or,  rather, 
to  hold  them  in  a  convenient  position  for  such  welding  and 
reforming,  at  the  same  time  preserving  their  shape.  His 
manner  of  accomplishing  this  result  was  evidently  consid- 
ered by  him  as  of  the  very  essence  of  his  invention.  On 
one  side  of  the  rail,  when  on  the  anvil,  it  is  to  be  supported 
by  a  fixed  block,  part  of  the  anvil  itself,  shaped  reversely 
so  as  to  fit  the  shape  of  the  rail,  and  on  the  other  it  is  to  be 
snpix)rted  and  held  in  place  by  a  movable  block  with  the 
face  adjusted  to  the  shape  of  the  rail  on  that  side ;  the 
movable  block  capable  of  advance  towards  the  fixed  block, 

9A  U.  S.  697-698. 
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and  of  retrogradation  after  the  rail  is  placed  on  the  anvil. 
The  rail  is  also,  when  in  place,  to  be  supported  under  its  base 
by  the  anvil.  This  is  fairly  deducible  from  tlie  manifest  pur- 
pose of  the  inventor,  from  his  drawing,  and  from  his  specifica- 
tion. It  is  necessary  to  the  result  supposed  to  have  been  ob- 
tained, for,  unless  supported  at  the  base,  the  heated  end  of 
the  rail  would  be  in  danger  of  being  driven  downward  between 
the  blocks  by  the  blows  of  the  sledge  or  hammer  used  in 
welding,  while  the  part  of  the  rail  not  operated  upon,  being 
cooler,  would  remain  suspended  between  the  blocks.  And 
that  the  invention  contemplates  a  bottom  support  for  the 
rail  on  the  anvil  is  made  clear  by  the  drawing.  That  shows 
no  space  between  the  anvil  and  the  base  of  the  rail.  On  the 
contrary,  it  exhibits  a  bottom  support  on  the  anvil,  as  well 
as  lateral  support  by  the  modeled  faces  of  the  two  blocks. 
The  rail  is  thus  confined  on  three  of  its  sides,  as  in  a  mold. 
And  the  words  of  the  specification,  fairly  construed,  convey 
the  same  meaning.  Thus,  it  is  said  the  fixed  block  is  cast 
nearly  as  high  as  the  anvil,  with  its  fartherest  edge  shaped 
to  fit  the  side  of  the  rail,  when  it  lies  across  the  anvil  in  its 
natural  position.  The  rail,  then,  is  to  lie  upon  the  anvil, 
having  the  anvil  as  a  bottom  support.  Unless  it  does,  the 
shaped  edge  of  the  blocks  cannot  fit  its  side. 

Having  t-hus  endeavored  to  ascertain  what  is  the  true  idea 
of  the  patent,  we  are  prepared  to  examine  the  devices  which 
the  appellants  contend  were  in  existence  and  use  before  Ca- 
wood  made  his  invention.  Of  these  there  are  three  only 
that  have  been  pressed  upon  our  attention.  The  first  is  the 
angle-iron  machine.  Between  this  and  the  Cawood  machine 
there  are  points  of  resemblance,  but  there  are  also  very  sub- 
stantial differences.  The  purposes  and  objects  sought  to  be 
accomplished  by  the  machines  are  entirely  unlike.  It  is  al- 
ways of  importance  to  consider  the  object  an  inventor  of  a 
machine  had  in  view,  because  thus  the  operation  of  its  dif- 
ferent paits  and  the  functions  performed  by  each  can  be 
better  understood.     The  puipose  of  the  angle-iron  machine 
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is  to  facilitate  making  angle-iron.  That  of  the  Ca wood  is  to 
aid  in  mending  rails  already  made.  The  angle-iron  machine 
is  a  device  to  assist  in  welding  together,  at  right  angles  with 
each  other,  two  iron  bars,  making  a  fillet  in  the  interior  angle 
to  strengthen  the  rail  when  made.  To  effect  this,  the  fixed 
block  on  the  anvil  has  necessarily  a  peculiar  construction, 
unlike  that  in  the  Cawood  machine.  It  is  beveled  or 
rounded  off  at  the  top  of  the  face  opposite  the  movable 
block,  so  as  to  give  room  for  the  formation  of  the  fillet. 
Consequently,  that  face  cannot  answer  reversely  to  the  face 
of  the  movable  block.  And  not  only  is  the  face  of  the  fixed 
block  uniformly  and  necessarily  unlike  that  of  the  fixed 
block  in  the  Cawood  machine,  but  its  function  is  entirely 
different.  It  is  to  furnish  support  for  one  of  the  two  bars 
designed  for  the  formation  of  the  angle-iron.  One  entire 
limb  of  the  angle-iron  is  laid  upon  top  of  the  block,  uncon- 
fined  laterally,  and  there  exposed  to  the  hammer,  the  block 
being  the  anvil.  The  iron  is  thus  left  free  to  spread  out  in 
both  directions  instead  of  being  prevented  from  spreading 
laterally  by  the  press-block,  as  in  the  Cawood  machine. 
There  is  nothing  to  preserve  a  shape  already  formed.  The 
other  bar  of  the  angle-iron,  or  its  other  limb,  hangs  suspen- 
ded from  the  upper  edge  of  the  fixed  block,  and  is  not 
supi)orted  against  the  blows  of  the  hammer  at  any  other 
part  of  its  height  than  the  under  side  of  the  limb  which  lies 
on  the  block,  instead  of  being  supported  concurrently  at  two 
parts  of  its  height  by  the  grasp  of  the  two  blocks,  and  sup- 
ported also  under  its  base.  In  the  Cawood  machine,  the 
hammering  is  not  over  the  blocks  or  upon  them,  but  exclu- 
sively on  the  rail  between  them.  The  fixed  block  in  that  is 
not  cast  quite  so  high  as  the  rail,  and  the  new  piece  is 
welded  on  and  shaped,  not  on  or  over  either  block,  but  yet 
above  the  surface  of  that  part  of  the  anvil  that  constitutes 
the  block.  The  patentee,  after  stating  that  the  raised  block 
of  the  anvil  is  cast  ' '  nearly  as  high  as  the  rail ' '  (the  two 
blocks  thus  being  made  to  support  the  under  side  of  the 
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crown  of  the  rail,  and  confining  the  lower  half  of  the  crown 
laterally),  says,  "  The  welded  piece  is  laid  on  top  of  the  rail 
in  the  usual  way,  and  leveled  up  and  shaped  by  a  swedge 
held  by  the  smith,  of  the  form  of  that  section  which  projects 
above  the  blocks."  Thus  the  iron  is  not  permitted  to  spread 
laterally  under  the  blows  of  the  hammer  over  the  pressed 
blocks  and  down  between  them.  In  fact,  the  blocks  have 
nothing  to  do  with  the  formation  of  that  section  of  the  rail 
that  projects  above  them.  It  is  very  evident,  therefore,  that 
the  fixed  block  in  the  angle-iron  machine  is  not  intended  or 
adapted  to  perform  the  oflice  which  the  fixed  block  does  per- 
form in  the  Cawood.  In  fact,  it  carmot  perform  it.  Be- 
sides, in  the  angle-iron  machine,  no  provision  is  made  for  a 
bottom  support  of  a  rail.  The  height  of  the  blocks  above 
the  body  of  the  anvil  is  not  regulated  with  reference  to  any 
bottom  support,  and  the  bar  between  the  jaws  is  held  as  in 
a  vise.  Support  beneath  the  flange  or  base  of  the  rail,  when 
in  place  for  reparation,  is,  as  we  have  seen,  a  feature  of  the 
Cawood  improvement.  It  would  defeat  the  purposes  and 
uses  of  the  angle-iron  machine.  The  bottom  serves  for 
an  anvil  in  the  Cawood,  to  resist  the  downward  force  of  the 
blows  on  the  top  of  the  rail  and  to  prevent  forcing  the 
heated  iron  into  the  neck  of  the  rail  and  increasing  its 
length.  But  one  of  the  objects,  and  a  result  secured  in  the 
angle-iron  machine,  is  increasing  the  length  and  width  of 
that  portion  of  the  bar  operated  upon  by  the  hammer — the 
part  which  lies  upon  the  fixed  block.  There  is  also  a  wide 
difference  in  the  functions  of  the  movable  blocks  of  the  two 
machines.  That  of  the  angle-iron  machine  is  principally  to 
act  as  one  of  the  jaws  of  a  vise  to  hold  the  bar  against  the 
fixed  block  or  raised  part  of  the  anvil,  while  the  welding  is 
being  made  and  while  the  fillet  is  being  formed  in  the  in- 
terior angle.  It  is  not  to  preserve  the  shape  of  an  already 
fonned  rail,  or  to  resist  the  lateral  pressure  caused  by  the 
hammering.  Yet  such  are  the  functions  of  the  Cawood 
movable  block.     We  think,  therefore,  that  if  the  purposes 
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of  the  two  devices  be  considered,  as  well  as  their  possible 
modes  of  use,  the  arrangement  of  their  several  parts  re- 
spectively to  each  other  and  the  different  functions  of  those 
parts,  it  cannot  be  held  that  the  angle-iron  machine  con- 
tained the  invention  or  involved  the  principle  of  the  inven- 
tion described  in  the  patent  granted  to  Cawood. 

The  second  device,  which  the  appellants  insist  anticipated 
the  Cawood  invention,  is  what  is  denominated  the  bayonet 
machine,  used  at  the  Springfield  Armory  before  1850  and 
since,  for  forging  parts  of  bayonets.  In  some  particulars 
there  are  resemblances  between  the  devices  ;  but  there  are 
obvious  dissimilarities,  not  only  in  the  purpose  and  results 
sought  to  be  obtained,  but  in  the  relation  of  the  parts  to  each 
other,  in  the  work  to  be  done  by  those  parts,  in  the  manner 
and  effect  of  their  rx)mbination  and  in  their  mode  of  opera- 
tion. The  differences  are  sufficient,  in  our  opinion,  to  justify 
the  conclusion  that  the  machines  are  different  devices  em- 
bodying distinct  principles.  The  bayonet  machine  is  in  form 
and  in  substance  nothing  but  a  hinge-vise,  with  a  peculiar 
shape  of  the  jaws,  intended  to  facilitate  operations  upon  the 
shank  and  socket  of  a  bayonet.  The  jaws  are  fitted  to  hold  the 
bayonet  in  place,  while  the  shank  is  turned  upward,  through 
and  above  their  upper  surface,  in  order  that  a  flat  piece  of 
iron  may  be  welded  upon  the  shank  and  prepared  to  be 
afterwards  converted  into  a  socket.  The  lateral  surfaces  of 
the  jaws  come  into  actual  contact  with  each  other,  except 
for  a  short  space,  equal  to  the  diameter  of  the  bayonet 
shank.  They  hold  only  the  lower  segment  of  the  shank, 
allowing  the  upper  segment  to  project  a  considerable  dis- 
tance above  the  upper  surface.  The  inner  surfaces  do  not 
constitute  a  mold.  They  do  not  maintain  the  shape  of  the 
shank,  inclosed  within  and  between  them  during  the  pro- 
cess of  top  welding  and  shaping.  They  are  intended  for  no 
such  purpose,  nor  are  they  fitted  for  it.  Their  sole  function 
api)ears  to  be  to  sustain  the  shaft  of  the  bayonet  in  an  ui>- 
right  position,  while  a  flat  piece  of  iron  is  being  welded 
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upon  its  end.  It  is  only  in  a  very  limited  sense  that  the 
machine  can  be  called  an  anvil.  One  side  of  it  is  stationary, 
the  upper  portion  of  its  front  forming  what  may  be  called 
a  fixed  jaw.  The  other  side,  being  merely  an  arm,  vibrates 
upon  a  hinge  or  upon  journals  attaching  it  to  the  fixed  side, 
at  or  near  its  base.  Such  are  the  leading  features  of  the 
machine.  Comparing  them  and  the  operation  of  the  ma- 
chine with  those  of  the  Cawood,  it  is  very  evident  the  de- 
vices are  not  substantially  the  same.  The  Cawood  is  an  im- 
proved anvil,  not  a  vise.  It  has  a  fixed  block  cast  upon  an 
anvil,  and  its  movable  block  rests  upon  the  anvil,  attached 
to  it,  and  moving  towards  and  from  the  fixed  block  horizon- 
tally, in  a  plane  parallel  with  the  anvil's  upper  surface,  in- 
stead of  moving  on  the  arc  of  a  circle.  The  two  blocks  to- 
gether form  a  mold,  and  they  are  combined  with  each  other 
through  the  anvil.  These  are  very  substantial  differences 
from  the  bayonet  machine.  The  combination  through  the 
anvil  is  essential  for  the  work  intended  to  be  done.  It  gives 
the  immediate  support  of  the  anvil  to  the  bottom  oif  the 
rail,  as  its  tread  or  crown  is  being  hammered  ;  while  in  the 
bayonet  machine  the  iron  inclosed  is  supported  from  be- 
neath, during  the  process  of  welding,  exclusively  by  the 
jaws,  at  a  considerable  distance  from  the  point  of  connec- 
tion between  them.  Again,  in  the  Cawood,  the  inner  sur- 
face of  the  blocks  is  designed  and  fitted  to  maintain  the 
shape  of  the  rail  while  it  is  hammered,  an  office  not  con- 
templated for  the  jaws  of  the  bayonet  machine.  The  bay- 
onet socket  is  fashioned  to  its  desired  shape,  after  the  re- 
lease of  the  iron  from  the  jaws.  So,  also,  the  relation  of  the 
blocks  and  jaws  to  the  rail  or  iron,  when  in  place  to  be  oper- 
ated upon,  is  different  in  the  two  machines.  In  the  Cawood, 
the  blocks  come  nearly  to  the  top  of  the  rail,  affording  lat- 
eral support  to  almost  the  whole  of  each  side,  while  in  the 
other  there  is  no  such  lateral  support.  And  the  hammer- 
ing is  entirely  between  the  blocks,  instead  of  being  partly 
over  or  upon  them. 
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Still  another  imix)rtant  difference  is  apparent.  In  the 
bayonet  machine  the  movable  jaw  is  pushed  back  by  a 
spring  interposed  between  the  two  arms  of  the  vise,  and 
forced  forward  by  leverage  sufficient  to  overcome  the  resis- 
tance of  the  spring,  and  hold  it  compressed  while  the  jaws 
are  in  contact  with  each  other.  It  is  obvious  that  no  such 
means  of  moving  the  movable  block  would  answer  for  Ca- 
wood'  s  machine.  It  is  true  he  did  not  claim  operating  it  by 
cams  exclusively.  He  claimed  moving  the  block  by  cams, 
or  "  in  any  other  convenient  manner ;"  but  that  meant  by 
means  adapted  to  the  work  the  machine  was  intended 
to  perform.  These  several  differences  are  too  many  and 
too  great  to  be  considered  merely  formal.  Not  only  the 
object  of  Cawood's  device  was  novel,  but  so,  also,  were 
the  functions  of  the  blocks,  their  combination  with  each 
other,  and  the  mode  of  opeiution.  The  general  appearance 
of  the  bayonet  machine  and,  as  we  have  said,  its  distinctive 
character,  was  that  of  a  vise.  We  think,  therefore,  it  can- 
not be  regarded  as  containing  the  principle  embodied  in  the 
Caw*ood  invention.  We  cannot  think  it  could  teach  how  to 
make  the  improvement  in  the  common  anvil  or  swage-block 
for  reforming  and  welding  the  ends  of  railroad  rails,  which 
was  devised  by  Cawood  and  which  has  gone  into  large  use. 

It  is  next  contended  that  the  patent  was  anticipated  by 
the  Church  machine,  patented  in  England  in  1846.  We 
have  before  us  the  specification,  and  a  model  constnKrted 
from  that  specification.  It  requires  but  little  attention.  It 
is  described  as  a  machine  which  may  be  usefully  employed 
for  straitening  and  flattening  the  rails  for  railways,  as  well 
as  other  similar  uses.  As  the  model  represents  it,  the  ma- 
chine is  totally  incapable  of  performing  the  work  of  the 
Cawood  machine.  It  is  not  an  anvil.  There  is  no  fixed 
block  cast  as  a  part  of  an  anvil.  Tliere  is  a  stationary  die, 
part  of  a  frame  against  which  one  side  of  the  rail  is  placed, 
to  resist  the  lateral  pressure  exerted  upon  it  by  a  sliding 
lateral  die  on  the  other  side  of  the  rail,  and  above  is  a  hori- 
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zontal  bar  wliich  is  forced  downwards  by  a  series  of  jointed 
levers,  carrying  another  die  upon  the  upper  surface  of  the 
rail.  It  is  plain  this  description  and  this  model  could  never 
have  informed  any  one  of  the  device  Cawood  invented.  It 
does  not  show  how  the  blocks  or  jaws  can  be  combined  so 
as  to  leave  the  upper  face  of  the  rail,  to  be  repaired,  ex- 
posed for  the  action  of  a  swage  and  a  hammer.  It  is  said, 
however,  if  the  upper  horizontal  bar  with  its  die  and  jointed 
levers  were  taken  away,  a  mechanic  might  understand  how 
the  renmant  could  be  altered  and  employed  as  a  Cawood 
machine  is  employed,  and  for  the  same  uses.  That,  how- 
ever, evades  the  question  to  be  answered,,which  is,  whether 
the  specification  was  sufficient  to  enable  a  mechanic  skilled 
in  mechanical  arts  to  construct  and  carry  into  practical  use 
the  Cawood  machine ;  or,  in  other  words,  whether  what- 
ever is  essential  to  the  Cawood  machine  could  be  read  out 
of  the  prior  specification.  We  think  no  such  information 
was  given  by  the  English  patent. 

That  the  old  slide  vise  contains  the  principle  of  the  Ca- 
wood machine  has  not  been  contended  with  much  earnest- 
ness, and  certainly  it  cannot  be  successfully.  Nothing, 
then,  is  found  in  the  case  sufficient  to  show  that  the  patent 
is  void  for  want  of  novelty  of  the  invention,  and  the  court 
was  not  in  error  in  holding  it  valid. 

We  come  next  to  the  question  whether  machines  em- 
ployed by  the  defendants  in  repairing  the  ends  of  railroad 
rails  are  infringements  of  the  patent.  Those  which  have 
been  used  by  the  several  Companies  defendants,  and  which 
are  claimed  to  have  been  infringements,  were,  in  addition 
to  the  Cawood,  seven  in  number.  They  were  the  ' '  Illinois 
Central,"  the  ^'Etheridge,"  the  *'^^^litcomb  or  Cleaveland 
block,"  the  ''Michigan  Southern,"  the  ''Bayonet  vise," 
the  "Beebee  and  Smith,"  and  the  "Blaine  reversible 
rolls,"  all  of  which,  except  the  last,  were  held  by  the  Cir- 
cuit Court  to  be  infringements.  Of  these,  the  Illinois  Cen- 
tral Railroad  Company  has  used  only  the  "  Illinois  Cen- 
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tral,"  the  *' Bayonet  vise,"  and  the  "Beebee  and  Smith ;'' 
the  Pittsburg,  Fort  Wayne  and  Chicago  Railroad  Com- 
pany has  used  the  Whitcomb  or  Cleaveland  block ;  the  Chi- 
cago and  Alton  Railroad  Company  has  used  only  the  Whit- 
comb ;  the  Chicago,  Burlington  and  Quincy  Railroad  Com- 
I)any  has  used  only  the  Cawood  and  the  Etheridge ;  and 
the  Michigan  Southern  and  Northern  Indiana  has  used 
only  the  Beebee  and  Smith,  the  Bayonet  vise,  and  the 
Whitcomb.  We  have  had  before  us  models  and  drawings  of 
them  all,  and  we  have  considered  the  testimony  respecting 
them  w^hich  is  found  in  the  records.  It  is  but  faintly  con- 
tended, if  at  all,  that  the  Illinois  Central,  the  Etheridge 
and  the  AVhitcomb  machines  are  not  infringements  of  the 
Cawood.  The  principle  of  each  of  tliem,  the  object  sought 
for,  the  combination  and  arrangement  of  the  parts,  and  the 
mode  of  operation  for  the  purpose  of  eflfecting  the  described 
result,  are  so  manifestly  the  same  as  that  described  in  the 
complainant' s  patent  that  a  detailed  examination  of  them 
is  unnecessary.  But  it  is  earnestly  insisted  that  neither 
the  use  of  the  Bayonet  vise,  nor  that  of  the  Michigan 
Southern  machine,  nor  that  of  the  Beebee  and  Smith,  used 
by  some  of  the  defendants,  can  rightfully  be  held  to  in- 
fringe the  patent;  and  such  is  our  opinion.  We  have  al- 
ready called  attention  to  the  fact  that  a  very  limited  con- 
struction must  be  given  to  the  claim  of  the  Cawood  patent, 
in  view  of  the  state  of  the  art  when  the  patent  was  granted, 
and  of  the  explanations  contained  in  the  specification.  It 
was  said  in  Turrill  v.  R.  R.  Co.  (supra\  ' '  Special  devices 
are  described  as  combined  and  arranged  in  a  particular 
manner,  and  operating  only  in  a  special  and  peculiar  way, 
for  a  8X)ecial  purpose,  and  to  effect  a  special  result."  To 
rei)eat  the  definition  of  the  invention  given  in  that  case,  it 
is  "  of  such  a  movable  press-block  as  is  described,  having 
its  edge  formed  to  the  side  of  the  rail,  in  combination  with 
such  other  blocks  as  is  described,  with  its  edge  of  similar 
but  reversed  form,  arranged  as  described,  and  combined 
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and  operating  in  the  particular  way  described,   for  the 
special  purpose  of  effecting  the  desired  result." 

If  the  claim  be  thus  limited,  if  such  was  the  invention 
Cawood  made,  the  use  of  the  Bayonet  vise  and  of  the 
Michigan  Southern,  cannot,  we  think,  be  regarded  as  an  in- 
fringement. Both  the  machines  were  manifestly  copied 
from  the  Springfield  machine,  which  we  have  endeavored  to 
show  did  not  anticipate  or  contain  the  principle  of  Cawood' s 
invention.  Each  is  substantially  a  vise,  and  not  an  anvil.  The 
combination  of  the  blocks  is  unlike  that  of  the  Cawood  im- 
proved anvil.  It  is  not  through  the  anvil,  and  the  rail  when  in 
place  for  welding  and  shaping  does  not  rest  on  the  anvil. 
The  iron  to  be  hammered  rests  upon  the  jaws  and,  conse- 
quently, it  is  much  more  liable  to  displacement  than  it 
would  be  if  arranged  as  described  by  Cawood.  In  each, 
only  a  part  of  the  force  of  the  blows  reaches  the  anvil ;  for 
the  movable  block  is  supported  by  an  arm,  attached  by  a 
Mnge  or  by  journals  to  the  base  of  the  block.  It  is  true 
that  by  the  change  in  the  shape  of  the  jaws  one  of  the  func- 
tions of  the  Cawood  machine  is  secured — that  of  preserving  j 
the  shape  of  the  rail  during  the  process  of  hammering ;  but  I 
that  is  only  one  of  the  elements  of  the  Cawood.  Neither  of  ! 
these  two  machines  can  be  said  to  be  an  improved  anvil  or 
swage-block.  In  neither,  are  the  two  blocks  combined  by 
means  of  an  anvil.  In  neither,  is  a  raised  block  cast  as  a 
part  of  the  anvil.  In  neither,  is  there  any  such  movable 
press-block  attached  to  the  anvil  as  is  described  in  the  Cawood 
patent,  combined  and  operating  with  the  other  parts  of  the 
machine  in  the  manner  described.  And  in  neither  of  them 
is  there  any  part  of  an  anvil  immediately  below  and  fitted 
to  support  the  rail  when  in  place  for  being  repaired.  Each 
of  them  has,  however,  all  the  parts  and  substantially  the 
arrangement  and  combinations  of  the  Springfield  machine, 
and  in  ])rinciple  they  are  identical  with  it,  the  only  appre-  | 
ciable  difference  being  in  the  shape  of  the  jaws.  If,  there- 
fore, they  are  infringements  of  the  Cawood  patent,  that 
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patent  is  void  for  want  of  novelty,  for  it  was  anticipated  by 
the  Springfield.  If,  on  the  other  hand,  the  Cawood  ma- 
chine was  novel,  as  we  think  it  was,  if  it  was  not  anticipated 
by  the  Springfield,  the  conclusion  is  inevitable,  that  neither 
the  Michigan  Southern  nor  the  Rayonet  vise  is  an  infringe- 
ment. 

Much  of  what  we  have  said  is  applicable  to  the  Beebee  and 
Smith  machine,  the  use  of  which  the  circuit  court  also  held 
to  be  an  infringement  of  the  Cawood  patent.  To  the  in- 
quiry :  what  constitutes  an  infringement  of  that  patent  it  is 
indispensable  to  keep  in  mind  what  the  invention  patented 
is.  It  is  not,  we  repeat,  any  mode  by  which  the  result 
sought  and  obtained  is  secured,  but  a  machine  that  attains 
the  desired  end  by  means  of  described  agencies,  combined 
in  a  described  manner  and  operating  in  a  described  way. 
Thus  the  patent  was  considered  in  1  Wallace.  Now,  we 
think  the  Beebee  and  Smith  machine,  though  arriving  at  the 
same  result,  does  not  profess  to  attara  it  by  means  of  the 
agencies  described  in  the  Cawood  patent,  or  any  agencies 
that  can  be  regarded  as  equivalents  combined  in  the  manner 
described  by  Cawood,  and  operating  in  the  same  or  an  equiv- 
alent way.  True,  it  is  a  machine  for  holding  a  rail  while 
the  exfoliated  or  crushed  end  thereof  is  undergoing  repara- 
tion, but  it  performs  its  functions  in  a  manner  peculiar  to 
itself,  unlike  the  mode  in  which  the  Cawood  operates.  The 
construction  of  the  two  machines  is  very  dissimilar.  In  the 
Beebee  and  Smith  there  is  is  no  fixed  block  or  jaw  a  jwt  of 
the  anvil.  Neither  is  there  any  movable  block  or  jaw  at- 
tached in  any  manner  to  the  anvil,  or  connected  in  any  man- 
ner with  a  fixed  block  or  with  the  anvil.  There  are  two 
jaws  sliding  up  and  down  in  a  V-shaped  notch  in  an  anvil 
entirely  unconnected  with  each  other,  and  kept  in  place  only 
by  their  own  weight  and  that  of  the  superincumbent  rail. 
TTiey  are  not  advanced  towards  each  other,  or  retired  by 
cams  or  any  equivalent  mechanism.  When  by  force  of 
gravity  they  descend  into  the  V-shaped  cavity,  and  thusap- 
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proach  each  other,  the  rail  rests  upon  them  and  not  on  the 
anvil ;  and  when  grasped  by  them,  all  the  force  of  the  blows 
necessary  in  welding  is  expended  npon  them  through  the 
rail,  and  only  remotely  upon  the  anvil.  Bringing  the  jaws 
together  by  their  gravity  caimot  be  said  to  be  an  equivalent 
for  cams  or  levers,  or  any  other  mechanical  device.  The 
Beebee  and  Smith  machine,  then,  has  neither  such  a  fixed 
block  nor  such  a  movable  press-block  as  is  described  in  the 
Cawood  machine,  nor  are  the  two  blocks  combined  in  sub- 
stantially the  same  way,  and  the  mode  of  operation  is  sub- 
stantially unlike  that  described  by  Cawood.  It  is  impos- 
sible, therefore,  to  hold  that  its  use  is  an  infringement  of 
the  complainants  patent. 

We  do  not  care  to  expend  much  time  in  refuting  the  argu- 
ment of  the  appellee  that  a  bottom  support  for  the  rail  in 
the  use  of  the  Cawood  invention  ia  injurious,  and  that  it  is, 
therefore,  no  essential  part  of  the  device  patented  to  him. 
Considerable  evidence  has  been  given,  tending  to  show  that 
the  face  of  the  anvil  under  the  jaws  has  been  chipped  off  or 
cut  out,  and  that  thus  altered  the  thing  invented  works  as 
well,  if  not  better,  than  it  would  if  the  alteration  had  not 
been  made.  In  the  nature  of  things,  this  is  impossible,  and 
no  amount  of  testimony  can  convince  us  that  such  is  the 
fact.  Manifestly,  the  chipping  off  was  made  to  evade  the 
patent.  The  best  mode  of  using  the  device  would,  doubtless, 
be  to  construct  the  blocks  so  as  to  fit  exactly  the  sides  of 
the  rail.  Thus,  its  shape  and  its  height  would  be  maintained 
during  the  process  of  hammering  and  shaping  the  crown. 
But  this  exact  fit  may  not  always  occur,  and  whenever  it 
does  not,  the  bottom  support  on  the  anvil  is  of  impoi-tance. 
This  is  made  evident  by  the  fact  that  when  experiments  have 
been  made  by  chipping  off  the  anvil  at  the  bottom  of  the 
blocks  or  jaws,  if  more  than  about  three-eighths  of  an  inch 
was  removed,  it  has  been  found  advisable  to  support  the 
rail  by  a  roller,  as  in  a  Cleaveland  vise,  or  by  introducing  a 
key.    It  proves  nothing  to  show  that  rails  may  be  rei)aired 
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withont  any  support  at  their  base.  Because  the  invention 
has  been  used  in  an  imi)erfect  condition,  or  altered  siightly 
in  one  particular  without  serious  loss,  is  no  proof  that  it 
was  no  invention,  or  that  the  use  of  it  in  its  altered  condi- 
tion was  no  infringment. 

It  follows,  from  what  we  have  said,  that  the  decrees  must 
be  reversed  and  set  aside,  so  far  as  the  defendants  have  been 
held  accountable  for  the  use  of  the  Beebee  and  Smith  ma- 
chine, or  the  Bayonet  vise,  or  the  Michigan  Southern.  But 
so  far  as  the  Whitcomb,  the  Etheridge,  the  Cawood  or  the  Illi- 
nois Central  have  been  used,  the  defendants  are  answerable 
to  the  complainant. 

We  come,  then,  to  the  inquiry  whether  there  was  error  in 
the  ascertainment  of  the  profits  made  by  the  use  of  those 
devices.  This  inquiry  is  exceedingly  embarrassed  by  the 
very  unusual  manner  of  pi-oceeding  in  the  court  below. 
After  having  determined  that  the  Cawood  patent  was  valid, 
the  court,  instead  of  deciding  whether  there  had  been  any 
infringement,  by  a  decretal  order,  referred  to  a  master  to 
find  what  machines  used  by  the  defendants  were  infringe- 
ments, and  to  state  an  account  between  the  parties.  In 
obedience  to  this  order,  the  master  reported  that  seven  ma- 
chines used  by  the  defendants  infringed  the  patent,  and  on 
that  assumption  he  returned  stated  accounts.  This  report 
the  court  corrected,  holding  that  one  of  the  seven  machines 
was  not  an  infringement ;  and  sent  the  case  back  to  the 
master  to  rei)ort  the  damages  sustained  by  the  plaintiff 
from  the  use  by  the  defendants  of  the  other  machines, 
giving  him  liberty  to  reconsider  his  findings  as  to  the  cost  of 
fuel  and  labor  in  repairing  rails  on  the  common  anvil  and 
the  plaintiff's  machine,  with  liberty  also  to  hear  additional 
evidence,  and  report  such  conclusions  as  might  be  warranted 
by  the  whole  testimony.  Under  this  second  reference,  the 
master  submitted  another  report,  to  almost  the  whole  of 
which  eiDoeptions  were  taken.  The  court  sustained  those 
which  related  to  the  ascertainment  of  profits  made  by  the 
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defendants,  and  the  measure  thereof;  and  also  sustained 
those  which  related  to  the  allowance  of  profits  for  the  use 
of  the  complainant's  machine  by  the  defendants  before  he 
had  title  to  the  patent,  or  any  part  or  interest  therein.  The 
effect  of  this  was  to  set  aside  the  entire  report  of  the 
master,  so  far  as  it  stated  an  account  between  the  parties. 
That  subject  was  then  all  at  large ;  and  without  further  ref- 
erence the  court  proceeded,  itself,  to  find  the  amount  of 
profits  the  defendants  had  respectively  made  by  the  use  of 
the  invention  owned  by  the  plaintiff,  and  found  the  same  to 
be  that  for  which  the  final  decrees  were  subsequently  en- 
tered. The  decree  in  each  of  the  cases  was  for  much  less 
than  the  master  had  reported.  But  how  it  was  made  up  we 
are  not  informed.  No  account  was  stated  accompanying  the 
decrees.  Though  the  bill  prayed  for  an  accoimt,  and  though 
an  account  was  decreed,  the  record  shows  no  ac<x)unt. 
Nothing  in  the  decree  shows  us  how  many  rails  had  been 
rei)aired,  or  what  i)ortion  of  the  rails.  Nothing  in  the  de- 
cree exhibits  what  was  the  comparative  cost  of  repairing  with 
the  patented  machine  and  with  the  common  anvil .  The  cases 
have  come  to  us,  therefore,  in  such  a  condition  that  we  are 
called  upon  to  perform  the  duties  of  a  master.  This  ought 
not  so  to  be ;  and  probably  we  would  be  justified  in  revers- 
ing all  the  decrees,  and  sending  the  cases  back  for  a  state- 
ment of  accounts.  But  the  litigation  has  been  long  pro- 
tracted, at  great  expense  to  the  parties ;  and  this  considera- 
tion has  induced  us  to  examine  the  evidence  submitted  to 
the  master  and  reported  by  him,  in  order  to  discover  whether 
there  has  been  an  overestimate  of  profits  in  those  cases  where 
the  defendants  used  only  the  machines  the  use  of  which  was 
a  plain  infringement  on  the  Cawood  patent. 

Without  entering  into  details,  we  are  constrained  to  say 
that,  in  our  opinion,  there  has  been  no  such  overestimate. 
We  think  the  weight  of  the  evidence  leads  to  the  conclusion 
that  the  number  of  feet  mended  on  the  infringing  machines, 
the  gain  in  mending,  compared  with  the  cost  of  mending  on 
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the  common  anvil  (which  the  court  must  have  determined 
was  about  thirty-six  cents  per  foot),  considering  the  saving 
of  labor  and  fuel,  were  such  as  justified  the  decrees  that 
were  made.  There  are,  undoubtedly,  great  differences  in 
the  statements  of  the  witnesses,  but  we  think  it  is  not  diffi- 
cult to  see  where  is  the  preponderence  of  the  evidence.  The 
master's  estimate  was  manifestly  too  high.  We  cannot  say 
that  of  the  court  was.  And,  after  the  action  of  the 
court  upon  the  master' s  first  report,  it  must  be  presumed 
that  no  profits  were  allowed  for  any  use  of  the  Cawood* 
patent  before  the  plaintiff  became  its  owner. 

There  is  nothing  more  in  these  cases,  that  we  feel  called 
upon  to  notice,  except  the  suggestion  that  repaiiing  railroad 
rails  was  unprofitable,  compared  with  what  might  have 
been  done.  It  has  been  argued  that  it  would  have  been 
better  for  these  defendants  if,  instead  of  repairing  the 
crushed  and  exfoliated  ends  of  the  rails,  they  had  cut  off 
the  ends  and  relaid  the  sound  parts,  or  had  caused  the  rails 
to  be  re-rolled.  Experience,  it  is  said,  has  proved  that  re- 
pairing worn  out  ends  of  rails  is  not  true  economy,  and 
hence  it  is  inferred  that  defendants  have  derived  no  profits 
from  the  use  of  the  plaintiffs  invention.  The  argument  is 
plausible,  but  it  is  unsound.  Assuming  that  experience 
has  demonstrated  what  is  claimed,  the  defendants  under- 
took to  Tepair  their  injured  rails.  They  had  the  choice  of 
repairing  them  on  the  common  anvil  or  on  the  complainant' s 
machine.  By  selecting  the  latter,  they  saved  a  large  part 
of  what  they  must  have  expended  in  the  use  of  the  former. 
To  that  extent  they  had  a  i)ositive  advantage,  growing  out 
of  their  invasion  of  the  complainant' s  patent.  If  their  gen- 
eral  business  was  unprofitable,  it  was  the  less  so  in  conse- 
quence of  the  use  of  the  plaintiffs  property.  They  gained, 
therefore,  to  the  extent  that  they  saved  themselves  from 
loss.  In  settling  an  account  between  a  patentee  and  an  in- 
fringer of  the  patent,  the  question  is :  not  what  profits,  the 
latter  has  made  in  his  business,  or  from  his  manner  of  con- 
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ducting  it,  but  what  advantage  has  he  derived  from  his  use 
of  the  patented  invention  ? 

We  will  pursue  the  subject  no  further.  It  follows  from 
what  we  have  said  that  in  those  cases  in  which  the  defend- 
ants have  been  charged  with  the  profits  made  from  the  use 
of  the  '  Bayonet  vise,"  or  the  "Michigan  Southern"  ma- 
chines, or  the  "Beebee  and  Smith"  machine,  the  decrees  of 
the  Circuit  Court  are  erroneous,  while  in  the  other  cases,  the 
defendants  having  used  only  the  Cawood,  or  the  Etheridge, 
or  the  Illinois  Central,  or  the  Whitcomb  (the  infringing  ma- 
chine), we  discover  no  error.  Our  judgments,  therefore,  are 
as  follows : 

The  Illinois  Central  R.  R.  Co.  v.  Turrill,  No.  140. 

The  decree  of  the  Circuit  Court  is  reversed  and  the  cause 
is  remanded  for  further  proceedings^  in  accordance  with 
this  opinion. 

The  Michigan  Southern  and  Northern  Indiana  R.  R.  Co. 
V.  Turrill,  No.  143. 

The  decree  of  the  Circuit  Court  is  reversed  and  the  cause 
is  remanded  for  further  proceedings^  in  accordance  with 
this  opinion. 

The  Chicago  and  Alton  R.  R.  Co.  v.  Turrill,  No.  141. 

Th^  decree  is  affi/rmed. 

The  Chicago,  Burlington  and  Quincy  R.  R.  Co.  t?.  Turrill, 
No.  142. 

The  decree  is  affi/rraed. 

The  Pittsburgh,  Port  Wayne  and  Chicago  R.  R.  Co.  n. 
Turrill,  No.  144. 

Tlie  decree  is  affirTned. 

Field,  J. — Mr.  Justice  Swayne  and  myself  dissent  from 
so  much  of  the  opinion  and  judgment  in  these  cases  as  ap- 
proves the  estimate  of  damages  made  by  the  court  below. 
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Particular  patent  construed.  Novelty.  Infringement.  JSMdenoe 
of  utility.  Improvement  and  device  improved  upon.  Nominal 
damaffea. 

1.  Letters  patent  No.  20,542,  granted  Eli  W.  Blake,  for  a  Stone- 

Breaker,  Jane  15,  1858,  reissue  No.  2,145,  January  9, 1866,  and 
extended  June  15,  1872,  held  not  anticipated  by  the  earlier 
patent  to  Hobbs  A  Brown,  No.  6,690,  September  4,  1849,  for 
"  Improvements  in  the  application  of  well  known  mechanical 
means  for  the  purpose  of  crushing  ice,"  and  to  Hamilton,  No. 
10,365,  January  3,  1854,  and  additional  improvement  No.  124, 
May  22, 1855,  for  "  Crushing  and  grinding  Quartz  or  other  Sub- 
stances," they  not  containing  any  of  the  essential  elements  of 
Blake's  invention  :  Held  that  it  was  infringed  by  the  substitu- 
tion for  one  part  of  the  operating  mechanism,  of  an  equivalent 
for  the  omitted  element,     (p.  278.) 

2.  Where  one  of  the  defences  to  the  patent  was  that  the  machme 

described  was  of  no  practical  utility,  A^^that  the  number  sold 
by  complainant,  as  shown  by  the  record,  is  conclusive  upon  the 
subject,     (p.  280.) 

3.  When  an  original  machine  and  an  improvement  upon  it  are  both 

patented,  neither  patentee  can  use  what  does  not  belong  to  him 
without  the  requisite  authority  from  the  owner,     (p.  284.) 

4.  The  complainant  was  found  entitled  to  nominal  damages  only, 

the  burden  of  proof  being  upon  him,  and  it  appearing  that  the 
proof  was  meager,  and  indefinite,  but  four  machines  made,  no 
established  license  fee,  the  profits  made  being  due  in  part  to 
inventions  covered  by  other  patents,  and  no  distinction  made 
between  profits  accruing  from  the  use  of  complainant's  inven- 

*See  Explanation  of  Notes,  page  IIL 
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tion  and  that  from  the  other  inventions  and  manofactnrer's 
profits,     (p.  284.) 

Cross  apx)eals  from  the  Circuit  Court  of  the  United  States 
for  the  Eastern  District  of  New  York. 

The  case  is  fully  stated  by  the  court. 

The  drawings  and  specifications  of  the  Blake  reissue  are 
as  follows : 


ELI  W.  BLAKE,  OF  NEW  HAVEN,  CONNECTICUT. 
Impbovement  in  Stone-Breakers. 

Specification  forming  part  of  Letters  Patent  No.  20,542,  dated 
Jane  15,  1858;  Reissue  No.  2^145^  dated  January  9,  1866. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Eli  W.  Blake,  of  New  Haven,  in  the 
county  of  New  Haven  and  State  of  Connecticut,  have  in- 
vented a  new  and  useful  machine  for  breaking  stones  for 
road,  metal,  and  other  purposes,  which  machine  .1  call  a 
"  Stone-Breaker ;"  and  I  do  hereby  declare  that  the  foDow- 
ing  is  a  full,  clear,  and  exact  description  of  the  construction 
and  operation  of  the  same,  reference  being  had  to  the  an- 
nexed drawings,  making  part  of  this  specification. 

My  stone-breaker,  so  far  as  respects  its  principle  or  its  es- 
sentM  characteristics,  consists  of  two  jaws,  between  which 
the  stones  are  to  be  broken,  having  their  acting  faces  so 
nearly  in  an  upright  position  that  stones  will  descend  by 
their  own  gravity  between  them,  and  convergent  downward 
one  toward  the  other  in  such  manner  that  while  the  space 
between  them  at  the  top  is  such  as  to  receive  the  stones  that 
are  to  be  broken,  that  at  the  bottom  is  only  sufficient  to  al- 
low the  fragments  to  pass  when  broken  to  the  required  size  ; 
and  of  a  revolving  shaft,  driven  by  steam  or  other  power, 
which  is  made  to  impart  to  one  of  these  jaws  a  continual 


268  BOBEBTSON «.  BLAKE.  [Sup.  Ct 

Statement  of  the  case. 

vibratory  movement,  causing  it  to  alternately  advance  to- 
ward and  recede  from  the  other  jaw  through  a  short  and  de- 
finitely limited  space.  Hence  when  the  shaft  is  revolved  and 
a  stone  is  dropped  into  the  space  between  the  jaws,  it  faUs 
down  until  its  further  descent  is  arrested  between  their  con- 
vergent faces.  The  movable  jaw,  advancing,  crushes  it ;  then, 
receding,  liberates  the  fragments,  and  they  again  descend, 
and  if  too  large  are  again  arrested  and  crushed,  and  so  on 
until  all  the  fragments  having  been  suflBlciently  reduced  have 
passed  out  through  the  narrow  space  at  the  bottom. 

In  order  that  the  machine  may  be  adjusted  to  produce 
fragments  of  any  desired  size,  I  make  provision  for  varying 
the  distance  between  the  jaws  at  the  bottom  at  pleasure,  and 
as  the  resistance  to  the  motion  of  the  jaw  and  shaft  is  very 
great  when  the  jaw  is  advancing,  and  little  or  nothing  dur- 
ing its  receding  movement,  I  have  combined  with  the  mov- 
able jaw  and  shaft  a  fly-wheel,  for  the  purpose  of  rendering 
the  strain  upon  the  driving-power  more  equable. 

The  details  of  the  structure  of  the  machine — such  as  the 
manner  of  supporting  the  jaws  in  their  proi)er  relative  po- 
sition, and  of  imparting  the  definite  motion  with  the  re- 
quired power  to  the  movable  jaw  from  the  revolving  shaft — 
may  be  varied  indefinitely  without  affecting  its  principle  of 
oj)eration.  I  proceed  to  give  a  fidl  description  of  all  the 
parts  of  the  machine  as  I  have  constructed  it. 

The  machine  may  be  made  of  any  size,  varying  according 
to  the  size  of  the  stones  it  is  to  be  capable  of  receiving  and 
the  amount  of  work  it  is  to  accomplish ;  and  its  proportions, 
having  reference  to  strength,  may  be  varied  according  to  the 
hardness  of  the  material  on  which  it  is  to  oi)erate. 

The  annexed  drawings  represent,  on  a  scale  of  three  thirty - 
seconds  of  an  inch  to  an  inch,  a  machine  which  I  have  con- 
structed that  was  designed  to  be  capable  of  breaking  blocks 
of  trap-rock  not  exceeding  three  and  a  half  inches  thick 
and  nine  inches  square,  and  which  I  have  found  fully  com- 
petent to  perform  that  work. 

Fig.  1  is  a  perspective  view  of  the  machine,  shown  as  rest- 
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ing  on  two  timbers,  to  which  it  is  secured  by  bolts.  In  this 
figure  most  of  the  parts  of  the  machine  are  partially  con- 
cealed from  view  by  the  main  frame  or  casting,  which  sup- 
ports all  the  other  parts.  Pig.  2  is  an  orthographic  view  of 
all  the  parts  in  place,  as  they  would  appear  upon  removing 
one  side  of  the  main  frame.  Pigs.  3,  4,  6,  6,  7  are  trans- 
verse sections  of  the  machine  at  the  several  points  indicated 
on  Pig.  2. 

In  Pig.  2  the  parts  of  the  drawings  which  are  shaded  by 
diagonal  lines  are  sections  of  those  parts  of  the  main  frame 
or  casting  which  run  transversely  from  one  side  to  the  other, 
connecting  the  two  sides  together,  and  wliich  are  supposed 
to  be  cut  asunder  in  order  to  remove  one  side. 

A  is  the  stationary  jaw.  This  is  placed  against  one  end 
of  the  frame,  to  which  it  is  secured  at  the  bottom  by  a  bolt 
and  at  the  top  by  lateral  projections,  which  fit  into  corre- 
sponding recesses  or  notches  in  the  top  of  the  frame,  as 
shown  in  Pig.  1,  and  in  section,  Pig.  3.  By  such  a  con- 
struction, making  this  jaw  separate  from  the  frame  it  can  be 
removed  when  worn,  and  a  new  one  readily  substituted  in 
its  place. 

B  is  the  movable  jaw.  This  piece  extends  downward  to 
and  enters  a  mortise  in  the  lower  transverse  part  of  the 
main  casting,  by  which  means  its  lower  end  is  prevented 
from  moving  in  either  direction  horizontally.  To  give  it  a 
vertical  supi)ort  it  is  provided  with  shoulders,  (seen  in  sec- 
tion at  I  Z,  Pig.  4),  which  rest  upon  the  main  casting  at  the 
ends  of  the  mortise.  These  shoulders,  and  also  the  part 
which  enters  the  mortise,  are  slightly  rounded,  as  shown  in 
Pig.  2,  so  as  to  allow  the  upper  end  to  vibrate. 

m  71  is  the  space  between  the  acting  faces  of  the  jaws, 
into  which  the  stones  are  introduced.  This  space  is  suffi- 
ciently wide  at  m  to  receive  the  largest  pieces  of  stone  which 
the  machine  is  designed  to  break,  and  thence  converges 
downward  to  a  width  at  n  which  is  only  sufficient  to  allow 
the  fragments  to  pass  when  broken  to  the  required  size. 

The  acting-faces  of  the  jaws  are  not  plane  surfaces,  but  are 
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cormgated,  the  corrugations  running  vertically,  so  that  a 
section  of  the  opening  ti  by  a  horizontal  plane  would  pres- 
ent the  outlines  shown  in  Fig.  8.  These  corrugations  serve 
to  diminish  the  strain  to  which  large  pieces  of  stone  would 
otherwise  subject  the  machine,  and  also  to  prevent  their 
fragments  of  large  breadth  from  passing  through  the  open- 
ing n. 

The  two  pieces  C  and  D,  with  the  intervention  of  the  piece 
F,  constitute  an  elbow-joint,  C  and  D  articulating  on  F  ut 
their  adjacent  ends  and  at  their  outer  ends,  one  of  them  on 
the  cross-bar  E  of  the  main  frame,  and  the  other  on  the  back 
of  the  movable  jaw. 

The  piece  F  at  its  lower  end  articulates  on  the  lever  G. 
This  lever  rests  at  one  end  on  the  fulcrum  H,  which  forms  a 
part  of  the  main  casting,  and  the  other  end  is  connected  by 
the  connecting  rod  or  piece  I  with  the  crank  K  of  the  shaft 
L.  On  one  end  of  the  shaft  L  is  placed  a  fly-wheel,  P,  four 
feet  in  diameter,  weighing  seven  hundred  and  fifty  pounds, 
and  on  the  other  end  a  pulley  (not  shown  in  the  drawings) 
to  receive  the  belt  which  drives  the  machine.  The  spiral 
spring  M,  through  the  medium  of  the  rod  N,  tends  to  hold 
the  movable  jaw  back,  thus  keeping  the  pieces  C  and  D  in 
contact  with  their  bearings  and  securing  the  return  motion  of 
the  jaw. 

It  is  obvious  that  the  revolution  of  the  crank  will  vibrate 
the  lever,  and  that  this,  through  the  medium  of  the  pieces 
F,  C,  and  D,  will  give  a  short  and  definitely-limited  vibra- 
tion to  the  movable  jaw  B.  The  entire  operation  of  the  ma- 
rliine  will  be  understood  without  further  explanation. 

In  order  that  the  pieces  C  and  D,  when  raised  to  l^eir 
highest  elevation,  may  not  be  retained  there  by  the  friction 
of  their  bearings,  they  should,  when  thus  elevated,  deviate 
from  a  line  with  each  other  by  an  angle  of  not  less  than  five 
degrees ;  and  in  order  that  stones  may  not  be  ejected  from 
the  jaws  without  being  crushed,  the  angle  of  convergence 
of  their  acting-faces  should  not  exceed  eighteen  degrees. 

In  order  that  I  may  vary  the  size  of  the  opening  ti,  so  as 


Oct,  1876.]  ROBERTSON  v.  BLAKE.  273 

statement  of  the  caae. 

to  adjust  the  machine  to  produce  fragments  of  any  desired 
size,  I  provide  several  pieces  C,  differing  slightly  in  length. 
Then  by  substituting  a  longer  or  shorter  one  the  size  of  the 
opening  may  be  diminished  or  increased  at  pleasure.  By 
the  same  means  the  opening  may  be  restored  to  the  prox)er 
size  when  enlarged  by  wear. 

To  prevent  the  rapid  wearing  of  the  jaws,  they  should  be 
made  of  hard  iron  and  be  well  chilled,  and  to  prevent  the 
wearing  away  of  the  inside  of  the  frame  adjacent  to  the 
space  where  the  stones  are  crushed,  I  contemplate  citing 
the  frame  in  such  form  as  to  receive  these  chilled  pieces, 
which  may  be  replaced  when  worn.  I  also  contemplate 
making  the  movable  jaw-piece  in  such  form  as  to  receive  a 
separate  piece  of  chilled  iron  for  its  acting  face. 

I  also  contemplate  combining  with  the  machine  a  revolv- 
ing screen  to  remove  the  fragments  as  they  fall  from  it  and 
separate  them  into  two  or  more  sizes. 

What  I  claim  as  my  invention  in  the  herein-described 
machine,  and  desire  to  secure  by  Letters  Patent,  is — 

1.  The  combination,  in  a  stone-breaking  machine,  of  the 
upright  convergent  jaws  with  a  revolving  shaft  and  mechan- 
ism for  imparting  a  definite  reciprocating  movement  to  one 
of  the  jaws  from  the  revolving  shaft,  the  whole  being  and 
operating  substantially  as  set  forth. 

2.  The  combination,  in  a  stone-breaking  machine,  of  the 
upright  movable  jaw  with  the  revolving  shaft  and  fly-wheel, 
the  whole  being  and  oi)erating  substantially  as  set  forth. 

3.  In  combination  with  the  upright  converging  jaws  and 
the  revolving  shaft  imparting  a  definitely  limited  vibration 
to  the  movable  jaw,  so  arranging  the  jaws  that  they  can  be 
set  at  different  distances  from  each  other  at  the  bottom,  so 
as  to  produce  fragments  of  any  desired  size. 

ELI  W.  BLAKE. 
Witnesses : 

W.  R.  Ronalds, 
M.  N.  Hutchinson. 
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Mr,  B.  E.  VateTUine^  for  Robertson  et  aZ. : 

The  invention  is  invalid  becanse  the  device  described  is 
not  practical.  A  patent  law  is  not  a  law  which  grants  to  a 
patentee  a  monopoly  without  any  return  from  him  ;  on  the 
contrary,  the  Government  confers  the  valuable  privilege  on 
an  inventor,  only  when  he  has  performed  certain  requisites 
on  his  part.  And  foremost  among  them  all — that  he  must 
have  his  alleged  invention  embodied,  at  the  time  of  patent- 
ing it,  in  a  practical  and  usefvZ  f  onn.  A  patentee  cannot 
deprive  the  public  or  other  inventors  of  the  benefit  of  valu- 
able inventions,  by  holding  a  patent  of  theoretical  Tnachin- 
ery  which  cannot  be  of  practical  use. 

The  complainant,  upon  his  own  showing,  attained  no 
practically  useful  results  until  he  had  invented  what  he  calls 
in  his  1860  patent  an  *' improved  machine."  The  law,  in 
such  a  case  as  this,  is  not  in  doubt. 

The  Supreme  Court  of  the  United  States  in  Mitchell  t?. 
Tilghman,  19  Wall.  287  [9  Am.  and  Eng.  174],  says  "  taken 
as  a  whole,  the  evidence  convinces  the  Court  that  the  patentee 
never  did  succeed  in  introducing  his  invention  into  practical 
use  by  the  means  and  in  the  mode  of  operation  described 
in  the  specification  to  such  an  extent  as  would  warrant  the 
Court  in  finding  that  issue  in  his  favor." 

We  say,  therefore,  that  Blake's  patent,  which  disclaims 
any  of  the  details  of  construction,  and  claims  a  new  prin- 
ciple of  operation  for  a  crushing  machine  is  fully  anticipated 
by  the  device  shown  in  the  Hamilton  patent,  even  if  we  had 
not  the  testimony  of  the  witness  Serrill.  To  any  suggestion 
of  the  complainant  that  the  Hamilton  machine  was  aban- 
doned by  its  inventor,  we  answer,  it  is  not  necessary  that  a 
machine  should  even  have  been  actually  made  by  Hamilton. 
It  is  suflicient  to  defeat  the  Blake  patent  to  show  that  the 
same  combination  had  been  described  in  a  prior  patent  or  a 
printed  publication. 

If  Hamilton  abandoned  his  invention  he  abandoned  it  to 
the  public  and  not  to  Blake. 

Evans  v.  Eaton,  1  Pet.  C.  C.  323;  Colt  v.  Maissachusetta 
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Anns  Co.,  1  Fish.  108.  Blake,  therefore,  not  having  limited 
himself  to  a  claim  for  the  peculiar  Jaws  described  in  his 
patent,  but,  having  made  his  claims  for  all  mechanism  em- 
braces the  features  of  a  general  combination,  which  would 
cover  even  the  machine  shown  opposite  folio  39  of  the 
record,  must  be  held  strictly  to  an  accountability  of  his 
claims,  and  his  patent  declared  invalid,  because  all  the  fea- 
tures thereof  are  shown  in  Hamilton's  patent. 

The  present  patent  is  a  reissue  of  the  original,  the  sped- 
fication  heing  precisely  the  same  as  the  specification  in  the 
original  patent,  the  claims  only  being  amended  as  they  were 
found  to  be  too  broad  in  the  original  patent. 

The  invention  of  Hobbs  and  Brown  anticipates  in  every 
point  the  claim  of  Blake  as  made  in  his  original  patent. 
The  plaintiff,  finding  that  his  patent  was  anticipated  got  a 
reissue  of  it,  inserting  as  part  of  his  claim  a  combination  of 
a  rer>olmng  shaft  to  work  the  jaw. 

In  view  of  the  state  of  the  art  as  shown  by  the  Hobbs  and 
Brown  machine,  no  invention  was  required  to  construct  a 
crushing  machine  actuated  by  a  revolving  shaft.  The  mere 
substitution  of  other  power  than  hand  power  to  a  machine 
involves  no  invention. 

Crehore  v.  Norton,  Law's  Dig.  276. 

If  the  complainant's  patent  shall  be  held  to  be  a  valid 
I)atent,  its  claims  are  only  for  the  specified  combination, 
new  so  far  as  they  produce  some  new  resuU  which  is  not 
found  in  the  elements  of  the  combination,  either  singly  or 
aggregated. 

Hailes  ^?.  Van  Wormer,  20  Wall.  354  [9  Am.  &  Eng.  340]. 

The  law  is,  that  a  patentee  can  only  recover  the  damages 
which  he  axiuaUy  proves. 

City  of  New  York  v.  Ransom,  23  How.  287  [7  Am.  & 
Eng.  188]. 

The  plaintiff  assumes  that  he  would  have  sold  a  machine 
in  the  place  of  every  one  of  the  machines  sold  by  the  defend- 
ants ;  but  there  is  no  such  prestmiption  afforded  by  the  law. 
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On  the  contrary  this  court  expressly  repudiates  any  such 
measure  of  damages. 

Seymour  v.  McCormick,  16  How.  480  [6  Am.  &  Eng.  200]; 
Curtis  on  Pats.  4th  ed.  468. 

The  damages  were,  therefore,  correctly  assessed  at  the 
nominal  sum  of  $1.00.  Jones  v.  Morehead,  1  WalL  165  [7 
Am.  &  Eng.  166]. 

Messrs.  H.  T.  Blake  and  J.  S.  Beachy  for  Blake : 

In  this  invention  the  i)atentee  supposed  that  he  had  made 
not  a  mere  improvement  on  some  previous  machinery,  but 
as  he  says  "a  new  and  improved  Trutchine^  which  I  call  a 
stone  breaker,"  ox>erating  on  a  principle  never  before 
adopted.  This  claim  on  his  part  had  been  judicially  sus- 
tained before  this  suit  was  brought  by  several  courts  in  this 
country  and  in  England  in  which  this  patent  has  been  se- 
verely litigated,  and  some  of  these  decisions  will  be  cited  in 
this  brief.  From  these  decisions  and  from  the  evidence  in 
this  record,  it  appears  that  whereas  before  1868  no  success- 
ful machine  was  ever  made  for  breaking  stone  into  lumps 
or  fragments,  since  that  date  this  invention  of  the  plaintiff 
has  come  largely  into  practical  use,  not  only  in  this  country 
but  in  other  parts  of  the  world. 

It  is  evident  that  the  ice  breaker  of  Hobbs  and  Brown 
contains  no  such  combination  as  is  described  ii^  the  first  and 
second  claims  of  the  Blake  patent  and  thus  shows  a  struc- 
tural difference  decisive  in  itself  of  the  question  of  substan- 
tial identity  between  them.  This  differ^ce  is  not  a  formal 
one  merely,  but  arises  from  a  difference  of  principles. 
Neither  machine  could  do  the  work  of  the  other.  Judge 
Shipman  says  in  the  case  of  Blake  v.  Stafford,  3  Pish.  294 : 
"  its  arrangement  and  organization  differ  widely  from  the 
plaintiff's  and  could  not  perform  the  work  of  breaking 
stones,  as  does  the  latter." 

An  insi)ection  of  the  model  and  drawing  of  the  Hamilton 
machine  shows  the  entire  absence  of  the  leading  features 
and  essential  characteristics  of  the  Blake  stone  breaker,  and 
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of  course  a  complete  diflference  between  the  two  and  the 
principles  and  modes  of  operation. 

The  respondents'  machine  is,  like  the  plaintiff  s,  a  machine 
for  breaking  stpne.  It  is  not  denied  that  it  consists  of  two 
upright  convergent  jaws  wide  enongh  apart  at  the  top  to 
receive  the  stone  to  be  broken,  and  open  at  the  bottom  suf- 
ficiently to  permit  the  fragments  to  pass  when  broken  to 
the  required  size  ;  one  of  the  said  jaws  having  imparted  to 
it  a  short  and  i)owerful  vibratory  movement  from  a  revolv- 
ing shaft  on  which  is  a  fly-wheel,  neither  is  it  disputed  that 
the  language  of  the-  Blake  patent  precisely  describes  its 
operation  to  breaking  stone.  Nevertheless  respondents  deny 
that  their  machine  and  its  operation  are  substantially  like 
plaintiffs,  because  they  say  that  the  jaw  in  plaintiffs  ma- 
chine has  a  definite  vibratory  movement,  while  theirs  has  not. 

In  plaintiff  s  machine  the  movable  jaw  receives  its  vibra- 
tory movement  from  the  revolving  shaft  through  iron  rods 
and  rollers.  In  respondent's  machine  it  receives  its  vibra- 
tory movement  from  the  revolving  shaft  through  a  confined 
column  of  water.  If  there  is  no  resistence  to  the  a<;tion  of 
the  jaw  its  motion  is  not  denied  to  be  "definite."  The  well 
known  fact  in  physics  that ' '  for  all  practical  purposes  water 
and  cast  iron  alike  are  substantially  incompressible,"  is  also 
admitted.  Hence  we  have  in  the  one  machine  a  vibratory 
movement  imparted  to  the  jaw  from  a  revolving  shaft 
through  the  medium  of  one  incompressible  agent,  iron.  In 
the  other  we  have  a  vibratory  movement  imparted  to  the 
jaw  from  a  revolving  shaft  through  the  medium  of  another 
incompressible  agent,  water.  How  the  vibratory  movement 
thus  imparted  by  similar  agencies  in  the  two  machines  be- 
comes '* definite"  in  the  one  case  and  ''indefinite"  in  the 
other  is  not  explained. 

As  no  question  is  made  that  respondents'  machine  con- 
tains a  device  for  setting  the'  jaws  at  different  distances 
from  each  other  so  as  to  produce  fragments  of  any  desired 
size,  it  follows  that  it  infringes  each  and  every  claim  of 
plaintiffs  patent. 
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**  When  an  inventor  finds  it  profitable  to  exercise  his  mo- 
nopoly by  selling  licenses  to  make  or  use  his  improvement, 
he  has  himself  fixed  the  average  of  his  actual  damage,  when 
his  invention  has  been  used  without  his  license."  Seymour 
V.  McCormick,  16  How.  490  [6  Am.  &  Eng.  200]. 

'^  The  established  rate  of  license  is  the  measure  of  plain- 
tiflTs  damages."  Emerson  v.  Simm,  2  Fish.  281 ;  Hogg  v. 
Emerson,  11  How.  607  [6  Am.  &  Eng.  279];  Pitts  v.  Hall,  2 
Blatch.  238 ;  Sanders  v.  Logan,  2  Pish.  167;  Livingston  v. 
Jones,  3  Wall.  Jr.  330. 

It  is  obvious  that  unless  the  patentee's  profits  on  sales  of 
machines  are  the  rule  of  damages,  when  he  retains  the  mo- 
nopoly of  sales  in  his  own  hands  like  the  plaintifl!  in  this 
case,  he  is  entirely  remediless  against  infringers.  The  com- 
plainant has  not  left  the  Court  "to  guess  at  his  damages," 
but  has  furnished  all  the  facts  and  data  in  his  power  for 
their  estimation.  He  could  do  no  better  on  another  trial, 
and  if  upon  the  testimony  before  the  Court,  his  damages 
cannot  be  ascertained,  the  fault  must  be  with  the  law  and 
not  with  himself. 

Mr.  Justice  S  wayne  delivered  the  opinion  of  the  court : 

These  are  cross-appeals  in  the  same  causa  Both  involve 
questions  in  mechanics.  These  being  determined,  the  legal 
propositions  which  apply  are  so  well  settled  as  to  admit  of 
no  controversy. 

A  patent  was  granted  to  Blake  on  the  16th  of  June,  1858, 
by  the  United  States,  for  a  stone-breaker.  On  the  9th  of 
January,  1866,  the  same  authority  reissued  the  patent  to 
him,  with  amended  specifications.  It  was  extended  on  the 
15th  of  June,  1872.  The  bill  in  this  case  is  founded  upon 
the  latter  patent.     It  charges  infringement. 

The  answer  avers  that  the  machine  described  is  of  no 
practical  utility,  denies  the  novelty  of  the  invention,  and 
also  the  alleged  infringement. 
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The  description  in  the  specification  sets  forth  three  things 
as  the  essential  characteristics  of  the  machine : 

(1)  Two  jaws,  within  which  the  stones  are  to  be  broken. 
Their  faces  are  to  be  so  nearly  in  an  upright  position  that 
the  stones  will  descend  between  them  automatically.  The 
jaws  are  to  be  so  far  convergent  that  the  interspace  at 
the  top  will  be  sufficient  to  receive  the  stones,  and  that  at 
the  bottom  only  such  as  will  allow  the  fragments  to  escape 
Tvhen  broken,  of  the  required  size. 

(2)  A  revolving  shaft,  driven  by  steam  or  other  motive 
I)ower,  imparting  to  one  of  the  jaws  a  continual  vibratory 
movement,  causing  it  alternately  to  approach  toward  and 
recede  from  the  other  jaw,  through  a  short  and  definitely 
limited  space,  so  that,  when  a  stone  is  put  in,  the  movable 
jaw  will  advance  and  crush  it,  then,  receding,  liberate  the 
fragments,  which  again  descend,  and,  if  too  large,  are  re- 
arrested and  crushed  again ;  and  so  on,  until  the  fragments 
have  passed  out  through  the  oj)en  space  at  the  bottom. 
The  distance  between  the  jaws  is  to  be  adjustable  at  plea- 
sure, so  that  the  stone  can  be  broken  of  any  desired  size. 

(3)  A  fiy-wheel  is  combined  with  the  revolving  shaft  and 
movable  jaw,  for  the  purpose  of  rendering  the  strain  upon 
the  power  more  equal. 

The  claim  is  for : — 

A  combination  of  a  stone-breaking  machine  of  upright 
converging  jaws  with  a  revolving  shaft  and  mechanism  in^- 
parting  a  definite  reciprocating  movement  to  one  of  the 
jaws  from  the  revolving  shaft,  the  whole  being  and  operat- 
ing as  set  forth. 

The  combination  in  a  stone-breaking  machine  of  the 
upright  movable  jaw  with  the  revolving  shaft  and  fly- 
wheel, the  whole  being  and  operating  as  set  forth. 

In  combination  with  the  upright  converging  jaws  and 
revolving  shaft  imparting  a  definitely  limited  vibration  to 
the  movable  jaw,  so  arranging  the  jaws  that  they  can  be  set 
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at  different  distances  from  each  other  at  the  bottom,  thus 
producing  fragments  of  every  desired  size. 

A  moment's  glance  at  the  model  furnishes  a  sufficient  an- 
swer to  the  objection  of  the  want  of  practical  value.  It 
would  be  passing  strange  if  a  machine  of  that  character 
could  have  gone  through  the  severe  conflicts  of  litigation 
whicli  this  patent  haa  encountered,  a^d  have  come  forth 
victorious  from  every  contest.  It  has  proved  equal  to  every 
ordeal  to  which  it  has  been  subjected.  The  number  sold 
by  the  complainant,  as  shown  by  the  record,  is  conclusive 
upon  the  subject. 

The  patent  to  Hobbs  &  Brown  of  the  4th  September,  1849, 
and  the  patents  to  Hamilton  of  the  80th  of  January,  1854, 
and  the  5th  of  January,  1865,  antedate  the  patent  to  Blake. 
It  is  insisted  that  each  of  them  is  for  a  machine  substanti- 
ally the  same  with  the  one  described  in  Blake's  patent,  and 
that  they  are  fatal  to  his  claim  of  the  requisite  novelty  of 
his  alleged  invention. 

The  machine  of  Hobbs  &  Brown  is  for  ''improvements  in 
the  application  of  well  known  mechanical  means  for  the  pur- 
pose of  crushing  ice."  *  *  *  The  ''improvements  con- 
sist in  applying  a  hopper  with  one  diagonal  fixed  side  and 
two  parallel  sides,  to  contain  the  ice,  and  compressing  the 
ice  by  a  movable  fourth  side,  the  fixed  diagonal  side  and 
moving  side  having  within  them  dental  projections  cut  or 
cast  on,  to  operate  downward  and  prevent  the  ice  from  ris- 
ing in  the  hopper  when  compressed,  and  also  to  enter  and 
split  the  ice." 

The  machine  is  operated  "by  the  combination  with  these 
parts,  of  a  lever  fitted  with  an  eccentric  or  cam-formed  point. ' ' 

There  is  in  this  description  neither  of  the  ingredients  nor 
the  compound  of  the  Blake  machine.  Everj"  element  and  the 
combination  are  wanting.  There  is  no  mention  of  the  converg- 
ing adjustable  jaws  of  the  revolving  shaft,  nor  of  the  fly- 
wheel. The  differences  are  as  marked  in  the  mode  of  oi)era  - 
tion  as  in  the  structural  elements  of  the  machine. 
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The  Hobbs  &  Brown  machine  does  its  work  by  the  down- 
ward and  sweeping  movement  of  the  jaw,  and  the  grasping 
and  splitting  by  the  teeth.  The  motive  power  is  supplied 
and  applied  by  a  hand  lever,  which  gives  a  motion  irregu- 
lar, and  varying  with  the  varying  exigencies  of  the  ice  dur- 
ing the  process  to  which  it  is  subjected. 

The  Blake  machine  performs  its  functions  by  the  short, 
regular  and  unvarying  vibrations  of  the  smooth-faced  ad- 
justable jaw,  driven  without  intermission  by  the  revolving 
shaft. 

It  is  obvious  that  the  Hobbs  &  Brown  machine  could  not 
be  applied  with  effect  to  the  purpose  of  breaking  stones, 
without  essential  changes  of  principle  and  details. 

Hamilton' s  machine  was ' '  for  crushing  and  grinding  quartz 
or  other  substances." 

In  the  specification  annexed  to  his  original  patent,  he  says : 

*'  My  invention  consists  in  the  use  of  a  cylindrical  nut  or 
I)estle  in  a  similarly  formed  basin,  the  pestle  having  a  par- 
tial rotary  and  crushing  motion  communicated  to  it  by  means 
of  a  lever  attached  thereto. 

*-A'  is  a  basin,  the  lower  part  of  which  is  made  circular, 
and  the  sides  parallel  to  each  other.  '  b  V  are  flat  ends  or 
heads  secured  to  the  basin  by  bolts. 

*(7'  is  the  shaft  carrying  the  cylindrical  pestle,  *  d.'* 

*j&'  is  a  lever  attached  to  or  formed  with  the  pestle  '^,' 
the  upper  end  being  connected  by  a  joint  '  2 '  to  a  pitman, 
passing  to  a  crank,  eccentric,  or  other  suitable  mechanical 
contrivance,  to  give  the  arm  'JS?'  an  oscillating  movement, 
and  the  pestle  a  partial  rotary  motion  on  its  shaft  '(7.'" 

The  claim  of  this  patent  is  for  *'  the  means  herein  described 
and  shown  for  crushing  and  grinding  metalUc  ores,  consist- 
ingof  the  cylindrical  i)estle  'e?,'  provided  with  grooves  in 
its  upper  part  to  crack  the  lumps  of  ore,  and  set  on  a  shaft, 
'C,'  on  which  it  has  a  partial  rotary  motion,  and  operating 
in  connection  with  the  basin,  'A,'  in  which  said  pestle  moves 
to  grind  the  ore  into  powder  by  the  gradual  approach  of  the 
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sides  of  said  basin  to  the  cylindrical  pestle,  said  pestle  being 
also  provided  with  a  scraper  or  agitator,  '5,'  in  its  lower 
surface,  to  operate  as  specified." 

The  second  patent  is  declared  to  ''consist  in  providing 
means  for  keeping  the  pestle  down  with  sufficient  force  to 
pulverize  the  material  operated  on,  and  also  to  prevent  the 
pestle  from  grinding  too  finely ;  /.  c. ,.  to  furnish  material 
for  simply  cracking  the  ore  or  other  material  into  small 
lumps  of  any  desired  size,  instead  of  grinding  the  same  to 
a  powder,  thereby  adapting  the  machine  to  different  char- 
acters of  metallic  ores  or  other  substances." 

We  have  here  no  reflex  or  embodiment  of  either  of  the 
ideas  that  found  expression  in  the  Blake  machine.  The 
converging  jaws,  the  revolving  shaft,  and  the  fly-wheel,  are 
all  wanting,  as  in  the  Hobbs  &  Brown  machine.  Instead, 
there  is  a  cylindrical  nut  or  pestle,  having  a  partial  rotary 
and  crushing  motion  communicated  to  it  by  means  of  a 
lever  attached  thereto.  The  pestle  rotates  on  a  central  axis 
within  an  eccentric  concave.  The  work  is  done  by  this 
pestle.  There  is  nothing  of  the  vibratory  motion  of  a  mov- 
able jaw,  alternately  advancing  and  receding,  as  in  the 
Blake  invention. 

The  difference  is  not  that  of  mere  mechanical  equivalents. 
It  is  radical,  and  goes  to  the  essence  of  the  organisms.  These 
considerations  are  so  obvious,  that  further  remarks  upon 
the  subject  are  unnecessary. 

The  proofs  show  that  but  two  of  the  Hamilton  machines 
were  ever  made.    Practically,  the  invention  was  abandoned. 

This  brings  us  to  the  question  of  infringement. 

There  are  numerous  points  of  similarity  and,  indeed,  of 
identity,  in  the  resix)ndent's  machine,  which  are  not  con- 
troverted. It  is  for  breaking  stone.  It  has  two  upright 
jaws  for  this  purpose,  one  fixed  and  the  other  movable. 
The  jaws  converge.  The  breaking  is  effected  by  the  con- 
vergence. The  movable  jaw  alternately  approaches  towards 
and  recedes  from  the  fixed  one.    This  movement  is  pro- 
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duced  by  a  short  and  powerful  vibratory  motion  communi- 
cated by  a  revolving  shaft,  with  a  fly-wheel  upon  it.  There 
is  an  opening  at  the  upper  end  of  the  jaws,  where  the 
stones  are  received,  and  one  below,  where  they  are  dis- 
charged. 

The  only  point  of  diversity  insisted  upon  by  the  respond- 
ents, is  that  the  vibratory  movement  in  the  Blake  machine 
is  limited  and  unvarying,  while  in  the  machine  of  the  appel 
lants  it  is  not  of  this  invariable  character. 

In  the  Blake  machine,  the  movable  jaw  receives  its  move- 
ment from  the  revolving  shaft,  through  iron  rods  and  levers. 
In  the  respondent's  machine,  it  is  communicated  from  the 
revolving  shaft,  through  a  confined  column  of  water. 

In  the  appellants'  model  the  revolving  shaft  is  not 
shown.  In  their  machine,  it  works  the  plunger  of  the 
pump,  from  which  the  water  is  conveyed  to  a  cylinder  be- 
hind the  movable  jaw,  whence  it  is  applied  to  that  jaw 
by  means  of  a  ram,  the  ram  taking  the  place  of  the  piston 
in  an  ordinary  engine.  Thus  the  vibrating  arm,  the  toggle, 
the  toggle-joint,  and  the  pintals  in  the  Blake  machine  are 
dispensed  with,  and  their  place  supplied  by  the  hydraulic 
arrangements  we  have  described. 

What  is  so  employed  in  the  appellant's  machine  is  the 
obvious  and  exact  equivalent  of  what  is  so  disi)ensed  with 
in  the  Blake  machine.  The  liability  of  the  packed  joints  to 
leakage  is  a  serious  objection  to  such  use  of  water.  Any 
considerable  leakage  would  stop  the  machine.  It  could  not 
be  used  while  that  condition  existed.  Constant  care  and 
vigilance  are  necessary  in  such  cases  to  prevent  the  frequent 
occurrence  of  this  evil.  Water  does  not  escape  from  a 
safety-valve  with  the  same  celerity  or  effect  as  steam. 

The  Blake  machine  has  a  decided  advantage,  in  the  greater 
simplicity  and  cheapness  of  its  equivalents. 

It  is  difficult  to  resist  the  conclusion  that  the  change  had 
no  motive  or  purpose  but  evasion. 

If  there  be  no  extraneous  obstruction,  the  vibratory  mo- 
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tion  will  be  exax5tly  the  same  in  both  cases.  If  there  be  such 
obstruction,  the  safety-valve  in  the  appellant's  machine 
might  possibly  be  brought  into  use  with  good  effect.  But 
if  this  were  so,  the  valve  would  be  only  an  addition  and  an 
improvement  of  the  machine.  The  valve,  therefore,  is,  in 
any  view,  quite  immaterial  to  the  inquiry  we  are  pursuing. 

Where  an  original  machine  and  an  improvement  upon  it 
are  both  patented,  neither  patentee  can  use  what  does  not 
belong  to  him,  without  the  requisite  authority  from  the 
owner.  The  appellants  having  embodied  all  the  ideas  of 
Blake's  invention  in  their  machine,  the  valve  which  supple- 
mented it,  whether  good  or  bad,  is  outside  of  the  case,  and 
cannot  aflfect  the  result. 

We  think  the  infringement  is  clearly  made  out. 

It  remains  to  consider  the  question  of  damages.  A  few 
remarks  upon  that  subject  wiU  be  sufficient. 

The  proof  is  meager  and  indefinite. 

The  infringers  made  but  four  machines. 

No  license  fee  charged  by  the  complainant  is  shown.  The 
burden  of  proof  rests  upon  him.  Damages  must  be  proved ; 
they  are  not  to  be  presumed.  The  complainant  made  a 
profit  of  S40  an  inch  on  the  width  of  the  jaws  of  the  numer- 
ous machines  he  had  sold. 

But  inventions  covered  by  other  patents  were  embraced 
in  those  machines.  It  was  not  shown  how  much  of  the 
profit  was  due  to  those  other  patents,  nor  how  much  of  it 
was  manufacturer' s  profit.  The  complainant  was,  therefore, 
entitled  only  to  nominal  damages.  This  the  court  gave  him. 
It  was  all  the  state  of  the  evidence  warranted.  It  would 
have  been  error  to  give  more. 

The  decree  of  the  Circuit  Court  is  affirmed.  The  costs  of 
each  appeal  are  adjudged  against  the  party  taking  such 
appeal. 
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WILLIAM  F.  COCHRAira  et  al.   APPELLANTS,  v. 

JOSIAH  W.  DEENER  et  al.* 

04  (4  Otto)  V.  S.  TSO-TOa.    Oct.  Term,  IWa. 

[Bk.  24,  L.  ed.  139 ;  11  O.  O.  687.] 

Submitted  November  6,  1876.     Decided  March  19,  1877. 

Potoera  of  Supreme  Court  of  District  of  Columbia.  Discretion  of 
equity  court  as  to  trial  at  law.  Jurisdiction.  Particular  pat- 
ent construed.  Infringem,ent.  Formal  change.  Process — pat- 
entabilitj/.  Process  defin'ed.  Art.  Equivalents.  Prior  foreign 
patent. 

1.  The  powers  of  the  Supreme  Court  of  the  District  of  Columbia, 

in  patent  cases,  are  the  same  as  those  of  the  circuit  courts  of 
the  United  States.    (R  S.  sees.  760,  764).     (p.  331.) 

2.  Upon  a  bill  in  equity  for  the  infringement  of  a  patent  it  is  a  mat- 

ter of  discretion,  and  not  of  jurisdiction,  whether  a  case  shall  be 
first  tried  at  law;  and  in  this  matter,  the  courts  of  the  United 
States,  sitting  as  courts  of  equity  in  patent  cases,  are  much 
less  disposed  than  the  English  courts  are  to  send  parties  to  a 
jury  before  assuming  to  decide  upon  the  merits,     (p.  332.) 

3.  The  jurisdiction  of  the  circuit  courts  in  cases  arising  under  the 

patent  and  copyright  laws  is  not  changed  by  the  Revised  Stat- 
utes, and  consequently  the  original  cognizance  of  the  circuit 
courts  sitting  as  courts  of  equity  in  patent  cases  is  retained, 
(p.  332.) 

4.  Where  it  is  discretionary  with  a  court  of  equity  whether  it  will 

first  send  a  case  to  be  tried  at  law,  and  it  exercises  its  discre- 
tion to  decide  the  case  upon  its  merits  without  the  aid  of  a 
jury  of  any  sort,  such  action  is  not  a  ground  of  appeal,    (p.  333.) 

5.  But  if  the  appellate  court  were  convinced  that  the  case  was  not 

properly  decided,  and  could  not  be  properly  decided  without 
such  a  reference,  it  might,  in  the  exercise  of  its  own  discretion, 
remand  it  to  the  court  below  for  that  purpose,     (p.  333.) 

6.  Reissued  letters  patent  No.  6,841,  W.  F.  Cochrane,  April  21, 

1874,     (original  patent  No.  37,317,  January  6,  1863,)     Bolt- 

*  See  Explanation  of  Notes,  page  III. 
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ing  Flour.  Construed  to  be  for  a  process  and  patentable,  held 
infringed  by  the  process  used  in  working  reissued  letters  patent 
No.  6,346,  E.  P.  Welch,  April  1,  1873,  Middlings  Purifier;  the 
use  of  a  flat  screen  instead  of  a  revolving  reel,  and  of  an  air 
current  forced  against  the  down-falling  meal  in  place  of  being 
forced  in  the  same  direction,  being  a  mere  matter  of  form  and 
not  of  the  substance  of  the  process,  (p.  334.) 
T.  It  does  not  detract  from  the  validity  of  a  patent  that  the  in- 
ventions of  others  are  made  use  of  in  carrying  out  the  patented 
invention.  One  invention  may  include  within  it  many  others, 
and  patents  for  each  and  all  be  valid  at  the  same  time,  but  in 
such  case  each  inventor  would  be  precluded  from  using  the 
inventions  made  and  patented  prior  to  his  own,  except  by 
license  from  the  owners  thereof,     (p.  337.) 

8.  The  patentability  of  a  process  is  entirely  independent  of  the  in- 

strumentalities employed,  and  it  is  immaterial  whether  or  not 
the  machinery  pointed  out  as  suitable  to  perform  the  process 
be  either  new  or  patentable,     (p.  337.) 

9.  A  process  is  a  mode  of  treatment  of  certain  materials  to  produce 

a  given  result ;  it  is  an  act  or  a  series  of  acts,  performed  upon 
the  subject  matter  to  be  transformed  and  reduced  to  a  differ- 
ent state  or  thing,  and  if  new  and  useful  it  is  patentable.  (]>. 
337.) 

10.  In  the  language  of  the  patent  law  a  process  is  an  art.  (p.  338.) 

11.  The  process  requires  that  certain  things  should  be  done  with 
certain  substances  and  in  a  certain  order  ;  but  the  tools  to  be 
used  in  doing  this  may  be  of  secondary  consequence,     (p.  338.) 

12.  Reissued  letters  patent  No.  6,030,  Wm.  F.  Cochrane,  August 

26,  1874  (original  patent  No.  37,318,  January  6,  1863),  Bolting 
Flour,  the  last  claim  held  infringed,     (p.  338.) 

13.  Letters  patent  No.  37,319,  Wm.  F.  Cochrane,  January  6,  1863. 

Bolting  Flour,  and  relating  specially  to  the  pump,  held  not  in- 
fringed ;  because  while  defendants'  device  may  be  the  equiva- 
lent of  the  pump  in  Cochrane's  in  the  general  combination  with 
other  elements,  yet,  when  taken  by  themselves  as  separate 
pieces  of  machinery,  they  may  not  be  the  same,  and  the  use  of 
one  is  not  the  infringement  of  a  patent  for  the  other,  (p.  338.) 

14.  Letters  patent  No.  37,320,  Wm.  F.  Cochrane,  January  6,  1863, 

Bolting  Flour,  held  not  infringed,     (p.  338.) 
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15.  Reissued  letters  patent  No.  6,5949  Wm.  F.  Cochrane,  August 

17,  1875  (original  patent  No.  37,321,  January  6, 1863),  Bolting 
Flour,  sustained  as  a  valid  reissue  for  a  olaim  much  narrower 
than  that  in  the  original,  and  held  that  while  the  parts  of  ma- 
chinery in  defendants'  apparatus  which  go  to  make  up  the  com- 
bination, could  not  when  separately  considered  be  regarded  as 
identical  or  conflicting  with  those  described  in  the  patent,  yet 
having  the  same  purposes  in  a  combination,  and  effecting  that 
purpose  in  substantially  the  same  manner,  they  are  the  equiva- 
lents of  each  other  in  that  regard,  and  constitute  an  infringe- 
ment,    (p.  339.) 

16.  Reissued  letters  patent  No.  6,595,  Wul  F.  Cochrane,  August 

17,  1875  (original  patent  No.  37,321,  January  6, 1863),  Bolting 
Flour,  sustained  as  a  valid  reissue  and  held  infringed,  (p. 
341.) 

17.  Where  it  was  shown  that  the  invention  covered  by  the  domestic 
patent  was  actually  made  before  the  date  of  the  prior  French 
patent,  held  that  by  act  of  1870,  a  foreign  patent  in  order  to 
invalidate  an  American  patent  must  antedate  the  invention 
patented,     (p.  341.) 

[Citations  in  the  opinion  of  the  court :] 

Phil.  Pat.  379.     p.  331. 

Livingston  v.  Van  Ingen,  1  Paine,  44.    p.  331. 

Sallivan  v.  Redfield,  1  Paine,  441.     p.  331. 

Goodyear  v.  Day,  2  Wall.,  Jr.,  283.     p.  332. 

Sickles  V.  Gloucester  Co.,  3  Wall.,  Jr.,  186.    p.  332. 

Cnrtis,  sec.  332.     p.  338. 

Foster  v.  Moore,  1  Curt.  C.  C.  279.    p.  338. 
[In  dissenting  opinion]. 

Pronty  v.  Rnggles  16  Pet.  336  [4  Am.  &  Eng.  351].     p.  342. 

Vance  t;.  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117].    p.  342. 

Gill  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471].    p.  342. 

Howe  V.  Abbott,  2  Story,  C.  C,  190.     p.342. 

Gonld  V.  Rees,  15  Wall.  187  [9  Am.  &  Eng.  39].     p.  342. 

Api)eal  from  the  Supreme  Court  of  the  District  of  Colum- 
bia. 

The  case  is  fully  stated  by  the  court. 

The  specifications  and  drawings  of  the  principal  Cochrane 
letters  patent  and  of  the  Welch  patent  are  as  f  oUows : 
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WILLIAM  P.  COCHRANE,  OF  SPRINGFIELD,  OHIO, 
ASSIGNOR  TO  HIMSELF  AND  WARDER  &  CHILD, 
OF  SAME  PLACE. 

Improvement  in  Bolting  Flour. 

Specification  forming  part  of  Letters  Patent  No.  3  7^3 19^  dated 

January  6,  1863. 

Case  C. 

To  all  wTiom  it  may  concern : 

Be  it  known  that  I,  William  F.  Cochrane,  of  Springfield, 
in  the  county  of  Clarke  and  State  *of  Ohio,  have  invented 
certain  new  and  useful  Improvements  in  Bolting-Chests  for 
Flouring-Mills,  of  which  the  following  is  a  full,  clear,  and 
exact  description,  reference  being  had  to  the  accompanying 
drawings,  which  make  part  of  this  specification,  and  in 
which — 

Fig.  1  represents  a  vertical  longitudinal  section  through 
a  bolting-chest  embracing  my  improvements ;  and  Fig.  2,  a 
vertical  section  through  the  feed-spout  and  pump,  de- 
tached, at  the  line  xx  ot  Fig.  1. 

It  is  found  by  exi)eriment  that  the  process  of  bolting 
flour  is  much  facilitated  by  the  use  of  a  current  of  air  to 
force  the  flour  through  the  meshes  of  the  bolting-cloths, 
but  this  process  requires  an  almost  entire  remodeling  of  the 
machinery  heretofore  employed  for  this  purpose. 

I  have  ascertained  that  when  the  meal  is  fed  to  the  bolt- 
ing-reel by  a  spout  or  trough  of  uniform  size  it  has,  under 
certain  conditions  of  atmosphere,  a  tendency  to  clog  or 
pack. 

It  is  the  object  of  one  branch  of  my  invention  to  obviate 
this  objection,  and  to  this  end  my  improvement  consists, 
first,  in  making  the  spouts  which  feed  the  meal  in  the  shape 
of  a  frustum  of  a  cone  or  pyramid,  with  its  smallest  end 
upward,  whereby  the  tendency  of  the  fiour  to  pack  in  the 
spout  is  obviated.    When  atmospheric  pressure  is  enlployed 
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to  assist  the  bolting  process  it  becomes  necessary  to  devise 
some  means  whereby  the  meal  may  be  fed  to  the  bolting- 
reel  without  permitting  the  air  to  escape  through  the  feed- 
ing-si)out,  as  such  escape  would  be  attended  with  many  in- 
conveniences. 

Another  branch  of  my  improvement,  therefore,  relates  to 
certain  devices  to  attain  these  ends,  and  my  improvements 
for  effecting  this  purpose  consist,  secondly,  in  feeding  the 
meal  in  a  bolting-reel  where  atmospheric  pressure  is  em- 
ployed by  means  of  a  pump  to  prevent  the  air  from  escap- 
ing up  the  feed-pipe,  as  such  escape  would  prevent  the 
proi)er  feeding  of  the  reel ;  thirdly,  in  making  the  plunger 
of  the  pump  to  consist  of  a  series  of  steps  or  offsets  hol- 
lowed out  or  concave  on  their  front  sides  to  cut  out  the  un- 
der i)ortion  of  the  meal,  and  thus  to  obviate  its  tendency  to 
pack ;  fourthly,  in  a  device  for  varying  the  quantity  of  meal 
fed  to  the  bolt,  whereby  I  am  enabled  to  prevent  the  reel 
from  choking;  fifthly,  in  combining  a  iiaring  feeding- 
spout  with  a  pump  to  feed  the  flour  to  the  reel  in  the  most 
perfect  manner. 

To  carry  out  the  objects  of  my  invention  in  the  most  ad- 
vantageous w^ay,  I  have  found  it  necessary  to  remodel  al- 
most entirely  the  bolting-chests  heretofore  used. 

In  the  accompanying  drawings,  which  represent  a  conve- 
nient arrangement  of  parts  for  carrying  out  the  objects  of 
my  invention,  my  improvements  are  shown  as  applied  to  a 
series  of  three  reels,  arranged  one  above  the  other.  In  this 
Instance  the  meal  is  shown  as  fed  from  the  cooling-floor  to 
the  reel  by  means  of  a  trough  or  spout,  C,  which  enlarges 
gradually  from  one  end  to  the  other,  as  shown  in  the  draw- 
ings, to  j)revent  the  packing  of  the  meal.  A  pump,  D,  is 
placed  across  the  low^er  end  of  the  feeding-si)out  C  to  feed 
the  meal  to  the  reel.  This  pump  consists  of  a  reciprocating 
plunger,  rf,  playing  horizontally  in  a  trough,  d\  passing 
through  the  head  of  the  bolting-reel. 

In  order  to  break  down  the  meal  more  effectually  I  form 
a  series  of  offsets  or  steps,  1  2,  in  the  face  of  the  plunger,  as 
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shown  in  Pig.  1  of  the  drawings.  The  plunger  in  this  in- 
stance is  formed  of  wood,  and  has  a  rod,  d  \  screwed  into 
its  hinder  end.  This  rod  may  pass  through  a  block,  d  *,  in 
line  with  the  path  of  the  plunger,  and  act  as  a  guide  to  it, 
in  which  case  the  pitman  may  be  attached  directly  to  the 
plunger  itself.  A  better  way,  however,  is  to  form  a  circular 
groove  in  the  rod  d*  and  connect  the  pitman  to  a  collar,  d\ 
surrounding  the  rod,  by  a  set-screw  passing  through  the  col- 
lar and  into  the  groove. 

To  vary  the  depth  to  which  the  plunger  enters  the  pump- 
barrel,  and  consequently  the  amount  of  feed,  I  loosen  the 
set-screw  sufficiently  to  permit  the  guide-rod  to  turn  freely 
and  screw  it  into  or  out  of  the  plunger,  and  then  tighten 
the  screw  again. 

By  means  of  the  pump  the  reel  is  regularly  supplied  with 
meal,  but  the  escape  of  the  blast-air  up  the  spout  is  pre- 
vented. This  same  device  may  be  used  to  discharge  the 
iiour  and  offal  from  the  chest,  as  well  as  to  feed  the  meal 
into  it,  and  is,  accordingly,  shown  as  adapted  to  this  pur- 
pose in  the  pumps  X  Y  of  Fig.  1.  It  may  also  under  some 
circumstances  be  advantageously  employed,  even  where  no 
blast  is  used,  to  assist  the  bolting. 

It  is  deemed  unnecessary  here  to  describe  in  detail  the 
construction  and  operation  of  the  other  parts  of  the  mech- 
anism, as  they  form  no  part  of  the  subject-matter  herein 
claimed,  and  are,  moreover,  fully  described  in  sundry  other 
applications  for  Letters  Patent  filed  simultaneously  with 
this  and  marked,  resi)ectively,  "A,"  **B,"  and  "D." 

What  I  claim  under  this  patent  as  my  invention  is — 

1.  Peeding  the  meal  to  the  bolting  reel  by  means  of  a 
pump,  for  the  purpose  set  forth. 

2.  Making  steps  or  offsets  1  2  upon  the  plunger  of  the 
pump,  for  the  purpose  described. 

3.  The  combination  of  the  plunger  d  and  screw-rod  a*y 
substantially  in  the  manner  described,  for  the  purpose  of 
regulating  the  amount  of  feed  to  the  reel. 

4.  The  combination  of  a  flaring  feeding-spout  with  a 
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pump,  substantially  in  the  manner  described,  for  the  pur- 
pose set  forth. 

In  testimony  whereof  I  have  hereunto  subscribed  my 
name. 

WILLIAM  F.  COCHRANK 
Witnesses : 

s.  a.  boninan, 
Waedeb  Gumming. 


EDWARD  P.  WELCH,  OF  GEORGETOWN,  D.  C,  AS- 
SIGNOR TO  HIMSELF,  JAMES  H.  WELCH,  ROSIA 
W.  WELCH,  HERBERT  P.  WELCH,  AND  JAMES  A. 
MALONEY,  OF  SAME  PLACE. 

Improvement  in  Middlings-Purifiers. 

Specification  forming  part  of  Letters  Patent  No.  135,953,  dated 
February  18,  1873;  Reissue  No.  5^346^  dated  April  1,  1873. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Edward  Price  Welch,  of  Georgetown, 
in  the  District  of  Columbia,  have  invented  certain  new  and 
useful  Improvements  in  Machinery  for  Purifying  Middlings, 
of  which  the  following  is  a  specification : 

My  invention  relates  to  that  class  of  machinery  for  dress- 
ing flour  in  which  a  current  of  air  is  passed  through  screens, 
which  sift  and  separate  the  various  grades  of  middlings,  and 
a  brush  is  used  to  clear  and  keep  open  the  meshes  of  the 
screens. 

My  invention  consists,  first,  in  combining,  with  the  screen 
or  sieve,  a  perforated  pipe  or  pipes,  through  which  a  blast 
of  air,  independent  of  the  ordinary  one  passing  upwaM 
through  the  sieve,  which  is  also  used,  is  forced,  for  the  pur- 
pose of  blowing  off  the  fine  adhering  farina  on  the  under 
side  of  the  sieve,  and  for  keeping  its  meshes  always  open ; 
second,  in  combining  with  the  above,   a  rotary  brush  or 
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bmaheB,  on  axes  perpendicular  to  the  sieve,  so  that  they 
may  rotate  across  its  face,  while  the  sieve  is  vibrating  across 
the  brush,  thus  producing  a  scouring  action,  which  is  very 
effective  in  entirely  clearing  the  meshes  of  the  sieve  from 
any  clogging  matter. 

In  the  accompanying  drawing,  Figure  1  represents  a  ver- 
tical longitudal  section ;  Fig.  2,  a  vertical  tranverse  section 
through  a  middlings-purifier. 

The  construction  of  the  various  parts  of  the  machine  being 
well  understood  by  skillful  constructors  of  milling  machin- 
ery, their  details  need  not  be  particularly  described  here. 

A  screen.  A,  is  susi)ended  by  radius-links  a,  and  vibrated 
by  an  eccentric,  B,  or  other  suitable  means. 

Beneath  this  screen,  composed  of  several  numbers  of 
cloths,  I  mount  a  rotary  brush,  C,  on  an  axis  perpendicular 
to  the  face  of  the  screen,  and  drive  it  by  suitable  belts  or 
gearing,  so  that  it  may  rotate  across  the  under  side  of  the 
screen,  which  at  the  same  time  is  vibrating  across  the  brush, 
thus  producing  a  diagonal  drawing,  scouring  movement, 
which  I  have  found  very  effective  in  clearing  the  meshes  of 
the  screen  from  clogging  matter.  Any  number  of  brushes 
desired  may  be  used,  according  to  the  size  of  the  screen. 

Instead  of  a  simple  brush  revolving  on  the  axis,  roller- 
brush^  might  be  mounted  on  horizontal  axes  in  the  brush- 
head^  as  shown  in  Fig.  2,  so  as  to  have  a  compound  rotating 
motion — one  with  the  vertical  axis,  the  other  on  the  hori- 
zontal axis. 

D  is  an  air-pipe  extending  longitudinally  beneath  the 
sieve,  having  numerous  cross-pipes,  D',  at  suitable  intervals. 

F  is  a  fan-blower,  independent  of  the  exhaust-fan  G,  for 
forcing  air  through  the  pipe  D,  and  its  branches  D',  through 
numerous  small  perforations  in  said  pix)es,  upon  and  against 
both  the  screen  and  brush,  to  clear  them  of  obstructions  and 
keep  the  meshes  open. 

The  brushes,  having  long  and  flexible  bristles,  readily 
pass  over  the  pipes  which  are  interposed  between  the  brushes 
and  screen. 
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The  pipes  may  be  extended  around  the  sides  and  end  of 
the  screen,  near  the  tail  end  thereof,  so  as  to  prevent  the  too 
raiiid  discharge  of  the  material  at  the  tail  end. 

G  is  the  exhaust-fan  for  drawing  currents  of  air  through 
the  screen,  as  usual. 

The  operation  of  my  improved  apparatus  will  readily  be 
understood  from  the  foregoing  description. 

I  do  not  claim  a  vibrating  screen  with  a  blast  passing 
through  it,  nor,  broadly,  the  combination  of  a  screen  with  a 
clearing-brush. 

I  claim  as  my  invention — 

1.  The  combination,  in  a  middlings-purifier,  of  a  screen  or 
sieve,  through  which  a  blast  passes  in  one  direction,  while 
the  middlings  pass  in  the  other,  with  auxiliary  air-pipe  with 
jets  from  an  independent  fan-blower,  substantially  as  herein- 
before set  forth,  to  blow  off  fine  adhering  farina,  etc.,  from 
its  under  side,  to  keep  the  meshes  clear  and  open,  and  pre- 
vent their  clogging. 

2.  The  combination,  in  a  middlings-purifier,  oi  a  vibrat- 
ing screen,  through  which  a  blast  passes  in  one  direction, 
while  the  middlings  pass  in  the  other,  with  a  brush  rotating 
across  the  under  side  of  the  screen,  on  an  axis  substantially 
perpendicular  thereto,  substantially  as  hereinbefore  set  forth, 
to  produce  a  drawing  action  of  the  brush  across  the  screen 
diagonal  to  its  line  of  vibration. 

3.  The  combination,  in  a  middlings-purifier,  of  a  vibrating 
screen,  brushes  rotating  across  the  under  side  of  the  screen, 
and  perforated  air-pipes,  to  direct  streams  of  air  ujxjn  the 
screen  and  brush,  substantially  as  set  forth. 

In  testimony  whereof  I  have  hereunto  signed  my  name. 

EDWARD  P.  WELCH. 
Witnesses : 

T.  C.  Brecht, 

0.  E.  Duffy. 
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WILLIAM  F.  COCHRANE,  OF  LAFAYETTE,  IND., 
ASSIGNOR,  BY  MESNE  ASSIGNMENTS,  TO  HIM- 
SELF, BENJAMIN  H.  WARDER,  AND  RODNEY 
MASON. 

Improvement  in  Processes  for  Manufacturing  Flour.* 

Specification  forming  part  of  Letters  Patent  No.  37,317,  dated 
January  6,  1863  ;  Reissue  No.  5,841^  dated  April  21,  1874  ;  ap- 
plication filed  March  4,  1874. 

lb  aJl  whom  it  may  coTicern : 

Be  it  known  that  I,  William  F.  Cochrane,  of  Lafayette, 
in  the  county  of  Tippecanoe  and  State  of  Indiana,  fonnerly 
of  Springfield,  in  the  county  of  Clarke  and  State  of  Ohio, 
have  invented  a  new  and  useful  Improvement  in  the  Art  of 
Manufacturing  Flour,  of  which  the  following  is  a  specifica- 
tion: 

In  manufacturing  flour,  as  heretofore  practiced,  the  meal, 
after  being  ground,  has  generally  been  conveyed  to  a  cooler, 
from  which,  after  it  had  given  up  a  portion  of  the  heat  it 
had  acquired  in  grinding,  it  was  spouted  into  the  head  of  a 
reel  clothed  with  wire  or  silk  bolting-cloth,  of  a  sufficient 
d^ree  of  fineness  to  i)ermit  the  sifting  through  of  the  fine 
X)articles,  and  prevent  the  escape  of  the  coarser  ones.  As 
the  meal  was  agitated  in  the  bolt,  the  (specifically)  heavier 
particles  would  naturally  sink  to  the  bottom,  while  the 
(specifially)  lighter  particles  would  remain  on  top.  Owing 
to  this,  the  fine  (si)ecifically)  heavier  particles  first  passed 
through  the  meshes  of  the  cloth,  constituting  what  was 
graded  as  superfine  flour.  As  the  meal  traveled  along 
the  surface  of  the  bolting-cloth,  it  very  soon  became  impov- 
erished of  the  heavy  particles  of  flour,  until,  by  the  time 
that  it  reached  a  point  rarely,  if  ever,  farther  than  the  mid- 
dle of  the  first  reel,  the  impoverishment  was  so  complete 
that  the  lighter  impurities  began  to  pass  in  such  quantities 

*The  drawing  of  this  reissue  is  identical  with  that  of  Fig.  1  of  the  original 
letters  patent  No.  37,319.     p.  291  ante. 
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as  to  reduce  the  grade  of  the  flour  below  the  standard.  At 
this  point  the  flour  passing  through  was  cut  o£P,  and  what 
passed  through  the  remainder  of  the  first  and  the  whole  of 
the  second  reel  (where  a  second  reel  was  used)  was  called 
*' returns,"  and  was  carried  back  either  to  the  hopper-boy 
and  mingled  with  the  fresh  meal,  or  si)outed  in  with  the 
latter  into  the  head  of  the  first  reel.  By  this  mode  of  oper- 
ation, it  is  manifest  that  the  meal  under  treatment  in  the 
bolts  at  any  given  time  after  the  introduction  of  the  returns 
contained  more  than  its  natural  quantity  of  impurities,  so 
that  the  system  of  returns,  while  it  increased  the  yield,  re- 
duced the  merchantable  quality  of  the  flour,  as  there  would 
necessarily  be  more  speck  in  flour  thus  made  than  in  flour 
made  from  the  freshly-ground  meal  in  its  natural  condition 
as  it  came  from  the  stones.  As  the  process  of  impoverish- 
ment continued,  the  material  passing  through  the  bolt 
would  become  so  impure  as  to  be  unfit  for  returns,  and  at 
this  i)oint  another  cloth  of  coarser  meshes  was  introduced, 
in  passing  the  meal  over  which  the  portion  of  the  meal 
called  "middlings"  was  separated.  These  middlings  con- 
sisted of  the  coarser  particles  of  the  flour-producing  part  of 
the  berry  not  ground  fine  enough  to  pass  through  the  meshes 
of  the  finer  bolting-cloth  with  the  superfine  flour,  mixed 
with  a  large  proportion  of  pulverulent  impurities,  resulting 
from  pulverizing  portions  of  the  hull  of  the  berry.  When 
the  middlings  had  been  taken  oflf,  the  meal  passed  onto  a 
still  coarser  cloth,  which  separated  the  "ships  "  or  "ship- 
stuff."  Then  another  still  coarser  cloth  separated  the 
"shorts,"  and  the  "bran"  passed  off  at  the  tail  of  the 
reel.  The  middlings,  ships,  shorts,  and  bran  were  generally 
disposed  of  as  "feed."  In  some  mills  the  middlings  were 
disposed  of  for  purposes  of  distillation,  and  in  a  compara- 
tively few  mills  the  middlings  were  reground,  and  either 
sold  as  a  very  inferior  grade  of  flour,  or  part  of  the  mid- 
dlings-flour was  mixed  with  the  superfine  flour  in  such  pro- 
portions as  could  be  done  without  reducing  the  total  pro- 
duct below  the  standard. 
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Many  plans  had  been  suggested  for  improving  the  qnal- 
ity  of  flour,  and  among  them  the  use  of  currents  of  air,  to 
be  admitted  into  the  interior  of  the  reel  through  hollow 
perforated  shafts ;  but,  in  all  the  various  modes  of  milling, 
the  end  sought  for  was  to  keep  back  the  speck,  and  make 
the  largest  possible  amount  of  superfine  flour,  after  which 
the  separations  of  the  offal  were  immediately  made  without 
attempting  its  purification.  After  the  middlings  were  re- 
ground,  the  middlings-meal  was  bolted,  to  improve,  if  pos- 
sible, the  quality  of  the  middlings  flour.  As,  however,  the 
portion  of  the  hull  which  formed  the  speck  and  dust  is  very 
brittle,  and  by  the  first  grinding  made  as  fine  as  the  flour 
itself,  and  capable  of  passing  through  the  meshes  of  any 
cloth  through  which  the  flour  could  be  bolted,  by  regrind- 
ing  it  was  only  made  still  finer,  and  theref oi'e  the  difficulty 
of  separating  it  from  the  valuable  portions  of  the  middlings* 
meal  increased. 

Another  and  entirely  distinct  mode  of  milling  was  known 
as  "high"  milling.  In  this  mode  the  grain,  when  first 
passed  between  the  stones,  was  not  ground  into  meal,  but 
merely  broken,  so  that  the  kernel  should  be  separated  from 
the  hull.  Separation  was  then  made  by  means  of  blasts  of 
air  and  sieves,  and  the  coarser  particles  were  again  and 
again  passed  between  the  stones,  and  subjected  to  the  action 
of  the  sieves  and  blast  until  the  hard  flour-producing  por- 
tions of  the  berry  could  be  separated  from  the  hull  and  then 
ground  into  flour. 

My  invention  relates  only  to  the  ordinary  mo<Je  of  milling, 
in  which  the  wheat  is  reduced  to  meal  by  grinding  at  the 
beginning  of  the  operation,  and  then  the  superfine  flour 
is  next  separated  from  the  meal.  I  include  under  the 
general  term  "superfine"  flour  the  flour  separated  from 
the  meal  before  the  returns  are  taken  out  of  the  meal. 
Grades  of  flour  were  known  under  the  name  of  "extra" 
or  "fancy;"  but  prior  to  the  time  of  my  invention  these 
higher  grades  were  made  generally  by  the  use  of  the 
highest  quality  of  wheat,  or  by  taking  off  a  small  portion 
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of  the  sujierfine  flour  which  first  passed  at  the  head  of  the 
reel,  and  was,  therefore,  freest  from  speck  and  other  im- 
purities. The  object  of  my  invention  was  to  increase  the 
production  of  the  best  quaUty  of  flour ;  and  my  improve- 
ment consisted  in  separating  from  the  meal  flrst  the  super- 
fine flour,  and  then  the  pulverulent  impurities  mingled  with 
the  flour-production  portions  of  the  middlings-meal,  so  as  to 
make  "white"  or  " purified "  middlings,  which,  when  re- 
ground  and  rebolted,  would  yield  pure  white  flour,  which, 
when  added  to  the  superfine,  would  improve  the  quality  of 
the  flour  resulting  from  their  union,  instead  of  deteriorat- 
ing its  quality,  as  had  theretofore  been  the  case  when  the 
middUngs-flour  was  mingled  with  the  superfine. 

I  have  shown  in  the  accompanying  drawings,  and  in  Let- 
ters Patent  of  the  United  States  issued  January  6, 1863,  and 
numbered  37,318,  37,319,  37,320,  and  37,321,  an  improved 
plan  of  bolting-chests,  incorporating  means  necessary  for 
carrying  into  operation  my  improvement  in  the  art  of  man- 
ufacturing flour.  Machines  constructed  as  set  forth  in  said 
Letters  Patent  are  well  adapted  to  work  my  improvements 
in  the  art  of  manufacturing  flour,  but,'  being  made  the 
subjects  of  said  patents,  are  not  designed  to  be  covered  by 
this  i)atent,  which  relates  to  the  improved  mode  of  manu- 
facture, and  is  not  limited  to  any  special  arrangement  of 
machinery  by  which  my  improved  process  may  be  oi)erated. 
As  my  process  is  worked  in  said  machine,  the  wheat,  hav- 
ing first  been  ground  in  the  ordinary  manner,  is  introduced 
into  the  head  of  the  first  of  a  series  of  bolting-reels,  clothed 
with  cloths  of  progressively-finer  meshes,  and  having  intro- 
duced into  their  interior  blasts  of  air,  carried  through  hollow 
shafts,  and  discharged  through  pipes  perforated  with  small 
holes,  and  so  disposed  that  the  force  of  the  blast  shall  be 
caused  to  act  close  to  the  surface  of  the  bolting  cloth.  The 
succession  of  finer  cloths  tends  to  delay  the  escape  of  the 
finer  and  lighter  particles  until  the  specifically  heavier  par- 
ticles have  passed  through,  constituting  the  superfine  flour. 
The  extent  of  the  series  of  fine  cloths  is  such  that  in  said 
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macMnes,  after  the  superfine  flour  has  been  taken  out,  there 
being  no  longer  enough  remaining  to  keep  other  equally 
fine  but  si)ecifically  lighter  particles  away  from  the  cloth, 
they  will,  before  the  meal  has  reached  the  tail  of  the  last 
reel  in  the  series,  also  pass  through  its  meshes.  Instead  of 
"returning"  this  impure  pulverulent  material  (as  in  ordi- 
nary modes  of  manufacture)  to  the  head  of  the  first  reel,  to  • 
be  mingled  with  the  freshly-ground  meal,  provision  is  made 
in  my  said  machines  for  carrying  it  away  and  storing  it 
separately. 

Another  agency  is  at  the  same  time  made  to  assist  in  the 
operation  of  separating  the  pulverulent  impurities  from  the 
flour-producing  i)ortions  of  the  meal,  and  thus  made  to  con- 
tribute to  the  accomplishment  of  my  improved  mode  of 
manufacture.  There  is  continually  a  bed  of  meal  in  the 
bottom  of  the  reels,  which  is  in  constant  agitation  as  it  is 
lifted  up  and  falls  back  with  the  revolution  of  the  reels.  As 
the  air-pii)es  come  in  succession  to  their  lowest  position, 
they  will  direct  their  jets  against  this  mass,  and  through 
the  falling  particles  carried  up  by  and  falling  back  from  the 
revolving  cloth.  These  jets,  acting  on  the  mass  of  meal, 
will  separate  the  si)ecifically  lighter  particles,  and  hold  them 
in  suspension,  carrying  away  more  or  less  of  the  finer  and 
lighter  particles  through  the  meshes  of  the  cloth,  with  the 
currents  which  are  constantly  ascending  and  passing  out  at 
the  top  of  the  bolting-chest,  which  is  open,  while  the  floor 
and  sides  of  each  reel-compartment  are  made  close.  When 
the  residue  of  the  meal  is  delivered  at  the  tail  of  the  last 
reel  in  the  series,  it  is  then  carried  into  a  separator-reel, 
clothed  in  the  ordinary  manner  with  cloths  of  increasing 
coarseness,  and  separated  into  middlings,  ships,  shorts,  and 
bran.  As  all  these  divisions  are  to  some  extent  arbitrary 
and  only  approximate,  some  of  the  finest  of  the  ship-stuff 
wiU  be  mingled  with  the  white  middlings,  but  the  character 
of  the  middlings  will  be  found  to  differ  from  the  brown 
middlings  produced  by  former  modes  of  manufacture,  these 
being  white  middlings  mingled  with  particles  of  the  coarser 
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offal,  having  been  purified  by  the  separation  of  the  finer 
pulverulent  particles  in  the  treatment  of  the  meal  in  the  first 
series  of  reels. 

It  is  this  intermediate  treatment  (between  the  separation 
of  the  superfine  flour  and  the  completion  of  the  middlings- 
flour  by  regrinding  and  rebolting)  for  the  separation  and  re- 
moval of  the  pulverulent  impurities,  which  distinguishes 
my  improvement  in  the  art  from  all  before-known  modes  of 
manufacture. 

The  white  or  purified  middlings  thus  obtained  are  then 
reground  and  rebolted  through  a  series  of  reels,  in  aU  re- 
spects like  the  first  described  ones,  in  the  following  manner : 
At  the  tail  of  the  first  reel  of  this  series  the  offal  is  drawn 
off,  and  the  middlings-fiour  which  has  passed  through  the 
meshes  of  the  first  reel,  is  mingled  with  a  suitable,  amount 
of  coarse  offal  from  the  separator  and  passed  through  the 
second  and  third  reels,  which  are  clothed  with  finer  and  finer 
cloths.  The  finished  middlings-fiour  is  here  sejxarated,  and 
the  remaining  offal  passing  out  at  the  tail  of  the  last  reel,  is  re- 
turned to  the  separator,  and  the  middlings-flour  run  into  a 
chest  by  itself,  to  be  either  sold  sejjarately  or  mingled  with 
the  superfine  flour.  The  offal  delivered  at  the  tail  of  the 
first  middlings-reel,  made  up  of  the  impurities  of  the  white 
middlings  as  they  come  from  the  separator,  is  finished  offal 
and  spouted  away  to  the  feed-pile.  The  coarse  offal  mingled 
with  the  middlings-fiour,  as  produced  on  the  first  middlings- 
reel,  is  added  for  the  purpose  of  lightening  it  up,  a^  without 
the  addition  of  such  offal  it  would  not  bolt  properly. 

By  this  means  I  produce  middlings-fiour — ^not  the  dark, 
impure  flour  heretofore  known  as  middlings-flour,  but  a 
flour  which  may  be  mingled  with  the  superfine  flour  first 
taken  out  or  sold  separately. 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent,  as  an  improvement  in  the  art  of  manufac- 
turing flour,  is — 

The  hereinbefore  described  process  for  manufacturing 
flour  from  the  meal  of  ground  wheat,  by  first  taking  out  the 
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superfine  flour,  and  then  taking  out  the  pulverulent  impuri- 
ties by  subjection  to  the  combined  operations  of  screening 
and  blowing  aad  afterward  regrinding  and  rebolting  the 
purified  middlings. 

In  testimony  that  I  claim  the  foregoing  I  have  hereunto 
set  my  hand  this  26th  day  of  December,  1873. 

WM.  P.  COCHRANE. 
Witnesses : 

R  Mason, 

Thos.  C.  Conkollt, 


WILLIAM  F.  COCHRANE,  OF  LA  FAYETTE,  IND., 
ASSIGNOR,  BY  MESNE  ASSIGNMENTS,  TO  HIM- 
SELF,  BENJAMIN  H.  WARDER,  AND  RODNEY 
MASON. 

Improvement  in  Machines  for  Bolting  Flour. 

Specification  forming  part  of  Letters  Patent  No.  37,318,  datedJan- 
uary  6,  1863  ;  Reissue  No.  6^030^  dated  August  25,  1874  ;  ap- 
plication filed  August  19,  1874. 

To  all  wTiom  it  may  concern : 

Be  it  known  that  I,  William  F.  Cochrane,  of  La  Fayette, 
in  the  county  of  Tippecanoe,  and  State  of  Indiana,  late  of 
Springfield,  in  the  county  of  Clarke  and  State  of  Ohio,  have 
invented  new  and  useful  Improvements  in  Bolting  Chests 
for  Flouring  Mills ;  and  I  do  hereby  declare  that  the  follow- 
ing is  a  specification  of  the  same. 

In  the  annexed  drawings.  Fig.  1  represents  a  view  in  ele- 
vation of  a  bolting-chest  embracing  my  improvements,  the 
panels  which  inclose  the  chest  being  removed  to  show  the 
mechanism  ;  Fig.  2,  a  vertical  longitudinal  section  through 
the  same,  the  mechanism  being  shown  partly  in  elevation 
and  partly  in  section ;  and  Fig.  3,  a  vertical  transverse  sec- 
tion through  the  fan-case. 
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The  mode  of  bolting  flour  ordinarily  used  in  mills  as  here- 
tofore constructed  is  attended  by  various  difliculties.  The 
meal,  when  first  ground,  is  always  hot  and  often  damp,  the 
heat  being  caused  by  the  friction  of  the  stones  and  the  damp- 
ness by  the  moisture  absorbed  by  the  grain  previous  to  the 
grinding.  The  bolting-cloth  generally  used  is  made  of 
threads  of  silk  covered  with  gum,  in  order  to  form  a  smooth 
polished  surface,  so  that  the  flour  will  pass  freely  through 
the  flne  meshes  of  the  cloth.  The  dampness  and  heat  of  the 
meal  have  a  tendency  to  soften  and  dissolve  this  gum,  and 
make,  instead  of  a  polished  surface  to  the  thread,  a  sticky 
one,  to  which  tlie  particles  of  flour  adhere,  and  thus  close 
and  clog  the  meshes  of  the  cloth,  and  also  to  cause  the  thread 
to  swell,  consequently  decreasing  the  size  of  the  pores. 
Without  ventilation  the  air  confined  in  the  bolting-chest 
soon  becomes  heated  and  surcharged  with  moisture,  which 
condenses  upon  the  sides  of  the  chest  exposed  to  the  influ- 
ence of  the  outer  atmosphere,  thus  causing  the  flour  to 
*' dough"  or  clog  the  chest  or  spouts.  It  is,  moreover, 
found  in  practice  that  flour  bolts  more  regularly  and  in  a 
better  manner  when  the  air  inside  the  chest  is  kept  at  a  cer- 
tain uniform  temperature,  which  should  be  sometimes  below 
and  at  others  above  that  of  the  external  atmosphere. 

My  invention  has  reference  to  that  class  of  bolting-chests 
in  which  atmospheric  air  is  forced  through  the  screen  for 
the  purpose  of  facilitating  the  work  of  separation.  To  this 
end  it  is  important  that  the  screen  should  be  j)laced  in  a 
tight  chest,  through  which  an  atmospheric  current  is  forced. 
In  the  case  shown  in  this  part  of  my  application,  I  have 
shown  a  fan  the  pipes  of  which  are  so  connected  with  the 
fan-case  that  while  the  blower  is  forcing  in  a  current  of  air 
on  one  side  of  the  screen  the  air  shall  be  drawn  from  the 
eduction-pipes  by  suction  on  the  other.  By  this  means  I 
am  able  to  maintain  a  constant  current  through  the  chest, 
and,  by  an  arrangement  of  valves  in  the  pipes,  to  return  the 
whole  or  a  i)art  of  the  air  to  the  reels,  or  to  allow  it  all  to 
escape  without  returning.     I  also,  by  the  use  of  the  suction, 
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relieve  the  fan  from  part  of  the  labor  of  blowing,  and  thus 
am  enabled  to  reduce  the  force  of  the  blast.  The  current  of 
air  will  carry  along  with  it  a  certain  portion  of  the  lighter 
parts  of  the  meal,  which  would  be  wasted  when  the  blast 
escai)es  into  the  open  air  except  for  a  depositing-chamber 
placed  above  the  chest,  where  the  particles  carried  up  by 
the  blast  are  separated  from  the  air.  Into  this  separating- 
chamber  the  ai^  is  induced  by  the  suction-pipe  which  opens 
out  of  it,  and  as  the  current  will  always  follow  the  line  of 
easiest  iiow  the  air  will  escape  through  the  separating-cham- 
ber,  instead  of  seeking  an  escape  through  any  other  open- 
ings out  of  the  casing,  where  it  would  meet  with  the  resist- 
ance of  the  normal  pressure  of  the  atmosphere. 

The  improvements  embraced  in  this  patent  consist,  first, 
in  the  means  adopted  for  maintaining  a  regulated  tempera- 
ture in  the  chest  by  returning  to  the  reels  the  whole  or  a 
portion  of  the  air  which  has  passed  through  the  chest ;  sec- 
ond, in  combining,  with  the  suction-pipe  and  screen,  a 
valve  by  means  of  which  the  force  of  the  suction  may  be 
regulated ;  third,  in  combining  with  the  screen  and  blast 
and  suction  pipes  a  separating-chamber  placed  in  the  air- 
eduction  passage,  wherein  the  fine  particles  of  the  meal  car- 
ried up  by  the  blast  are  separated  from  th6  air ;  fourth,  in 
combining  with  the  screen  a  perforated  blast-pipe  and  suc- 
tion-pipe, opening  on  opposite  sides  of  the  screen. 

In  the  accompanying  drawings,  which  represent  a  conve- 
nient arrangement  of  parts  for  carrying  out  the  objects  of 
my  invention,  my  improvements  are  shown  as  applied  to  a 
bolting-chest  consisting  of  three  reels,  arranged  one  above 
the  other. 

It  is  deemed  unnecessary  here  to  describe  in  detail  the 
construction  and  arrangement  of  the  various  parts  of  the 
mechanism  further  than  may  be  necessary  to  explain  the 
construction  of  such  parts  as  are  intended  to  be  covered  by 
this  patent,  as  others  parts  are  fully  described  in,  and  cov- 
ered by,  several  other  patents  bearing  even  date  herewith 
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founded  upon  sundry  applications  cotemporaneoualy  filed 
by  me. 

The  collection-chamber  is  shown  in  this  instance  as  being 
cylindrical  in  form  and  closed  at  top,  but  open  at  bottom. 
A  portion  of  its  area  is  also  covered  by  a  partition,  h.  Two 
parallel  horizontal  screens  are  secured  ujwn  a  vertical  rotat- 
ing shaft,  A',  driven  by  suitable  gearing.  A  series  of  brushes, 
7i',  is  secured  ui)on  the  inner  side  of  the  jteriphery  of  the 
cylinder,  and  projects  horizontally  therefrom  in  contact 
with  the  revolving  screens  h*. 

The  chamber  H  communicates  directly  with  the  upi)er 
reel  E,  through  its  open  bottom,  while  the  blast-air  escapes 
from  the  other  reels  into  the  chamber  through  suitable 
pipes  h\  ^ 

A  suction-pipe,  J,  leads  from  the  chamber  above  the 
screen  to  the  fan  G.  This  pipe  is  provided  with  a  cut-oflf 
valve,  y,  so  arranged  that  in  one  extreme  position  all  the 
air  is  forced  to  return  to  the  fan,  while  in  the  other  extreme 
position  the  ingress  to  the  fan  is  entirely  cut  off,  and,  when 
fixed  in  an  intermediate  position,  a  portion  of  the  air  may 
be  drawn  from  the  chest,  and  a  portion  discharged  through 
the  opening  y  in  the  suction-pipe,  at  the  will  of  the  ope- 
rator. 

Tlie  fresh  air  enters  the  fan  through  an  opening  on  each 
side  of  the  fan-case.  The  size  of  these  openings  is  regu- 
lated by  valves  g"^  Fig.  3.  The  functions  of  these  valves 
are  very  important,  as  they  serve  not  only  to  regulate  the 
quantity  of  fresh  air  admitted  to  the  reels,  but  also  the  force 
of  the  blast. 

Tlie  operation  of  the  machine  is  as  follows :  The  meal 
passes  through  the  spout  C  into  the  pump  D,  by  which  it 
is  injected  into  the  reel  E  without  allowing  the  air  to  i)ass 
at  the  same  time.  The  bolting  is  assisted  by  a  strong  blast 
from  the  fan  entering  the  reel  through  the  hollow  shaft  into 
a  bell-mouthed  collar,  and  thence  passing  into  perforated 
pipes  extending  out  into  the  space  between  the  shaft  and 
bolting  surface,  delivering  the  air  in  jets.    After  passing 
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through  the  screens,  the  air  enters  the  collecting-chamber 
H,  carrying  a  portion  of  fine  flour  with  it  in  the  form  of 
dust.  The  air  escapes  through  the  screens  A'  (leaving  the 
fine  flour  upon  them  to  be  returned  to  the  bolting-chamber) 
into  the  suction  trunk  or  pipe  J,  and  may  be  either  re- 
turned to  the  fan  and  through  the  reels,  by  closing  the  open- 
ing y  by  means  of  the  valve y,  or  be  allowed  to  escape  di- 
rectly into  the  open  air  by  opening  that  valve,  so  as  to  close 
the  suction-pipe.  This  capability  of  returning  or  not  re- 
turning the  air  to  the  reels  again  is  one  of  great  importance, 
for  under  certain  conditions  of  atmosphere,  such  as  warm 
damp  weather,  if  the  air  be  returned  to  the  bolts  it  will 
cause  the  reels  to  dough,  and  sometimes  even  clog  the  con- 
veyer, as  I  have  found  by  experience.  The  air  during  its 
passage  through  the  chest  takes  up  the  heat  from  the  meal 
which  it  has  acquired  by  being  ground,  so  that  warm  air 
may  be  returned  to  the  fan  when  the  external  air  is  too 
cold.  The  quantity  of  external  air  admitted  to  the  bolt  is 
regulated  by  opening  or  closing  the  valves  ^',  one  of  which 
is  on  each  side  of  the  fan,  by  which  means  it  will  be  seen 
that  I  have  the  blast  perfectly  under  control.  By  admit- 
ting the  air  through  the  perforated  pipes  on  one  side  of  the 
screen,  and  placing  the  suction-pipe  on  the  other,  I  am  en- 
abled to  reduce  the  force  required  to  be  given  to  the  blast. 

I  have  described  my  improvements  as  applied  to  a  chest 
consisting  of  three  reels,  arranged  one  above  the  other ;  but 
it  is  obvious  that  a  greater  or  less  number  might  be  em- 
ployed, and  that  the  details  of  my  arrangements  might  be 
varied  to  some  extent,  without  departing  from  the  spirit  of 
my  invention.  Such  modification  would  readily  occur  to  a 
skilful  millwright  after  reading  my  specification. 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent,  is — 

1.  In  combination  with  a  flour-bolting  chest,  a  fan  and 
connected  air  induction  and  exhaust  pipes  for  maintaining 
a  continuous  circulation  of  air  through  the  chest,  substan- 
tially as  set  forth. 
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2.  A  cast-oflf  valve  in  the  return  air-trunk  of  an  atmos- 
pheric bolt,  for  regulating  the  quantity  of  warm  air  returned 
to  the  fan,  substantially  as  set  forth. 

3.  In  combination  with  the  screen  incased  in  a  chest,  and 
blast-induction  and  suction-eduction  pipes,  the  dust-collect- 
ing chamber,  substantially  as  set  forth. 

4.  In  combination  with  the  screen  incased  in  a  chest,  the 
perforated  blast-pipe  and  the  suction-pipe,  arranged  to 
operate  on  opposite  sides  of  the  screen,  substantially  as  set 
forth. 

In  testimony  that  I  claim  the  foregoing,  I  have  hereunto 
set  my  hand  this  18th  day  of  August,  1874 

WM.  F.  COCHRAIfE. 
Witnesses : 
R.  Mason, 
Thomas  C.  Connolly. 


WILLIAM  F.  COCHRANE,  OF  LA  FAYETTE,  INDI- 
ANA, ASSIGNOR,  BY  MESNE  ASSIGNMENTS,  TO 
HIMSELF,  RODNEY  MASON  AND  WILLIAM  WAR- 
DER. 

Improvement  in  Machines  for  Bolting  Flour. 

Specification  forming  part  of  Letters  Patent  No.  37,321,  dated  Jan- 
uary 6,  1863  ;  Reissue  No.  6,029,  dated  August  25,  1874  ;  Re- 
issue No.  6^594^  dated  August  17,  1875  ;  application  filed  July 
26,  1876. 

Division  A. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  William  F.  Cochrane,  of  La  Fayette, 
in  the  county  of  Tippecanoe  and  State  of  Indiana,  late  of 
Springfield,  in  the  county  of  Clarke  and  State  of  Ohio,  have 
invented  new  and  useful  improvements  in  Machines  for 
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Bolting  Flour ;  and  I  do  hereby  declare  that  the  following 
is  a  f uD,  clear,  and  exact  description  of  the  same,  reference 
being  had  to  the  annexed  drawing,  making  part  of  this 
specification,  in  whicli — 

Fig.  1  is  a  perspective  view  with  the  panels  removed  to 
show  the  interior  structure,  and  Fig.  2  is  a  vertical  longitu- 
dinal section. 

In  manufacturing  flour  heretofore  screens  or  bolts  have 
been  employed,  consisting  of  a  frame  covered  with  a  retic- 
ulated cloth  of  wire  or  threads  of  silk,  the  latter  being  cov- 
ered with  a  gum  for  the  purpose  of  making  the  thread  firm, 
and  thus  maintaining  the  uniformity  of  the  interstices ; 
but,  as  the  heat  and  vapor  evolved  in  the  operation  of  grind- 
ing the  grain  into  meal  tend  to  soften  this  gum,  it  has  been 
a  frequent  source  of  embarrassment  to  the  miller  that  his 
cloths  become  "clouded"  by  the  adhesion  of  fine  particles 
of  the  meal,  so  that  resort  has  been  had  to  brushes  and  cur- 
rents of  atmospheric  air  for  the  purpose  of  keeping  the 
meshes  clear. 

In  the  use  of  atmospheric  bolts  it  is  obvious  that,  if  the 
air  is  allowed  to  escape  freely,  there  will  be  much  of  the 
finer  portion  of  the  meal  carried  away  by  the  blast  and 
wasted,  and  this  loss  has  heretofore  prevented  the  general 
use  of  such  bolts,  notwithstanding  the  obvious  advantages 
attending  such  a  use  of  the  air. 

To  avoid  this  difficulty  is  the  main  purpose  of  my  inven- 
tion, as  illustrated  in  this  case,  and  in  other  patents  founded 
upon  applications  simultaneously  filed. 

To  this  end  the  invention  embraced  in  this  patent  consists, 
first,  in  combining  with  the  bolt  and  blast-pipes,  and  mechan- 
ism for  allowing  the  meal  to  pass  without  the  air  passing 
therewith  at  the  same  time,  a  collecting-chamber  placed  in  the 
air-eduction  passages  for  causing  the  deposition  of  the  light 
particles  carried  with  the  current  before  the  final  escape  of 
the  air.  In  this  case  the  eduction-pipe  opens  out  of  the 
collecting-chamber,  so  that  the  air,  before  being  returned, 
may  be  purified  by  deposition  of  the  heavier  particles,  whicli 
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may  be  returned  to  the  bolting-chest  or  carried  away,  accord- 
ing to  circumstances,  at  the  will  of  the  operator. 

This  part  of  my  invention  consists,  therefore,  secondly, 
in  combining,  with  the  screen  and  blast  and  suction  pipes, 
a  collecting  or  deposit  chamber  in  the  air-eduction  pas- 
sages, wherein  the  specifically  heavier  particles  carried  out 
of  the  chest  with  the  atmospheric  current  are  deposited  in 
the  dead-air  comers  by  gravity. 

In  this  connection  I  wish  to  state  that  I  do  not  wish  to 
claim  in  this  patent,  broadly,  in  this  combination,  all  forms 
of  a  separation  or  collecting-chamber,  as  another  form  of 
collection-chamber  is  shown  and  claimed  as  an  element  in  a 
combination  in  another  patent  of  even  date,  but  merely  for 
a  deposit-chamber  in  which  the  separation  is  made  by 
gravity. 

To  carry  out  the  objects  of  my  invention  in  the  most  i)er- 
fect  manner,  I  have  found  it  necessary  to  remodel  almost 
entirely  the  bolting-chests  heretofore  used.  I  construct  the 
frame  of  the  bolting-chest  of  stout  timbers,  united  by  mor- 
tises and  tenons,  and  held  together  by  screws  or  bolts  in 
such  manner  as  to  admit  of  their  being  readily  taken  apart 
or  put  together  again.  Above  the  chest  I  construct  a  cham- 
ber extending  the  whole  length  of  the  frame.  This  cham- 
ber is  divided  into  numerous  cells  or  compartments  by  means 
of  transverse  partitions,  having  alternately  open  sjyaces  at 
top  and  bottom. 

As  the  air  escapes  from  the  reel  it  enters  this  chamber 
and  passes  through  each  of  the  cells,  being  alternately  de- 
flected upward  and  downward  by  the  partitions,  in  order 
that  the  fine  flour  carried  off  from  the  reel-chambers  by  the 
blast  may  be  deposited.  A  pump  or  valve  in  the  bottom  of 
the  chamber  discharges  the  fine  flour  thus  deposited  either 
directly  into  a  trough  or  into  the  reel-chamber,  without  in 
either  case  permitting  the  return  or  escape  of  the  blast 
through  the  valve. 

In  the  accompany  drawings,  which  represent  a  convenient 
arrangement  of  parts  for  carrying  out  the  objects  of  my  in- 
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vention,  my  improvements  are  shown  as  applied  to  a  bolt- 
ing-chest consisting  of  two  reels  arranged  side  by  side. 

As  the  construction  is  the  same  in  both,  a  description  of 
one  will  be  sufficient. 

The  reel  in  this  instance  extends  the  whole  length  of  the 
chest,  and  turns  freely  in  bearings  in  the  bridge-trees  A". 
The  central  shaft  E,  ui)on  which  the  reel  is  supported,  is 
solid,  except  at  the  end  nearest  the  driving-gear,  which  end 
is  hollow  and  bell-shaped  inside  of  the  bearing.  Heads  or 
spiders  E*  are  arranged  upon  the  shaft  E  at  right  angles 
thereto,  and  are  iirmly  braced  and  united  by  tie-rods  E*. 
A  series  of  i)erf  orated  tubes  are  arranged  around  the  central 
shaft.  These  tubes  E'  in  this  instance  are  open  at  one  end 
only,  these  open  ends  being  inserted  into  the  bell-mouth  E*. 
The  bolting-cloths  are  secured  to  ribs  E*,  inserted  into  slots 
in  the  reel-arms  E*. 

Air  is  supplied  to  the  reel  in  the  following  manner :  The 
end  of  the  reel-shaft  nearest  the  driving-gear  is  hollow,  and 
forms  a  close  joint  with  the  end  of  an  air-tube,  Q,  leading 
from  a  fan,  G  ;  the  shaft  revolves  freely,  but  the  air-tube  is 
stationary.  The  reel-chamber  is  divided  into  two  compart- 
ments, of  unequal  size,  by  a  partition,  E',  which  encircles 
the  reel,  and  fits  snugly  in  a  flanged  wing,  €\  upon  it.  The 
larger  of  these  two  compartments  is  for  the  reception  of  the 
fine  flour,  which  passes  through  the  bolting-cloths,  while 
the  smaller  one  forms  a  dead-air  chamber,  E',  into  which  the 
tailings  or  offal  falls,  a  portion  of  the  tail  end  of  the  reel 
being  left  open  for  that  purpose. 

The  collecting-chamber  H  is  divided  into  a  number  of 
compartments  or  cells  by  means  of  the  transverse  partitions 
7i  k\  The  partitions  h  fit  closely  to  the  top  of  the  chest, 
but  do  not  extend  quite  to  the  bottom  of  the  chamber,  while 
the  others,  A\  are  scured  to  the  bottom,  but  do  not  reach  the 
top,  their  lower  edges  being  inserted  into  grooves  into  the 
valve-shaft  I.  The  current  of  air  passes  from  the  bolting- 
chamber  through  an  opening  behind  the  spout  C,  which 
feeds  the  reel  and  enters  the  collecting-chamber,  through 
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which  it  passes,  being  alternately  deflected  upward  and 
downward  by  the  partitions  h  h\  thus  forming  eddies,  which 
causes  the  flour  or  dust  to  settle  in  the  cells  upon  the  valve- 
shaft  I,  by  which  it  is  discharged. 

The  valve  I,  in  this  instance,  consists  of  a  rotating  shaft, 
fitting  accurately  and  turning  freely  in  two  concave  blocks, 
whose  inner  sides  are  curved  to  suit  it.  The  shaft  I  has  a 
long  slot  cut  entirely  through  it^  into  which  a  board,  /*,  fits. 
The  width  of  this  board  is  somewhat  less  than  the  diameter 
of  the  shaft,  and  it  fits  closely  in  the  slot,  but  is  free  to  re- 
ciprocate transversely  in  it.  Shallow  annular  channels  or 
grooves  /"  are  cut  into  the  shaft  at  intervals.  Brackets  i", 
curved  on  their  under  sides,  near  their  centers,  to  corres- 
I)ond  with  the  grooves  /*,  are  secured  upon  the  base-boards 
or  concave  blocks,  and  serve  to  hold  the  shaft  and  blocks  to- 
gether, and  as  a  guide  or  cam  to  work  the  reciprocating 
board  or  plunger  f .  Tlie  arrangement  of  the  brackets  is 
such  that,  when  the  plunger-board  V  is  vertical,  a  cavity  or 
channel,  in  which  the  fine  flour  is  deposited,  is  left  in  the 
upper  side  of  the  shaft ;  but  when  the  shaft  revolves  the 
board  is  pressed  down,  leaving  a  similar  channel  on  the 
upper  side,  now  uppermost  and  forcing  out  the  fine  flour 
into  a  trough  or  conveyer  below,  through  an  opening  be- 
tween the  concave  blocks.  In  the  present  instance,  how- 
ever, for  convenience  of  construction,  the  fine  flour  thus  col- 
lected is  dropped  by  the  valve  directly  into  the  reel-cham- 
ber, where  it  mingles  with  the  other  flour. 

After  passing  the  whole  length  of  the  collecting-chamber 
the  current  of  blast  air  may  enter  the  air-trunk  J,  which 
leads  to  the  fan  G,  and  again  be  returned  to  the  reel,  or  it 
may  be  permitted  to  escape  at  once  to  the  open  air. 

The  meal  is  supplied  to  the  screen  by  means  of  a  plunger 
(shown  at  X,  Fig.  2),  which  takes  it  from  the  mouth  of  the 
supply-pipe  and  passes  it  into  the  bolting-chest  against  the 
pressure  of  the  air  by  a  positive  feed.  As  the  feed-pipe 
above  the  pump  is  vertical  it  will  be  filled  with  meal,  which 
will  prevent  the  escape  of  the  air,  while  the  reciprocating 
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action  of  the  plunger  will  cause  the  meal  to  be  fed  into  the 
bolting-cloth  without  pennitting  tlie  air  to  pass  at  the  same 
time. 

It  is  unnecessary  herein  more  specifically  to  describe  the 
construction  of  the  pump,  as  that  is  fully  shown  in  and  cov- 
ered by  Patent  No.  37,319  (another  division  of  the  original 
application),  and  it  forms  no  part  in  itself  of  the  present 
case. 

Another  feed- valve  is  illustrated  by  the  roller  T,  which  is 
used  to  feed  the  fine  particles  from  the  collecting-chamber 
into  the  chest  or  into  the  trough,  whence  it  is  conveyed  away 
without  permitting  the  escape  of  the  air.  The  meal  is  de- 
livered out  of  the  chest  by  a  shaft- valve,  Y,  in  all  respects 
like  the  valve  I,  herein  fully  described,  and  need  not  be 
more  particularly  referred  to,  as  it  is  fully  shown  and  broadly 
covered  by  Patent  No.  37,320  (another  division  of  said  orig- 
inal application),  and  it  forms  in  itself  no  part  of  the  pres- 
ent case.  Its  construction  must  be  such  as  to  permit  the 
escape  of  the  flour  by  a  positive  discharge  without  allowing 
the  air  to  pass  at  the  same  time. 

It  is  deemed  unnecessary -to  describe  in  detail  the  con- 
struction and  operation  of  the  other  parts  of  the  mechan- 
ism, as  they  form  no  part  of  the  subject-matter  herein 
claimed,  and  are,  moreover,  fully  described  in  other  ap- 
plications filed  simultaneously,  and  marked,  respectively, 
A,  B,  C,  and  D. 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent,  is — 

1.  In  combination  with  the  bolt  and  air-pipes  and  valves 
for  feeding  and  delivering  without  allowing  the  air  to  pass 
therewith,  the  collecting-chamber  for  simultaneously  feed- 
ing, separating,  and  delivering  the  flour,  while  the  light  par- 
ticles carried  with  the  current  are  dei)osited,  and  the  blast 
continuously  maintained,  substantially  as  set  forth. 

2.  In  combination  with  the  screen  and  blast  and  suction- 
pipes,  the  collecting  or  deposit  chamber,  wherein  dead-air 
spaces  are  formed  for  the  deposition  of  the  specifically- 
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heavier  particles  carried  up  by  the  atmospheric  currents  bv 
gravity,  substantially  as  set  forth. 

8.  In  combination  with  the  screen  and  fan  for  inducing 
air-currents  through  the  screen,  the  trapped  feed,  which  pre- 
vents the  passage  of  the  air  at  the  same  time  that  it  admits 
the  meal  to  the  chest,  and  the  collecting  or  deposit  chamber 
through  which  the  the  air  is  forc^ed,  wherein  the  solid  parti- 
cles carried  out  by  the  current  are  deposits  by  gravity  in 
the  dead-air  spaces,  substantially  as  fet  forth. 

In  testimony  whereof  I  have  hereunto  set  my  hand  in 
presence  of  two  subscribing  witnesses. 

W.  F.  COCHRANE. 

Signed  in  presence  of — 

W.  A.  Caswell, 
R.  Mason. 

Messrs.  W.  S.  Cox^  Charles  T.  Blake  and  Rodney 
Mason^  for  appellants : 

Cochrane' s  great  discovery  was  that  by  subjecting  the 
middlings  to  the  action  ©f  screens  and  air  blasts  they  could 
be  made  white  and  pure,  and  that  in  this  shax)e  they  would 
make  excellent  flour.  He  first  proposed  to  do  this  in  a  sep- 
arate reel.  Afterwards,  adopting  a  more  perfect  system 
w  ith  a  view  to  perfecting  the  manufacture,  he  fully  suc- 
ceeded. A  new  process  of  middlings  purification  is  the  sub- 
ject of  a  reissue  in  No.  6,841. 

Many  patents  for  process,  independent  of  particular  ma- 
chinery have  been  granted  and  sustained  in  England  and 
America. 

Hartley's  Patent.  1  Webster's  Patent  Cases,  55 ;  Boulton 
V.  Bull,  2  H.  Bl.  492  [1  Am.  &  Eng.  59.  ] ;  Hall «.  Jarvis,  Web- 
ster's Pat.  Cases,  100 ;  Neilson  v.  Howard,  Webster's  Pat. 
Cases,  242 ;  Crane  o.  Price,  Webster's  Pat.  Cases,  393  [3  Am. 
&  Eng.  437] ;  Forsyth  v.  Riviere,  Webster's  Pat.  Cases,  97; 
Bovill  V.  Keyworth,  Ell.  and  Bl.  Q.  B.  724 ;  Curt,  on  Pats., 
Section  144,  145  ;  Le  Roy  v,  Tatham,  14  How.  171  [5  Am.  & 
Eng.  313J,  22  How.  132  [7  Am.  &  Eng.  29.]  O'Reilly  c. 
Morse,  15  How.  62  [5  Am.  &  Eng.  483.] 
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His  invention  did  not  consist  of  tlie  new  machinery.  It 
is  very  clearly  shown  in  the  proofs  that  in  the  old  system  of 
milling  a  certain  and  very  valuable  part  of  the  grain  was 
lost  by  the  then  method  of  treating  the  meal.  Instrumen- 
talities for  removing  refuse  from  grain  were  various  and 
very  old,  but  in  the  use  of  these  a  loss  occurred.  Cochrane 
took  these  old  instrumentalities,  improved  them  and  used 
them  as  no  one  else  ever  did,  and  obtained  a  new  result,  the 
saving  of  that  part  of  the  berry  which  hitherto  had  been 
lost  with  the  middlings.  But  his  bolts  were  old  and  his  in- 
vention consisted  in  what  he  did  with  them.  He  was  the 
first  who  separated  out  and  purified  the  middlings.  He 
ground  them  and  bolted  them  precisely  as  other  parts  of  the 
meal  were  ground  and  bolted,  and  under  the  doctrine  of 
double  use  he  could  not  claim  the  old  machine  to  grind  and 
bolt  a  new  material  in  the  same  way  in  which  they  ground 
and  bolted  the  old  materials.  No  one  had  ever  done  this 
before.  And,  looking  at  the  statute  as  construed  by  the 
courts,  we  find  that  new  modes  of  doing  things  are  perfectly 
well  established  subjects  of  patents. 

Mr.  Cochrane  stands  almost  alone  among  the  entire  list  of 
inventors  in  this,  that  his  invention  stands  absolutely  with- 
out antecedents.  All  authority  goes  to  show  that  such  in- 
ventors are  entitled  to  the  highest  degree  of  protection. 
Talcott  V.  McCormick,  20  How.  402  [6  Am.  &  Eng.  410]. 

The  machines  of  defendant  include  the  same  mechanical 
devices,  as  substitutes  which  were  the  well-known  equiva- 
lents of  the  devices  employed  by  Cochrane,  effecting  the 
same  mechanical  results.  In  both  we  have  a  feed-pipe  kept 
normally  filled  with  meal  so  that  the  air  cannot  escape  up 
the  pipe,  and  in  both  a  moving  conveyor  to  transfer  the 
meal  from  the  lower  end  of  the  pii)e  to  the  bolter.  In 
Cochrane' s  machine  this  is  a  reciprocating  plunger,  carrying 
the  meal  with  its  forward  movement.  In  defendant' s  it  is 
an  endless  belt  carrying  the  meal  with  its  continuous  forward 
movement  and  Mr.  Renwick  (question  6),  says  that  the  end- 
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less  belt  was  the  well  known  eqniyalent  for  the  plunger- 
conveyor  long  prior  to  Cochrane' s  itatent. 

A  patent  can  only  be  invalidated  on  account  of  another 
l>atent  or  printed  publication  when  the  subject  matter  was 
I)atented  or  so  described  ^r/or  (o  the  imerUion  or  discovery 
thereof  by  the  American  patentee. 

Rev.  Stats. ,  Sec.  4920  ;  Bartholomew  «.  Sawyer,  1  Fish. 
516 ;  Judson  v,  C!ope,  1  Fish.  615 ;  Howe  v,  Morton,  1  Fish. 
586 ;  White  t.  Allen,  2  Fish.  440. 

The  law  defining  the  jurisdiction  of  the  Supreme  Court  of 
the  District  of  Columbia  gives  to  that  court  jurisdiction  of 
suits  uix)n  patents  as  defined  in  the  recited  sections  of  the 
Revised  Statutes ;  section  4921  confers  upon  all  courts  hav- 
ing jurisdiction  of  patent  suits  general  equity  power ;  and 
ujyon  the  statute  it  cannot  be  contended  that  the  court  below 
had  not  full  power  to  entertain  a  determined  suit. 

It  should  be  noted  that  the  section  of  the  Revised  Stat- 
utes for  the  District  of  Columbia  places  suits  in  equity  and 
at  law  upon  an  equal  footing. 

The  language  of  the  act  is  ''solely  in  equity  as  at  law,'' 
thus  removing  from  the  system  of  patent  legislation  the  an- 
cient preference  of  our  jurisprudence  for  common  law  pro- 
ceedings. 

Messrs.  A.  L,  Merriman  and  H,  C.  Gady^  for  appel- 
lees : 

If  the  appellants  have  anything  of  real  value  it  is  in 
Coclirane's  process.  Upon  this  process  patent  they  evi- 
dently depended  and  failed  in  the  contest  below.  But  little 
effort  was  made  touching  the  remaining  issues  and  reissues, 
which,  by  way  of  distinction,  may  be  classified  as  the  me- 
chanical patents.  Now,  however,  these  mechanical  patents 
are  to  brought  up  as  a  forlorn  hope  upon  the  theory  that 
the  parts  used  by  these  respondents,  and  shown  in  the  Welch 
patent  are  the  equivalents  of  those  shown  by  Cochrane  and 
set  up  in  plaintiffs  bill. 

But  the  radical  distinction  between  the  old  mode  and 
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new  process,  and  the  results  before  stated,  show  that  the 
mechanical  devices  used  are  not  equivalents.  They  are  dif- 
ferent in  form ;  they  are  different  in  their  results.  They 
relate  to  a  different  machine,  acting  differently  and  produc- 
ing, one  ''fine  flour"  as  it  was  called-  that  is  to  say,  flour 
mainly  from  the  head  of  the  bolt,  composed  largely  of  the 
starchy  part  of  the  berry — the  other,  flour  from  the  mid- 
dlings entire,  and  treated  in  a  separate  machine. 

The  court  below  dismissed  the  bill  upon  the  ground  that 
the  complainants  had  not  presented  such  a  case  upon  the 
pleadings  and  proofs  gave  the  Court  of  Equity  jurisdiction. 

It  is  well  established  in  equity  jurisprudence  that  a  Court 
of  Equity  has  jurisdiction  only  when  there  is  no  adequate 
remedy  at  law,  and  this  principle  has  been  succinctly  de- 
clared by  Congress,  which  thus  defines  its  jurisdiction: 
"  Suits  in  equity  shall  not  be  sustained  in  either  of  the  courts 
of  the  United  States  in  any  case  when  a  plain,  adequate  and 
complete  remedy  may  be  had  at  law."     Rev.  Stats.,  sec.  723. 

Before  a  patentee  can  have  an  injunction  he  must  show 
an  exclusive  enjoyment  long  enough  to  justify  the  presump- 
tion of  a  right  or  an  incontrovertible  right. 

Hilliard  on  Inj.  401. 

The  simple  charge  of  infringement  gives  the  Court  of 
Equity  no  jurisdiction.  Sec.  449,  Rev.  Stats.,  provides  a 
remedy  for  infringements  of  patents  by  action  on  the  case, 
with  i)ower  in  the  court  to  assess  damages  in  cases  of  the 
actual  damage  as  a  penalty.  The  only  statutory  power 
given  to  Courts  of  Equity  is  to  grant  injunctions  according 
to  the  course  and  principles  of  equity. 

If  objections  be  made  that  the  question  of  jurisdiction 
should  have  been  specifically  raised  in  the  pleadings,  we 
reply  that  aside  from  the  fact  that  the  answer  makes  a  re- 
servation of  all  cause  of  demurrer,  and  also  that  the  court 
below  considered  this  question  in  connection  with  the  facts 
proven,  the  question  of  jurisdiction,  and  apparent  upon  the 
face  of  the  bill,  may  be  introduced  judicially  by  the  court 
at  any  stage  of  the  proceedings. 
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Woodman  v.  Freeman,  26  Maine,  631 ;  Heriot  v.  Davis,  2 
Wood.  &  Minot,  230 ;  U.  S.  v.  New  Bedford  Bridge  Co.,  1 
Wood.  &  Minot,  4()6 ;  Jackson  v.  Ashton,  8  Pet.  149. 

The  Court  of  Equity  is  of  limited  jurisdiction,  and  it  has 
now  no  original  jurisdiction  conferred  upon  it  in  actions  for 
infringement  of  patents,  for  which  actions  the  statute  has 
expressly  provided  a  remedy  at  law. 

The  court  below  sitting  as  a  jury  having  found  the  facts 
in  favor  of  the  defendants  as  well  as  the  law,  such  findings 
will  not  be  reviewed  by  this  court. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  equity,  instituted  in  the  Supreme  Court 
of  the  District  of  Columbia  for  injunction  and  relief  against 
an  alleged  infringement  of  various  patents  belonging  to  the 
complainants.  The  bill  was  dismissed  and  the  complainants 
have  appealed. 

The  i)atents  sued  on  are  six  in  number,  originally  five, 
granted  to  the  appellant  Cochrane  on  the  13th  of  January, 
1863,  and  numbered  respectively  37,317,  87,318,  37,319, 
37, 320,  and  37, 321 .  They  all  related  to  an  improved  method  of 
bolting  flour,  the  first  being  for  the  general  process ;  and 
the  others  for  improvements  in  the  different  parts  of  ma- 
chinery rendered  necessary  in  carrying  on  the  process. 
Three  of  the  original  patents,  Nos.  37,317,  37,318  and  37,321, 
were  surrendered  and  reissues  taken  in  1874,  which  reissues 
were  numbered  6,841,  6,029,  and  6,030,  the  first  being  for  the 
process,  and  the  other  two  for  i>ortions  of  the  machinery. 
Reissues  6,029,  being  in  place  of  the  original  patent  num- 
bered 37,321,  was  also  subsequently  surrendered,  and  two 
new  reissued  patents  substituted  therefor,  numbered  6,594 
and  6,596. 

The  case  has  been  mainly  argued  on  the  question  of  in- 
fringment,  the  defendants  using  a  bolting  apparatus  con- 
structed according  to  letters  patent  issued  to  Edward  P. 
Welch  in  April,  1873,  for  improvements  ui)on  machines  pat- 
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ented  to  Jesse  B.  Wheeler  and  Ransom  S.  Reynolds,  which, 
as  well  as  the  process  employed,  they  contend,  are  radically 
different  from  the  apparatus  and  process  of  Cochrane. 

A  preliminary  question  is  raised,  with  regard  to  the  juris- 
diction of  the  court  below  to  hear  the  case  on  a  bill  in 
equity,  before  a  determination  of  the  rights  of  the  parties 
in  an  action  at  law. 

The  powers  of  the  Supreme  Court  of  the  District  of  Col- 
umbia in  patent  cases  are  the  same  as  those  of  the  Circuit 
Courts  of  the  United  States.  See  Revised  Statutes,  relating 
to  the  District  of  Columbia,  sees.  760,  764. 

The  Circuit  Courts  were  first  invested  with  equity  juris- 
diction in  patent  cases  by  the  Act  of  Feb.  16, 1819  (a),  which 
declared  that  these  courts  should  have ' '  Original  cognizance, 
as  well  in  equity  as  at  law,  of  all  actions,  suits,  controver- 
sies, and  cases  arising  under  any  law  of  the  United  States, 
granting  or  confirming  to  authors  or  inventors  the  exclusive 
right  to  their  respective  writings,  inventions  and  discoveries; 
and  upon  any  bill  in  equity,  filed  by  any  party  aggrieved  in 
any  such  cases,  should  have  authority  to  grant  injunctions, 
according  to  the  course  and  principles  of  courts  of  equity," 
etc. 

This  law  was  substantially  re-enacted  in  the  17th  section 
of  the  Patent  Law  of  July  4,  1836  (ft),  and  the  65th  section 
of  that  of  July  8, 1870  (c),  special  x)owers  to  assess  damages 
in  equity  cases  being  also  conferred  by  the  latter  Act. 

Before  the  Act  of  1819  was  passed,  the  Circuit  Courts  had 
cognizance  of  actions  at  law  brought  to  recover  damages  for 
the  infringement  of  patents,  but  not  of  the  suits  in  equity 
in  relation  thereto,  unless  the  parties  happened  to  be  citi- 
zens of  different  States.  Phil.  Pat.  379  ;  Livingston  v.  Van 
Ingen,  1  Paine,  64;  Sullivan  v,  Redfield,  1  Paine,  447. 
Under  that  Act  and  the  subsequent  Acts  in  which  it  became 
incorporated,  bills  in  equity  for  injunction,  discovery  and 

'fl)  otto  inaertB  "  3  Stat  at  L.,  481.'» 
{h)  Otto  inserts  **5Stat.  at  L.,  117." 
(c)  otto  inaerts  "  16  Stat  at  L.,  198." 
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account  have  constantly  been  sustaimed,  frequently  without 
any  previous  action  at  law.  As  said  by  Mr.  Justice  Grier, 
in  a  case  decided  at  the  Circuit :  ''  It  is  true  that,  in  Eng- 
land, the  chancellor  will  generally  not  grant  a  final  and  per- 
petual injunction  in  patent  cases,  when  the  answer  denies 
the  validity  of  the  patent,  without  sending  the  parties  to 
law  to  have  that  question  decided.  But  even  there  the  nile 
is  not  universal ;  it  is  a  practice  founded  more  on  conveni- 
ence than  necessity.  It  always  rests  on  the  sound  discretion 
of  the  court.  A  trial  at  law  is  ordered  by  a  chancellor  to 
inform  his  conscience,  not  because  either  party  may  demand 
it  as  a  right,  or  that  a  court  of  equity  is  incompetent  to 
judge  of  questions  of  fact  or  of  legal  titles.  In  the  United 
States,  the  pmctice  is  by  no  means  so  general  as  in  England." 
Goodyear  v.  Day,  2  Wall.,  Jr.,  296.  Subsequently  in  the 
case  of  Sickles  v.  Gloucester  Co.,  3  Wall.,  Jr.,  196,  the  same 
judge  said:  "The  courts  of  the  United  States  have  their 
jurisdiction  over  controversies  of  this  nature  by  statute,  and 
do  not  exercise  it  merely  as  ancillary  to  a  court  of  law." 
And  after  quoting  the  statute,  he  proceeds :  "  Having  such 
original  cognizaijce  *  *  *  the  courts  of  the  United  States 
do  not,  in  all  cases,  require  a  verdict  at  law  on  the  title,  be- 
fore granting  a  final  injunction,  or  concede  a  right  to  every 
party  to  have  every  issue  as  to  originality  or  infringement 
tried  by  jury." 

The  position  of  Mr.  Justice  Grier  is  undoubtedly  true, 
that  whether  a  case  shall  be  first  tried  at  law  is  a  matter  of 
discretion,  and  not  of  jurisdiction  ;  and  in  this  matter  the 
courts  of  the  United  States,  sitting  as  courts  of  equity  in 
patent  cases,  are  much  less  disposed  than  the  English 
courts  are  to  send  parties  to  a  jury  before  assuming  to  de- 
cide upon  the  merits. 

But  the  counsel  for  the  defendants  suggest  that  the  re- 
vised statutes  have  not  preserved  in  entirety  the  previous 
enactments  on  this  subject,  but  have  omitted  the  vesting 
of   original  cognizance  in   the  Circuit  Courts  sitting  as 

94  U.  8.  788. 
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courts  of  equity  in  x)atent  cases.  Prom  a  careful  considera- 
tion, however,  of  all  the  sections  of  the  revised  statutes  on 
the  subject,  we  think  that  no  intention  is  evinced  to  make 
any  change  in  the  law.  The  original  enactments  are  sepa- 
rated into  distinct  parts,  and  somewhat  condensed ;  but  the 
substance  of  them  is  retained.  By  section  629,  the  Circuit 
Courts  are  invested  with  jurisdiction,  among  other  things  : 
"  Ninth,  of  all  suits  at  law  or  in  equity  arising  under  the 
patent  or  copyright  laws  of  the  United  States."  And, 
by  section  4921,  it  is  declared,  that  ''The  several  courts 
vested  with  jurisdiction  of  cases  arising  under  the  patent 
laws  shall  have  power  to  grant  injunctions  according  to  the 
course  and  principles  of  courts  of  equity,"  etc.,  following 
precisely  the  language  used  in  the  Act  of  1870,  the  last  pre- 
vious revision  of  this  branch  of  the  law.  The  grant  of  juris- 
diction is  as  broad  and  general  as  it  could  well  be,  and  the 
mode  of  exercising  it  is  prescribed  in  precisely  the  same 
terms  as  in  previous  statutes. 

In  the  present  case,  we  see  no  special  reason  for  sending 
the  case  to  a  court  of  law  or  to  a  jury  for  trial.  There  are 
no  such  issues  depending  upon  the  credibility  of  witnesses, 
or  on  the  intricacy  of  machinery,  as  to  make  the  case  sus- 
ceptible of  easier  solution  or  greater  certainty  as  to  the 
truth,  before  such  a  tribunal,  than  it  admits  of  when  pre- 
sented to  the  consideration  of  a  chancellor.  It  would,  per- 
haps, be  desirable,  if  all  cases  of  this  sort  could  be  referred 
to  a  commission  of  intelligent  experts  and  practical  men  to 
report  their  opinion  thereon,  with  their  reasons,  for  the  final 
action  of  the  court.  A  proceeding  of  this  kind  was  prob- 
ably in  the  mind  of  Congress  in  passing  the  act  of  Feb. 
16,  1876,  authorizing  a  reference  to  a  jury  of  Ave  per- 
sons. Neither  courts  nor  ordinary  juries  are  perfectly 
adapted  to  the  investigation  of  mechanical  and  scientific 
questions.  The  court  below,  however,  exercised  its  discre- 
tion to  decide  the  case  ui)on  its  merits,  without  the  aid  of  a 
jury  of  any  sort,  and  their  action  is  not  a  ground  of  appeal. 
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If  we  were  convinced,  however,  that  the  case  was  not  prop- 
erly decided,  and  could  not  be  properly  decided  without 
such  a  reference,  we  might  undoubtedly,  in  the  exercise  of 
our  own  discretion,  remand  it  to  the  court  below  for  that 
purpose.  But  we  see  nothing  in  the  questions  raised  which 
requires  that  such  a  course  should  be  adopted. 

The  principal  patent  sued  on  in  this  case  was  granted  on  the 
2l8t  of  April,  1874,  being  a  reissue  of  a  patent  granted  to 
William  F.  Cochrane  on  the  6th  of  January,  1863.  The 
original  patent  was  numbered  37,317,  and  the  reissue  6,841. 
The  alleged  invention  is  for  a  process  in  manufacturing 
flour.  The  patentee,  in  his  specification,  says:  *'The  ob 
ject  of  my  invention  was  to  increase  the  production  of  the 
best  quality  of  flour;  and  my  improvement  consisted  in 
separating  from  the  meal,  first  the  superfine  flour  and  then 
the  pulverulent  impurities  mingled  with  the  flour  producing 
portions  of  the  middlings  meal,  so  as  to  make  '  white '  or 
'  purified '  middlings,  which,  when  reground  and  rebolted, 
would  yield  pure  white  flour,  which,  when  added  to  the  su- 
perfine, would  improve  the  quality  of  the  flour  resulting  from 
their  union,  instead  of  deteriorating  its  quality,  as  had  here- 
tofore been  the  case  when  the  middlings  flour  was  mingled 
with  the  superfine."  The  process  employed  for  producing 
the  result  here  indicated  is  then  described.  It  consists  in 
passing  the  groimd  meal  through  a  series  of  bolting-reels 
clothed  with  cloth  of  progressively  finer  meshes,  which  pass 
the  superfne  flour  and  retard  the  escai)e  of  the  finer  and 
lighter  impurities ;  and,  at  the  same  time,  subjecting  the 
meal  to  blasts  or  currents  of  air  introduced  by  hollow  per- 
forated shafts  furnished  with  pipes  so  disposed  that  the 
force  of  the  blast  may  act  close  to  the  surface  of  the  bolt- 
ing cloth  ;  the  bolting-chest  having  an  opening  at  the  top 
for  the  escape  of  the  air,  and  of  the  finer  and  lighter  par- 
ticles therewith,  through  a  chamber  where  the  particles  are 
arrested,  whilst  the  floor  and  sides  of  each  compartment  of 
the  chest  are  made  close,  so  as  to  prevent  the  escape  of  the 
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air  in  any  other  direction  than  throngh  the  said  opening.  By 
this  means,  the  superfine  flour  is  separated,  and  the  fine  and 
light  specks  and  impurities,  which  ordinarily  adhere  to  the 
middlings  and  degrade  the  flour  produced  therefrom,  are 
got  rid  of ;  and  when  the  middlings  are  now  separated  from 
the  other  portions  of  the  meal,  they  are  white  and  clean, 
and  capable  of  being  reground  and  rebolted,  so  as  to  pro- 
duce superfine  flour  equal  in  quality  and  even  superior  to 
the  first  instalment. 

This  is  the  process  described;  but  the  patentee  claims 
that  it  is  not  limited  to  any  special  arrangement  of  machin- 
ery. He  admits  the  prior  use  of  currents  of  air  in  the  in- 
terior of  the  reels,  introduced  by  means  of  hollow,  perfor- 
ated shafts,  for  the  purpose  of  keeping  back  the  speck,  and 
increasing  the  quantity  of  superfine  flour ;  but  not  for  puri- 
fying the  middlings  preparatory  to  regrinding.  His  im- 
provement, therefore,  does  not  consist  in  using  drafts  and 
currents  of  air,  but  in  the  process  as  a  whole,  comprising 
the  application  of  the  blast,  and  the  carrying  off  of  the  fine  im- 
purities, whereby  the  middlings  are  purified  preparatory  to 
regrinding  after  being  separated  from  the  other  parts. 

The  defendants  deny  that  they  use  this  process.  They 
the  purify  middlings  of  the  flour,  as  before  stated,  by  means 
of  machines  constructed  according  to  letters  patent  issued  to 
Edward  P.  Welch,  in  April,  1873,  for  improvements  upon 
machines  patented  to  Jesse  B.  Wheeler  and  Bansom  S. 
Reynolds. 

Ill  this  process,  reels  are  not  used  for  purifying  the  mid- 
dlings, but  a  flat  and  slightly  inclined  vibrating  screen  or 
sieve  is  used  for  the  purpose ;  over  which  the  ground  meal 
is  passed,  and  whilst  passing  is  subjected  to  currents  of  air 
blown  through  a  series  of  pipes  situated  close  underneath 
the  screen ;  which  currents  pass  up  through  the  screen  and 
through  an  opening  at  the  top  of  the  chest  into  a  chamber, 
carrying  with  them  the  finer  and  lighter  impurities,  where- 
by the  middlings  are  rendered  clean  and  white,  and  capable 

•4  U.  S.  785-7811^ 


836  COCHRANE  v.  DEENER.  [Sup.  Ct. 

Opinion  of  tlie  court 

of  being  reground  into  superfine  flour.  The  bolting-chest 
is  made  tight  and  close  on  all  sides  except  the  opening  at 
the  top,  so  that  the  currents  of  air  may  be  forced  to  escape 
by  that  exit. 

Now,  except  in  the  use  of  a  flat  sieve  or  screen  in 
place  of  reels,  it  is  diflicult  to  see  any  substantial  difference 
between  these  two  methods.  The  defendants  use,  in  addi- 
tion, brushes,  which  revolve  on  the  under  side  of  the  screen, 
so  as  to  keep  the  meshes  thereof  constantly  clean  and. free; 
but  this  is  merely  an  addition,  which  does  not  affect  the 
identity  of  the  two  processes  in  other  particulars.  We  have 
substantially  the  same  method  of  cleaning  the  middlings 
preparatory  to  regrinding  by  means  of  currents  of  air  passed 
through  them  whilst  being  bolted,  and  whilst  being  confined 
in  a  close  chest  or  chamber,  said  chamber  having  an  open- 
ing above  for  the  escape  of  said  currents  of  air  and  the  im- 
purities with  which  they  become  loaded.  The  middlings 
being  thus  purified  are  reground  and  rebolted,  producing  a 
superfine  fiour  of  superior  grade ;  a  new,  useful  and  highly 
valuable  result. 

The  use  of  a  flat  screen  instead  of  a  revolving  reel  for  bolt- 
ing and  cleaning  the  middlings  is  a  mere  matter  of  form. 
It  may  be  an  improved  form  and,  perhaps,  patentable  as  aa 
improvement ;  but  is  at  most  an  improvement. 

The  forcing  of  the  air-currents  upward  through  the  screen 
and  film  of  meal  carried  on  it  and  against  the  downward 
fall  of  the  meal,  instead  of  forcing  them  through  the  bolt- 
ing-cloth in  the  same  direction  with  the  meal,  is  also  a  mere 
matter  of  form,  and  does  not  belong  to  the  substance  of  the 
process.  The  substantial  operation  of  the  currents  of  air  in 
both  cases  is  to  take  up  the  light  impurities  and  bear  them 
away  on  the  aggregate  current  through  the  open  flue,  and 
thus  to  separate  them  from  the  middlings.  This,  too,  may 
be  an  improvement  on  Cochrane' s  method ;  but  it  is  only  an 
improvement. 

The  defendants  admit  that  the  process  has  produced  a 
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revolntion  in  the  manufacture  of  flour ;  but  they  attribute 
that  revolution  to  their  improvements.  It  may  be  as  they 
say,  that  it  is  greatly  due  to  these.  But  it  cannot  be  seri- 
ously denied  that  Cochrane' s  invention  lies  at  the  bottom 
of  these  improvements,  is  involved  in  them,  and  was  itself 
capable  of  beneficial  use,  and  was  put  to  such  use.  It  had 
all  the  elements  and  circumstances  necessary  for  sustaining 
the  patent,  and  cannot  be  appropriated  by  the  defendants, 
even  though  supplemented  by  and  enveloped  in  very  im- 
I)ortant  and  material  improvements  of  their  own. 

We  do  not  perceive  that  the  patent  of  Cogswell  and  Mc- 
Kieman,  if  valid  at  aU  as  against  Cochrane  (a  point  which 
will  be  more  fully  considered  hereafter),  affects  the  ques- 
tion in  the  least.  That  patent  is  not  at  all  for  the  process 
which  Cochrane  claims.  If  valid,  and  if,  in  using  his  pro- 
cess, Cochrane  is  obliged  to  use  any  device  secured  to  Cogs- 
well and  McKieman,  it  does  not  detitict  in  the  slightest  de- 
gree from  his  own  x>^tent  One  invention  may  include 
within  it  many  others,  and  each  and  all  may  be  valid  at 
the  same  time.  This  only  consequence  follows :  that  each 
inventor  is  precluded  from  using  inventions  made  and  pat- 
ented prior  to  his  own,  except  by  license  from  the  owners 
thereof.  His  invention  and  his  patent  are  equally  entitled 
to  protection  from  infringement,  as  if  they  were  independ- 
ent of  any  connection  with  them. 

That  a  process  may  be  patentable,  irresi)ective  of  the  par- 
ticular form  of  the  instrumentalities  used,  cannot  be  dis- 
puted. If  one  of  the  steps  of  a  process  be  that  a  certain 
substance  is  to  be  reduced  to  a  powder,  it  may  not  be  at  all 
material  what  instrument  or  machinery  is  used  to  effect 
that  object,  whether  a  hammer,  a  pestle  and  mortar  or  a 
mill.  Either  may  be  pointed  out ;  but  if  the  patent  is  not 
confined  to  that  particular  tool  or  machine,  the  use  of  the 
others  would  be  an  infringement,  the  general  process  being 
the  same.  A  process  is  a  mode  of  treatment  of  certain  ma- 
terials to  produce  a  given  result.    It  is  an  act,  or  a  series  of 
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acts,  i)erformed  upon  the  subject-matter  to  be  transformed 
and  reduced  to  a  different  state  or  thing.  If  new  and  use- 
ful, it  is  just  as  patentable  as  is  a  piece  of  machinery.  In 
the  language  of  the  patent  law,  it  is  an  art.  The  machinery 
iwinted  out  as  suitable  to  i)erform  the  process  may  or  may 
not  be  new  or  patentable ;  whilst  the  process  itself  may  be 
altogether  new,  and  produce  an  entirely  new  result.  The 
process  required  that  certain  things  should  be  done  with 
certain  substances,  and  in  a  certain  order ;  but  the  tools  to 
be  used  in  doiiig  this  may  be  of  secondary  consequence. 

The  machine  patents  come  next  to  be  considered. 

As  to  No.  6,030,  which  is  a  reissue  of  the  original  patent 
No.  37,318,  the  defendants  clearly  infringe,  at  least,  the 
last  claim,  which  is  in  these  words:  *'In  combination  with 
the  screen  incased  in  a  chest,  the  perforated  blast  pipe  and 
the  suction-pipe,  arranged  to  operate  on  opposite  sides  of 
the  screen,  substantially  as  set  forth." 

As  to  the  patent  next  in  order,  namely :  the  original  pat- 
ent No.  37,319,  which  relates  specially  to  the  use  of  what 
the  patentee  calls  the  pump  for  introducing  the  meal  into 
the  chest  and  reels,  whilst  the  valve  arrangement  used  by 
the  defendants  may  be  an  equivalent  in  the  general  combi- 
nation with  the  said  pump  described  by  Cochrane,  yet, 
taken  by  themselves,  as  separate  pieces  of  machinery,  they 
are  not  the  same,  and  the  use  of  the  one  is  not  an  infringe- 
ment of  a  patent  for  the  other.  Curtis,  sec.  332 ;  Foster  v, 
Moore,  1  Curt.  C.  C. ,  279.  Nor  can  we  perceive  that  the  de- 
fendants infringe  the  next  patent.  No.  37, 320,  which  is  for 
certain  combinations  of  machinery,  including  the  bolting- 
reels,  dead-air  chambers  therein,  slotted  shaft,  and  recipro- 
cating board  for  discharging  the  meal,  etc.,  which  it  is  im- 
necessary  to  describe  more  particularly. 

The  two  remaining  patents,  numbered  6,694  and  6,695, 
being  reissues  of  original  patent  No.  37,321,  are  for  combi- 
nations of  essential  parts  of  the  machinery  required  for 
bolting  flour  and  purifying  the  middlings  according  to  the 
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general  process  described  in  the  first  patent.  The  principal 
claim  of  the  original  i)atent  was  for  the  condensing  or  col- 
lecting chamber,  through  which  the  currents  of  air,  on  leav- 
ing the  bolting  chest,  make  their  escape,  and  where  they 
leave  the  fine  particles  with  which  they  become  loaded. 
This  claim,  it  is  said,  was  found  to  be  too  broad,  inasmuch 
as  a  collecting  chamber,  somewhat  similar,  had  been  used 
in  another  connection,  though  not  in  the  combinations  pre- 
sented in  Cochrane' s  bolting  process.  The  original  patent, 
therefore,  was  surrendered,  and  the  two  patents  now  un- 
der consideration  were  issued  in  place  thereof,  claiming  the 
use  of  the  collecting  chamber  in  combination  with  the  va- 
rious material  parts  of  the  bolting  apparatus.  The  reissue 
No.  6,594,  contains  three  claims,  and  No.  6,596,  one  claim. 
The  first  claim  of  reissue  No.  6,694  is  for  the  collecting- 
chamber  (used  for  the  purpose  aforesaid)  in  combination 
with  the  bolter,  air-pipes  and  valves  for  feeding  and  deliv- 
ering the  meal  without  allowing  the  air  to  pass  therewith. 
Now,  although  the  defendants  use  a  flat  bolter  instead  of  a 
reel,  and  use  different  kinds  of  valves  for  feeding  and  de- 
livering the  meal  without  allowing  the  air  to  pass,  yet  they 
employ  the  combination  of  devices  described  in  this  claim. 
They  use  the .  collecting-chamber  for  the  same  puri)ose  as 
that  pointed  out  in  the  patent,  and  use  it  in  connection  with 
a  bolter,  air-pipes  and  valves  for  feeding  and  delivering  the 
meal  without  allowing  the  air  to  i)ass  therewith,  each  effect- 
ing the  same  separate  purpose,  and  all  combined  effecting 
the  same  general  purpose,  which  the  like  parts  are  intended ' 
to  accomplish  in  Cochrane' s  bolting  apparatus.  Though 
some  of  the  corresponding  parts  of  the  machinery,  desig- 
nated in  this  combination,  are  not  the  same  in  jwint  of  form 
in  the  two  bolting  apparatuses  and,  separately  considered, 
could  not  be  regarded  as  identical  or  conflicting,  yet  having 
the  same  purpose  in  the  combination,  and  effecting  that  pur- 
pose in  substantially  the  same  manner,  they  are  the  equiva- 
lents of  each  other  in.  that  regard.    The  claim  of  the  patent 
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is  not  confined  to  any  particular  form  of  apparatus,  but  (in 
regard  to  the  valves,  for  example)  embraces  generally  any 
valves  for  feeding  and  delivering  the  meal  without  allowing 
the  air  to  pass  through.  We  are  of  opinion,  therefore,  that 
the  combination  here  claimed  is  infringed  by  the  apparatus 
used  by  the  defendants. 

It  is  unnecessary  to  make  a  separate  examination  of  the 
other  claims  embraced  in  the  two  patents  under  considera- 
tion. They  are  all  susceptible  of  the  same  observations 
which  we  have  made  with  regard  to  the  first  claim.  In  our 
opinion,  the  defendants  do  infringe  them. 

But  a  question  is  raised  with  regard  to  Cochrane' s  priority 
of  invention.  A  patent  was  granted  on  the  12th  of  June, 
1860,  to  Mortimer  C.  Cogswell  and  John  McKieman  for  im- 
provements in  ventilated  bolting-chests,  which,  it  is  con- 
tended, antedates  and  nullifies  Cochrane' s  apparatus  as  pat- 
ented to  him  in  the  original  patent  37, 321,  and  in  the  two  re- 
issues thereof  before  mentioned.  This  patent  (of  Cogswell 
and  McKieman),  we  have  examined,  and  find  that  it  does 
contain  five  of  the  elements  embraced  in  those  reissues, 
namely:  (besides  the  bolting-chest  and  bolter,  which  are 
always  used),  it  contains  the  perforated  air  pipe  extending 
inside  of  the  bolting-reel,  the  fan  for  producing  a  blast  of 
air  therein,  and  a  collecting  chamber  for  arresting  the  flour 
carried  off  by  the  blast.  The  purpose  was  simply  to  cool 
the  meal  and  keep  the  bolting  cloths  dry.  The  flour  which 
collected  in  the  chamber  was  returned  to  the  chest.  The 
parts  contained  in  this  apparatus  are  those  which  are  pat- 
ented in  combination  in  Cochrane' s  reissue  6,596,  which  was 
separated,  it  is  said,  from  reissue  6,694  on  account  of  this 
patent  of  Cogswell  and  McEaeman.  The  combinations  x)at- 
enfted'in  reissue  6,694  embrace  other  parts  not  contained  in 
Cogswell  and  McKieman' s  patent ;  and  the  defendants  con- 
tend that  this  reissue  is  void,  as  not  being  sustained  by  the 
original  patent  37,321. 

The  latter  position,  we  think,  is  untenable.    Cochrane's 
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apparatus,  as  exhibited  in  his  model,  and  described  in  his 
original  patent,  and  in  the  series  of  patents  taken  out  at  the 
same  time,  all  having  relation  ^to  the  same  general  process 
and  referred  to  in  patent  37,321,  contained  all  the  parts  which 
go  to  make  the  combination  claimed  in  reissue  No.  6,594. 
We  see  no  reason,  therefore,  why  such  reissue  was  not 
property  granted  to  him  by  the  Patent  Office ; — the  claim 
being,  in  fact,  a  much  narrower  one  than  that  of  the  orig- 
inal patent. 

The  same  observations  apply  to  reissue  No.  6,596.  But, 
as  to  that,  as  before  stated,  the  particular  elements  of  the 
combination  claimed  in  it  are  found  in  Cogswell  and  Mc- 
Kieman's  machine  ;  and  if  this  is  entitled  to  the  precedency 
over  Cochrane' s  reissue  No.  6,595  is  void.  He  contends  that 
it  is  not  entitled  to  such  precedency,  but  that,  in  fact,  Cogs- 
well and  McKieman  surreptitiously  obtained  a  patent  for 
his  invention.  We  have  examined  the  evidence  relating  to 
this  matter,  and  are  satisfied  that  the  improvement  claimed 
by  Cochrane  was  his  invention ;  that  Cogswell  and  McKier- 
nan  obtained  their  knowledge  of  it  from  him ;  and  that  there 
is  nothing  connected  with  their  patent  which  ought  to  in- 
validate the  reissued  patent  in  question. 

A  French  patent  dated  27th  of  September,  1860,  granted 
to  one  Perigault,  is  also  referred  to  as  anticipating  the  com- 
binations in  these  patents.  But  it  being  shown  that  Coch- 
rane's  invention  was  actually  made  before  that  date,  the 
I)oint  was  not  pressed  in  the  argument.  By  the  Act  of 
1870,  a  foreign  patent,  in  order  to  invalidate  an  American 
patent,  must  antedate  the  invention  patented. 

Our  conclusion  is,  that  the  patent  for  the  process,  being 
reissue  No.  5,841,  and  the  several  reissued  patents  for  com- 
binations of  mechanical  devices,  numbered  respectively 
6,030,  6,594  and  6,595,  are  valid  patents,  and  are  infringed  by 
the  defendants ;  and  that  the  other  two  patents  named  in 
the  bill  of  complaint,  numbered  respectively  37,319  and 
37,320,  are  not  infringed  by  the  defendants. 

94  U.  S.  790-791. 
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The  decree  of  the  court  below  is,  therefore^  reversed  and 
the  cause  is  remanded^  with  directions  to  enter  a  decree  for 
the  complainants^  and  to  proceed  therein  in  conformity 
with  this  opinion. 

Mr.  Justice  Clifford  (d ),  dissenting : 
I  dissent  from  the  opinion  and  judgment  of  the  court  in 
this  case,  for  the  following  reasons : 

1.  Because  the  mechanical  means  employed  by  the  re- 
six)ndents  to  effect  the  result  are  substantially  different 
from  those  described  in  the  complainants'  patent. 

2.  Because  the  process  employed  by  the  respondents  to 
manufacture  the  described  product  is  materially  and  sub- 
stantially different  from  the  patented  process  employed  by 
the  complainants. 

3.  Because  (he  respondents  do  not  infringe  the  combina- 
tion of  mechanism  patented  and  employed  by  the  complain- 
ants. Prouty  V,  Ruggles,  16  Pet.  341  [4  Am.  &  Eng.  351] ; 
Vance  v.  CampbeU,  1  Black,  428  [7  Am.  &  Eng.  117];  Gill 
r>.  Wells,  22  Wall.  26  [9  Am.  &  Eng.  471]. 

4.  Because  the  respondents  do  not  infringe  the  process 
patented  by  the  complainants,  the  rule  being,  that  a  pro- 
cess, like  a  combination,  is  an  entirety,  and  that  the  charge 
of  infringement  in  such  a  case  is  not  made  out  unless  it  is 
alleged  and  proved  that  the  entire  process  is  employed  by 
the  respondents.  Howe  ??.  Abbott,  2  Story,  C.  C.  194;  Grould 
n.  Rees,  15  Wall.  193  [9  Am.  &  Eng.  39]. 

I  concur  in  this  dissent. — Strong,  J. 

04  U.  S.  791-792. 

7.  See  Blake  t?.  Robertson,  94  U.  S.  728,  note  [p.  266  ante\ 


(d)  Otto  inserts  **  with  whom  concurred  Mr.  Justice  Stbonq.*' 
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8.  A  ]>roce8s  ir  patentable  irrespective  of  the  instrumentalities: 
New  Process  Fermentation  Co.  v.  Maus,  122  XJ.  S.  413. 
Telephone  Case*,  126  U.  S.  1. 


1 11 .  Process  claims : 
Mechanical: 

LeRoy  v.  Tatham,  14  How.  156  [6  Am.  &  Eng.  313]. 

LeRoy  v.  Tatham,  22  How.  132  [1  Am.  &  Eng.  29]. 

Silsby  V.  Foote,  14  How.  219  [5  Am.  &  Eng.  411]. 

Silsby  V.  Foote,  20  How.  290  [6  Am.  &  Eng.  388]. 
Telegraphical : 

O'Reilly  v.  Morse,  15  How.  62  [5  Am.  &  Eng.  483]. 
Mechanical: 

Coming  v.  Burden,  15  How.  252  [6  Am.  &  Eng.  69]. 

Burr  V.  Duryee,  1  Wall.  536  [1  Am.  &  Eng.  224]. 

Case  V,  Brown,  2  Wall.  320  [7  Ahl  &  Eng.  360]. 
Chemical: 

Rubber  Co.  v.  Goodyear,  9  Wall.  788  [8  Am.  AEng.  150]. 
Mechanical: 

Railroad  Co.  «.  Dubois,  12  Wall.  47  [8  Am.  A  Eng.  433]. 

Mowry  v.  Whitney,  14  Wall.  434  [8  Am.  &  Eng.  506]. 

Mitchell  V.  Tilghman,  19  Wall.  287  [9  Am.  &  Eng.  174]. 

Russell  V,  Klein,  19  Wall.  433  [9  Am.  &  Eng.  244]. 

Wood  Paper  Patent,  23  Wall.  566  [10  Am.  &  Eng.  199]. 

Brown  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272]. 

Sewall  V.  Jones,  91  U.  S.  171  [10  Am.  &  Eng.  336]. 

Russell  V.  Dodge,  93  U.  S.  460  [10  Am.  A  Eng.  495]. 
Chemical: 

Smith  V.  Goodyear  D.  V.  Co.,  93  U.  S.  486  [11  Am.  A 
Eng.  1]. 

Merrill  v.  Yeomans,  94  U.  S.  563  [p.  203  ante]. 
Mechanical: 

Cochrane  v.  Deener,  94  U.  S.  780  [p.  288  ante]. 
Chemical : 

Powder  Co.  v.  Powder  Works,  99  IT.  S.  126. 

Goodyear  D.  V.  Co.  v.  Davis,  102  U.  S.  222. 
tNote  by  William  D.  Baldwin,  Esq. 
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Mechanical: 

Tilghman  v.  Pi-octor,  102  U.  S.  70 Y. 

Worley  v.  Tobacco  Co.,  104  U.  S.  341. 

Vinton  v.  Hamilton,  104  U.  S.  483. 

Packing  Co.  Cases,  106  U.  S.  556. 

Wing  V.  Anthony,  106  U.  S.  142. 

Downton  v.  Yeager,  108  U.  S.  466. 

King  V.  Oallun,  109  U.  S.  00. 

Cochrane  v.  Badische  Co.,  Ill  U.  S.  203. 

Western  Electric  Mnfg.  Co.  v,  Ansonia  Brass  Co.,  114  U. 
S.  447.  * 

Eachus  V.  Broomall,  115  U.  S.  520. 

Miller  v.  Force,  116  U.  S.  22. 

White  V.  Dunbar,  110  XJ.  S.  47. 

Plummer  v.  Sargent,  120  U.  S.  442. 

Eames  v.  Andrews,  122  U.  S.  40. 

Lawther  v.  Hamilton,  124  U.  S.  1. 

Dreyfus  v.  Searle,  124  U.  S.  60. 
Telegraphical: 

Telephone  Cases,  126  U.  S.  1. 
Mechanical: 

Mosler  Co.  v.  Mosler,  127  U.  S.  864. 


15.  Infringement  of  a  combination  by  substitution  of  a  known 

equivalent.     See 
Blake  v.  Robertson,  note  1  [p.  266  ante]. 


17.  Foreign  patent  must  antedate  the  invention  in  order  to  defeat  it: 
City  of  Elizabeth  v.  Pavement  Co.,  07  U.  S.  781. 
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Patents  in  suitt 

No.  37,317.     Cochrane,  Wm.  F.     Jan.  6, 1863.    Reissue  No. 

6,841,  April  21,  1874.     Bolting  Flour  a. 
No.  37,318.     Cochrane,  Wm.  F.     Jan.   6,  1863.     Reissue 

No.  6,030,  Aug.  25,  1874.     Bolting  Flour  b. 
No.  37,319.     Cochrane,  Wm.   F.     Jan.   6,  1863.     Bolting 

Flour  e. 
No.  37,320.     Cochrane,  Wm.   F.     Jan.   6,   1863.     Bolting 

Flour  d. 
No.  37,321.     Cochrane,  Wm.  F.    Jan.  6, 1863.    Bolting  Flour. 
Reissues  Nos.  6,594  and  6,595.     Aug.  17, 1875.     Bolting 
Flour  e. 


Othsb  Suits  ok  Same  Patents  : 

American  Middlings,  &c.  Co.,  v.  Christian,  1877.     4  Dill.  448  ;  3 

Ban.  &  Ard.  42,  a,  b,  c* 
Cochrane  v.  Deener,  1877.     96  U.  S.  365,  a,  J,  c,  d^  e, 
American  Middlings,  &c.  Co.,  v,  Atlantic  Milling  Co.,  1877.     4  Dill. 

100  ;  3  Ban.  &  Ard.  168,  a,  d,  c. 
American  Middlings,  Ac.  Co.  v.  Vail,  1878.     15  Blatch.  316  ;  4 

Ban.  &  Ard.  1,  a,  6. 
American  Middlings,  <fec.  Co.,  v,  Atlantic  Milling  Co.,  1879.     5  Dill. 

127  ;  4  Ban.  &  Ard.  148  ;  15  O.  G.  467. 


Cited  s 

In  Supbeme  Coubt  in  : 

Fermentation  Co.  v.  Maus,  1887.  122 U.  S.  413;  Bk.  30L.ed.  1192. 
Telephone  Cases,  126  XJ.  S.  1. 


*  The  letter  a,  h,  c  following  the  patent  is  repeated  after  the  title  of  the  case 
to  indicate  that  the  suit  was  on  that  particular  pStent. 
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In  Cibcuit  Courts  ik  : 

American  Middlings  Purifier  Co.  v.  Atlantic  Milling  Co.,  December, 

1877.     4  Dill.  100;  3  Ban.  &  Ard.  168. 
American  Middlings  Purifier  Co.t?. Atlantic  Milling  Co.,  March,  1879. 

6  Dill.  127  ;  16  O.  G.  467;  4  Ban.  &  Ard.  148. 
Page  V.  Holmes  Burglar  Alarm  Telegraph  Co.,  May,  1880.     18 

Blatch.  118;  2  Fed.  Rep.  330;  5  Ban.  &  Ard.  439. 
Smith  V.  Merriam,  January,  1881.     6  Fed.  Rep.  713;  19  O.  G.  601; 

11  Reporter,  729. 
MacKay  v.  Jackman,  April,  1882.     20  Blatch.  466;  12  Fed.  Rep. 

615;  22  O.  G.  85. 
Boyd  V,  Cherry,  January,  1883.     4  McC.  70. 
New  Process  Fermentation  Co.  v.  Koch,  May,  1884.    21  Fed.  Rep. 

680. 
New  Process  Fermentation  Co.  v,  Maus,  June,  1884.     20  Fed.  Rep. 

726. 
Eastern  Paper  Bag  Co.  v.  Standard  Paper  Bag  Co.,  February,  1887. 

30  Fed.  Rep.  63;  41  O.  G.  231. 
Filley  v.  Littlefield  Stove  Co.,  April,  1887.     30  Fed.  Rep.  434. 
Phillips  V.  Kochert,  May,  1887.     31  Fed.  Rep.  39. 
Celluloid  Mnfg.  Co.  v.  American  Zylonite  Co.,  September,  1887. 

42  O.  G.  961. 


In  Decisions  of  Commissioner  of  Patents  in: 

Huttner  &  Scott,  June,  1878.     14  O.  G.  118. 
Ez  parte  Hicks,  July,  1879.     16  O.  G.  646. 
Ex  parte  Herr,  October,  1887.     41  O.  G.  463. 
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In  Text  Books: 

2  Abb.  Pat.  Law.  1886,  pp.  45,  211,  386. 

Merwin  on  Pat.  Invt.,  1883,  p.  76. 

Walker  on  Pats.,  1883,  pp.  46,  244,  251,  255,  275,  415,  449. 
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WILLIAM  BOEMER,  APPELLANT  v.   EDWARD 

SIMON  ET  AL.* 
06  (6  Otto)  U.  8.214-221.    Oct.  Term,  1877. 

[Bk.  24,  L.  ed.  384  ;  12  O.  G.  796.] 

Affirming  Ibidj  1  Ban.  A  Ard.  138. 

Argued  October  23,  1877.     Decided  November  6,  1877. 

Evidence.  Patent.  Burden  of  proof.  Statutory  notice.  Special 
defences.  Agreement.  Estoppel.  Prior  foreign  use.  Amend- 
ment to  answer. 

1.  Where  the  patent  described  in  the  bill  of  complaint  is  introduced 

in  evidence,  the  patentees  or  assignees  are  presumed  to  be  the 
original  and  first  inventors  of  the  described  improvement,  (p. 
354.) 

2.  Having  proved  the  alleged  infringement,  the  burden  of  proof  is 

cast  upon  the  respondents  to  show  that  the  patent  is  invalid, 
unless  the  patent  is  matenally  defective  in  form.     (p.  354.) 

3.  Parties  defendants  sued  at  law  for  infringement  are  not  allowed 

to  set  up  the  defence  of  a  prior  invention,  knowledge,  or  use 
of  the  thing  patented,  unless  written  notice  thereof  is  given 
thirty  days  before  the  trial.  Such  notice  must  state  the  names 
of  the  patentees  and  the  dates  of  their  patents  alleged  to  have 
been  invented,  and  the  names  and  residences  of  the  persons  al- 
leged to  have  invented  or  to  have  had  the  prior  knowledge  of 
the  thing  patented,  and  where  and  by  whom  it  had  been  used, 
(p.  354.) 

4.  Since  the  passage  of  the  act  of  July  8,  1870,  the  regulation  in 

equity  suits  is,  that  defences  such  as  are  described  in  section 
61  of  that  act,  may  be  pleaded  in  any  equity  suit  for  relief 
against  an  alleged  infringement,  and  that  proof  of  the  same 
may  be  given  upon  like  notice  in  the  answer  of  the  respond- 
ent, and  with  like  effect,     (p.  354.) 

5.  On  appeal,  questions  not  involved  in  the  assignment  of  errors 

will  be  passed  over  without  examination,     (p.  355.) 

6.  An  agreement  with  a  complainant  not  to  manufacture  the  device 

*  See  Explanation  of  Notes,  page  IIL 
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of  a  certain  firm,  does  not  work  an  estoppel,  it  being  a  contro- 
verted fact  as  to  the  identity  of  such  device  with  the  patented 
device  alleged  to  be  infringed,     (p.  355.) 

7.  Proof  of  prior  use  in  a  foreign  country  will  not  bupersede  a  pat- 

ent granted  here,  unless  the  alleged  invention  was  patented  in 
some  foreign  country  ;  but  proof  of  such  foreign  manufacture 
and  usej  if  known  to  the  applicant  for  a  patent,  may  be  evi- 
dence tending  to  sjfiow  that  he  is  not  the  inventor  of  the  al- 
leged new  improvement,     (p.  367.) 

8.  The  respondents  having  given  due  notice  of  the  defence  of  prior 

invention  and  use,  stating  the  names  and  residences  of  the  per- 
sons having  the  prior  knowledge,  and  where  and  by  whom  the 
alleged  invention  has  been  used,  added  further  that  it  had  been 
known  to  and  used  by  others  to  them  unknown,  and  prayed 
leave  that  when  discovered  they  might  be  permitted  to  insert 
and  set  f  oilh  their  names  in  the  answer :  held,  that  on  motion 
to  insert,  in  accordance  with  the  notice,  and  no  objection  made, 
the  court  was  justified  in  entering  the  additional  names  and 
residences  nunc  pro  tunc.     (p.  360.) 

9.  Prior  knowledge  and  use  of  the  device  patented  to  Wm.  Roem- 

er  in  letters  patent  No.  56,801,  July  31,  1866,  Traveling 
Bags,  held  sufficiently  established  by  the  testimony  of  three 
witnesses,     (p.  360.) 

[Citatioiis  in  the  opinion  of  the  ooart:] 

Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290].     p.  354. 
Blanchaid  v.  Pntnam,  8  Wall.  420  [8  Am.  &  Eng.  107].     pp.354, 359 
Curt  Pat  (4th  ed.)  sec.  217.     p.  356. 

Collar  Co.  r.  Van  Densen,  23  Wall.  530  [10  Am.  &  Eng.  156].     p.  357. 
Dunbar  v.  Meyers,  94  U.  S.  196  [11  Am.  &  Eng.  59].    p.  357. 
Teeae  v.  Huntingdon,  23  How.  2  [7  Am.  &  Eng.  72].    p.  359. 
Brown  V.  Hall,  6  Blatch.  401.    p.  360. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  New  Jersey. 

This  was  a  suit  in  equity,  brought  in  the  court  below  by 
the  api)ellant  against  the  appellees,  for  the  alleged  infringe- 
ment of  letters  patent  granted  to  Boemer  for  an  improve- 
ment in  traveling  bags. 

The  case  is  stated  by  the  court. 


880  BOEMER «.  SIMON.  [Sap.  Ot 

Argomant  of  oonnaeL 

Messrs.  Arthwr  n.  Briesen,  Jonaihan  MarsJiaU  and  A. 
O.  Jiiddle^  for  appellants : 

A  ;)atent  granted  to  an  inv^itor,  and  put  in  evidence,  is 
prima  fame  evidence  that  the  patentee  was  the  original 
and  first  inventor  of  the  matter  set  forth  in  his  patent. 

Seymonr  v.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290], 

This  presumption  is  still  further  strengthened  by  an  ad- 
judication in  favor  of  the  patent  in  a  court  of  competent 
jurisdiction  ''the  former  judgment  and  decree  although 
against  other  parties  raises  a  strong  presumption  that  the 
patent  is  valid." 

American  Nicholson  Pav^nent  Co.  n.  The  City  of  Eliza- 
beth, 4  Pish.  191. 

The  favorable  presumption  thus  established  is  still  fur- 
ther increased  by  the  fact  of  the  existence  of  the  agreement, 
Exhibit  No.  7.  This  agreement  was  drawn  to  shield  the 
defendants  from  the  effect  of  a  suit  brought  against  them  in 
1869  for  infringement  of  the  same  patent  the  very  same  in- 
fringing devices  which  are  complained  of  in  this  suit  were, 
as  has  already  been  shown,  used  by  the  defendants  at  and 
before  the  date  of  said  agreement.  The  very  fact  of  the 
withdrawal  of  the  first  suit,  coupled  with  said  agreement, 
shows  an  admission  of  infringement,  and  of  the  validity  of 
complainant's  patent,  which  admission,  it  is  humbly  sub- 
mitted, estoi)S  the  defaidants  from  further  drawing  the 
validity  of  said  patent  in  question.  It  is  clear  from  the 
evidence,  that  the  practical  construction  which  the  com- 
plainant put  ui)on  the  agreement.  Exhibit  No.  7,  was  that 
it  released  the  defendants  from  the  former  suit,  in  conside- 
ration of  their  promise  not  to  infringe  any  more  on  his  pat- 
ent. "  The  practical  construction  given  by  parties  to  a  con- 
tract is,  in  case  of  doubt,  entitled  to  great  weight." 

Rubber  Co.  v.  Goodyear,  9  Wall.  799  [8  Am.  &  Eng.  160]; 
Railroad  Co.  v.  Trimble,  10  Wall.  377  [8  Am.  &  Eng.  261]. 

' '  Every  reasonable  doubt  should  be  resolved  against  the 
defendant,"  who  alleges  prior  use.  **The  law  requires  not 
conjecture,  but  certainty." 
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Coffin  V.  Ogden,  13  WaU.  124  [9  Am.  &  Eng.  135]. 

"  It  is  not  enough  that  the  defendants  raise  a  doubt  on 
the  point  of  prior  knowledge  and  use.  They  must  satisfy 
the  Court  on  that  point." 

Magic  Ruffle  Co.  v.  Douglass,  2  Fish.  830.  See,  also, 
Parham  v.  American  Button-hole  Co.,  4  Fish.  468. 

* '  To  doubt  upon  the  question  of  prior  use  is  to  resolve  it 
in  the  negative.  If  the  persons  interested  in  the  prior  ma- 
chines laid  them  aside  for  years,  and  thus  indicated  a  judg- 
ment against  their  practical  utility,  the  court  but  enforces  a 
logical  sequence  in  assigning  them  to  the  category  of  un- 
successful and  abandoned  experiments." 

Seymour  v.  Marks,  6  Fish.  116;  Gear  v.  Qrosvenor,  6 
Fish.  314. 

As  already  stated,  no  notice  of  the  intention  to  take  the 
depositions  of  the  witnesses,  Sayers  and  Doxsey,  had  been 
given  in  the  answer  of  the  defendants.  Objection  to  the 
reading  of  their  depositions  was  made  at  the  hearing  by 
complainant's  counsel,  as  appears  from  the  opinion  of  the 
Court  below.  Nevertheless,  the  Court  below  considered 
said  testimony,  and  allowed  it  to  aflfect  the  complainant's 
cause.  It  is  here  submitted  that  this  was  a  serious  error  on 
the  part  of  the  Court  below.  The  law  strictly  provides 
(Sec.  61,  Act  July  8,  1870,)  that  in  equity  cases  the  de- 
fendants must  give  the  names  and  residences  of  the  persons 
through  whom  they  intend  to  prove  prior  knowledge,  and 
also  the  places  at  which,  and  by  whom  the  same  is  said  to 
have  been  used.  Is  the  statute  to  stand  for  naught  ?  The 
Courts  have  always  held  that  such  notice  is  necessary.  The 
Supreme  Court  has  so  held  in  the  case  of  O'Reilly  v.  Morse, 
15  How.  110  [5  Am.  &  Eng.  483J ;  Agawam  Co.  v.  Jordan, 
7  Wall.  583  [8  Am.  &  Eng.  24] ;  Seymour  v.  Osborne,  11 
Wall.  516  [8  Am.  &  Eng.  290] ;  Rubber  Co.  d.  Goodyear,  9 
Wall.  788  [8  Am.  &  Eng.  150] ;  Blanchard  v.  Putnam,  8 
Wall.  420  [8  Am.  &  Eng.  107]. 

The  Court  below  took  the  ground  that  the  failure  of  coun- 
sel for  complainant  to  object  to  the  testimony  of  Sayres  and 
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Doxsey  before  the  examiner,  was  a  waiver  of  the  objection 
to  notice.  Counsel  for  appellant  has  failed  to  find  any  de- 
cision of  the  Supreme  Court  on  this  point.  All  the  deci- 
sions of  the  highest  Court  simply  state  that  proofs  not  noticed 
in  the  answer  cannot  prevail  at  the  hearing.  It  is  clear  that 
if  complainant's  counsel  had  failed  to  object  at  the  hearing 
he  would  have  waived  his  objection.  But  the  objection  be- 
fore the  Court  is  the  only  proper  objection  to  take.  How 
could  the  failure  to  object  before  the  examiner  injure  the 
defendants,  who  well  knew,  at  that  time,  that  their  proofs 
were  not  in  harmony  with  their  pleadings  ?  No  principle  is 
better  settled,  than  that  a  party  is  not  estopped  by  his 
silence,  unless  it  led  another  to  his  hurt. 

Hill  V.  Epley,  7  Casey,  334. 

It  has  been  held,  that  the  object  of  the  statute,  in  requir- 
ing the  notice  referred  to,  is  to  guard  the  plaintiff  against 
surprise.  If  he  be  so  surprised,  is  it  not  proper  that  he 
should  raise  his  objection  before  the  court  that  is  to  deter- 
mine as  to  the  sufficiency  of  the  proofs  ?  Is  the  objection 
not  timely  if  raised  as  soon  as  the  objectionable  evidence  is 
sought  to  be  read  in  court  ?  Do  the  pleadings  and  proofs  of 
the  defence  agree,  as  they  should,  if  the  proofs  contain  mat- 
ter not  mentioned  in  the  pleadings?  Can,  in  fact,  any 
court  assume  the  responsibility  of  disregarding  the  dictates 
of  the  statute,  which  has  been  established  for  the  protection 
of  inventors,  and  admit,  to  their  injury,  matter  in  evidence, 
which  the  law  distinctly  states,  should  not  be  admitted  in 
evidence  ? 

The  proper  course  of  the  defendants  in  such  cases  is  to 
move  for  an  amendment  of  their  answer  immediately  upon 
the  discovery  of  importard  evidence  of  prior  knowledge  or 
use,  and  to  connect  that  motion  with  proof,  showing  that 
such  new  testimony  was  not  within  reach  of  the  drfendanis 
at  a  prior  stage  of  the  proceedings.  This  has  been  neg- 
lected by  these  defendants.  They  did  not  move  for  a  timely 
amendment  of  their  answer.  They  produced  proofs,  which 
.undier  the  law,  they  had  no  right  to  produce,  and  the  court 
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considered  these  proofs,  which  under  the  law,  it  had  no 
right  to  consider.  The  complainant  in  not  specially  rebut- 
ting the  evidence  of  Sayers  and  Doxsey,  relied  upon  his 
right  under  the  statute.  Agawam  Co.  v.  Jordan,  7  Wall. 
683  [8  Am.  &  Eng.  24]. 

Mr.  Frederic  H.  Belts ^  for  appellees  : 

The  evidence  of  want  of  novelty  in  the  claim  of  patentee 
18  conclusive  and  uncontradicted.  Evidence  that  catches 
like  complainant's  patent  were  known,  used  and  sold  abroad 
and  esi)ecially  in  England.  On  this  i)oint  of  the  case  Judge 
Nixon  decided,  after  making  a  careful  analysis  of  the  testi- 
mony, as  follows :  "  There  was  no  contradiction  of  these 
witnesses,  and  their  evidence  seems  to  establish  the  def end- 
ant' s  proi)osition  that  there  was  a  foreign  prior  use  of  the 
improvement  described  and  claimed  in  the  complainant's 
patent." 

The  argument  against  the  evidence  of  the  witnesses  Sayers 
and  Doxsey  is  based  on  the  ground  that  no  notice  was  given 
of  their  examination.  We  suppose  that  this  means  that 
their  names  were  not  mentioned  in  the  original  answer ;  but 
the  answer  was  amended  without  objections  by  the  de- 
cretal order  nunc  pro  tunc^  as  of  the  day  of  filing  the  same. 
This  cured  any  defect  of  that  kind,. and,  as  plainly  held  by 
the  decision  of  the  court,  the  omission  to  object  to  the  wit- 
nesses at  the  time  of  their  examination  waived  the  defect. 
If  the  objection  had  been  made  when  the  witnesses  were 
called,  the  defendant  would  have  immediately  applied  for  an 
amendment  of  the  answer,  but  as  no  objection  was  made,  the 
witnesses  were  examined  and  the  answer  afterwards  amend- 
ed nunc  pro  tunc.  It  would  be  most  unjust  to  a  defendant 
to  allow  him  to  go  to  the  expense  of  examining  witnesses  on 
a  point  without  any  objection  whatever,  and  then  when  the 
testimony  was  all  taken,  relying  upon  the  silence  of  the 
opix)site  party,  and  when  it  was  too  late  to  retake  the  testi- 
mony, to  allow  an  objection  then  raised  to  a  formal  matter 
of  that  kind  to  be  enforced. 
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This  court  has  afiirmed  the  propriety  of  the  liberal  rule  of 
allowing  amendments,  especially  in  a  case  like  this,  where 
there  is  no  objection  and  no  injury  to  the  complainant. 

Teese  ©.  Huntingdon,  23  How.  2  [7  Am.  &  Eng.  72]. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court: 

Patentees  or  assignees  in  a  suit  for  infringement.,  where 
the  patent  described  in  the  bill  of  complaint  is  introduced 
in  evidence,  are  presumed  to  be  the  original  and  first  in- 
ventors of  the  described  improvement ;  and,  if  they  have 
proved  the  alleged  infringement,  the  burden  of  proof  is 
cast  upon  the  respondents  to  show  that  the  patent  is  invalid, 
unless  the  jmtent  is  materially  defective  in  form. 

Parties  defendants  sued  as  infringers  are  not  allowed,  in 
an  action  at  law,  to  set  up  the  defence  of  a  prior  invention, 
knowledge,  or  use  of  the  thing  patented,  unless  they  have 
given  notice  of  such  defence  in  writing  thirty  days  before 
the  trial,  and  have  stated  in  that  notice  *'  The  names  of  the 
patentees  and  the  dates  of  their  patents  alleged  to  have 
been  invented,  and  the  names  and  residences  of  the  persons 
alleged  to  have  invented  or  to  have  had  the  prior  knowledge 
of  the  thing  patented,  and  where  and  by  whom  it  had  been 
used."  16  Stat,  at  L.  208 ;  R.  S.  sec.  4920 ;  Seymour  v. 
Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290] ;  Blanchard  v. 
Putnam,  8  Wall.  420  [8  Am.  &  Eng.  107]. 

Since  the  passage  of  the  act  of  the  8th  of  July,  1870, 
the  regulation  in  equity  suits  is  that  defences  such  as 
are  described  in  section  61  of  that  Act  '^  May  be  pleaded  in 
any  equity  suit  for  relief  against  an  alleged  infringement, 
and  that  proof  of  the  same  may  be  given  upon  like  notice 
in  the  answer  of  the  respondent,  and  with  like  eflPect."  16 
Stat,  at  L.  208. 

Service  was  made ;  and  the  respondents  appeared  and 
filed  an  answer,  in  which  they  deny  that  they  have  ever  in 
any  way  infringed  the  letters  patent  described  in  the  bill  of 
complaint ;  and  they  also  set  up  several  other  defences,  as 
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follows :  (1)  That  the  specification  filed  in  the  Patent  Office 
contains  less  than  the  whole  truth  relative  to  the  invention, 
or  more  than  is  necessary  to  produce  the  described  effect. 
(2)  Thatthe  patent  was  surreptitiotfsly  and  unjustly  obtained 
for  that  which  was  in  fact  invented  by  another.  (3)  That 
the  alleged  invention  had  been  patented  prior  to  the  sup- 
I)08ed  invention  by  the  complainant.  (4)  That  the  alleged 
invention  had  been  described  in  a  certain  publication  prior 
to  the  alleged  invention  by  the  patentee.  (5)  That  the  com- 
plainant was  not  the  original  and  first  inventor  of  the  sup- 
posed improvement ;  that  the  same  had  been  previously  in- 
vented and  known  and  used  by  the  persons  named  in  the 
answer,  and  by  many  other  persons  whose  names  are  un- 
known to  the  respondents,  which,  when  discovered,  the  re- 
spondents pray  leave  to  insert  and  set  forth  in  the  answer. 

Proofs  were  taken  on  both  sides ;  and  the  parties  went  to 
hearing  upon  bill,  answer,  replication,  and  that  proofs  ex- 
hibited in  the  record.  Both  parties  were  fully  heard ;  and 
the  court  entered  a  decree  in  favor  of  the  respondents,  dis- 
missing the  bill  of  complaint ;  and  the  complainant  appealed 
to  this  court. 

Three  errors  are  assigned,  in  substance  and  effect  as 
follows :  (1)  That  the  court  did  not  give  due  effect  to  the 
agreement  between  the  parties  which  was  introduced  in  evi- 
dence by  the  complainant.  (2)  That  the  evidence  intro- 
duced by  the  respondents,  to  prove  use  and  knowledge  of 
the  thing  patented  prior  to  the  patent  granted  to  the  com- 
plainant, was  insufficient  to  establish  that  defence.  (3)  That 
the  court  erred  in  admitting  evidence  to  prove  such  prior 
use  and  knowledge,  of  which  no  notice  had  been  given  in 
the  answer. 

Questions  not  involved  in  the  assignment  of  errors  will 
be  passed  over  without  examination. 

1.  By  the  articles  of  agreement,  the  respondents  agree 
that  * '  They  will  not  manufacture  or  use  the  clasp  or  catch 
manufactured  by  a  certain  firm  therein  mentioned  without  the 
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consent  of  the  complainant,  his  executors,  administratois, 
or  assigns/'  They  did  not  agree  not  to  manofactore  or  nse 
the  thing  patented  in  the  complainant's  jiatent.  Instead  of 
that,  the  chaige  in  the  bill  of  complaint  is  that  the  respon- 
dents  have  manufactured  and  sold  to  others  laige  quanti- 
ties of  traveling  bags  in  violation  of  the  complainant's 
rights  and  privileges  under  his  letters  patent.  Attempt  is 
made  to  show  that  the  clasp  or  cat€h  manufactured  by  the 
firm,  referred  to  in  the  agreement,  is  the  same  as  that  of  the 
complainant ;  but  that  is  a  question  of  fact  open  to  contro- 
versy, which  is  sufficient  to  show  that  the  agreement  does 
not  work  an  estoppel,  as  supposed  by  the  respondents. 
Curt,  on  Pat.,  4th  ed.,  sec.  217. 

Much  reference  to  the  specification  is  unnecessary,  as  the 
defence,  that  the  respondents  have  not  infringed  the  sup- 
posed invention,  is  not  pressed  in  the  argument  for  the 
appellee.  My  invention,  says  the  patentee,  consists  in  the 
application  of  two  staples  or  clami)s,  one  at  or  near  each 
end,  to  the  frame  of  a  traveling  bag  in  such  a  manner  that 
when  the  bag  is  packed  full  the  staples  or  clamps  shall 
fasten  the  ends  or  comers  together.  In  the  same  connec- 
tion he  also  describes  a  mode  of  fastening  the  staples  or 
clamps  to  the  frame  of  the  bag  by  a  strap  which  i)asses  over 
the  center  of  each  staple ;  and  he  adds,  that  the  staple  or 
clamp  "  is  made  of  strong  iron  turned  down  at  each  end." 
Sufficient  description  is  given  of  the  staple  or  clamp ;  but 
the  strap  is  not  described,  except  by  being  exhibited  in  the 
drawings. 

Clamps,  the  patentee  admits,  have  before  been  applied  to 
small  and  fancy  bags  instead  of  a  lock  at  or  near  the  center 
of  the  f mme,  and  therefore  he  does  not  claim  the  ai)plica- 
tion  of  clamps  or  staples  broadly ;  but,  says  the  patentee, 
what  I  claim  as  my  invention  and  desire  to  secure  by  letters 
l)atent  is  a  frame  for  traveling  bags  having  staples  and 
straps,  meaning  the  described  staple  and  strap  adjusted  at 
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the  top  thereof,  relieving  the  lock  from  strain,  as  combined, 
arranged,  and  described. 

Suffice  it  to  say,  that  it  is  obvious  from  an  inspection  of 
the  sj)ecification  that  the  real  invention,  if  any,  is  in  the 
staples  or  clamps,  and  perhaps  in  the  arrangement  of  two 
of  them  at  the  top  of  the  frame.  Doubtless  one  method  of 
arrangement  may  be  better  than  another ;  but  the  particular 
method  of  attachment  to  the  frame  cannot  be  very  material, 
as  any  mechanic,  if  furnished  with  the  clamps,  could  affix 
the  device  in  various  equivalent  ways. 

Five  witnesses  admitted  to  be  creditable  were  examined 
by  the  resi)ondents,  whose  testimony  clearly  shows  that  the 
thing  patented  had  been  previously  known  and  used  very 
extensively  in  this  country  by  the  i)ersons  named  in  the 
answer  and  by  many  others. 

Exclusive  rights  of  the  kind  are  granted  only  to  inventors 
or  discoverers  of  some  new  and  useful  art,  machine,  manu- 
facture, or  composition  of  matter,  or  some  new  and  useful 
improvement  thereof ;  and  the  law  is  well  settled  that  noth- 
ing short  of  invention  or  discovery  will  support  a  patent  for 
any  such  alleged  new  and  useful  improvement.  Certain 
other  imjwrtant  conditions  are  also  annexed  to  the  exercise 
of  the  right  to  obtain  such  a  muniment  of  title  for  such  an 
invention  or  discovery ;  as,  for  example :  the  improvement 
must  not  only  be  new  and  useful,  but  it  must  be  one  not 
known  or  used  by  others  in  this  country  and  not  patented 
or  described  before  the  invention  or  discovery  in  any  printed 
publication  in  this  or  any  foreign  country,  and  must  not 
have  been  in  public  use  or  on  sale  more  than  two  years  prior 
to  the  application  for  a  patent.  16  Stat,  at  L.  201 ;  R.  S. 
sec.  4886  ;  Collar  Co.  v.Yan  Deusen,  23  Wall.  531  [10  Am.  & 
Eng.  156];  Dunbar  v.  Meyers,  94  U.  S.  196  [p.  59  ante]. 

Antecedent  patents  here  or  elsewhere  are  not  set  up  in  the 
answer ;  and  it  is  clear  that  proof  of  prior  use  in  a  foreign 
country  will  not  supersede  a  i)atent  granted  here,  unless  the 
alleged  invention  was  patented  in  some  foreign  country. 
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Proof  of  such  foreign  manufacture  and  use,  if  known  to  the 
applicant  for  a  i)atent,  may  be  evidence  tending  to  show 
that  he  is  not  the  inventor  of  the  alleged  new  improvement ; 
but  it  is  not  sufficient  to  supersede  the  i)atent  if  he  did  not 
borrow  his  supposed  invention  from  that  source,  unless  the 
foreign  inventor  obtained  a  patent  for  his  improvement  or 
the  same  was  described  in  some  printed  publication. 

Doubt  upon  that  subject  cannot  be  entertained ;  but  it  is 
equally  clear,  that  if  the  alleged  improvement  had  been  pre- 
viously patented  here  or  in  a  foreign  country,  or  if  it  had 
been  previously  known  or  used  by  others  in  this  country,  or 
if  it  had  been  in  public  use  or  on  sale  for  more  than  two 
years  prior  to  his  application  for  a  patent,  the  letters  patent 
cannot  be  sustained.     16  Stat,  at  L.  201. 

Comj)etent  proof  of  a  prior  patent  anywhere  is  entirely 
wanting,  nor  is  there  any  satisfactory  evidence  that  the  in- 
vention was  previously  described  in  any  printed  publication; 
but  the  evidence  shows,  beyond  any  reasonable  doubt,  that 
the  thing  patented  was  known  and  used  extensively  by 
others  in  this  country  before  the  invention  or  discover}' 
made  by  the  patentee,  as  set  forth  and  described  in  the  bill 
of  complaint.  Such  was  the  finding  of  the  court  below; 
and  the  evidence  is  so  full  to  the  point,  and  is  so  fully  set 
forth  in  the  record  and  in  the  opinion  delivered  in  the  Circuit 
Court,  that  it  is  not  necessary  to  reproduce  it  in  the  present 
opinion. 

Suppose  that  is  so ;  still  it  is  insisted  by  the  complainant 
that  the  testimony  of  two  of  the  witnesses  should  have  been 
excluded,  because  their  names  and  residences  were  not  set 
forth  in  the  answer  as  persons  alleged  to  have  had  a  prior 
knowledge  of  the  thing  patented. 

Written  notice  of  the  names  of  the  witnesses  intended  to 
be  called  by  the  defendant  or  respondent  to  prove  such  a 
defence  is  not  required  by  the  Act  of  Congress.  Inst^ead  of 
that,  the  requirement  is  that  the  defendant  party  shall  state 
the  names  of  the  patentees,  and  the  dates  of  their  patents, 
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and  when  granted,  and  "  The  names  and  residences  of  the 
persons  alleged  to  have  invented  or  to  have  had  the  prior 
knowledge  of  the  thing  patented,  and  where  and  by  whom 
it  had  been  used."     16  Stat,  at  L.,  208. 

Notice  of  the  kind  is  required,  in  order  to  guard  the  mov- 
ing party  from  being  surprised  at  the  trial  by  a  defence  of 
a  nature  which  he  could  not  be  presumed  to  know  or  be  pre- 
pared to  meet ;  and,  to  prevent  such  consequences,  the  de- 
fendant or  respondent  is  required  to  state  '*The  names  and 
residences  of  the  i)erson8  alleged  to  have  previously  invented 
the  improvement,  or  to  have  the  prior  knowledge  of  the 
thing  patented,  and  where  and  by  whom  it  had  been  used." 
Teese  v.  Huntingdon,  93  How.  2  [7  Am.  &  Eng.  72]. 

Prior  use  and  knowledge  of  the  thing  patented  may  be 
pleaded  as  a  defence  to  a  suit  for  infringement ;  but  the  re- 
spondent cannot  be  allowed  to  give  evidence  to  support  such 
defence,  if  seasonable  objection  be  made,  unless  it  appears 
that  he  gave  notice  in  his  answer  of  the  names  and  resi- 
dences of  the  persons  alleged  to  have  had  such  prior  knowl- 
edge of  the  thing  patented.  Blanchard  ».  Putnam,  8  Wall. 
420  [8  Am.  &  Eng.  107]. 

Seasonable  objection  was  made  in  that  case  by  the  plain- 
tiff, the  suit  being  an  action  at  law,  and  the  court  held  that 
the  evidence  was  not  admissible  without  an  antecedent  com- 
pliance with  the  conditions  of  the  Patent  Act ;  but  the  case 
before  the  court  is  clearly  distinguished  from  that  in  several 
particulars.  Due  notice  was  given  in  the  answer  that  the 
invention  and  every  material  and  substantial  part  thereof 
had  been  previously  invented  and  used  by  and  was  known 
to  certain  persons  therein  named,  twelve  in  all ;  and  the  re- 
si)ondents  in  due  form  stated  the  names  and  residences  of 
the  persons  alleged  to  have  had  such  prior  knowledge,  and 
where  and  by  whom  the  invention  had  been  used.  Super- 
added to  that,  they  also  alleged  that  the  supposed  inven- 
tion had  previously  been  known  to  and  used  by  many  other 
persons,  to  the  respondents  unknown ;  and  they  prayed 
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leave,  as  before  remarked,  that,  when  discovered,  they 
might  be  permitted  to  insert  and  set  forth  their  names  in 
the  answer.  Pursuant  to  that  reservation,  two  witnesses 
were  examined  upon  that  subject  by  the  respondents,  with- 
out objection ;  nor  does  the  record,  irrespective  of  the  opin- 
ion of  the  court,  show  that  any  objection  to  the  admissi- 
bility of  the  evidence  was  ever  made. 

Previous  notice  of  the  examination  of  those  two  witnesses, 
it  seems,  was  not  given;  but  the  presiding  justice  states 
that,  if  seasonable  objection  had  been  made,  the  evidence 
would  have  been  excluded.  None  such  was  made ;  and  it 
is  well  settled  law  that  the  failure  to  interpose  any  such  ob- 
jection before  the  final  hearing  is  a  waiver  of  the  required 
notice  in  an  equity  suit.     Brown  v.  HaU,  6  Blatchf .  405. 

Explicit  notice  was  given  in  the  answer,  that  such  a  de- 
fence would  be  made,  and  that  leave  to  amend  the  answer 
would  be  asked  in  case  the  names  and  residences  of  other 
persons  having  like  knowledge  in  that  regard  should  be  dis- 
covered ;  and,  when  such  a  discovery  was  made,  the  re- 
spondents in  due  form  applied  to  the  court  for  leave  to  in- 
sert their  names  and  residences  in  the  answer.  Viewed  in 
the  light  of  these  circumstances,  we  are  all  of  the  opinion  that 
it  was  clearly  competent  to  allow  the  proposed  amendment. 
Teese  v.  Huntingdon,  [supra]. 

Authority  to  grant  the  amendment  being  established,  it 
follows  that  the  court  might  properly  allow  it  to  be  entered 
nwic  pro  tunc^  as  originally  prayed  in  the  answer.  Due 
notice  was  there  given  that  such  defence  would  be  made, 
and  that  the  respondents  would  move  to  insert  the  names 
and  residences  of  other  persons  when  discovered.  Such 
notice  prevented  surprise,  and  fully  justified  the  court  in 
allowing  the  amendment  and  making  the  order  in  the  form 
exhibited  in  the  record. 

Supix)se  the  rule  were  otherwise;  still  a  new  hearing 
would  not  benefit  the  complainant,  as  the  testimony  of  the 

95  U.  S.  8S0-3S1. 
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other  three  witnesses  is  abundantly  sufficient  to  establish 
the  defence  of  prior  knowledge  and  use. 
Decree  affi/rmed. 

95U.8.  »»1. 

Motes  % 

4.  Act  1790,  §  6  ;  Act  1793,  §  6  ;  Act  1836,  §  15  ;  Act  1870,  §  61; 
R.  S.  §4921. 


7.  Prior  foreign  use,  effect  on  patent: 

Shaw  V,  Cooper,  7  Pet.  292  [4  Am.  &  Eng.  286]. 
O'Reilly  tJ.  Morse,  16  How.  62  [5  Am.  A  Eng.  483]. 


8.  Waiver  of  objection  to  want  of  notice  of  names  of  witnesses : 
Phillips  V.  Page,  24  How.  168  [7  Am.  &  Eng.  97]. 
Planing  Machine  Co.  t?.  Keith,  101  U.  S.  479. 
Loom  Co.  t7.  Higgins,  105  U.  S.  580. 


Patent  in  anlts 

No.  56,801.     Roemer,  Wm.     July  31, 1866.     Traveling  Bag. 


Other  Suits  on  Same  Patent: 
Roemer  v.  Simon,  1874.     1  Ban.  Sd  Ard.  138. 
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<:itcdi 

In  Supbsmb  Coubt  in  : 

Woodbury  Planing  Machine  Co.  v.  Keith,  1880.     101  U.  S.  479  ; 

Bk.  25  L.  ed.  939. 
Webster  Loom  Co.  v,  ^iggins,  1882.     105  IT.  S.  580  ;  Bk.  26  L. 

ed.  1177. 


In  Cibcuit  Coubts  in  : 

Henry  v.  Providence  Tool  Co.,  October,  1878.     3  Ban.  A  Ard.  501 ; 

14  O.  G.  855. 
Woodbury  Patent  Planing  Machine  Co.  v.  Keith,  January,  1879. 

4  Ban.  &  Ard.  100. 
Searls  v.  Bouton,  March,  1882.     12  Fed.  Rep.  140  ;  13  Reporter 

456  ;  21  O.  G.  1784. 
Allis  V.  Buckstaff,  October,  1882.     13  Fed.  Rep.  879  ;  22  O.  G.  1705. 


In  Text  Books: 

2  Abb.  Pat.  Law.  1886,  p.  448. 
Walker  on  Pats.  1883,  pp.  417,  418. 
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Byllabns. 

THE  KEYSTONE  BRIDGE  COMPANY,  APPELLANT, 
V.  THE  PHCENIX  IRON  COMPANY.* 

06  (5  Otto)  U.  S.  274-279.    Oct.  Term.  1877. 

[Bk.  24,  L.  ed.  344  ;  12  O.  6.  980]. 

Affirming  Ibid,  6  Fish.  468. 

Argued  October  9,  10,  1877.     Decided  October  22,  1877. 

Particular  patents  construed.  Infringement.  Form.  Construc- 
tion of  patents.  Specification.  Keissue  ifi  order  to  cover  mtire 
invention.  Patentee  is  bound  by  his  claim.  Failure  to  claim 
an  abandonment. 

1.  Claim  1  of  letters  patent  No.  34,183,  Linville  &  Piper,  Jan- 

uary 14, 1 862,  Iron  Truss  for  Bridges  for  "  the  construction  of  the 
lower  chords  of  truss  bridges  of  series  of  wide  andthifidnWei 
eye-bars  C,  C,  applied  on  edge  between  ribs  S,  S,  on  the 
bottoms  of  the  posts,"  etc.,  construed  and  Ae^  that  the  form  of 
the  chords  is  made  material  and  the  claim  is  not  infringed  by 
defendant's  chords  of  cylindrical  form.     (p.  386.) 

2.  Claim  3  of  letters  patent  No.  50,723,  Linville  &  Piper,  Octo- 

ber 31,  1865,  Wrought  Iron  Bridge  for  "the  use  for  the  lower 
chords  of  truss  frames  of  wide  and  thin  rolled  bars  with  en- 
larged ends,  formed  by  upsetting  the  iron,  when  heated,  by 
compression  into  molds  of  the  required  shape,  for  the  pur- 
pose of  increasing  the  density,"  Ac,  construed  to  be  a  claim 
for  a  particular  product  made  by  a  particular  proc.ess  and  ap- 
plied to  a  particular  use ;  held  not  infringed  by  defendant's 
cylindrical  bars,     (p  387.) 

3.  Where  the  specification  and  claim  in  both  of  complainant's  pat- 

ents clearly  indicated  that  certain  characteristic  features  were 
regarded  as  of  the  essence  of  the  invention,  the  court  de- 
clined to  enlarge  the  scope  of  the  patents  beyond  what  was 
thus  explicitly  set  forth,     (p.  390.) 

4.  If   the  patentees  have  not    claimed   the   whole    of   their  in- 

vention and  the  omission  has  been  the  result  of  inadvertence, 
they  should  have  sought  to  correct  the  error  by  reissue,  (p. 
390.) 

*See  Explanation  of  Notes,  page  IIL 
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5.  It  is  the  duty  of  the  Patent  Office  to  examine;  scrutinize,  limit, 

and  make  the  claim  which  an  applicant  is  required  to  present 
under  the  law  conform  to  what  he  is  entitled  to.     (p.  390.) 

6.  The  courts  have  no  right  to  enlarge  a  patent  beyond  the  scope 

of  its  claim  as  allowed  by  lawful  authority,     (p^  390.) 

7.  When  the  terms  of  a  claim  in  a  patent  are  clear  and  distinct  (as 

they  always  should  be)  the  patentee  in  a  suit  brought  for  in- 
fringement  is  bound  by  it.  He  can  claim  nothing  beyond  it. 
(p.  390.) 

8.  Upon  suits  brought  patentees  cannot  show  that  their  invention 

is  broader  than  the  terms  of  their  claim  ;  or  if  broader  they 
must  be  held  to  have  surrendered  the  surplus  to  the  public,  (p. 
391.) 

[Citations  in  the  opinion  of  the  eonrt.] 

Merrill  v.  Yeomans,  94  U.  S.  568.     [p.  203  ante.]  p.  390. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Pennsylvania. 

The  case  is  stated  by  the  court. 

The  si)eciflcations  and  drawings  of  the  linville  &  Piper 
letters  patent  are  as  follows : 


J.  H.  LINVILLE,  OP  ALTOONA,  PENNSYLVANIA, 
ASSIGNOR  TO  HIMSELF  AND  J.  L.  PIPER,  OF 
ALTOONA,  AFORESAID. 

Letters  Patent  No.  34,183^  dated  January  I4th,  1862. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

7b  aU  whom  it  may  concern : 

Be  it  known  that  I,  J.  H.  Linville,  of  Altoona,  in  the 
county  of  Blair,  and  State  of  Pennsylvania,  have  invented 
a  new  and  useful  Improvement  in  Iron  Truss  Bridges ;  and 
I  do  hereby  declare  that  the  following  is  a  full,  clear  and 
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exact  description  of  the  same,  reference  being  had  to  the  ac- 
companying drawings  forming  part  of  this  specification,  in 
which — 

Fig.  1  is  a  side  elevation  of  two  panels  of  a  truss  bridge 
constructed  according  to  my  invention. 

Pig.  2  is  a  transverse  vertical  section  of  the  same. 

Fig.  3  is  a  plan  of  the  top  chords  and  lateral  braces. 

Fig.  4  is  a  plan  of  the  bottom  chords  and  lateral  braces. 

Fig.  5  is  a  horizontal  section  of  one  of  the  posts. 

Similar  letters  of  reference  indicate  corresponding  parts 
in  the  several  figures. 

My  invention  consists,  1st,  in  a  novel  construction  of  the 
lower  chords  and  mode  of  applying  the  same  in  combina- 
tion with  the  posts  and  other  parts  of  the  truss ;  2d,  in  a 
novel  construction  of  the  posts  of  wrought  and  cast  iron. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  its  construction  and 
operation. 

O  A  L,  O  A  L,  are  the  posts  ;  B  B,  the  sections  of  the  top 
chords  ;  C  C,  the  sections  of  the  bottom  chords ;  D  D,  the 
diagonal  tension  braces  or  suspension  rods ;  E  E,  counter 
diagonal  tension  braces ;  F  F,  lateral  struts  between  the  top 
chords ;  G  G,  lateral  diagonal  tension  braces  between  said 
chords ;  1 1,  transverse  struts  between  the  lower  chords  and 
lower  ends  of  the  posts ;  H  H,  lateral  diagonal  tension 
braces  between  the  lower  chords  and  lower  ends  of  the 
posts  ;  B'  B',  floor  beams ;  C  C,  longitudinal  timbers  sup- 
porting tracks. 

Tlie  bottom  chords  C  C,  are  each  composed  of  a  series  of 
wide  thin  eye  bars  of  wrought  iron,  of  a  length  correspond- 
ing with  the  distances  between  the  posts  on  one  side  of  the 
truss,  placed  on  edge  to  enable  them  to  give  vertical  sup- 
port to  the  roadway,  and  fitted  outside  of  the  bases  L  L,  of 
the  post^  and  between  ribs  S  S,  formed  on  the  said  bases, 
as  shown  in  Figs.  2  and  4.  The  bars  C  are  extended  in 
width  at  their  ends  and  drilled  to  receive  connecting  pins 
P  P,  one  at  the  base  of  each  post,  the  said  pins  passing 
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through  the  said  ribs  S  S,  and  being  supported  by  the  sus- 
I)ension  bars  D  D,  which,  as  well  as  the  counter  diagonals 
E  E,  are  also  fitted  between  other  and  similar  ribs  S  S,  the 
lower  ends  of  the  said  bars  being  made  with  eyes  for  the 
reception  of  the  said  pins.  The  said  chords,  the  ribs  S  S, 
and  the  diagonal  rods  D  D  and  E,  are  so  disposed  or  dis- 
tributed as  to  obviate  all  danger  of  bending  the  connecting 
pins  P  P,  which  can  only  yield  by  being  sheared  off  by  the 
tensile  strain  on  the  chords  and  diagonals ;  and  the  chords 
being  thus  well  supported  at  short  intervals,  support  the 
floor  beams  and  track  without  thd*  employment  of  auxiliary 
beams  for  this  purpose. 

The  principal  portions  A  A,  of  the  posts,  0  A  L,  O  A  L, 
each  consist  of  two  rolled  plates  of  wrought  iron  a  a  (see 
Pigs.  2  and  5)  of  semi-octagonal  or  semi-polygonal  form  in 
their  transverse  section  secured  together  at  intervals  by 
rivets  J  J,  or  by  bands  shrunk  around  them,  binding  them 
firmly  to  the  filling  or  distance  pieces  ft,  which  are  placed 
between  them  at  suitable  distances  apart.  The  said  plates 
a  a,  are  close  together  at  top  and  bottom,  but  sprung  apart 
at  the  middle  of  their  length  to  render  them  capable  of  re- 
sisting a  greater  compressive  force  and  to  aUow  the  diago- 
nal counter  braces  E  E,  to  pass  through  the  posts  without 
cutting  away  any  of  the  material.  The  posts  are  completed 
by  casting  around  the  wrought  iron  portion  A,  the  bases  L, 
and  capitals  O,  of  any  desired  shape.  The  wrought  iron 
X)ortion  A,  may  also  be  constructed  of  two  semi-circular  T 
or  Irshaped  sections,  sprung  apart,  connected  together  and 
terminating  in  cast  bases  and  capitals  in  a  manner  similar 
to  the  two  semi-polygonal  pieces,  a  a.  The  advantage  of 
this  construction  of  the  posts,  besides  that  of  allowing 
the  counter  braces  to  pass  through  them  without  their 
being  weakened  by  cutting  away  the  metal,  is  that  they  are 
more  flexible  than  cast-iron  i)osts,  and  less  liable  to  injury 
by  shocks. 

The  upper  chords  B,  B,  are  made  of  cast  iron  in  sections, 
of  a  length  equal  to  the  distances  between  the  centres  of  the 
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posts,  said  sections  having  the  central  portions  made  of 
octagonal  or  other  polygonal  or  circular  form  in  their  trans- 
verse section,  and  terminating  in  rectangular  form  with  mid- 
ribs R,  R,  (see  figure  2)  at  their  ends  which  abut  together 
over  the  posts,  to  resist  the  vertical  crushing  strain  resulting 
from  the  action  of  the  diagonals,  and  afford  a  greater  abut- 
ting surface  to  resist  and  distribute  the  horizontal  compres- 
sion of  the  top  chord.  These  mid-ribs  and  the  outside  plate 
of  the  chord  pass  through  guides  6,  e,  on  the  top  plates  of 
the  posts  and  are  thus  maintained  in  line  and  position.  The 
unusual  width  given  to  fhe  abutting  ends  of  the  sections  of 
the  top  chords  increase  the  lateral  stiffness  of  the  chords  and 
allow  the  tension  rods  D,  D,  in  double  cancelled  trusses  to 
pass  outside  of  the  posts  and  at  sufficient  distance  apart  to 
admit  of  screws  and  nuts,  on  the  ends  of  the  said  rods  for 
the  purpose  of  adjustment.  The  several  sections  of  the  top 
chords  may  be  formed  of  wrought  iron  with  cast  iron  ends, 
in  the  same  manner  as  the  posts  O  A  L,  O  A  L.  M,  M ,  are 
angle  blocks  placed  over  the  joints  of  the  sections  of  the  top 
chord  and  between  guide  pieces  d,  d,  provided  thereon  to 
form  bearings  for  the  nuts  /,  /,  which  are  fitted  to  the 
screws  of  the  said  rods. 

The  upper  lateral  struts  P,  F,  of  cast  iron  rest  in  pockets 
or  bearings  in  the  sides  of  the  top  chords.  The  lateral  rods 
G,  G,  pass  through  the  chords  and  are  tightened  by  nuts  K, 
K,  turning  against  angle  bosses,  Z,  Z,  on  the  outsides  of  the 
chords.  When  the  bridge  consists  of  three  trusses,  the 
bosses,  Z,  Z,  are  used  on  both  sides  of  the  chords  of  the 
center  truss  as  shown  at  the  right  hand  side  of  Figure  3,  a 
jam  nut  being  used  at  one  side  of  the  truss,  and  a  sleeve 
nut  V,  on  the  other  side  for  the  two-fold  purpose  of  adjust- 
ing the  lateral  rod  Y,  of  the  third  truss  in  such  manner 
that  the  two  systems  of  lateral  bracing  may  act  independ- 
ently of  each  other,  which  is  an  advantage  in  the  raising  of 
the  bridge  and  also  in  its  subsequent  use.  Besides  this  ad- 
vantage it, — ^this  system  of  bracing, — obviates  the  necessity 
of  passing  all  the  rods  through  the  chords. 
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The  lower  lateral  tension  braces  H,  H  consist  of  short  rods 
connected  (as  shown  in  Figure  4)  midway  between  the  two 
trusses,  with  a  ring  A',  and  also  connected  with  the  plates 
N,  N,  through  which  the  connecting  pins  P,  P,  of  the  lower 
chords  pass,  the  said  plates  being  interposed  between  the 
lower  chords  and  the  ends  of  the  cast  iron  struts  I,  I,  and 
being  secured  to  the  lower  chords  and  bosses  of  the  posts  by 
means  of  the  nuts  on  the  outer  ends  of  the  said  pins  P,  P. 
The  said  rods  may  be  either  tapped  into  the  ends  of  the 
plates  N,  N,  as  represented  or  attached  by  eyes.  The  lat- 
eral struts  have  each  a  concave  opening  in  the  lower  parts  of 
their  ends  to  drop  over  the  connecting  pin,  and  they  should 
bear  upon  the  plates  N,  N.  These  plates  transmit  the  strain 
from  the  rods  H,  H,  to  the  struts  I,  I,  without  straining  the 
ribs  S,  S,  of  the  bases  of  the  posts. 

I  do  not  claim  the  use  of  eye  bars  or  links  as  chains  of 
suspension  bridges,  or  as  tension  braces  of  truss  bridges. 

But  what  I  claim  as  my  invention,  and  desire  to  secure  by. 
Letters  Patent,  is : 

First.    The   construction  of  the  lower  chords  of    truss 
bridges  of  series  of  wide  and  thin,  drilled  eye  bars  C,  C,  ap-    , 
plied  on  the  edge  between  ribs  S,  S,  on  the  bottoms  of  the   /  ^  ' ' ' 
posts  and  connected  by  pins  P,  P,  supported  in  the  diagonal  / 
tension  braces  D,  D,  and  E  ;  all  substantially  as  herein  de-  ^ 
scribed. 

Second.  The  posts  O  A  L,  O  A  L,  composed  each  of  two 
wrought  iron  plates  or  bars  a,  a,  distance  pieces  &,  6,  and 
rivets  J,  J,  or  their  equivalents,  and  cast  iron  bases  L,  L, 
and  capitals  O,  O ;  the  whole  combined  as  herein  specified. 

J.  H.  LINVILLE. 

Witnesses : 

W.  B.  Wilson, 
Jos.  M.  Wilson. 
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JACOB  H.  LINVILLE,  OF  PITTSBURG,  AND  JOHN  L. 
PIPER,  OP  ALTOONA,  PENNSYLVANIA. 

Improvement  in  Wrought-Iron  Bridges. 

Specification  forming  part  of  Letter^  Patent  No.  50^7235  dated 

October  31,  i865. 

To  all  wTiom  it  may  concern : 

Be  it  known  that  we,  Jacob  H.  Linville,  of  Pittsbui^,  in 
the  county  of  Allegheny  and  State  of  Pennsylvania,  and 
John  L.  Piper,  of  Altoona,  in  the  county  of  Blair  and  State 
of  Pennsylvania,  have  invented  a  new  and  useful  improve- 
ment in  Wrought-Iron  Bridges  or  other  Truss-Frames ;  and 
we  do  hereby  declare  the  following  to  be  a  full,  clear,  and 
exact  description  thereof,  reference  being  had  to  the  accom- 
panying drawings,  forming  part  of  this  specification,  in 
which — 

Fig.  1  is  a  side  elevation  of  two  panels  of  a  wrought-iron 
truss-bridge  with  double  intersecting  diagonal  tension  bars. 
Fig.  2  is  a  transverse  section  of  the  same.  Fig.  8  is  a  side 
elevation  of  the  wrought-iron  upper  chord.  Fig.  4  is  a  top 
view  of  the  same.  Fig.  5  is  a  transverse  section  of  the 
upper  chord  through  the  center  of  the  angle-block  in  the 
plane  of  the  center  of  the  post.  Fig.  6  is  a  horizontal  sec- 
tion through  the  base  of  the  post  and  lower  chord-bai^s. 
Fig.  7  is  an  end  view  of  the  wrought-iron  base  of  the  post 
Fig.  8  is  a  side  view  of  the  base  of  the  post.  Fig.  9  is  a 
cross-section  through  the  center  of  a  post. 

The  same  letters  are  used  in  the  several  figures  to  indi- 
cate similar  parts  of  the  bridge. 

Our  invention  consists  of  certain  improvements  in  the 
construction  of  the  wrought-iron  truss  bridge  for  which  let- 
ters patent  of  the  United  States  were  granted  to  us  on  the 
14th  of  January,  1862. 

In  the  truss  bridge  shown  in  the  accompanying  drawings, 
the  general  arrangement  of  the  parts  is  similar  to  that  shown 
in  our  previous  patent  just  referred  to,  the  improvements 
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forming  the  subject-matter  of  this  invention  relating  to  the 
following  x)articiilars :  First,  the  posts,  instead  of  being 
made  of  two  rolled  plates  of  iron  of  semi-polygonal  trans- 
verse section  united  by  rivets  passed  through  the  center  of 
the  polygon  and  sprung  apart  by  distance-plates,  are  made 
of  two  or  more  plates  of  wrought-iron  vrith  flanges  at  the 
edge,  the  plates  being  so  united  as  to  make  hollow  posts  by 
rivets  passed  through  the  flanges,  and  each  plate  being 
arched  longitudinally  by  means  of  ferrules  placed  at  inter- 
yals  between  the  flanges  and  around  the  rivets,  and  instead 
of  casting  the  bases  and  capitals  onto  the  ends  of  the  posts 
we  use  bases  and  capitals  connected  by  rivets  to  the  post ; 
second,  instead  of  making  the  upper  chords  of  hollow  cast- 
iron  sections  or  short  tubes,  we  construct  our  upper  chords 
of  a  combination  of  wrought-iron  I-shaped  beams  or  chan- 
nel-bars, or  both,  connected  by  wrought-iron  plates,  so  as  to 
form  cellular  chords  of  great  strength  and  capacity  of  re- 
sisting either  transverse  strain  or  longitudinal  compression ; 
third,  the  use  of  bottom  chords  of  thin  wrought-iron  plates, 
the  eye  of  which,  at  each  end,  instead  of  being  cut  out  of 
a  rolled  plate  and  drilled  or  forged  into  shape,  is  upset  under 
strong  compression,  so  as  to  give  at  the  eye  of  the  bar  a 
degree  of  strength  equal  or  superior  to  that  of  the  bar  at 
any  point  between  the  eyes. 

To  enable  others  skilled  in  the  art  to  construct  and  use 
our  improvements,  we  will  proceed  to  describe  them  more 
particularly. 

In  our  bridge  the  upright  posts  AA  are  placed  at  regular 
intervals  at  each  span,  and  opposite  to  each  other  on  each 
side,  so  that  the  transverse  struts  G  may  be  placed  across 
and  at  right  angles  to  the  roadway,  between  the  upper 
chords  immediately  above  the  capitals  of  the  opposite  posts, 
and  transverse  struts  H  similarly  placed  between  the  bases 
of  the  opi)osite  posts,  the  ends  of  the  struts  G  and  H  being 
attached  to  the  connecting-pins  M  and  N,  which  pass  through 
the  upper  chords  immediately  above  the  capitals  and  through 
the  bases  of  the  posts  respectively,  as  shown  in  Fig.  2. 
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To  a  plate,  d,  on  the  inner  end  of  the  connecting-pin  M, 
is  attached  the  end  of  a  diagonal  brace,  e',  of  which  there 
are  four  in  each  panel  of  the  bridge  on  a  level  with  the 
upper  chords  meeting  in  a  ring,  r',  in  the  center,  to  which 
they  are  screwed,  and  four  sinular  braces,  e,  are  attached  to 
the  connecting-pins  N  at  the  bottom  of  the  posts  A  in  each 
panel,  and  meet  in  a  ring,  r,  in  the  center,  to  which  they 
are  screwed  in  the  same  manner.  The  bases  of  the  posts  A 
are  connected  at  their  bases  longitudinally  by  the  lower 
chords,  D,  of  which  four  may  be  placed  parallel  to  each 
other  on  each  side  of  each  panel.  They  are  made  of  thin 
bars  of  rolled  iron  of  sufficient  depth  and  placed  on  edge, 
so  as  to  support  the  roadway,  and  are  attached  to  the  bases 
of  the  post  by  the  connecting-pins  N,  which  pass  through 
the  hole  or  eye  near  the  end  of  these  bars. 

The  top  chords,  B,  composed  of  wrought-iron  beams  and 
plates,  riveted  together,  as  hereinafter  described,  are  made 
in  sections  or  lengths  reaching  from  center  to  center  of  the 
posts  A  lengthwise  of  the  bridge,  and  are  placed  on  the 
capitals  of  the  posts  and  are  held  in  position  by  projections 
or  pins  on  the  capital  of  the  post  which  enter  holes  c  in  the 
lower  surface  or  plate,  c\  of  the  chords. 

On  top  of  the  upper  chords,  B,  and  just  over  each  post 
A,  and  covering  the  joint  or  meeting-point  of  the  ends  of 
the  chords,  is  an  angle-block,  I,  which  may  be  made  hollow 
and  of  cast-iron,  as  seen  in  section  in  Fig.  5.  These  angle- 
blocks  for  the  upper  bearing  of  the  nuts  7i",  at  the  ends  of 
the  tension-braces  E  and  the  counter  tension-braces  F,  which 
support  the  bridge.  Each  tension-brace  E  starts  from  the 
angle-block  I  at  top  of  one  post,  passes  through  the  upper 
chord  and  downward  diagonally,  passing  outside  of  the 
next  post,  crossing  it  at  midway  from  its  top  and  bottom, 
and  thence  extends  to  the  bottom  of  the  third  post,  where 
a  loop  or  eye  at  the  end  of  the  brace  E  receives  the  connect- 
ing-pin N,  two  such  braces  E  being  used  side  by  side,  one 
passing  on  each  side  of  the  posts  A.  The  counter-ten- 
sion braces  F  (which  run  diagonally  in  the  opposite  direc- 
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taon  to  the  braces  E)  start  from  the  angle-block  I  at  top  of 
each  post  A,  pass  through  the  upper  chord,  B,  and  thence 
through  the  center  of  the  next  or  second  post,  and  thence 
to  the  bottom  of  the  third  post,  where  the  connecting-pin 
N  passes  through  the  eye  or  loop  at  the  lower  extremity  of 
the  counter-brace  F. 

The  roadway  is  composed  of  sills.  /',  placed  transversely 
on  top  of  the  lower  chord-bars,  D,  and  the  string-pieces  g^ 
which  sustain  the  rails  /,  are  placed  longitudinally  on  the 
sills,  as  shown  in  Pig.  1 ;  or,  if  a  deck-bridge  is  required, 
the  sills  /  are  placed  on  top  of  the  upper  chords,  B,  as 
shown  by  dotted  lines  in  Fig.  1. 

Having  thus  described  the  general  construction  and  ar- 
rangement of  our  bridge,  we  will  proceed  to  explain  more 
minutely  the  peculiar  features  of  the  posts,  upper  chords, 
and  lower  chords. 

The  posts  consist  of  three  principal  parts,  the  shaft,  the 
base,  and  the  capital.  The  shaft  is  made  of  pieces  of  rolled 
iron  k^  of  sufficient  length  to  extend  from  the  top  of  the 
capital  to  the  base.  In  the  drawings  these  posts  are  repre- 
sented as  made  of  four  such  pieces  of  iron  ;  but  the  num- 
ber  is  not  material,  as  two  would  suffice  if  they  aie  bent  or 
curved  so  as  to  form  a  hollow  post.  The  edges  of  these  pieces 
k  are  turned  outward,  so  as  to  form  a  flange  on  each  edge. 
Instead  of  uniting  these  pieces  or  plates  k  by  bringing  the 
flanges  together,  they  are  separated  by  ferrules  I  or  small 
tubes  of  sufficient  diameter  to  receive  the  rivets  s.  These 
ferrules  are  placed  between  the  opposite  flanges  of  the  plates 
A:,  and  then  a  rivet,  ^,  passed  through  the  flanges  and  fer- 
rule and  fastened  in  the  usual  manner,  by  upsetting,  unites 
them  firmly.  The  length  of  the  ferrules  I  determines  the 
distance  between  the  opposite  faces  of  the  flanges,  this  dis- 
tance being  greatest  at  the  center  of  the  post  and  gradually 
diminishing  toward  each  end,  thus  making  the  post  A  thick- 
est in  the  middle 

The  capital  and  base  may  be  made  of  wrought  or  cast  iron, 
but  we  prefer  the  former,  as  less  liable  to  fracture.     The 
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capital  consists  of  a  cap-plate,  m,  placed  on  top  and  riveted 
to  the  post,  and  supported  by  brackets  ti,  of  wrought-iron, 
placed  between  the  flanges  of  the  plates  Ic  composing  the 
post,  in  place  of  the  ferrules,  and  also  riveted  to  the  flanges 
of  the  plate  k.  The  bases  are  made  in  the  same  manner,  a 
base-plate,  jp,  (see  Fig.  7),  being  united  to  the  plates  k  of 
the  post  by  brackets  n\  passing  between  the  flanges  of  the 
plates  and  riveted  thereto.  The  ends  of  the  base-plate  p 
(which  also  may  be  made  of  wrought-iron)  are  turned  down, 
forming  ribs  t  (see  Fig.  7)  and  intermediate  or  mid-ribs,  t'  t\ 
are  added  between  the  ribs  ^  ^  by  riveting  to  the  under  side 
of  the  base-plate.  These  ribs  t  and  mid-ribs  ^',  have  semi- 
circular notches  cut  in  them,  as  seen  in  Fig.  8,  so  as  to  strad- 
dle the  connecting-pin  N,  and  they  serve  to  separate  and 
keep  in  place  the  diagonal  tension-braces  E,  the  counter- 
braces  F,  and  the  eye-bars  or  lower  chords,  D,  as  seen  in 
Figs.  1  and  6. 

The  cap-plate  m  of  the  post  may  be  turned  up  at  the 
edges,  so  as  to  keep  in  place  the  top  chords ;  or  this  may  be 
effected  by  pins  in  the  cap-plate  entering  the  holes  x  in  the 
under  side  of  the  lower  plate  c\  of  the  upper  chords. 

It  is  obvious  that  the  shape  of  the  cross-section  of  the 
posts  may  be  varied  from  that  shown  in  Fig.  9  by  adding  to 
or  reducing  the  number  of  plates  A:,  so  as  to  make  circular 
or  polygonal  post  of  any  number  of  sides. 

The  top  chords  are  made  by  uniting  by  rivets  s'  any  con- 
venient number  of  I-shaped  beams,  6,  of  rolled  iron,  to  an 
upper  plate,  c,  and  lower  plate,  c\  both  also  of  rolled-iron. 
The  outside  beams  may  be  channel-bars  instead  of  I-beams, 
as  in  Fig.  5 ;  or  either  channel-bars  or  I-beams  may  be  used, 
if  desired.  These  top  chords  are  made  in  lengths  equal  to 
the  distance  between  the  i)ost  A  from  center  to  center,  and 
are  framed  together  at  the  shop  before  being  built  into  the 
bridge.  The  semi-circular  holes  at  the  abutting  ends  of  these 
upper  chords  formed  in  the  ends  of  the  channel-bars  and  I- 
beams  admit  of  the  passage  of  the  connecting-pin  M,  to 
which  the  lateral  eye-plate  d  and  lateral  diagonal  braces  e' 
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are  attached.  (See  Pig.  2.)  The  rolled  I-beams  and  chan- 
nel-bars afford  transverse  strength  to  sustain  the  floor-tim- 
bers// (when  a  deck-bridge  is  to  built)  without  the  use  of 
auxiliary  beams,  and  they  also  prevent  the  vertical  strain 
caused  by  the  diagonal  tension-braces  E  from  crushing  the 
chords  over  the  posts,  and  by  reason  of  their  peculiar  cellu- 
lar construction  the  sectional  area  of  these  combined  chords 
can  be  graduated  in  each  panel  of  the  bridge  in  proportion 
to  the  compressive  strain  to  be  resisted.  The  width  of  the 
top  and  bottom  plates,  combined  as  described,  affords  great 
lateral  stiffness  and  the  cellular  form  is  most  effective  in  re- 
sisting forces  of  compression. 

The  lower  chords,  D,  consist  of  wide,  thin  rolled  iron 
bars,  with  enlarged  ends,  which  are  made  by  upsetting  the 
rolled  bars  by  compressing  them  into  the  desired  shape  in 
molds,  into  which  the  heated  iron  is  forced  under  immense 
pressure,  thereby  increasing  the  density,  toughness,  and 
strength  of  the  enlarged  ends,  and  permitting  the  holes  or 
eyes  for  the  connecting-pins,  N,  to  be  cut  out  without  ren- 
dering the  transverse  section  at  the  eye  less  than  that  of 
other  parts  of  the  bar  or  diminishing  the  transverse  or 
longitudinal  strength  of  the  chord-bar. 

We  do  not  claim  the  upsetting  of  iron  bars  in  the  manner 
described  nor  any  i)eculiar  mode  of  i)erforming  the  opera- 
tion, but  merely  the  use  of  chord-bars  for  bridges,  the  ties 
of  which  are  thus  formed  so  as  to  give  additional  strength 
to  the  bar  where  it  is  so  much  needed. 

Having  thus  described  our  improvements  in  wrought-iron 
truss-bridges,  which  are  applicable  also  to  truss-frames  for 
other  purposes,  what  we  claim  as  our  invention,  and  desire 
to  secure  by  Letters  Patent,  is — 

1.  The  use  of  posts  for  wrought-iron  truss-frames  navmg 
curved  or  polygonal  sections  composed  of  two  or  more 
plates  of  rolled  or  wrought  iron  with  flanged  edges,  secured 
together  by  means  of  rivets  passing  through  such  flanges 
and  through  ferrules  intei'posed  between  them  to  give  any 
desired  enlargement  to  the  posts  and  leave  space  for  the 
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passage  of  counter-braces  without  cutting  away  or  weaken- 
ing the  post,  such  posts  being  completed  by  bases  and  capi- 
tals of  wrought  or  cast  iron  riveted  thereto,  substantially  as 
and  for  the  purposes  hereinbefore  described. 

2.  The  use  of  upper  chords  or  compression-beams,  formed 
by  a  combination  of  I-shaped  rolled  beams  or  channel-bars, 
or  both,  riveted  at  top  and  bottom  to  plates  of  wrought-iron, 
so  as  to  form  in  each  chord  or  beam  a  series  of  rectangular 
tubes  or  cells,  for  the  purpose  of  affording  great  transverse 
strength  to  support  the  weight  of  i)assing  trains  in  railroad 
or  other  bridges,  combined  with  great  resistence  to  compres- 
sive force,  substantially  as  hereinbefore  described. 
'  3.  The  use  for  the  lower  chords  of  truss-frames  of  wide 
and  thin  rolled  bars  with  enlarged  ends,  formed  by  ui)set- 
ting  the  iron,  when  heated,  by  compression  into  molds  of 
the  required  shape  for  the  purpose  of  increasing  the  density, 
toughness  and  strength  of  the  eye  of  the  rod,  and  enlarging 
the  eye  without  diminishing  its  transverse  section,  substan- 
tially as  hereinbefore  described. 

In  testimony  whereof  we,  the  said  Jacob  H.  Idnville  and 
John  L.  Piper,  have  hereunto  set  our  hands. 

JACOB  H.  LTNTILLE. 
JOHN  L.  PIPER. 

In  presence  of — 
A.  S.  Nicholson, 
.  W.  D.  Lewis. 

Messrs.  Henry  Baldwin^  Jr.y  and  TTieo.  Ouyler.  for 
appellant : 

It  is  respectfully  submitted  that  the  form  of  the  chord- 
bars  between  the  wide  and  thin  drilled  eyes  or  ends  is  not 
of  the  essence  of  the  first  claim  of  the  patent  of  1863 ;  in 
any  event,  not  so  indispensable  that  this  claim  could  not  be 
infringed  by  the  construction  of  the  lower  chords  and  mode 
of  applying  the  same  in  combination  with  the  posts  and 
outer  parts  of  the  truss,  substantially  as  described  in  that 
patent  and  specified  in  the  iirst  claim  thereof,  with  so  slight 
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a  variation  as  that  of  making  the  eye-bars  with  wide  and 
thin  drilled  ends,  but  with  narrower  or  thicker  or  round  or 
square  intermediate  section,  even  if  such  variation  of  the 
intermediate  section  amounted  to  a  patentable  improveTnent 
of  this  feature  or  ingredient  of  the  construction  or  combina- 
tion, claimed :  that  it  is  not  essential  that  the  roadway  or 
the  floor-beams  and  track  sKbuld  be  supported  upon  the  eye- 
bars  without  the  employment  of  auxiliary  beams  for  that 
purpose ;  but  that  the  first  claim  of  the  patent  of  1862,  in- 
stead of  being  only  for  wide  and  thin  drilled  eye-bars  which 
are  wide  and  thin  from  end  to  end,  is  for  a  combination,  one 
element  of  which  comprises  substantially  such  bars  having 
wide  and  thin  drilled  ends  or  eyes  adapted  to  and  applied 
in  the  construction  of  lower  chords  of  truss  bridges,  the 
other  elements  of  the  combinatian  being  correspondingly 
adapted  and  applied  to  the  eye-bars,  all  substantially  as 
described  in  the  specification. 

Winans  v.  Denmead,  15  How.  342  [6  Am.  &  Eng.  1()7]. 

And  it  is  respectfully  submitted  that  the  Court  below 
erred  in  its  construction  of  this  claim  and  in  dismissing  the 
bill  thereupon. 

The  sole  point  made  by  law  by  the  appellees  in  respect  to 
this  third  claim  of  the  patent  of  1865  was,  that  as  they  had 
only  made  the  bars,  and  had  not  used  them,  they  had  not 
infringed  the  claim,  which  only  comprised  use  in  a  bridge. 
But  it  is  respectfully  submitted  that  this  is  not  the  proi)er 
or  fair  construction  of  the  third  claim  of,  the  patent  of  1865. 

The  Circuit  Court  seems  to  have  been  misled  by  the  argu- 
ment for  defendants  based  ui)on  the  "disclaiming"  clause 
of  the  specification,  and  really  decided  that  the  patentees 
had  disclaimed  everything  except  the  right  to  use  such  eye- 
bars  in  bridges  ;  whereas  we  contend  that  the  only  effect  of 
the  disclaiming  paragraph  is  to  discriminate  the  subject 
matter  of  the  claim — the  thing  made  in  the  manner  de- 
scribed,— that  is,  by  upsetting  the  heated  ends  in  molds  of 
the  required  shape  for  the  purposes  specified — ^from  any  pe- 
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culiar  or  paxticular  method  or  process  of  applying  requisite 
pressure. 

This  is  a  claim  for  a  product  in  which  the  process  inheres 
so -far  as  that  process  characterizes  the  product  and  dis- 
tinguishes it  from  the  product  of  prior  processes. 

Ames  V.  Howard,  1  Sumn.  485. 

The  opinion  of  the  Court  below  cites  only  so  much  of  the 
claim  as  stops  at  the  word  ''shape,"  while  the  remainder  of 
it  materially  modifies  the  first  part.  The  disclaimer  is  not 
so  broad  as  stated  by  the  Court.  The  exclusive  right  to 
make  chord-bars  in  any  mode  is  not  disclaimed,  nor  is  it 
declared  that  anyone  may  make  the  chord-bars  in  the  man- 
ner described^  and  that  no  encroachment  upon  their  rights 
ia  committed  untU  the  bars  are  used  by  being  put  into  a 
bridge. 

Certainly  the  Court  below  could  not  rightly  find  in  this 
disclaimer  a  license  by  the  patentees  to  the  public  to  make 
and  sell  these  bars,  without  finding  that  license  also  to  in- 
clude the  right  to  use  them  when  thus  made  asnd  sold  by 
the  licensees. 

If  the  Court  should  accept  the  construction  of  the  first 
claim  of  the  patent  for  1862  which  has  been  submitted  on 
behalf  of  the  appellant,  it  can  scarcely  be  doubted  that  the 
appellees  must  be  held  to  have  infringed  that  claim  by  mak- 
ing, constructing  and  vending  to  Kellogg,  Clark  &  Co.,  to 
be  used  in  the  La  Salle  bridge,  the  bases  of  the  posts  having 
the  ribs  projecting  downwards  for  the  insertion  of  the  lower 
chords  and  eye-bars  intended  to  be  inserted  between  these 
ribs  and  fastened,  all  substantially  as  described  in  this 
patent. 

If  the  court  should  hold  the  third  claim  of  the  patent  of 
1865  to  be  so  narrow  as  to  cover  only  thei^^eof  the  eye-bara 
made  as  described,  by  an  upsetting  process,  it  is  still  in- 
sisted that  the  appellees  have  infringed  the  patent,  because 
they  have  made  and  used,  and  sold  to  others  to  be  used,  the 
thing  patented.  And  that  the  court  below,  having  found 
'*that  it  has  shown  that  the  bridge  at  La  Salle,  HI,  was 
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bnilt  by  Kellogg,  Clark  &  Co.,  who  obtained  the  iron  for  it 
from  respondents,  and  that  the  bottom  chords  used  in  it 
were  like  those  claimed  by  the  complainants,"  erred  in  find- 
ing that  this  proof  of  infringement  falls  short  of  fixing  any 
accountability  upon  tlie  respondents. 

And  it  is  respectfully  submitted  that  the  court  below 
erred  in  dismissing  the  bill  as  to  this  claim,  as  it  erred  in 
the  construction  of  the  claim  itself. 

It  is  respectfully  submitted  that  the  decree  of  the  court 
below  should  be  reversed,  and  the  cause  remanded  with  in- 
structions to  enter  a  decree  for  the  complainant  on  the  first 
claim  of  the  patent  of  1862,  and  on  the  third  claim  of  the 
I)atent  of  1866. 

Mr,  George  Harding^  for  appellee : 

The  answer  to  the  charge  of  infringement  is  :  First,  the 
defendants  being  only  iron- workers,  never  built  the  bridge, 
and  therefore  never  put  any  lower  chords  into  the  bridge. 

Secondly,  the  only  bridge  which  is  in  any  way  sought  to , 
be  specifically  connected  with  the  defendants,  is  the  La  Salle 
bridge.     Ui)on  cross-examination  linvUle  admits  that  the 
lower  chords  were  not  wide  and  ^Am  eye-bars  in  that  bridge, 
but  that  they  were  round  in  section. 

The  defendants  never  made  any  wide  and  thin  bars  of 
wrought  iron,  or,  in  other  words,  bars  of  wrought  iron  that 
had  the  shape  or  sectional  form  of  a  joist  or  that  were  in- 
tended to  perform  the  function  of  a  joist  or  any  other 
function  than  that  of  mere  tensile  rods. 

As  to  the  charge  of  infringement  of  the  third  claim  of  the 
patent  of  1865  which  consists  in  the  formation  of  the  eye- 
bar  by  upsetting  the  iron  at  the  ends,  the  defendant' s  case 
is  this : 

These  iron  bars  have  long  been  formed  by  being  upset  at 
the  end  where  the  pin  goes  through  and  they  must  always 
be  so  formed  in  order  to  secure  sufficient  width  at  the  end 
to  prevent  the  breaking  out  of  the  eye  by  the  pin. 

The  defendants,  moreover,  do  not  put  these  eye-bai-s  into 
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bridges,  but  merely  make  and  sell  them  as  merchandise. 
The  plaintiffs  make  no  claim  and  cannot  charge  anybody 
who  merely  makes  these  eye-bars  with  being  infringer,  for 
in  their  patent  of  1865,  occurs  this  language :  ''We  do  Twt 
claim  the  upsetting  of  bars  in  the  manner  described."  *  *  * 
Tliey  say  we  do  not  claim  the  upsetting  of  bars  in  the  man- 
ner described  nor  any  peculiar  mode  of  performing  the 
operation,  but  merely  the  use  of  chord-bars  for  bridges,  the 
eyes  of  which  are  thus  formed. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
The  appeal  in  this  case  is  brought  to  review  the  decree  of 
the  Circuit  Court  dismissing  the  bill  of  complaint,  which 
charges  an  infringement  of  two  certain  patents  belonging 
to  the  complainants.  These  patents  were  for  improvements 
in  iron  truss  bridges.  The  first  was  granted  to  J.  H.  Lin- 
ville  and  his  assignee,  J.  I.  Piper,  January  14th,  1862 ;  the 
second,  to  the  same  parties,  October  31, 1865.  The  particu- 
lar claims  upon  which  the  contest  arises  before  us  are  the 
first  claim  in  the  former  patent,  and  the  third  in  the  latter. 
Both  of  these  claims  relate  to  the  lower  chords  of  the  truss, 
the  primary  office  of  which  is  to  hold  the  lower  parts  of  the 
structure  together,  and  keep  them  from  spreading;  but 
which  are  also  employed  in  the  construction  of  the  i>at- 
entees,  to  sustain  the  cross-sills  which'support  the  railroad. 
We  do  not  think  we  ought  to  disturb  the  decree  of  the 
Circuit  Court  in  this  case.  We  regard  the  construction  of 
the  claims  in  question  insisted  upon  by  the  appellee  as 
substantially  correct.  Those  claims  are  the  first  in  the 
patent  of  1862,  and  the  third  in  that  of  186.5.  It  is  manifest 
that,  in  the  former,  the  form  of  the  chords  is  deemed  ma- 
terial, or,  at  least,  it  is  made  so  by  the  terms  of  the  specifi- 
cation and  claim.  They  are  fiat  bars  placed  on  edge  so  as 
to  sustain  superincumbent  weight,  as  well  as  perform  the 
office  of  tension  braces.  Thev  are  made  in  this  form  in 
order  that  the  fioor  beams  of  the  railroad  may  be  directly 
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laid  on  them.  This  is  apparent  from  the  whole  tenor  of  the 
specification.  The  patentee,  in  describing  his  invention, 
commences  by  saying:  "My  invention  consists:  1,  in  a 
novel  construction  of  the  lower  chords,  and  mode  of  apply- 
ing the  same,  in  combination  with  the  posts  and  other  parts 
of  the  truss."  Again :  "  The  bottom  chords  are  each  com- 
posed of  a  series  of  wide,  thin  eye-bars,  of  wrought  iron,  of 
a  length  corresponding  with  the  distances  between  the  posts 
on  one  side  of  the  truss,  placed  on  edge  to  enable  them  to  give 
vertical  support  to  the  roadway,  etc."  Then,  after  show- 
ing that  these  eye-bars  or  chords  are  made  wider  at  the 
ends  where  the  eye-holes  are  made  for  inserting  the  con- 
necting pins  or  bolts,  which  connect  the  different  sections 
together,  and  explaining  the  general  construc^on  of  the 
bridge  and  its  diflEerent  parts,  he  concludes  with  the  follow- 
ing claim:  "I  do  not  claim  the  use  of  eye-bars  or  links 
as  chains  of  supension  bridges ;  but  what  I  claim  as  my  in- 
vention, and  desire  to  secure  by  letters  patent,  is :  1,  the 
construction  of  the  lower  chords  of  truss  bridges  of  series  of 
wide  and  thin  drilled  eye-bars,  C  C  applied  on  edge  be- 
tween ribs  S  S  on  the  bottoms  of  the  posts,  and  connected 
by  pins  P  P  supported  in  the  diagonal  tension  braces,  D 
and  E,  all  substantially  as  herein  described."  Words  can- 
not show  more  plainly  that  the  claim  of  the  inventor  does 
not  extend  to  any  other  eye-bars  or  chords  than  such  as  are 
made  wide  and  thin,  and  applied  on  edge.  As  those  con- 
structed by  the  defendant  are  cylindrical  in  form,  only  flat- 
tened at  the  eye  for  insertion  between  the  ribs  or  projec- 
tions of  the  posts,  it  is  plain  that  no  infringement  of  this 
claim  of  the  patent  has  been  committed. 

The  other  claim  in  question,  namely :  the  third  claim  of 
the  patent  of  1865,  is  for  the  employment  in  truss  bridges 
of  just  such  wide  and  thin  chords  as  above  described,  whose 
ends  are  enlarged  or  widened  by  being  upset  (when  heated) 
by  compression  into  molds  in  the  manner  described  in  the 
specification  of  the  patent.     The  mode  of  upsetting,  widen- 
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ing  and  shaping  the  ends  of  the  bars  is  by  placing  the  ends, 
after  the  bars  have  been  rolled  into  proper  shape  and  size, 
and  the  ends  heated,  into  a  die-box  of  the  regular  form,  and 
then  firmly  locking  them  in  place,  and  with  great  power 
pressing  them  up  endwise  with  a  movable  head-die  until 
the  hot  iron  fills  the  die-box.  By  this  pressure  the  ends  are 
upset,  widened  and  compressed  into  the  desired  shape.  It 
is  claimed  that  by  this  process  the  ends  are  made  stronger 
and  better  able  to  sustain  the  great  strain  to  which  they  are 
subjected  when  in  place  in  the  truss.  The  defendant  upsets 
the  ends  of  the  chords  made  by  it  before  putting  them  into 
the  die-box,  then  places  them  in  the  box,  and  flattens  them 
into  shape  in  much  the  same  way  that  is  described  in  the 
patent.  The  process  is  not  in  all  respects  the  same,  but  i)er- 
haps  sufficiently  alike  to  constitute  an  infringement  if  the 
claim  of  the  patent  were  only  for  the  process  of  forming  the 
widened  ends.  But  it  is  not  so,  and  probably  the  patent 
could  not  be  sustained  if  it  were ;  for  spike-heads,  nail- 
heads,  bolt-heads,  and  many  other  things  of  that  sort  are 
formed  by  upsetting  and  compressing  hot  iron  in  the  same 
way.  It  is  only  the  use  in  truss  bridges  of  flat  bars  or 
chords,  with  the  ends  ui)set  and  widened  in  this  manner, 
which  the  patentees  claim  as  their  invention.  Their  claim 
is  for  a  particular  product,  made  by  a  particular  process  ancl 
applied  to  a  particular  use.  The  patent  of  1865  refers  to 
that  of  1862,  and  the  invention  sought  to  be  patented  is 
claimed  as  an  improvement  on  the  prior  one.  The  patentees 
say :  **Our  invention  consists  of  certaiif  improvements  in 
the  construction  of  the  wrought-iron  truss  bridge  for  which 
letters  patent  of  the  United  States  were  granted  to  us  on 
the  14th  of  January,  1862.  In  the  truss  bridge  shown  in 
the  accompanying  drawings  the  general  arrangement  of  the 
parts  is  similar  to  that  shown  in  our  previous  patent  just 
referred  to — the  improvements  forming  the  subject-matter 
of  this  invention  relating  to  the  following  particulars:" 
[then,  after  specifying  certain  improvements  in  the  posts 
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and  in  the  npper  chords  of  the  truss,  the  patentees  proceed 
as  follows :]  ''3.  The  use  of  bottom  chords  of  thin  wrought 
iron  plates,  the  eye  of  which  at  each  end,  instead  of  being 
cut  out  of  a  rolled  plate  and  drilled  or  forged  into  shax)e, 
is  upset  under  strong  compression,  so  as  to  give  at  the  eye 
of  the  bar  a  degree  of  strength  equal  or  superior  to  that  of 
the  bar  at  any  point  between  the  eyes."  Then,  describing 
the  various  jyarts  of  the  truss  in  its  impl^ved  construction, 
in  speaking  of  the  bottom  chords  (which  are  those  in  ques- 
tion) the  patentees  say:  "The  bases  of  the  posts  A  are 
connected  at  their  bases  longitudinally  by  the  lower  chords 
D,  of  which  four  may  be  placed  parallel  to  each  other,  on 
each  side  of  each  panel.  They  are  made  of  thin  bars  of 
rolled  iron^  of  sufficient  depth,  and  placed  on  edge^  so  as 
to  support  the  roadway,  and  are  attached  to  the  bases  of 
the  posts  by  the  connecting  pins  N  which  pass  through  the 
hole  or  eye  near  the  end  of  these  bars."^  Again,  in  sum- 
ming up,  the  patentees  say :  "  The  lower  chords  D  consist 
of  wide^  thin  rolled  iron  bars,  with  enlarged  ends,  which 
are  made  by  upsetting  the  rolled  bars  by  compressing  them 
into  the  desired  shape  in  molds  into  which  the  heated  iron 
is  forced  under  immense  pressure,  etc."  And,  then,  in 
order  to  exclude  the  idea  that  they  claim  the  mode  of  com- 
pressing the  ends,  they  add :  ' '  We  do  not  claim  the  up- 
setting of  iron  bars  in  the  manner  described,  nor  any  pecu- 
liar mode  of  performing  the  operation,  but  merely  the  use 
of  chord-bars  for  bridges,  the  eyes  of  which  are  thus  formed 
so  as  to  give  additional  strength  to  the  bar  where  it  is  so 
much  needed."  The  claims  are  then  set  forth  categorically 
in  the  usual  manner,  the  third  claim  (the  one  in  question) 
being  in  these  words :  '  *  3.  The  use  for  the  lower  chords 
of  truss  frames  of  wide  and  thin  rolled  bars  with  enlarged 
ends,  formed  by  upsetting  the  iron,  when  heated,  by  com- 
pression into  molds  of  the  required  shape,  for  the  purpose 
of  increasing  the  density,  toughness,  and  strength  of  tlie  eye 
of  the  rod,  and  enlarging  the  eye,  without  diminishing  its 
transverse  section,  substantially  as  hereinbefore  described." 
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Here,  again,  the  patentees  clearly  confine  themselves  to 
* '  wide  and  thin ' '  bars.  They  claim  the  use  in  truss  bridges 
of  such  bars  when  the  ends  are  upset  and  widened  in  the 
manner  described.  It  is  plain,  therefore,  that  the  defendant 
Company,  which  does  not  make  said  bars  at  all,  but  round 
or  cylindrical  bars,  does  not  infringe  this  claim  of  the  pat- 
ent. 1 1  When  a  claim  is  so  explicit,  the  courts  cannot  alter  or 
enlarge  it.  If  the  patentees  have  not  claimed  the  whole  of 
their  invention,  and  the  omission  has  been  the  result  of  in- 
advertence, they  should  have  sought  to  correct  the  error  by 
a  surrender  of  their  patent  and  an  application  for  a  reissue. 
They  cannot  expect  the  courts  to  wade  through  the  history 
of  the  art,  and  si)ell  out  what  they  might  have  claimed^^ut 
have  not  claimed.  Since  the  Act  of  1836,  the  patent  laws 
require  that  an  applicant  for  a  patent  shall  not  only,  by  a 
specification  in  writing,  fully  explain  his  invention,  but  that 
he  ''  shall  partictilarly  specify  and  point  out  the  part,  im- 
provement or  combination  which  he  claims  as  his  own  in- 
vention or  discovery."  This  provision  was  inserted  in  the 
law  for  the  purpose  of  relieving  the  courts  from  the  duty  of 
ascertaining  the  exact  invention  of  the  patentee  by  infer- 
ence and  conjecture,  derived  from  a  laborious  examination 
of  previous  inventions,  and  a  comparison  thereof  with  that 
claimed  by  him.  This  duty  is  now  cast  upon  the  Patent 
Office.  There  his  claim  is,  or  is  supposed  to  be,  examined, 
scrutinized,  limited  and  made  to  conform  to  what  he  is  en- 
titled to.  If  the  office  refuses  to  allow  him  all  that  he  asks, 
he  has  an  api)eal.  But  the  courts  have  no  right  to  enlarge 
a  patent  beyond  the  scope  of  its  claim  as  allowed  by  the 
Patent  Office,  or  the  appellate  tribunal  to  which  contested 
applications  are  referred.  When  the  terms  of  a  claim  in  a 
patent  are  clear  and  distinct,  as  they  always  should  be,  the 
patentee,  in  a  suit  brought  upon  the  patent  is  bound  by  it 
Merrill  v.  Yeomans,  94  U.  S.  573.  [p.  203  ante\  He  can 
claim  nothing  beyond  it.  :  But  the  defendant  may  at  all 
times,  under  proper  pleadings,  resort  to  prior  use  and  the 
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general  history  of  the  art  to  assail  the  validity  of  a  patent 
or  to  restrain  its  construction.  The  door  is  then  opened  to 
the  plaintiff  to  resort  to  the  same  kind  of  evidence  in  rebut- 
tal ;  but  he  can  never  go  beyond  his  claim.  As  patents  are 
procured  exparte^  the  public  is  not  bound  by  them,  but  the 
patentees  are.  And  the  latter  cannot  show  that  their  inven- 
tion is  broader  than  the  terms  of  their  claim ;  or  if  broader, 
they  must  be  held  to  have  surrendered  the  surplus  to  the 
public. 

The  construction  which  we  have  felt  bound  to  give  to  the 
I)atent  obviates  the  necessity  of  expressing  any  opinion  upon 
the  other  point  made  by  the  court  below,  namely :  that  the 
patents  only  covered  the  use  of  the  chords  in  question  in 
truss  bridges,  and  not  the  making  of  such  chords,  which  lat- 
ter is  all  that  the  defendant  company  is  shown  to  have  done. 

TTie  decree  of  the  Circuit  Court  mv^t  he  affirmed^  with 
costs. 
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95  (5  Otto)  U.  S.  8l!U(-aS6.    OoC  Term*  1877. 

[Bk.  24,  L.  ed.  514.] 
Submitted  December  11,  18VY.     Decided  December  17,  1877. 

Motion  to  vacate  on  ground  of  collusive  decree, 

1.  While  the  Supreme  Court  would  not  hesitate  to  set  aside  a  de- 

cree coUusively  obtained,  the  proof  ought  to  be  very  clear  to 
induce  it  to  do  this  at  the  instance  of  strangers  to  the  suit, 
though  incidentally  affected  by  the  decision  of  questions  in- 
volved,    (p.  396.) 

2.  Where  the  decision  on  a  patent  was  made  the  basis  of  applica- 

tions for  injunctions  against  third  parties  in  th^  Circuit  Court, 
and  it  appeared  that  the  case  on  the  part  of  the  appellees  was 
very  imperfectly  presented  in  consequence  of  conditional  ar- 
rangements with  appellants,  a  motion  to  vacate  the  decree  on 
the  ground  of  collusion  was  refused,  but  it  was  hdd  that  third 
parties 'who  had  not  been  heard  should  not  be  concluded  from 
having  a  further  hearing  in  a  future  case.     (p.  397.) 

Appeal  from  the  Supreme  Court  of  the  District  of  Col- 
umbia. 

On  motion  to  vacate  decree. 

The  case  is  sufficiently  stated  by  the  court. 

Mr.  George  Harding^  in  support  of  motion. 

Mr.  Maii  H.  Carpenter.,  in  opposition  thereto. 

(Argued  orally  on  the  motion,  no  briefs  being  filed  in  the 
case.) 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 

After  a  careful  examination  of  the  evidence  adduced  on 

the  motion  to  vacate  the  decree  in  this  case,  we  see  no 

95  U.S.  805. 

*  See  Explanation  of  Notes,  page  III. 
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ground  to  believe  that  the  appellants  are  chargeable  with 
any  collusion  with  the  appellees  in  reference  to  the  argu- 
ment of  the  appeal.  On  the  contrary,  the  weight  of  the 
evidence  is,  that  they  repelled  any  arrangement  or  projx>- 
sition  which  might  look  to  that  end.  Whilst  we  would  not 
hesitate  to  set  aside  a  decree  collusively  obtained,  the  proof 
ought  to  be  very  clear  to  induce  us  to  do  this  at  the  in- 
stance of  strangers  to  the  suit,  though  incidentally  affected 
by  the  decision  of  the  questions  involved. 

At  the  same  time,  as  the  decision  in  this  case  is  made  the 
basis  of  applications  for  injunctions  against  third  parties  in 
the  Circuit  Court,  it  is  right  that  we  should  say,  that,  in  the 
argument  of  the  appeal  before  us,  the  case  on  the  part  of 
the  appellees  was,  as  it  seemed  to  us,  very  imi)erf  ectly  pre- 
sented ;  and  the  evidence  laid  before  us,  on  this  motion, 
demonstrates  the  fact  that  the  appellees,  in  consequence  of 
the  conditional  arrangement  with  the  appellants,  which  they 
secured  before  the  argument  was  had,  or  for  some  other 
cause,  omitted  to  prosecute  their  defence  with  that  degree 
of  zeal  and  efficiency  which  the  importance  of  the  case  would 
otherwise  have  demanded.  The  result  was,  that  the  labor 
of  the  courts  and  its  liability  to  overlook  points  of  weight 
and  importance  were  greatly  increased.  As  the  case  was 
presented  to  us,  we  see  no  cause  for  changing  our  views. 
But,  under  the  circumstances,  we  think  that  third  parties, 
who  had  no  opportunity  of  being  heard,  and  whose  interests 
as  opposed  to  the  Cochrane  patents  are  very  important, 
should  not  be  concluded  from  having  a  further  hearing  upon 
it  whenever  a  future  case  may  be  presented  for  our  con- 
sideration. 

TTie  moUon  is  denied^  with  costs. 

95  V.  8.  855^541. 

Patento  In  suit  t 

No.  37,317.  Cochrane,  Wm,  F.  January  6,  1863.  Re- 
issue No.  5,841.     April  21,  1874.     Bolting  Flour  a. 

No.  37,318.  Cochrane,  Wm.  F.  January  6,  1863.  Re- 
issue No.  6,030.     August  25, 1874.     Bolting  Flour  b. 
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No.  37,319.  Cochrane,  Wm.  F.  January  6,  1863.  Bolting 
Flour  c. 

No.  37,320.  Cochrane,  Wm.  F.  January  6,  1863.  Bolting 
Flour  rf. 

No.  37,321.  Cochrane,  Wm.  F.  January  6,  1863.  Re- 
issues Nos.  6,594  and  6,595.  August  17, 1875.  Bolting 
Flour  €. 


Othbb  Suits  on  Same  Patent: 

American  Middlings  Purifier  Co.  v.  Atlantic  Milling  Co.,  1877.    4 

Dill.  100  a,  b,  c* 
American  Middlings  Purifier  Co.  v.  Christian,  1877.     4  DilL  448; 

3  Ban.  A  Ard.  42  a,  by  c. 
Cochrane  v.  Deener,  1877.     94  U.  S.  780  [p.  288  ante]  a,  *,  c,  rf,  e. 
American  Middlings  Purifier  Co.  v.  Vail,  1878.     15  Blatch.  315;  4 

Ban.  &  Ard.  1  a,  b. 
American  Middlings  Purifier  Co.  v.  Atlantic  Milling  Co.,  1879.    5 

DilL  127;  4  Ban.  A  Ard.  148;  15  O.  6.  467  a. 


Cited  t 

In  Text-Books  : 
Merwin  on  Pat.  Invt.,  1883,  p.  356. 


*The  letter  <i,  b,  e,  following  the  patent  is  repeated  after  the  title  of  the  case 
to  indicate  that  the  soit  was  on  that  particular  patent. 


Oct.,  1877.]  COCHRANE  v.  DEENER.  .  899 


400  EDDY  V.  DENNIS.  [Sop.  Gt 

Syllaboa. 


DANIEL  EDDY  et  al.,  APPELLANTS,  v.  PAUL  DEN- 
NIS.    PAUL   DENNIS,    APPELLANT,    v.   DANIEL 

EDDY  ET  AL.* 

05  (5  Otto)  U.  8.  560-570.    Oct.  Term,  1S77. 

[Bk.  24,  L.  ed.  363.] 

ReverBing  Dennis  v.  Eddy,  4  Fish.  423. 

Argued  October  19,  1877.     Decided  October  29,  1877. 

Particular  patent  construed,    Infringemefit. 

1.  Claim  2,  of  reissued  letters  patent  No.  1,515,  P.  Dennis,  August 

4,  1863  (original  patent  No.  19,412,  February  23,  1868), 
Cultivator  for  "  the  combination  with  the  beam.  A,  and  the 
mold-board,  B,  with  the  adjustable  wheel,  F,  arranged  and 
operating  substantially  as  used  for  the  purposes  specified," 
co7istrued  and  held  that  the  adjustable  wheel  is  the  important 
feature  of  the  claim  and  is  not  infringed  by  defendant's  plow 
in  which  this  element  fs  absent,     (p.  410.) 

2.  Claim  2,  for  "  the  inclined  mold-board,  B,  formed  and  mounted 

substantially  as  described,  and  constructed  highest  at  its  outer 
edges,  so  as  to  form  on  each  side  of  the  standard,  A,  a  recess,  c, 
through  which  recess  a  portion  of  the  earth  may,  after  rising 
upon  the  mold-board  descend  into  the  furrow  at  the  rear  of 
the  plow,"  construed  to  provide  for  a  cut  or  carved  out  recefis 
for  the  purpose  intended  and  held  wanting  in  novelty,  (p.  410.) 

Cross  appeals  from  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  New  York. 

The  case  is  stated  by  the  court. 

The  specifications  and  drawings  of  the  Dennis  reissue  f.re 
as  follows : 

*See  Explanation  of  Notes,  page  III. 
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PAUL  DENNIS,  OP  BEMUS  HEIGHTS,  NEW  YORK. 

Improvement  in  Cultivators. 

Specification  foiming  pan  of  Letters  Patent  No.  19,412,  dated  Feb- 
ruary 23,  1858  ;  Reissue  No.  1^615^  dated  August  4,  1863. 

7b  aU  whom  it  may  concern : 

Be  it  known  that  I,  Paul  Dennis,  of  Bemus  Heights,  in 
the  county  of  Saratoga  and  State  of  New  York,  have  in- 
vented a  new  and  improved  Shovel-Plow  ;  and  I  do  hereby 
declare  that  the  following  is  a  full,  clear,  and  exact  descrip- 
tion of  the  same,  reference  being  had  to  the  accompanying 
drawings,  making  a  part  of  this  si)ecification,  in  which — 

Pig.  1  is  a  side  view  of  my  invention ;  Pig.  2,  a  back  view 
of  the  same ;  Pig.  3,  a  plan  or  top  view  of  the  same. 

Similar  letters  of  reference  indicate  corresponding  parts 
in  the  several  iigures. 

This  invention  consists  in  a  peculiar  manner  of  construct- 
ing or  forming  the  upi)er  edge  of  the  mold-board  with  re- 
cesses, so  that  the  earth,  as  the  implement  is  drawn  along, 
will  pass  over  the  top  of  the  mold-board  and  drop  into  the 
furrow  behind  it  and  partially  or  wholly  fiU  the  same,  there- 
by leaving  the  earth  in  a  level  and  also  in  a  loose,  light,  or 
friable  state,  permeable  to  air  and  moisture,  and  at  the  same 
time  preventing  earth,  sods,  stones,  etc.,  being  cast  against 
the  growing  plants  by  the  mold-board — ^a  contingency  of 
frequent  occurrence  in  using  the  ordinary  plows. 

The  invention  further  consists  in  the  employment  or  use 
of  a  gauge  applied  to  the  implement  in  such  a  manner  as  to 
admit  of  the  mold -board  penetrating  the  soil  at  a  greater  or 
less  distance,  as  may  be  desired. 

To  enable  those  skilled  in  the  art  to  fully  understand  and 
construct  my  invention,  I  will  proceed  to  describe  it. 

A  represents  a  metallic  bar,  which  is  curved  so  that  the 
front  part  will  form  the  beam  of  the  implement  and  the 
back  part  an  inclined  portion,  to  which  the  mold-board  B 
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is  firmly  attached.  The  form  of  the  bar  A  is  clearly  shown 
in  Pig.  1. 

To  the  bar  A,  near  the  center  of  its  curve  or  bend^  the 
lower  ends  of  handles  C  C  are  attached  by  a  bolt,  as  shown 
at  a.  These  handles  are  braced  by  a  V-shaped  support,  B, 
the  lower  end  of  which  is  secured  to  the  bar  A,  as  shown  at  ft. 

The  mold-board  B  is  of  shovel  form,  and  is  much  like  those 
usually  made,  with  the  exception  that  its  upper  edge  or 
part  is  scalloped  out  so  as  to  form  a  recess,  c,  at  each 
.  side  of  the  bar  A,  as  shown  clearly  in  Pigs.  2  and  3,  said  re- 
cesses extending  down  nearly  or  about  one-half  the  length 
of  the  mold-board.  The  mold-board  may  be  constructed  of 
malleable  cast-iron. 

E  is  the  point  or  share,  which  is  constructed  of  steel,  the 
lower  end  being  pointed  and  its  sides  slightly  rounded  or 
curved,  so  that  the  form  of  the  mold-board  and  point  or 
share,  when  connected  together,  will  closely  approximate 
to  those  which  are  cast  in  one  piece,  the  recesses  c  being  ex- 
cepted. The  point  or  share  E  may  be  attached  to  the  mold- 
board  B  by  bolts  dy  which  are  attached  to  the  jwint  or  share 
and  pass  through  the  projecting  plate,  e,  at  the  under  side 
of  the  mold-board.     (See  Pigs.  1  and  2.) 

F  is  an  adjustable  metallic  roller,  which  is  attached  to  the 
bar  A  just  back  of  the  mold-board  B.  The  axis  of  the  roll- 
er P  is  fitted  or  has  its  bearings  in  arms//,  which  project 
obliquely  from  a  plate,  g,  said  plate  being  slotted  longitu- 
dinally, so  that  the  bolts  h  A,  which  secure  the  mold-board 
to  the  bar  may  pass  through  said  slot,  the  bolts  h  having  each 
a  nut,  i  on  them,  by  screwing  up  which  the  plate  g,  and 
consequently  the  roller  P,  may  be  secured  higher  or  lower, 
as  desired. 

Prom  the  above  description  it  will  be  seen  that  the  point 
or  share  E  and  mold-board  B  may  be  made  to  penetrate  the 
soil  at  a  greater  or  less  depth,  as  may  be  desired,  by  adjust- 
ing the  roller  E  and  draft-chain,  said  roller  serving  as  a  gauge 
or  guide,  and  the  draft-chain  being  adjusted  at  the  end  of 
the  beam,  so  that  the  draft  may  aid  the  roller  and  the  point 


No..1|615. 


P.  Dniia 

abofd-Plow. 
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or  share  be  made  to  have  a  tendency  to  penetrate  the  soil  or 
otherwise.  This  will  be  understood  by  referring  to  Fig.  1, 
in  which  it  will  be  seen  that  by  depressing  or  lowering  the 
roller  on  the  bar  the  mold-board  will  be  less  inclined,  and 
consequently,  if  the  draft-chain  or  whiffle-tree  be  properly 
adjusted  at  the  end  of  the  beam,  the  point  or  share  will 
have  a  greater  tendency  to  penetrate  the  earth  than  if  the 
roller  were  higher  up  on  the  bar,  the  roller  always  bearing 
upon  the  earth.  The  mold -board  B  does  not  cast  the  earth 
from  either  side,  as  usual ;  but  the  earth,  in  consequence  of 
the  recesses  c  c,  will  pass  over  the  top  of  the  mold-board 
and  drop  behind  it,  so  that  no  furrow  will  be  formed  or  left 
behind  the  mold-board ;  but  the  soil  will  be  left  in  a  loose 
light  state,  permeable  to  air  and  moisture,  and  all  grass, 
weeds,  roots,  and  the  like  i)erfectly  cut  up.  Tlie  mold- 
board  by  operating  in  this  manner  does  not,  of  course,  cast 
earth,  sods,  or  stones  upon  the  growing  plants,  as  is  fre- 
quently the  case  in  using  the  ordinary  shovel-plows,  which 
cast  the  earth  from  either  side  of  them.  This  is  an  im- 
portant feature  of  the  invention. 

The  point  or  share  E  also,  in  consequence  of  being  made 
separate  of  steel  and  attached  to  the  mold-board,  may  be 
readily  detached  and  sharpened,  and  when  much  worn  a  new 
one  may  be  attached  to  the  mold-board.  The  plow  is  there- 
fore not  only  rendered  far  more  durable,  but  it  may  always 
be  kept  in  perfect  order,  for  the  mold-board  will  last  an  in- 
definite period  of  time,  it  not  being  subjected  to  much  wear, 
and  the  plow  will  always  be  in  order,  provided  the  point  or 
share  is  kept  in  proper  condition.  By  my  improvement  this 
can  be  done ;  but  it  cannot  be  done  when  the  mold-board 
and  share  are  cast  in  one  piece.  The  ordinarj^  shovel-plows 
cannot  be  regulated  by  the  draft-chain  so  as  to  regulate  the 
depth  of  the  furrow,  for  they  have  no  guide,  the  point  or 
share  merely  i)enetrating  the  soil.  The  roller  P  in  my  im- 
provement diminishes  friction  and  serves  as  a  more  perfect 
guide  than  the  landside  of  ordinary  plows. 

Having  thus  described  my  invention,  I  wish  it  distinctly 
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onderstood  that  I  do  not  claim  broadly  the  idea  of  passing 
a  portion  of  the  earth  over  the  mold-board  into  the  furrow 
behind,  as  I  am  aware  that  this  has  before  been  done; 
neither  do  I  claim  applying  a  movable  mold-board  to  one  of 
the  outer  edges  of  the  share,  as  described  in  an  application 
of  J.  Drummond,  rejected  October  25,  1844;  neither  do  I 
claim  the  use  of  projecting  blades  at  the  outer  ends  of  the 
share,  as  described  in  the  patent  of  B.  Langdon,  granted 
June  22,  1842,  and  others ;  but, 

Having  thus  described  my  invention,  what  I  claim  as  new 
therein,  and  desire  to  secure  by  letters  patent,  is — 

1.  The  inclined  shovel  mold-board  B,  formed  and  mounted 
substantially  as  described,  and  constructed  highest  at  its 
outer  edges,  so  as  to  form  on  each  side  of  the  standard  A  a 
recess,  c,  through  which  recesses  a  portion  of  the  earth  may, 
after  rising  upon  the  mold-board,  descend  into  the  furrow  in 
the  rear  of  the  plow. 

2.  The  combination,  with  the  beam  A  and  mold-board  B, 
of  the  adjustable  wheel  F,  arranged  and  oi)erating  substan- 
tially as  and  for  the  purposes  specified. 

PAUL  DENNIS. 
Witnesses : 

Henry  W.  Dennis, 
Joseph  A.  King. 

3Ir.  E,  F.  Bullard^  for  Dennis : 

It  is  apparent  that  the  defendants  have  appropriated  the 
results  of  the  plaintiflfs  ingenuity  as  fast  as  he  made  them 
public.  Before  1865,  defendants  made  the  old  st]Me  of 
shovel  plow  mold-board  with  round  point.  Plaintiff  mnde 
a  point  to  the  latter  in  January,  1856.  Defendants  did  th.^ 
same  thing  in  November  following.  Plaintiff  made  a 
mold-board  with  recesses,  in  January,  1858.  Defendant 
followed  suit  in  May  or  November,  1868.  Plaintiff  got  up 
the  pattern  of  Exhibit  G,  Dennis,  in  January,  1859.  Defend- 
ant made  plows  just  like  Exhibit  G,  Dennis,  the  next  year. 
These  facts  make  out  a  pretty  clear  case  of  "  appropriation." 
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Judge  Woodruff,  in  the  court  below,  states  that  "  Recesses 
in  that  form  do  not  appear  to  have  been  before  made  in 
such  mold-board.  The  proofs  show  that  such  construc- 
tion is  useful." 

At  the  time  of  the  decree  no  plow  had  been  made  with 
recesses  of  any  form  except  under  the  Dennis  patent.  It 
was  shown  and  not  disputed  but  that  his  mold-board  was 
the  best  form  ever  made.  The  appellants  conceded  that,  by 
giving  up  the  old  form  and  adopting  ours. 

It  is  a  fact  conceded  on  all  hands  that  the  Dennis  plow  is 
so  useful  that  it  at  once  superseded  all  other  shovel-plows, 
and,  therefore,  the  appellants  at  once  began  to  use  it. 

Mr.  Esek  Cowen^  for  Eddy  et  al: 

The  language  of  the  claim,  as  well  as  the  official  action 
of  the  examination,  shows  that  the  intent  was  to  allow  a 
claim  for  the  mold-board  with  its  recesses,  in  combination 
with  the  other  parts  of  the  plow  as  described.  Yet  the  Court 
below  held  that  the  claim  was  for  the  mold-board  and  re- 
cesses alone,  being  exactly  what  the  office  had  twice  rejected. 

If  the  claim  is  to  be  construed  as  covering  the  mold- 
board  and  recesses  alone,  it  is  void  for  want  of  novelty. 
The  patent  of  Langdon  is  a  device  that  comes  directly  with- 
in the  first  claim  of  complainant's  reissue.  Nor  can  any 
I)oint  be  made  upon  the  fact  that  the  mold-board  in  the 
patent  is  single,  while  those  in  the  Langdon  plow  are  double, 
or  that  the  former  is  convex  while  the  latter  is  straight. 
The  man  who  first  made  a  mold-board,  with  the  outer  edge 
so  fbrmed  that  it  would  sweep  the  side  of  the  furrow,  and 
clean  it  of  weeds,  and  depressed  at  the  top,  so  that  the  earth 
could  pass  over  and  fall  into  the  furrow,  exhausted  all  the 
invention  of  which  the  subject  was  capable.  To  do  the 
same  thing,  in  the  same  way,  with  a  mold-board  of  a  dif- 
ferent shape,  did  not  amount  to  invention. 

Mr.  Justice  Hunt  delivered  the  opinion  of  the  court : 
On  the  trial  of  the  first  of  these  actions,  Dennis,  who  was 

OS  V.  8.  f  6i, 
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the  plaintiff  therein,  (a)  recovered  damages  against  Eddy 
and  others  for  an  infringement  of  his  letters  patent  for  an 
improyement  in  shovel  plows.  The  original  letters  were  is- 
sued on  the  23d  day  of  February,  1858,  and  the  patent  was 
reissued  on  the  4th  day  of  August,  1863. 

(ft)  The  action  was  commenced  in  December,  1866,  and  the 
damages  demanded  were  for  a  violation  of  the  reissued  pat- 
ent (c). 

The  claim  made  under  the  reissued  patent  is  in  the  words 
following : 

"  Having  thus  described  my  invention,  I  wish  it  distinctly 
understood  that  I  do  not  claim  broadly  the  idea  of  passing 
a  portion  of  the  earth  over  the  mold-board  into  the  furrow 
behind,  as  I  am  aware  that  this  has  before  been  done. 
Neither  do  I  claim  applying  a  movable  mold-board  to  one 
of  the  outer  edges  of  the  share,  as  described  in  an  applica- 
tion of  J.  Drummond,  rejected  October  25,  1844.  Neither 
do  I  claim  the  use  of  projecting  blades  at  the  outer  ends  of 
the  share,  as  described  in  the  patent  of  B.  Langdon,  granted 
June  22,  1842,  and  others  ;  but — 

Having  thus  described  my  invention,  what  I  claim  as  new 
and  desire  to  secure  by  letters  patent  is,  1.  the  inclined 
shovel  mold-board  B,  formed  and  mounted  substantially  as 
described,  and  constructed  highest  at  its  outer  edges,  so  as 
to  form  on  each  side  of  the  standard  A  a  recess  c,  through 
which  recesses  a  portion  of  the  earth  may,  after  rising  upon 
the  mold-board,  descend  into  the  furrow  in  the  rear  of  the 
plow. 

2.  The  combination,  with  the  beam  A  and  mold-board  B, 
of  the  adjustable  wheel  F,  arranged  and  operating  substan- 
tially as  and  for  the  purposes  si)ecified." 

The  original  patent  claimed  only  what  is  here  described 
as  the  second  claim.  The  point  of  the  reissue  is  in  the  claim 
as  first  above  set  forth. 
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The  use  of  the  shovel-plow  is  in  cultivating  the  soil  be- 
tween the  rows  of  growing  crops,  after  they  are  somewhat 
advanced  in  their  growth,  to  stir  up  and  loosen  the  soil, 
and  to  free  it  from  weeds.  This  plow  is  distinct  in  many 
parts  of  its  construction,  as  well  as  in  its  intended  effect, 
from  the  plow  used  in  breaking  up  the  soil ;  that  is,  from 
the  plow  in  common  use. 

In  first  considering  the  claim  contained  in  both  the  origi- 
nal and  reissued  patents,  and  in  the  latter  described  as  the 
second  claim,  we  remark,  that  we  concur  entirely  with  the 
learned  judge  who  tried  this  case  at  the  circuit,  in  his  view 
of  it. 

The  adjustable  wheel  is  the  important  feature  of  this 
claim.  The  bar  or  beam  and  the  mold-board  suggest  noth- 
ing in  the  way  of  novelty,  invention,  or  of  peculiarity.  The 
use  of  the  base  of  a  plow  as  a  fulcrum,  by  means  of  which 
the  plowman  can  raise  or  lower  the  point  of  the  plow,  or 
turn  it  in  different  directions,  has  long  been  in  use,  and  on 
nearly  every  kind  of  plow.  Peter  Button's  stay  iron,  re- 
jected in  1865,  affords  an  illustration. 

That  an  adjustable  wheel  was  deemed  by  the  inventor  to 
be  quite  a  different  thing  from  the  simple  bar  or  shoe  in  or- 
dinary use,  is  manifest  from  the  careful  description  of  its 
advantages  in  the  original  patent.  It  is  described  in  these 
words: 

*'F  is  an  adjustable  metallic  roller,  which  is  attached  to 
the  bar  A  just  back  of  the  mold-board  B.  The  axis  of  the 
roller  F  is  fitted  or  has  its  bearings  in  arms  {fj)  which  pro- 
ject obliquely  from  a  plate  {g) ;  said  plate  being  slotted 
longitudinally,  so  that  bolts  {hh)  which  secure  the  mold- 
board  to  the  bar,  may  pass  through  said  slots,  the  bolts  (A) 
having  each  a  nut  (/)  on  them,  by  screwing  uj)  which,  the 
plate  and  consequently  the  roller  may  be  secured  higher  or 
lower,  as  may  be  desired." 

It  is  also  set  forth  that  the  i)oint  or  share  of  the  plow  may 
be  made  to  penetrate  the  soil  at  a  greater  or  less  depth,  by 
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adjusting  the  roller  and  draoght-chain ;  the  roller  serving 
as  a  gauge  or  guide,  and  the  draught-chain  being  adjusted 
at  the  end  of  the  beams,  so  that  the  draught  may  aid  the 
roller ;  the  point  or  share  may  be  made  to  penetrate  the  soil 
or  otherwise. 

The  plows  proved  to  have  been  manufactured  by  Eddy  & 
Co. ,  the  defendants,  have  none  of  them  this  element  of  an 
adjustable  wheel  or  roller.  Their  plow  rests  upon  a  plain 
bar  or  shoe  of  iron.  It  has  no  mechanical  contrivance  for 
fixing  the  angle  at  which  the  point  shall  penetrate  the  earth. 
This  is  done  by  the  strength  of  the  plowman,  who  uses  the 
shoe  as  a  fulcrum  for  that  purpose. 

No  argument  is  needed  to  show  that  there  has  been  no 
violation  by  the  defendants  of  the  Dennis  patent  in  this 
particular. 

In  considering  the  effect  of  the  remaining  claim  of  the  re- 
issue, we  are  greatly  aided  by  the  clear  and  explicit  state- 
ment of  the  patentee  of  what  he  does  not  claim  as  his  in- 
vention. 

There  are  three  mechanical  advantages  in  his  plow,  which 
he  says  he  does  not  claim  to  have  inveDted : 

1.  The  idea  of  passing  the  earth  over  the  mold-board  into 
the  furrow  behind.  This  result  is  really  the  fundamental 
advantage  in  both  the  plaintiffs  and  defendants'  plows.  In 
other  words  the  principal  benefit  to  be  derived  from  either 
is  found  in  the  fact  that  the  earth,  loosened  and  broken,  will 
be  dei)Osited  in  the  furrow  behind  the  plow,  the  movable 
mold-boards  and  the  projecting  blades  at  the  outer  ends  of 
the  share  both  contributing  to  this  result.  But  the  patentee 
says  that  he  is  aware  that  this  had  been  done  before  his  in- 
vention, and  he  makes  no  claim  to  an  invention  or  discovery 
in  this  respect. 

2.  The  patentee  does  not  claim  the  application  of  a  mova- 
ble mold-board  to  one  of  the  outer  edges  of  the  share.  This, 
he  says,  was  described  in  an  application  previously  made 
(in  1844)  by  Drummond. 
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3.  The  patentee  does  not  claim  the  use  of  projecting 
blades  at  the  outer  ends  of  the  share.  This  had  been  de- 
scribed in  a  patent  granted  to  Langdon  in  1842. 

To  these  disclaimers  we  may  add  that  he  does  not  make 
a  claim  for  invention  in  using  the  shovel  of  this  plow  in  an 
inclined  form.  He  does  not  even  give  the  angle  of  inclina- 
tion at  which  it  shall  be  used,  whether  it  shall  be  75°,  like 
the  old  plows,  or  45°,  like  this  one.  Ever  since  plows  have 
been  used,  and  there  is  no  secular  history  of  man  in  which 
the  plow  and  the  hoe  are  not  recorded,  we  may  safely  be- 
lieve that  there  has  been  an  inclination,  sometimes  greater 
and  sometimes  less,  in  the  shovel  and  mold-board.  A  per- 
fectly upright  shovel  would  be  nearly  immovable,  except  in 
a  light  soil  and  to  a  very  slight  depth,  while  one  perfectly 
flat  would  be  of  little  value. 

Remembering  these  four  items  as  not  being  parts  of  the 
plaintiffs  invention,  we  are  prepared  to  consider  what  he 
claims  to  have  invented  and  desii'es  to  secure  by  a  patent. 
In  his  own  words,  it  is  "  The  inclined  shovel  mold-board  B, 
formed  and  mounted  substantially  as  described,  and  con- 
structed highest  at  its  outer  edges,  so  as  to  form  on  each 
side  of  the  standard  A  a  recess  (c),  through  which  recesses 
a  portion  of  the  earth  may,  after  rising  upon  the  mold- 
board,  descend  into  the  furrow  in  the  rear  of  the  plow." 

An  inclined  shovel  mold-board,  simply  and  alone,  is  not 
spoken*  of  as  an  invention.  It  had  long  been  in  use  in 
other  plows.  What  the  claim  means  to  appropriate  is  a 
shovel  "formed  and  mounted  and  constructed  as  described." 
There  is  nothing  in  the  form  of  mounting,  that  is,  placing  it 
upon  the  beam  of  the  plow,  that  is  peculiar.  It  is  the  con- 
struction that  gives  it  effect.  How  is  it  formed  and  mounted 
and  constructed  ?  He  says,  in  the  general  description,  that 
it  is  a  metallic  bar  so  formed  or  curved  that  the  front  will 
form  the  beam  of  the  implement,  and  the  back  an  inclined 
portion  to  which  the  mold-board  is  attached,  while  the  upper 
edge  of  the  mold-board  is  so  scalloped  out  as  to  form  a  recess 
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over  which  the  earth  may  pass,  to  which  is  attached  a  me- 
tallic adjustable  roller,  serving  as  a  gauge  or  guide  to  r^u- 
late  the  depth  that  the  point  shall  x>enetrate  the  earth. 

The  defendants  insisted  that,  like  the  other,  this  claim 
also  describes  a  combination,  of  which  the  adjustable  roller 
is  an  essential  element,  and  that  tiiere  can  be  no  infringe- 
ment unless  the  roller  is  used.  There  is  much  force  in  this 
ai^^ument. 

There  is  also  another  view  of  this  part  of  the  case.  Elim- 
inate from  this  description,  first,  the  idea  of  an  inclined 
shovel  or  mold-board,  and,  second,  the  idea  of  passing  the 
earth  over  the  plow  into  the  furrow,  both  of  which  are  out- 
side of  the  plaintiff's  invention,  and  nothing  remains,  ex- 
cept a  recess  formed  by  a  scaIloi)ed  edge  on  which  the  earth 
will  pass,  and  an  adjustable  roller  in  connection  with  the 
beam  of  the  plow. 

As  has  been  before  said,  the  defendants  have  never  used 
the  adjustable  roller.  The  infringement,  then,  if  any,  con- 
sists in  the  use  of  a  recess  formed  by  a  scalloped  edge  over 
which  the  earth  will  pass.  The  learned  judge  at  the  circuit 
held  that  the  patent  was  good  for  this  claim,  and  that  the 
defendants  had  infringed  it.  We  have  reached  a  different 
conclusion. 

We  think  the  use  of  the  expression,  "  scalloped  out  so  as 
to  form  a  recess,"  was  not  intended  to  say  that  the  particu- 
lar form  in  which  the  recess  was  made  should  be  that  of  a 
curve.  A  scallop  may,  indeed,  imply  the  idea  of  a  curve, 
but  in  a  vague  and  indefinite  manner.  It  is  as  if  it  had  been 
said,  it  ''  shall  be  so  cut  out  as  to  form  a  recess."  The  foi - 
mation  of  the  recess  was  the  idea  in  the  mind  of  the  draughts- 
man, with  no  reference  to  any  question  of  curved  lines  or  righi 
lines.  That  this  was  the  fact,  is  made  evident  by  the  ab- 
sence of  the  word  ''scalloped"  in  the  claim  itself,  although 
used  in  the  general  description.  If  that  form  had  been 
deemed  material,  it  would  have  been  inserted  where  the  pat- 
entee sets  out  with  precision  what  it  is  that  he  claims.    In 
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the  claim,  it  is  described  by  the  words  ''  constructed  highest 
at  its  outer  edges,  so  as  to  form  on  each  side  a  recess" 
through  which  the  earth  may  pass.  A  recess  made  by  the 
outer  edges  being  higher  than  the  inner  parts  was  the  effect 
intended  to  be  provided  for,  and  that  only.  If  it  had  been 
intended  to  describe  a  recess  made  by  a  curve,  to  the  exclu- 
sion of  a  recess  made  in  any  other  manner,  it  was  very  easy  to 
say  so ;  but  the  patentee  did  not  so  ,say,  and  we  think  he 
did  not  so  mean. 

If  the  patentee  here  had  been  the  inventor  of  the  mold- 
board  with  a  recess  for  the  purpose  of  passing  the  earth 
through  it  into  the  furrow  behind,  and  had  described  his  in- 
vention in  the  words  used  in  his  reissued  patent,  would  it  not 
have  included  as  well  a  structure  made  by  right  lines  as  one 
made  by  curved  lines  ?  In  Winans  v.  Denmead,  cited  by  the 
re8i)ondent's  counsel,  it  is  said,  ''  Although  a  particular  geo- 
metrical form  is  best  for  a  certain  purpose,  yet  other  forms, 
giving  substantially  the  same  result,  are  infringements. 
The  result  need  not  be  the  same  in  degree  if  it  be  the  same 
in  kind."     15  How.  344  [6  Am.  &  Eng.  107.] 

If  this  be  so,  it  can  scarcely  be  denied  that  the  words  used 
in  this  reissued  patent  include  both  forms  of  a  recess,  and 
that  it  thereby  claimed  what  was  previously  known  and  in 
use,  to  wit :  a  structure  for  the  passage  of  the  earth  into  the 
the  furrow  behind. 

No  testimony  is  given,  that  the  sod  will  be  more  thoroughly 
broken,  the  earth  better  pulverized,  or  the  furrows  better 
filled  by  the  passage  of  the  earth  through  a  recess  made  by 
curved  lines,  than  by  its  passage  through  a  recess  of  the 
same  depth  made  by  straight  lines.  The  plaintiffs,  although 
witnesses,  gave  no  testimony  to  that  effect.  Of  our  own 
knowledge,  we  do  not  know  that  it  is  so.  As  a  matter  of 
law,  certainly  we  are  not  able  to  decide  that  the  right  lined 
recess  is  any  less  ef&cacious  for  the  purpose  desired  than  a 
curved  line  recess. 

There  is,  indeed,  testimony  to  show  that  the  earth  and  sod 
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I)afisiiig  over  the  low  mold-boards  of  the  exhibit  M  were 
left  in  a  worse  condition  than  when  i)assed  over  the  recess 
of  the  Dennis  plow. 

In  speaking  on  this  subject,  Henry  Holmes  says  that  it 
left  the  furrow  behind  hard  and  flat  as  if  a  log  had  been 
drawn  between  the  rows.  The  witness  Broughton  speaks  of 
it  as  throwing  a  double  furrow  outward,  and  as  leaving  a  fur- 
row bare  behind. 

But  neither  of  these  witnesses  attribute  the  excellencies 
of  the  one  plow  or  the  defects  of  the  other  to  the  existence 
of  curved  or  straight  lines  in  forming  the  recess. 

To  recapitulate : 

1.  The  second  claim  of  the  plaintiffs  specification,  "The 
combination,  with  the  beam  A  and  the  mold-board  B,  with 
the  adjustable  wheel  F,  arranged  and  operating  substantially 
as  used  for  the  purposes  specified,"  gives  no  cause  of  action. 
It  is  a  claim  for  a  combination,  of  which  the  adjustable 
wheel  F  is  an  essential  element ;  and  it  is  not  pretended 
by  any  one  that  the  defendants  have  ever  used  an  adjustable 
wheel  in  the  plows  made  by  them. 

2.  The  first  claim  does  not  cover  an  inclined  shovel  mold- 
board  simply,  nor  does  it  cover  the  principle  of  passing  the 
earth  over  the  recess  of  the  plow  into  the  furrow  behind, 
nor  does  the  claim  cover  the  passage  of  the  earth  over  a  re- 
cess formed  exclusively  with  a  curved  edge.  Its  effect  is  to 
provide  for  a  recess  cut  or  carved  out  for  the  purpose  in- 
tended. This  is  not  novel,  the  evidence  showing  many  in- 
stances prior  to  the  plaintiff  s  original  patent  in  which  the 
principle  and  process  had  been  used  and  patented. 

3.  There  is  no  evidence  to  show  that  there  is  any  advantage 
in  passing  the  earth  through  a  recess  formed  by  curved  lines, 
rather  than  through  a  recess  formed  by  right  lines. 

If^or  these  reasons^  the  decree  of  the  court  below  must  be 
reversed  (d),  andjudgmententered/or  the  defendants^  dis- 
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missing  the  bill  of  complaiTd^  with  costs.    It  i^ ordered  dc- 

cordingly  (e). 

This  is  an  appeal  by  Dennis  from  the  decision  of  the 

court  restricting  the  amount  of  his  damages.    As  we  have 

just  decided  that  he  has  no  cause  of  action,  the  question  of 

the  amount  of  damages  cannot  arise. 

This  case  imist/oUow  th^  other^  and  jiLdgraent  must  he 
reversed. 
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No.  19,412.     Dennis,  P.     February  23,  1858.     Reissue  No. 
1,515.     August  4,  1863.     Cultivator. 
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Dennis  v.  Eddy,  1871.     4.  Fish.  423. 
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Syllabna. 

ROBERT  WERNER,  APPELLANT,  ^.  GEORGE  E. 

KING.* 

06  (6  Otto)  U.  S.  218-281.    October  Term,  1877. 

[Bk.  24,  L.  ed.  ei3  ;  13  O.  G.  176.] 
Reversing  King  v,  Werner,  12  Blatch.  270. 

Argued  November  16,  1877.     Decided  November  26, 1877. 
Particular  peUent  construed.    Infringement.    Form. 

1.  Reissued  letters  patent  No.  3,000,  6.  E.  King,  June  23,  1868 

(original  No.  62,492,  February  26,  1867).  Fluting  Machine 
for  a  device  for  puffing  fluted  fabric,  consisting  of  a  double 
plated  segment  of  a  hollow  cylinder,  with  its  arch  upward,  be- 
tween the  guide  plates  of  which  the  material  passes  to  the  or- 
dinary grooved  fluting  rolls  beyond,  held  not  infringed  by  a 
spring-pressed  detent  or  finger  operating  above  and  in  con- 
junction with  a  smooth  flat  plate,  over  which  the  material  is  fed 
to  the  rolls,  made  under  letters  patent  No.  134,621,  R.  Wer- 
ner, January  7,  1873.  Fluting  Machine.  The  two  devices 
operate  on  different  principles,  and  are  in  no  sense  mechanical 
equivalents  unless  complainant  claims  every  method  by  which 
a  redundancy  of  material  is  presented  to  the  rolls  for  puffing. 
This  he  does  not  do,  and  if  he  did,  the  claim  would  be  fatal. 
(p.  436.) 

2.  Where  form  is  of  the  essence  of  the  invention,  it  is  necessarily 

material ;  and  if  the  same  object  can  be  attained  by  a  machine 
different  in  form,  where  the  form  is  inseparable  from  the  suc- 
cessful operation  of  the  instrument,  there  is  no  infringement, 
(p.  438.) 

3.  It  is  not  only  necessary  to  an  infringement  that  the  arrangement 

which  infringes  should  perform  the  same  service  or  produce 
the  same  effect,  but  it  must  be  done  in  substantially  the  same 
way.     (p.  438.) 

[CStations  in  the  opinion  of  the  court :] 

Sickles  V.  Borden,  3  Blatch.  535.    p.  438. 

Bnrr  v.  Daryee,  1  Wall.  531  [7  Am.  &  Eng.  224].    p.  438. 

*  See  Explanation  of  Notes,  page  III. 
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Api^eal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  case  is  stated  by  the  court. 

The  specifications  and  drawings  of  the  King  reissue  and 
of  the  Werner  patent  are  as  follows : 


GEORGE  EDWIN  KING,  OP  NEW  YORK,  N.  Y. 
Improvement  in  Pluttng-Machikes. 

Specification  forming  part  of  Letters   Patent    No.  62,492,  dated 
February  26,  1867;Bei88ne  No.  3,000,  dated  June  23,  1868. 

Division  A. 

To  all  wTiom  it  may  concern : 

Be  it  known  that  I,  George  Edwin  King,  of  the  city, 
county,  and  State  of  New  York,  have  invented  certain  new 
pnd  useful  Improvements  in  Pluting-Machines ;  and  I  do 
hereby  declare  that  the  following  is  a  full,  clear,  and  exact 
description  of  the  same,  reference  being  had  to  the  accom- 
panying drawings,  making  a  i)art  of  this  specification,  in 
which — 

Pig.  1  is  a  front  elevation  of  a  fluting-machine  constructed 
according  to  my  invention.  Pig.  2  is  an  end  elevation  of  the 
same.  Pig.  3  is  a  detached  section  representing  a  portion 
of  the  same.  Pig.  4  is  a  plan  view  of  a  piece  of  the  lluted 
puffing,  for  the  manufacture  of  which  my  invention  is 
intended. 

Similar  letters  of  reference  indicate  corresponding  parts 
in  all  the  figures. 

This  invention  is  designed  for  making  puffing  applicable 
to  shirt-bosoms,  trimming,  or  other  purposes  of  dress,  in 
which  the  article,  as  it  issues  from  the  machine,  is  (without 
having  recourse  to  laundering)  delivered  in  a  complete  form. 
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either  single  or  in  two  or  more  series  or  rows,  composed  of 
flattened  borders,  with  flutes  running  along  their  inner 
edges,  and  puffed  or  crinkled  surfaces  between  the  flutes. 

The  invention  consists  in  a  guide  constructed  with  one  or 
more  curved  or  arched  portions,  in  combination  with  one  or 
more  suitable  fluting-rollers,  whereby  the  material,  in  pass- 
ing through  the  machine,  is  fluted  and  contracted  laterally, 
as  it  were,  or  drawn  up  between  the  flutes,  to  produce  the 
required  crinkled  surface  or  surfaces  in  the  pufling. 

To  enable  others  to  understand  the  construction  and  oper- 
ation of  my  invention,  I  will  proceed  to  describe  it  with 
reference  to  the  drawings. 

A  represents  the  frame  which  supports  the  working  parts 
of  the  ai)pardtus,  and  situated  longitudinally  in  the  upper 
part  of  which  are  two  fluting-rollers,  B  and  C,  which  are 
situated  one  above  the  other,  with  their  ends  projecting 
through  the  large  vertical  slots,  a,  formed  in  the  ends  of 
the  frame  A;  the  roller  B  being  supported  in  semicircular 
bearings  formed  in  the  lower  ends  of  the  slot  a,  and  furn- 
ished at  one  end  with  a  crank,  5,  and  the  upi)er  roller,  C, 
working  in  semicircular  bearings,  c,  formed  in  sliding  blocks, 
c,  placed  upon  the  ends  thereof,  and  pressed  down  upon 
the  same  by  a  spring,  d^  the  tension  of  which  may  be  regu- 
lated by  means  of  a  vertical  screw,  ^,  situated  centrally  in 
the  top  of  the  frame,  A.  When  desired,  the  upper  roller, 
C,  may  be  held  within  a  given  distance  of  the  lower  roller 
by  vertical  set-screws,  /,  situated,  one  at  each  end  of  the 
top  of  the  aforesaid  frame.  A,  and  acting  upon  the  sliding 
or  adjustable  bearings,  c.  The  puffing  is  represented  in 
Pig.  4,  and  is  formed  of  strips  of  any  suitable  fabric,  and  of 
a  width,  when  finished,  nearly  or  quite  equal  to  the  length 
of  the  fluting-rollers,  B  C,  and  is  formed  with  longitudinal 
IX)rtions,  g^  which  are  fluted  transversely  to  the  length  of 
the  strip  aforesaid  ;  also  with  portions  A,  in  which  the  fabric 
is  pressed  flat,  and  through  which  longitudinal  rows  of 
stitching  are  formed,  to  render  permanent  the  conformation 
of  the  puffing ;  and  also  with  portions  Z,  which  are  intended 
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to  be  wider  than  the  parts  just  described,  and  which  are 
-pnffed  or  crinkled  in  such  manner  as  to  x>osses8  an  irregular 
wavy  surface.  In  order  to  form  these  several  portions  of 
the  pufibig,  each  of  the  fluting-roUers,  B  C,  is  formed  with 
as  many  annular  or  circumferential  series,  A',  of  grooves 
and  flutes  as  there  are  fluted  portions,  <7,  upon  the  pufiing, 
with  as  many  narrow  annular  faces,  B',  as  there  are  flat- 
tened portions,  A,  and  with  as  many  comi)aratively  broad 
portions,  C,  as  there  are  puffed  x)ortions  /  in  the  finished 
puffing,  each  of  the  said  -parts  of  the  rollers  being  of  the 
same  width  as  that  i)ortion  of  the  completed  puffing  which 
it  is  designed  to  shape,  and  the  circumferential  faces  or 
XX>rtions  C  being  of  such  diameter  that,  when  the  two  roll- 
ers are  in  proper  xK>sition,  those  ux>on  one  roller  will  be 
situated  at  such  distance  from  those  upon  the  other  that  no 
considerable  pressure  will  be  exerted  upon  the  fabric  in 
passing  between  them,  and  the  several  series  A'  of  grooves 
and  flutes  upon  one  roller  gearing  into  those  upon  the  other 
roUer.  D  indicates  pressers,  the  rearmost  end  of  each  one 
of  which  is  curved  downward,  and  fitted  upon  the  upper 
rearmost  part  of  each  of  the  faces  B'  of  the  lower  roUer 
B,  with  its  forward  end  curved  upward  in  contact  with  the 
forward  sides  of  the  corresponding  face  B'  upon  the  other 
roller,  as  shown  in  Figs.  2  and  3,  the  aforesaid  rearmost 
ends  of  these  pressers  D  being  pressed  against  the  roller  B 
by  set  screws,  j\  passing  through  a  horizontal  bar  or  brace, 
A:,  secured  upon  the  rear  of  the  frame  A.  Fixed  upon  the 
forward  side  of  the  frame  A,  in  front  of  the  roller  B,  is  a 
horizontal  supporting-brace,  m,  which  has  fixed  upon  it  an 
inclined  plate,  n,  upon  which  is  supported  the  inclined 
guide  E,  which  is  composed  of  two  pieces  of  sheet  metal, 
secured  one  over  the  other,  at  such  a  distance  apart  as  to 
permit  the  passage  of  the  cloth  or  fabric  between  them ;  and 
those  parts  of  this  guide  E  in  front  of  the  plain  cylindrical 
portions  C  of  the  rollers  are  curved  upward  or  arched 
transversely,  as  shown  at  a',  in  such  manner  that  the  width 
of  the  fabric  passed  between  each  pair  of  the  plain  portions 
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C  will  be  greater,  if  stretched  out  to  its  full  extent,  than 
the  width  of  the  said  portions,  so  that  the  said  fabric,  by 
means  of  its  increased  width,  will  be  crinkled  or  puffed  in 
passing  between  the  aforesaid  portions  C  as  will  be  pres- 
ently fully  set  forth. 

The  end  of  the  strip  of  cloth  or  fabric  froni  which  the 
fluted  puffing  is  to  be  formed  is  passed  into  and  through  the 
guide  E,  and  between  the  rollers  B  C,  and  a  rotary  motion 
in  the  direction  of  the  arrow  shown  in  Fig.  2  is  communi- 
cated to  the  said  rollers  by  turning  the  crank  6,  or  by  other 
suitable  means.  The  fabric  is  drawn  lengthwise  between 
the  rollers,  those  portions  thereof  which  pass  between  the 
several  opposite  series  A'  of  grooves  and  flutes  of  the  two 
rollers  being  fluted,  as  shown  at  g  in  Fig.  4,  while  those 
portions  of  the  said  fabric  which  pass  between  the  smooth 
narrow  annular  faces  B'  of  the  rollers,  being  formed  into 
gathers  by  the  fluting  of  the  fabric  at  the  sides  or  edges 
thereof,  are  pressed  flat  by  passing  under  the  pressers  D, 
as  the  fabric  is  drawn  along,  at  the  same  time  that  those 
portions  of  the  fabric  drawn  through  the  curved  or  arched 
parts  a'  of  the  guide  E,  being,  if  stretched  to  their  full  ex- 
tent, of  a  width  greater  than  that  of  the  smooth  cylindrical 
portions  C,  and,  being  also  gathered  by  the  fluting  formed 
at  their  sides  or  edges,  are  caused  to  assume  a  crinkled  or 
puffed  form  as  they  are  passed  between  the  aforesaid  por- 
tions C,  the  distance  between  the  opposite  smooth  portions 
C  aforesaid  being  such  that  no  pressure  is  exerted  upon  the 
fabric  passing  between  them  beyond  that,  required  to  simply 
press  the  convex  surfaces  thereof  downward  to  a  sufficient 
degree  to  insure  the  shaping  thereof  into  the  puffed  condi- 
tion just  herein  described.  The  extent  to  which  the  ma- 
terial will  be  thus  contracted  laterally,  as  it  were,  or  drawn 
up  between  the  flutes,  will  be  governed  by  the  excess  in 
length  of  the  arched  portions  a'  of  the  guide  over  a  straight 
line  or  lines  connecting  such  arched  portions  at  their  base. 

By  these  means  the  fluted  puffing  is  brought  into  the 
form  required  in  the  finished  article  without  the  necessity 
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of  washing  the  same  in  order  to  bring  the  puffing  into  snch 
form. 

To  complete  the  puffing,  longitudinal  rows  of  stitching  are 
formed  in  the  flat  parts  h  of  the  pnffing,  to  retain  it  in  shape, 
and,  when  desired,  the  pofKng  as  thus  completed  may  be 
divided  longitudinally  in  the  said  "parts  A,  to  sei)arate  it 
into  narrow  pieces,  as  required,  for  various  trimming  pur- 
poses. 

What  I  claim  as  new,  and  desire  to  secure  by  Letters 
Patent,  is — 

The  guide  E,  constructed  with  one  or  more  curved  or 
arched  portions,  a\  in  combination  with  suitable  fluting- 
rollers,  substantially  as  herein  set  forth,  for  the  purpose 
specified. 

GEO.  E.  KING. 

Witnesses: 
A.  Le  Clerc, 
E.  P.  Tracy. 


ROBERT  WERNER,   OP  HOBOKEN,  NEW  JERSEY. 
Improvement  in  Crimpfno  and  Fluting  Machines. 

Specification  forming  part  of  Letters  Patents  No.  1 34^62 1^  dated 

January  7,  1873. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Robert  Werner,  of  Hoboken,  in  the 
county  of  Hudson  and  State  of  New  Jersey,  have  invented 
a  new  and  Improved  Combined  Crimping  and  Fluting  Ma- 
chine, of  which  the  following  is  a  specification : 

Fig.  1  represents  a  vertical  transverse  section  of  my  im- 
proved crimping  and  fluting  machine,  the  line  c  c,  Fig.  2, 
indicating  the  plane  of  section.  Fig.  2  is  a  plan  or  top 
view  of  the  same.  Fig.  3  is  a  perspective  view  of  the  de- 
vice for  holding  the  fluting  against  the  rollers.    Fig.  4  is  a 
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vertical  transverse  section  of  a  modification  of  my  inven- 
tion ;  Pig.  6,  a  face  view  of  the  crimping  and  Anting  pro- 
duced on  the  machine ;  Fig.  6,  a  transverse  section ;  and 
Pig.  7,  a  longitudinal  section  of  such  fluting  and  crimping. 

Similar  letters  of  reference  indicate  corresponding  parts. 

This  invention  relates  to  a  new  machine  for  producing  a 
fluted  and  crimped  fabric,  substantially  like  that  for  which 
a  design  patent  was  granted  to  me  on  the  29th  day  of 
November,  1870,  from  a  smooth  and  flat  woven  fabric ;  and 
the  invention  consists,  principally,  in  the  application  to 
fluting-rollers  of  a  detent  or  finger  by  which  a  portion  of 
the  fabric  is  held  back,  and  thereby  formed  into  V-shaped, 
but  more  or  less  irregular,  lateral  waves  or  crinkles, 
whereby  the  stated  and  desired  effect  is  produced.  This 
finger  is  made  to  bear  against  a  platform  over  which  the 
fabric  is  passed  to  the  fluting-rollers,  or  directly  against 
one  of  the  rollers,  as  may  be  desired.  The  invention  also 
consists  in  a  new  arrangement  and  connection,  with  said 
fluting-rollers,  of  a  device  for  holding  the  fluted  fabric  in 
contact  with  the  same  while  the  crinkled  portion  of  the 
fabric  is  being  elevated  and  puffed  up  by  a  projecting  rib  or 
stationary  plate,  all  as  hereinafter  more  fully  described. 

In  the  accompanying  drawing,  the  letter  A  represents  the 
frame  of  the  machine.  In  the  same  are  the  bearings  of  two 
fluting-rollers,  B  B,  which  are  parallel  with  each  other, 
and,  by  preference,  in  a  horizontal  position,  as  indicated. 
The  rollers  B  are  provided  with  zones  a  a  of  fluting  or 
toothed  portions,  which  will  cause  certain  strips  of  the 
fabric  which  pass  between  the  said  rollers  to  be  fluted, 
while  the  remaining  portions  of  the  same  fabric  will  not  be 
fluted.  C  is  a  platform  secured  to  the  frame-work  A  in 
front  of  and  about  in  line  with  the  space  between  the  two 
rollers.  D  is  a  detent  or  spring  fastened  to  a  bar,  ft,  which 
rests,  by  posts  rf,  upon  the  platform  C.  The  free  end  of 
the  spring  D  bears  against  said  platform  midway  between 
the  two  inner  zones  or  any  pair  of  zones  a  a  on  said  rollers. 
The  fabric  is  passed  over  the  platform  C  before  it  enters  the 
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rollers,  or  rather  in  its  passage  to  the  said  rollers,  and  is 
oonseq[uently  passed  under  and  subjected  to  the  pressure  of 
of  the  spring  D,  being  fed  or  drawn  forward  by  and  be- 
tween the  rollers.  That  portion  of  the  fabric  which  is  sub- 
jected to  the  pressure  of  the  spring  D  will  be  detained  or 
held  back  or  stretched  back  to  be  drawn  into  the  V-shaped 
crinkles  or  crimping  which  is  indicated  in  Fig.  6,  at  e. 
This  effect,  of  course,  can  only  be  produced  if  the  detent  D 
bears  upon  the  fabric  previous  to  its  being  acted  upon  by 
the  rollers,  so  that  the  portion  affected  by  said  spring  can 
be  drawn  back  by  the  detent  in  the  manner  shown.  The 
same  effect  can  be  produced  by  the  modified  form  of  detent 
shown  in  Fig.  4,  in  which  case  the  said  detent  is  made  to 
bear  against  one  of  the  rollers  B  and  fastened  to  the  under- 
side of  a  plate,  C.  This  modification  can  only  be  used 
when  the  detent  bears  against  the  rollers  so  far  forward  of 
the  line  that  connects  the  two  axes  of  the  two  rollers  that 
suflicient  material  will  be  at  the  command  of  the  detent  to 
draw  the  fabric  back  into  the  V-shaped  crimping ;  for,  if  the 
detent  would  apply  to  the  middle  of  the  roller  when  the 
fluting  has  already  hold  of  the  fabric,  the  drawing  back 
could  not  be  produced,  inasmuch  as  the  fluting  would  take 
up  all  the  surplus  fabric  and  none  would  be  left  for  the  ef- 
fect by  the  detent.  E  E  are  metallic  plates  or  bars  provided 
with  projecting  cheeks/,  which  said  cheeks  bear  against 
the  fluted  portions  of  the  fabric  as  it  emerges  from  between 
the  two  rollers,  and  hold  said  fluted  portion  in  contact  with 
the  lower  roller,  while  a  projecting  rib,  g^  moves  the  center 
of  the  crinkled  portion  from  off  said  roller.  This  gives  the 
transverse  wave  of  the  fabric  which  is  indicated  in  Fig.  6. 
The  plates  or  bars  E  E  can,  by  set-screws  h  li^  be  adjusted 
nearer  to  or  further  away  from  the  fluted  portions  of  the 
rollers,  for  the  purpose  of  holding  the  fluted  ix)rtion  of  the 
fabric  more  or  less  firmly  against  the  rollers,  and  for  flatten- 
ing portions  of  the  fluting  between  the  zones  a.  The  rollers 
may  be  made  hollow  to  be  heated  by  steam  or  otherwise,  so 
that  the  fabric  which  is  passed  between  them,  preferably  in 
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a  moist  state,  may  retain  the  form  into  which  it  is  put  by 
the  action  of  the  machrae.  It  will  be  found  convenient  to 
raise  the  detent  D  oft  the  platform  C,  (or  withdraw  it  from 
contact  with  the  roller  B,  when  placed  as  in  Fig.  4,)  in 
order  to  enter  the  end  of  the  fabric  between  the  rollers. 
With  this  object,  the  bar  b  is  made  detachable  and  locked 
by  keys  I  ?,  (or  the  plate  C  made  to  be  drawn  back  and 
forward.) 

Having  thus  described  my  invention,  I  claim  as  new  and 
desire  to  secure  by  Letters  Patent — 

1.  The  detent  I)  arranged,  in  combination  with  the  flut- 
ing-roUers  B  B,  to  pix)duce  the  crinkles  or  puffing  on  the 
fabric  which  is  partially  fluted,  as  set  forth. 

2.  The  platform  C  or  C  arranged,  in  combination  with 
the  detent  D  and  rollers  B,  as  specified. 

3.  The  cheek-pieces  /  in  the  plates  E,  applied,  in  con- 
junction with  the  projecting  rib  g^  to  the  fluting-rollers  B 
B,  2La  si)ecified. 

ROBERT  WERNER. 

Witnesses : 

A.  V.  Briesen, 

T.  B.  MOSHER. 

Mr.  A.  V.  BrieseUy  for  appellaTii : 

The  Werner  machine  is  not  like  the  King  machine  and 
does  not  infringe  upon  King' s  patent  nor  is  the  Werner  de- 
tent an  equivalent  of  the  King  arched  guide.  *'That  two 
machines  produce  the  same  effect  will  not  justify  the  asser- 
tion, that  they  are  substantially  the  same,  or  that  the  de- 
vices used  by  one  are  therefore  mere  equivalents  for  those 
of  the  others."  Burr  v.  Duryee,  1  Wall.  572  [7  Am.  &  Eng. 
224].  "An  infringement  involves  substantial  identity." 
Ibid. 

King  cannot  invoke  the  doctrine  of  equivalents  to  sup- 
press all  other  improvements  on  machines  for  making  puff- 
ing like  the  pix)e  puffing.  McCormick  v.  Talcott,  20  How. 
405  [6  Am.  &  Eng.  410],  because  he  was  not  the  first  to  pro- 
duce that  style  of  fabric. 
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The  Werner  combinatioii,  being  newly  invented  after  the 
grant  of  the  King  patent,  cannot  possibly  be  covered  by  the 
King  i)atent,  for  ^^  a  combination  is  not  infringed  unless  by 
a  machine  containing  all  the  material  ingredients  patented, 
or  proper  substitates  for  one  or  more  such  ingredients  well 
knovm  to  be  such  at  tJie  time  wTientTie  patent  wasgrantedy 
Seymour  v.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290]; 
Carver  v.  Hyde,  16  Pet.  514  [4  Am.  &  Eng.  367] ;  Vance  t>. 
Campbell,  1  Black,  427  [7  Am.  &Eng.  117];  Roberts  f.  Ham- 
den,  2  aiff.  604 ;  Mabie  v.  Haskell,  2  Cliff.  611;  Bit)oks  ©. 
Fiske,  16  How.  219  [6  Am.  &  Eng.  16];  Stimpson  v.  Rail- 
road, 10  How.  329  [5  Am.  &  Eng.  129];  Prouty  v.  Ruggles, 
16  Pet.  341  [4  Am.  &  Eng.  361];  Barrett  v.  Hall,  1  Mas.  477; 
Howe  «.  Abbott,  2  Story,  194. 

Messrs.  WhitTiey  and  F.  H.  Betts^  for  appellee : 

The  only  difference  between  King's  and  Werner's  devices 
is  that  the  resisting  power  in  Werner' s  machine  is  concen- 
trated at  a  single  point  and  that  by  it  he  holds  a  portion  of 
the  material  bacJc^  in  the  plane  of  motion,  whereas  in  King's 
machine  the  resisting  power  is  distributed  over  a  curved 
surface,  and  by  it  he  holds  up  a  portion  of  the  materials  at 
right  angles  to  the  plane  of  motion. 

It  has  been  frequently  held  that  the  substitution  of  one 
direction  of  applying  power  for  another  is  a  mere  mechan  • 
ical  change. 

The  proposition  is  entirely  settled  that  where  two  ma- 
chines act  in  substantially  the  same  way,  however  different 
in  form  they  may  be,  they  are  substantially  alike.  BoviU 
V,  Moore,  Da  v.  Pat.  Cas.  402;  Many  v.  Sizer,  1  Fish.  17; 
Sickles  V.  Borden,  3  Blatch.  536;  Howe  d.  Williams,  2  Pish. 
396 ;  Blanchard  ?).  Reeves,  1  Pish.  103 ;  Winans  v..  Denmead, 
16  How.  330  [6  Am.  &  Eng.  107.] 

On  the  whole  case,  it  is  clear  that  the  Circuit  Court  was 
entirely  right  when  it  decided  that  the  defendant's  machine 
infringed,  and  remarked  upon  tlie  similarity  of  the  de\'ices 
for  throwing  in  the  fullness  between  the  plain  portions  of 
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the  rollers,  as  follows :  ' '  The  mode  of  operation  is  the  same 
as  in  the  plaintLflTs  machine,  and  the  result  is  the  same. 
The  only  difference  is  that  in  the  one  the  center  of  the  extra 
width  moves  upward^  as  the  pull  is  made,  and  in  the  other 
it  does  not,  but  in  each  the  detent  instrument  diverts  the 
fabric  from  what  would  otherwise  be  its  course,  so  as 
thereby  to  pull  out  the  extra  width.  I  think  the  variation 
is  merely  mechanical  and  not  substantial,  and  that  the  de- 
fendant's machine  is  an  infringement. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court : 

There  was  issued  to  George  E.  King  on  the  26th  February, 
1867,  letters  patent  for  a  new  and  useful  improvement  in 
fluting  machines.  This  patent  he  surrendered,  and  on  the 
23d  June,  1868,  had  two  patents  granted  him  as  reissues  of 
the  original.  The  first  of  these,  No.  3, 000,  was  for  the  ma- 
chine by  which  the  article  of  fluting  and  pufling  described 
in  the  patent  was  made ;  and  the  other.  No.  3,001,  was  for 
the  article  made  as  described.  The  record  before  us  is  that 
of  a  suit  in  chancery  brought  by  King  against  Robert  Wer- 
ner for  an  infringement  of  both  these  patents.  Werner  de- 
fended on  the  ground  that  the  patents  were  void  for  want 
of  novelty,  and  also  by  denying  the  infringement.  The  Cir- 
cuit Court  held  that  the  defence  was  sustained  as  to  the 
patent  for  the  article  produced,  on  the  ground  that  it  was 
not  new,  but  rendered  a  decree  in  favor  of  plaintiff  as  to 
the  reissued  patent.  No.  3,0(X),  for  the  machine.  The  de- 
fendant Werner  alone  appeals,  and  seeks  a  reversal  of  the 
decree  on  both  the  grounds  urged  below. 

We  will  examine  the  question  of  infringement  ftrst ;  for, 
if  the  appellant  has  not  infringed  the  patent  of  the  appel- 
lee, he  can  very  well  leave  to  others  the  task  of  contesting 
its  validity. 

The  defendant  is  also  patentee  of  a  machine  for  crimping 
and  fluting,  which  produces  an  article  similar  to  that  of 
plaintiff,  and  parts  of  the  machine  by  which  the  purpose  is 
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effected  are  substantially  the  same  as  his.  If  on  looking  at 
the  machine  in  detail  there  is  such  substantial  identity  as  to 
all  its  parts,  the  appellant  must  be  held  to  be  an  infringer, 
for  his  patent  bears  a  date  more  than  four  years  subsequent 
to  that  of  plaintiff. 

Appellee^  s  schedule  declares  that  his  invention  is  de- 
signed for  making  puffing  applicable  to  shirt  bosoms,  trim- 
ming, or  other  purposes  of  dress,  in  which  the  article,  as  it 
issues  from  the  machine,  is  (without  having  recourse  to 
laundering)  delivered  in  a  complete  form,  either  singly,  or 
in  two  or  more  series  or  rows,  composed  of  flattened  borders 
with  flutes  running  along  their  inner  edges  and  puffed  or 
wrinkled  surfaces  between  the  flutes. 

The  fabric  to  be  fluted  and  puffed  is  drawn  between  a 
pair  of  rollers  moved  by  a  crank,  the  rollers,  where  they 
approach  each  other,  having  flutes  or  grooves  so  .arranged 
as  by  their  j^ressure  on  the  fabric  as  it  passes  between  them 
to  make  the  fluting  and  to  flatten  it.  These  grooves  on  the 
rollers,  while  they  are  continuous  in  the  annular  or  circum- 
ferential direction  of  the  rollers,  are  interrupted  in  their 
longitudinal  direction  by  smooth  spaces,  so  that  the  mate- 
rial passing  between  the  rollers  is  fluted  or  crimped  in  parts 
of  its  width,  and  left  plain  in  other  parts  which  do  not  pass 
over  the  grooves.  It  is  obvious,  if  this  plain  portion  of  the 
fabric,  as  it  j>asses  over  the  plain  surface  of  the  roller,  can 
be  so  i)i'esented  as  to  be  compressed  laterally,  or  in  any 
other  manner  to  have  more  of  the  material  thus  forced  into 
the  machine  than  is  necessary  to  cover  this  plain  surface, 
that  when  it  comes  out  of  the  machine,  while  the  fluted 
l>arts  are  fixed  and  flattened,  the  intermediate  portion  must 
present  a  i)uffed  and  irregular  surface.  It  is  this  effect 
which  is  desired,  and  which  King,  by  an  additional  con- 
trivance, produces ;  and  it  is  this  contrivance,  which,  in 
combination  \vith  the  fluting-rollers  already  described,  but 
which  are  not  new,  he  claims  as  his  invention. 

This  part  of  the  machine  consists  of  a  double-plated  seg- 
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ment  of  a  hollow  cylinder,  the  arch  of  which  is  upwards,  so 
arranged  with  regard  to  the  fluting-rollers  that  the  part  of 
the  material  which  is  intended  to  be  piiflfed  and  not  fluted, 
passing  first  between  the  plates  of  this  arched  guide,  is  pre- 
sented to  the  plain  surface  of  the  roller,  with  the  width  of 
the  strip  increased  by  the  difference  between  the  lines  of  the 
curved  or  arched  surface  of  the  cylinder  and  the  plain  or 
horizontal  surface  of  the  roller  which  receives  it.  The  re- 
sult is,  that  when  the  material  comes  out  of  the  machine 
this  redundancy  of  the  plain  jyart  of  it  assumes  the  form 
of  irregular  puffs,  which  is  the  end  to  be  attained.  All  this 
is  very  well  described,  and  specific  references  illustrated  by 
drawings  are  giyen  to  the  various  parts  of  the  machine. 

**  What  I  claim  as  new,"  he  says,  in  conclusion,  ''and  de- 
sire to  secure  by  letters  patent,  is :  the  guide  E,  constructed 
with  one  or  more  curved  or  arched  portions  a,  in  combina- 
tion with  suitable  fluting-roUers,  substantially  as  herein  set 
forth  for  the  purpose  si)ecified. 

The  schedule  of  Werner's  imtent,  which  is  numbered  134,  - 
621,  describes  the  same  kind  of  fluting-roUers,  and  is  de- 
signed to  produce,  while  passing  through  them,  what  he 
calls  a  crinkled  surface  in  that  part  of  the  fabric  not  fluted. 
But  in  his  machine  the  redundancy  of  material  is  produced 
by  passing  it  over  a  smooth,  flat  surface,  from  which  it  is 
presented  to  the  fluting-roUers ;  and  while  so  passing  over 
this  ilat  surface  a  detent,  or  finger  is  applied  to  that  part  of  it 
not  to  be  fluted,  which,  by  reason  of  the  pressure  of  a  spring, 
holds  back  this  part  of  the  material.  It  is  thus  formed  into 
V-shaped  waves  or  crinkles,  more  or  less  irregular,  whereby 
the  desired  effect  is  produced. 

It  will  be  observed  that  the  main  features  of  both  ma- 
chines are  the  same,  and  that  whatever  is  new  in  either  is 
ingrafted  upon  a  fluting  machine,  many  of  which  were 
patented  long  prior  to  both  of  them. 

The  question  we  are  now  to  consider  is,  whether  the  flat 
surface  and  flnger,  or  detent,  of  Werner  are  the  mechanical 
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equivalents  of  the  double-plated  sef^ent  of  a  cylinder  used 
by  King,  within  the  principles  of  the  patent  law  on  that 
subject. 

It  is  said  that  they  are  equivalents,  because  they  produce 
the  same  result.  Tlie  fact  stated  may  be  doubted ;  for  an 
examination  of  numerous  pieces  of  textile  fabrics,  passed 
through  both  machines,  shows  in  those  crimped  by  Werner's 
the  regular  V-shaped  crinkle,  with  the  acute  angle  pointing 
in  the  same  direction  with  great  uniformity  ;  while  in  those 
passed  through  King's  the  puffs  are  elevated,  wavy  and  ir- 
regular. But  since  the  patent  for  the  article  is  not  contested 
here,  this  difference  is  of  no  other  importance  than  as  it 
illustrates  the  difference  in  the  mode  of  operation  of  the  two 
machines. 

It  is  further  said,  that  the  difference  is  merely  one  of  form; 
and  cases  are  cited  in  which  this  court  has  held  that  a  mere 
variation  in  the  form  or  shai)e  of  the  instrument  cannot  be 
successfully  used  to  evade  the  monopoly.  But  where  form 
is  the  essence  of  the  invention,  it  is  necessarily  material ; 
and,  if  the  same  object  can  be  attained  by  a  machine  differ- 
ent in  form  where  that  form  is  inseparable  from  the  success- 
ful operation  of  the  instrument,  there  is  no  infringement. 
Winans  v.  Denmead,  15  How.,  330  [6  Am.  &  Eng.  107]. 
In  King's  patent,  the  result  sought  is  wholly  due  to  the 
guiding  arch,  through  which  the  fabric  is  carried.  It  is 
this  semicircular  form  which  gives  the  redundancy  of  ma- 
terial necessary  to  the  puff ;  and  no  guide  which  did  not 
in  some  manner  give  the  materials  an  arched  or  curved 
shape  as  it  passed  into  the  fluting-roUers  can  be  considered 
as  a  part  of  King's  patent.  It  is  not  only  necessary  to  an  in- 
fringement that  the  arrangement  which  infiinges  should 
perform  the  same  service,  or  produce  the  same  effect,  but, 
as  Mr.  Justice  Nelson  said  in  Sickles  v.  Borden,  3  Blatchf . 
635,  it  must  be  done  in  substantially  the  same  way.  Burr 
V.  Duryee,  1  Wall.  531  [7  Am.  &  Eng.  224]. 

The  difference  in  the  shape  or  form  of  the  guide  in  these 
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machines  is  not  the  only  one.  They  operate  on  entirely  dif- 
ferent principles.  King' s  instrument  is,  to  some  extent,  au- 
tomatic. 

The  strip  of  the  fabric  to  be  used,  being  once  between  the 
upper  and  under  plates  of  this  arched  guide,  cannot  escape, 
and  it  must,  in  passing  into  the  iiuting-roUers,  present  the 
same  amount  of  redundant  material,  whatever  may  be  the 
elasticity  or  rigidity  of  the  fabric.  A  piece  of  leather,  would, 
if  it  passed  through,  present  precisely  the  same  elevation  of 
the  arch,  and  length  of  line  of  the  semicircles,  as  a  piece  of 
gauze.  Whereas,  under  the  operation  of  the  detent  of 
Werner,  the  length  of  the  lines  and  the  acuteness  of  the 
angle  of  the  V  would  vary  with  the  resisting  strength  of  the 
fabric  and  the  power  of  the  spring  which  pressed  the  detain- 
ing finger. 

Another  marked  diflference  is,  that  in  King's  machine  the 
redundant  fullness  which  makes  the  puflf  is  produced  by  a 
pressure  which  is  uniform  over  the  surface  of  the  fabric,  the 
two  plates  giving  it  the  exact  form  required,  and  no  other ; 
while  Werner's  finger  seizes  the  fabric  in  the  center  of  the 
part  to  be  crinkled,  and  by  pulling  on  it  at  this  central  point, 
as  it  is  dragged  in  between  the  rollers,  enough  of  the  mate- 
rial is  drawn  in  from  the  edges  towards  the  center  to  create 
the  redundancy  necessary  to  the  puflf  or  crinkle.  This  is 
done  by  the  material  passing  over  a  flat,  smooth  surface ; 
and  while  on  this  flat  plate  the  finger  is  applied  to  it,  and 
detains  or  draws  to  this  central  i)oint  a  i)ortion  of  the  fabric. 
There  exists  no  such  plate  or  flat  surface  or  finger  in  King's 
machine.  It  seems  imi)ossible  to  hold  that  this  flat  surface, 
this  pointed  finger  whose  force  is  dependent  on  a  spring,  are 
the  mechanical  equivalents  of  the  double-plated  semi-cylin- 
der of  King's  guide.  If  this  be  so,  it  is  because  King's  pat- 
ent covers  every  method  which  can  be  invented  for  present- 
ing the  material  to  the  fluting-roUers  in  such  a  manner  as  to 
create  a  redundancy  to  be  made  into  puflfs.    This  is  not 

96  U.  8.  SSO-281. 


440  WERNER  v.  KING.  [Sap.  Ct. 

Notes  and  Citations. 

claimed ;  and,  if  claimed,  the  claim  would  be  &tal  to  the 
patent. 

We  are  of  opinion  that  the  machine  of  Werner^  and  its 
use  by  hiTTij  is  no  infringement  of  King's^  and  the  decision 
of  the  Circuit  Court  is,  therefore,  reversed  and  the  case  re- 
manded, with  directions  to  dismiss  the  bill, 

M  U.  8.  S31. 
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2.  Form  the  essence  of  the  particalar  invention  : 

Carver  v.  Hyde,  16  Pet.  513  [4  Am.  A  Eng.  367]. 
Winans  v.  Denmead,  15  How.  330  [6  Adl  &  Eng.  107]. 
Washing  Machine  Co.  v.  Tool  Co.,  20  Wall.  342   [9  Am. 

A  Eng.  305.] 
Bridge  Co.  v.  Phcenix  Iron  Co.,  95  U.  S.  274.  [p.  364  ant^.] 
Clark  V.  Beecher  Mfg.  Co.,  116  U.  S.  79. 
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EILERT  SCHUMACHER  AND  WILLIAM  JOHNSON, 
APPELLANTS  v.  GEORGE  B.  CORNELL.* 

06  (0  Otto)  U.  S.  64fMS56.    Oct.  Term,  1877. 

[Bk.  24,  L.  ed.  676.] 
Argued  January  30,  1878.     Decided  February  11,  1878. 

Particular  patent  construed.     Infringement.     Combination  is  an 

entirety.     Patentee  bound  by  his  claim. 

1.  Reissued  letters  patent  No.  5,026,  G.  B.  Cornell,  August  6, 1872 

(original  No.  118,617,  August  29,  1871).  Bung  Bush  and 
Wrench,  hdd  not  infringed  by  the  device  made  under  letters 
patent  No.  133,536,  W.  Johnson,  December  3,  1872,  Wrench, 
which  is  for  a  radically  different  invention,     (p.  460.) 

2.  A  combination  is  always  an  entirety.     In  such  cases  patentee 

cannot  abandon  a  part  and  claim  the  rest,  nor  can  he  be  per- 
mitted  to  prove  that  a  part  is  useless  and  therefore  immaterial. 
He  must  stand  by  his  claim  as  he  has  made  it.  If  more  or 
less  than  the  whole  of  his  ingredients  are  used  by  another, 
such  party  is  not  liable  as  an  infringer,  because  he  has  not 
used  the  invention  or  discovery  patented.  With  the  change 
of  elements,  the  identity  of  the  product  disappears,     (p.  453.) 

[Citations  in  the  opinion  of  the  oonrt:] 

Vance  v.  Campbell,  1  Black,  427  [7  Am.  &  Eng.  117].    p.  453. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Wisconsin. 

The  case  is  stated  by  the  court. 

The  following  are  copies  of  the  drawings  and  of  the  speci- 
fications of  the  patents  of  the  parties : 

*See  Explanation  of  Notes,  page  III. 
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WILLIAM  JOHNSON,   OP  MILWAUKEE,    WISCON- 
SIN. 

Improvement  in  Wrenches. 

Specification  forming  part  of  Letters  Patent  No.  ISS^SSG^  dated 

December  3,  1872. 

To  aU  whom  U  may  concern : 

Be  it  known  that  I,  William  Johnson,  of  Milwaukee,  in 
the  county  of  Milwaukee,  and  in  the  State  of  Wisconsin, 
have  invented  certain  Improvements  in  Wrench,  of  which 
the  following  is  a  specification : 

Nature  and  Object  of  the  Invention, 

My  invention  is  a  wrench  to  screw  bung-bushings  into 
beer  barrels,  and  fits  into  the  opening  and  strikes  against  a 
projection  on  the  bushing  at  the  inner  end  of  the  bush,  thus 
preserving  the  whole  strength  of  the  bushing.  The  notch 
on  the  outer  side  of  the  bushing,  which  weakens  it,  is 
avoided. 

Description  of  the  Drawing  forming  part  of  this  Specift- 

(Siiion, 

Fig.  1  is  a  sectional  view  of  the  wrench ;  Fig.  2,  a  i)er- 
spective  view  of  the  wrench  and  bushing. 

Oeneral  Description. 

A  is  the  handle  of  the  wrench  ;  B,  the  projection  which 
fits  into  the  inside  of  the  bushing ;  C,  a  itxi  which  runs  down 
through  the  projection  B  in  a  hole  nearer  one  side  than  the 
other ;  D,  a  piece  on  the  end  of  the  rod  C  which  fits  into  a 
i-ecess  in  the  bottom  of  B ;  E,  a  knob  on  the  top  of  rod  C ; 
F,  spring  on  rod  C,  under  knob  E,  which  holds  the  rod  C 
up  in  place ;  G,  a  screw  in  the  top  of  rod  C  which  holds 
knob  E  on  securely  in  place ;  H,  the  bush ;  I,  the  projection 
on  the  bottom  of  the  bushing  which  the  part  of  the  wrench 
D  strikes  against  to  screw  the  bushing  into  place. 


J.  LACEY  k  6.  B.  CORNELL. 


Improvemeiit  in  Wrenches  for  Extracting  Bung-Bushes. 


No.  5,026. 


RalttuedAttg.  6,  1672. 


W.  JOHNSON. 
Wrencli. 

No.  133,536.  Fitmtil  Die.  3,  l«72. 
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Argument  of  counsel. 

The  operation  of  tliis  wrench  is  as  follows :  The  part  B 
is  placed  in  the  bush,  and  the  operator  then  takes  hold  of 
the  knob  E  and  tnms  it,  and  as  it  turns  the  part  D  at  the 
bottom  is  turned  out  and  catches  against  the  projection  I, 
in  the  bushing,  and  then  the  handle  A  and  the  bush  will 
turn  with  it  and  be  screwed  home. 

Claim, 

The  combination  and  arrangement  of  projection  B,  rod  C, 
piece  D,  and  knob  E,  substantially  as  and  for  the  purpose 
set  forth. 

WILLIAM  JOHNSON. 
Witnesses : 

J.  B.  Smith, 
E.  J.  Smith. 

Messrs.  William  P.  LyndeandA.  Finch^  forappellard  : 

There  was  no  infringement. 

Curtis  Pats. ,  sec.  249  ;  Prouty  v.  Ruggles,  1  Story,  668 ; 
8.  C.  16  Pet.  336  [4  Am.  &  Eng.  351] ;  Winans  v.  Schenec- 
tady and  Troy  Railroad  Co.,  2  Blatch.  279 ;  Bell  v,  Daniels, 
1  Pish.  Pat.  Cases,  372 ;  Puller  ^).  Yentzer,  94  U.  S.  288  [  p. 
138  ante] ;  Gill  v.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471] ; 
Gould  T.  Rees,  15  Wall,  187  [9  Am.  &  Eng.  39] ;  Vance  t. 
Campbell,  1  Black,  427  [7  Am.  &  Eng.  117]. 

There  is  no  room  in  this  case  to  invoke  the  doctrine  of 
mechanical  equivalents. 

Seymour  tj.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290] ; 
Gould  V.  Rees.  supra;  Gill  v.  Wells,  supra. 

Mr.  L.  L.  Bond^  for  appellee  : 

Appellant's  wrench  is  nearly  a  perfect  copy  of  the  pat- 
ented one. 

In  Sewell  v.  Jones,  91  U.  S.  183  [10  Am.  &  Eng.  336],  this 
court  held  as  follows :  "To  infringe  a  patent,  it  is  not  nec- 
essary that  the  thing  patented  should  be  adopted  in  every 


460  SCHUMACHER  v.  CORNELL  [Sup.  Ct 

Opinion  of  the  court 

I)articular.     If  the  patent  is  adopted  substantially  by  the 
defendants,  they  are  guilty  of  infringement" 

Root  V.  Ball,  4  McLean,  177 ;  Alden  v,  Dewey,  1  Story, 
336 ;  Haworth  t.  Hardcastle,  Web.  Pat.  Cas.  484  [2  Am.  & 
Eng.  19] ;  Ransom  v.  Mayor  of  N.  Y.,  1  Pish.  252 ;  ^Vhip- 
pie  V.  Middlesex  Co.,  4  Pish.  41 ;  Winans  v.  Denmead,  15 
How.  330  [6  Am.  &  Eng.  107]. 

Mr.  Justice  Swayne  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  equity  founded  upon  reissued  patent  No. 
6,026.  The  reissue  is  for  ''an  improved  wrench  for  securing 
metallic  bushing  in  casks  and  barrels,"  and  bears  date  on 
the  6th  of  August,  1872.    The  appellee  is  the  complainant. 

The  bill  alleges  infringement,  and  prays  for  an  injunction 
and  damages. 

Tlie  answer  denies  the  infringement,  and  sets  up  several 
other  defences. 

This  opinion  will  be  confined  to  the  question  of  infringe- 
ment. 

The  description  of  the  appellee' s  wrench  and  his  claim 
are  thus  set  forth  in  the  reissue. 

"The  present  invention  relates  to  a  wrench  employed  in 
securing  a  metallic  bung-bushing  within  the  aperture  of 
casks,  barrels,  etc.  ;  and  the  improvemejit  consists  in  pro- 
viding the  shank  of  the  wrench  with  a  cylindrical  core  so 
arranged  as  to  closely  fit  the  aperture  in  the  bushing,  and 
a  V-shaped  projection  adapted  to  fit  a  corresx)onding  notch 
formed  in  the  bushing  whereby  the  same  may  be  turned 
into  place  without  assuming  oblique  position  within  the 
bung-opening,  and  also  preventing  the  wrench  from  slipping 
from  its  seat ;  aU  of  which  will  be  more  fully  understood 
by  the  following  description : 

In  the  drawing  A  represents  the  shank  of  the  wrench, 
which  consists  of  a  plain  metal  bar  of  the  requisite  length. 
Attached  to  one  end  of  this  bar  is  a  fiat  metal  plate  B,  which 
is  provided  at  its  center  with  an  elongated  mortise  C,  as 
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shown  in  Fig.  1 .  This  shank  is  so  formed  at  its  junction 
with  the  plate  as  to  provide  a  V-shaped  projection,  D,  the 
point  of  which  extends  forward  toward  the  center  of  the 
plate.  E  represents  a  cylindrical  cast  metal  core,  which  is 
made  tapering,  and  so  arranged  as  to  fit  the  aperture  in  the 
bushing.  This  core  is  made  separate  from  the  plate,  and  is 
attached  thereto  by  means  of  a  bolt,  F,  which  passes  through 
the  mortise  formed  in  the  plate  as  shown  in  Fig.  2.  The 
arrangement  of  this  core  is  such  as  to  admit  of  being  re- 
moved from  the  bolt  by  removing  the  nut  e,  the  object  of 
which  is  to  allow  a  core  of  greater  diameter  to  be  substi- 
tuted when  used  in  bushings  of  large  size,  provision  being 
made  for  the  elongation  of  the  mortise  in  the  plate  for  the 
moving  of  the  bolt  toward  or  from  the  projection  D,  which 
becomes  necessary  when  cores  of  different  sizes  are  used. 

*'In  using  the  said  invention,  the  core  is  inserted  into 
the  opening  through  the  bushing,  and  turned  until  projec- 
tion D  falls  into  a  notch  formed  in  the  bushing,  which  is 
adapted  to  fit  the  same ;  and  by  means  of  the  core  the  bush- 
ing is  kept  steady,  arid  prevented  from  assuming  an  oblique 
position  in  the  bung-opening  while  being  turned  into  place, 
and  by  the  contact  of  the  projection  within  the  notch  the 
wrench  is  prevented  from  slipping  from  its  seat,  thereby 
enabling  the  bushing  to  be  readily  turned  into  place. 

' '  We  do  not  wish  to  confine  ourselves  exclusively  to  the 
V-shaped  projection,  as  any  form  that  will  prevent  the  core 
from  turning  independent  of  the  bushing  will  produce  the 
same  result. 

''Having  thus  described  the  said  invention,  we  claim : — 

' '  The  wrench  herein  described,  consisting  of  a  shank  A, 
plate  B,  projection  D,  and  core  E,  the  said  core  adapted  to 
fit  the  opening  through  the  bushing,  whereby  the  same  is 
prevented  from  assuming  an  oblique  position  when  being 
turned  into  place,  substantially  as  described." 

Tlie  wrench  of  the  appellants,  out  of  which  this  contro- 
versy has  grown,  is  also  covered  by  a  patent,  but  of  later 
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date  than  the  appellee's.    The  specifications  and  claim  of 
this  patent  are  brief  and  clear.    They  are  sus  follows : 

*' Description  of  the  Drawing  forming  part  of  tue 

Specification. 

"  Fig.  1  is  a  sectional  view  of  the  wrench ;  Fig.  2,  a  per- 
si^ective  view  of  the  wrench  and  bushing. 

"General  Description. 

"A  is  the  handle  of  the  wrench  ;  B  the  projection  which 
fits  into  the  inside  of  the  bushing ;  C,  a  rod  which  runs 
downs  through  the  projection  B  in  a  hole  nearer  one  side 
than  the  other ;  D,  a  piece  on  the  end  of  the  rod  C  which 
fits  into  a  recess  in  the  bottom  of  B ;  E,  a  knob  on  the  top 
of  the  rod  C ;  F,  spring  on  rod  C,  under  knob  E,  which 
holds  the  rod  C  up  in  place ;  G,  a  screw  in  the  top  of  rod  C, 
which  holds  knob  E  on  securely  in  place ;  H,  the  bush ;  I, 
the  projection  on  the  bottom  of  the  bushing  which  the  part 
of  the  wrenchD  strikes  against  to  screw  the  bushing  into  place. 

"The  operation  of  this  wrench  is  as  follows :  The  part  B 
is  placed  in  the  bush,  and  the  operator  then  takes  hold  of 
the  knob  E  and  turns  it,  and  as  it  turns,  the  part  D  at  the 
bottom  is  turned  out  and  catches  against  the  projection  I  in 
the  bushing,  and  then  the  handle  A  and  the  bush  will  turn 
with  it  and  be  screwed  home. 

"  Nature  and  Object  of  the  Invention. 

' '  My  invention  is  a  wrench  to  screw  bung-bushings  into 
beer  barrels,  and  fits  into  the  opening  and  strikes  against  a 
projection  on  the  bushing  at  the  inner  end  of  the  bush,  thus 
preserving  the  whole  strength  of  the  bushing.  The  notch 
on  the  outer  side  of  the  bushing,  which  weakens  it,  is 
avoided. 

"Claim. 

''The  combination  and  arrangement  of  projection  B,  rod 
€,  piece  D,  and  knob  E,  substantially  as  and  for  the  pur- 
pose set  forth." 
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Models  of  both  instraments  have  come  up  with  the  re- 
cord, and  are  in  evidence.  They  are  made  in  conformity  to 
the  resi)ective  specifications  of  the  parties.  The  mind  is 
much  more  effectually  assisted  in  these  cases  by  such  aids 
than  is  possible  by  any  drawings  and  description,  however 
full,  without  them.  We  are  thus  enabled  in  this  case 
readily  to  come  to  satisfactory  conclusions. 

Wrenches  are  very  old.  They  have  long  been  used  for 
various  purposes  in  the  mechanic  arts.  Numerous  cuts  rep- 
resenting them  in  different  forms  are  found  in  Knight's 
Mechanical  Dictionary,  pp.  1473,  1711,  2821. 

The  patent  is  well  entitled /or  an  improvemeTd.  It  could 
be  for  nothing  more. 

Nothing  is  claimed  separately.  Everything  is  claimed 
together  and  in  the  aggregate.  If  anything  was  withdrawn, 
and  no  equivalent  supplied  in  its  place,  the  instrument  would 
be  a  failure.  Each  element  is  a  part  of  a  compound  unit,  and 
is  necessary  to  the  completeness  and  efficacy  of  the  result. 

A  combination  is  always  an  entirety.  In  such  cases,  the 
patentee  cannot  abandon  a  part  and  claim  the  rest,  nor  can 
he  be  j)erniitted  to  prove  that  a  part  is  useless,  and  therefore 
immaterial.  He  must  stand  by  his  claim  as  he  has  made  it. 
If  more  or  less  than  the  whole  of  his  ingredients  are  used  by 
another,  such  party  is  not  liable  as  an  infringer,  because  he 
has  not  used  the  invention  or  discovery  patented.  With 
the  change  of  the  elements  the  identity  of  the  product  dis- 
appears. Vance  v.  Campbell,  1  Black,  427  [7  Am.  &  Eng. 
117.] 

But  whether  the  patent  here  is  for  a  combination  or  not 
is,  in  our  view,  not  material.  If  the  negative  be  couched, 
we  think  the  differences  in  the  two  instruments  are  so  radi- 
cal that  the  end  of  this  litigation  must  be  the  same. 

Upon  examining  the  models  and  specification  of  the 
parties,  it  is  found  that  the  appellants  have  nothing  in  com- 
mon with  the  appellees  in  several  important  particulars. 
They  have  not  the  flat  plate  B,  nor  the  mortise  C,  nor  the  V- 
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shax)ed  projection  D,  nor  the  bolt  F,  as  shown  in  Figure  2, 
nor  any  arrangement  touching  the  core  whereby  it  can  be 
removed,  and  one  of  larger  diameter  be  substituted,  when 
the  size  of  the  cavity  of  the  bush  requires  such  a  change ; 
and  there  is  no  notch  in  the  flange  of  the  bush  such  as  that 
to  which  the  appellee's  wrench  is  applied,  and  henc«  no  pro- 
jection to  fit  into  such  an  indentation.  Without  both  these 
things  the  appellee's  wrench  would  be  entirely  useless. 
They  are,  therefore,  vital  in  the  invention  covered  by  his 
patent.  The  notch  is  the  point  of  engagement  between  the 
bushing  and  the  wrench  when  the  latter,  operating  as  a  lever, 
gives  the  former  its  circular  motion,  and  thus  forces  it  home. 
Without  this  arrangement  such  motion  could  not  be  com- 
municated and  the  desired  result  produced.  Hence  its  im- 
portance in  the  scheme  of  the  invention.  Without  it  the 
rest  would  be  as  worthless  for  the  end  in  view  as  one  blade 
of  a  pair  of  scissors  disjoined  from  the  other. 

The  appellants  thought  this  notch  arrangement  seriously 
objectionable.  They  claimed  that  it  weakened  the  flange  of 
the  bush,  and  that  the  application  of  the  leverage  necessary 
to  give  the  bush  the  requisite  circular  motion  until  the  work 
is  done  not  unfrequently  involved  its  destruction.  They 
sought  to  obviate  the  difficulty  by  an  invention  of  their  own. 

The  first  thing  to  be  done  was  to  change  the  bush  so  as  to 
give  it  the  desired  strength.  This  could  be  effected  only 
by  dispensing  with  the  notch.     That  was  done. 

Then  it  was  indispensable  that  something  should  be  sub- 
stituted whereby  the  necessary  turning  motion  coidd  be 
given  by  the  wrench  to  the  bushing  without  injuring  or  de- 
stroying the  latter.  For  this  purpose  a  projection  was  put 
on  the  inside  of  the  bush,  low  down.  This  strengthened 
rather  than  weakened  it. 

Bushes,  like  wrenches,  are  very  old.  They  are  not  here 
in  question.  If  they  were,  certainly  the  appellants  had  the 
same  right  to  make  them  with  the  inner  projection  that  the 
appellee  had  to  make  them  with  the  outer  notch. 
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But,  although  the  appellants'  bush  was  unexceptionable, 
there  was  no  wrench  known  in  mechanics  whereby  it  could 
be  made  to  operate.  The  appellee's  wrench  was  inapplica- 
ble. Projection  D  in  his  wrench,  as  regards  such  purpose, 
might  as  well  have  been  anywhere  else.  It  could  have  no 
I)ossible  relation  of  cause  and  effect  to  the  thing  to  be  done. 
The  appellants  entered  the  new  and  unoccupied  field  before 
them  and  succeeded.  Their  wrench  has  a  projection  or  core 
attachment,  which  is  inserted  into  the  bush.  Through  this 
core  runs  a  rod  with  a  latch  at  the  lower  end,  which  fits  into 
a  recess  at  the  bottom  of  the  core.  The  core  is  introduced 
into  the  bush ;  the  latch  is  turned  by  means  of  a  knob  at 
its  top,  so  as  to  catch  against  the  projection  in  the  bush. 
The  force  of  the  wrench  then  being  applied,  the  .bush  is 
readily  screwed  to  its  place.  This  was  the  last  stage  in  the 
process  of  the  invention. 

The  doctrine  of  mechanical  equivalents  has  no  applica- 
tion here,  and  need  not  be  considered.  The  two  instruments 
are  separated  by  a  broad  line  of  demarcation.  There  is 
nothing  in  the  appellee's  which  is  suggestive  of  anything 
in  the  appellants' .  No  one  from  studying  the  former  would 
have  been  thereby  led  to  the  results  embodied  in  the  latter. 
They  are  at  opi)osite  poles.  Unless  the  appellee  is  entitled 
to  claim  every  fonn  of  wrench  applicable  to  bushes,  in- 
vented after  his  own,  his  bill  cannot  be  maintained. 

The  appellants  seem  to  have  considered  his  machine  as  a 
thing  to  be  shunned,  rather  than  to  be  followed.  There  is, 
certainly,  not  less  of  novelty,  utility,  and  invention  in  their 
wrench,  than  in  his.  Whether  his  patent  is  or  is  not  for  a 
combination,  the  facts  are  alike  fatal  to  this  suit.  There 
has  been  no  infringement  by  the  appellants. 

The  decree  of  the  Circuit  Court  is  reversed  and  the  case 
will  be  remanded^  with  directions  to  dismiss  the  bill. 
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THE  MELLIGAN  AND  HIGOINS  GLUE  COMPANY, 
APPELLLANT,  v.  GEORGE  UPTON.* 

9T  (7  Otto)  U.  &  8-7.  Oct.  Term,  1877. 

[Bk  24,  L.  ed.  965.] 

Affirming  Ibid^  1  Ban.  A  Ard.  497. 
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Particular  patent  constrtied.     Article  of  fnoixufacture.     Invention. 
Reduction  in  size.     Commercial  af  id  patentable  novelty, 

1.  The  claim  of  reissued  letters  patent  No.  4,072,  E.  Goddard,  July 

12,  1870  (original  No.  44,528,  October  4,  1864),  Glue,  for  "the 
comminuted  glue  hereinbefore  described,  as  a  new  article  of 
manufacture,"  construed  to  be  an  old  article  of  commerce  in  a 
state  of  mechanical  division  greater  than  previously  used,  but 
unchanged  in  comi)osition  and  properties  ;  held^  not  to  involve 
invention  and  wanting  in  novelty,     (p.  473.) 

2.  Commercial  and  patentable  novelty  distinguished,     (p.  476.) 

3.  Where  certain   properties  are   known   to  belong  generally  to 

classes  of  articles,  there  can  be  no  invention  in  putting  a  new 
species  of  the  class  in  a  condition  for  the  development  of  its 
properties  similar  to  that  in  which  other  species  of  the  same 
class  have  been  placed  for  similar  development;  nor  can  the 
changed  form  of  the  article  from  its  condition  in  bulk  to  small 
particles  by  breaking  or  other  similar  mechanical  means  make 
it  a  new  article  in  the  sense  of  the  patent  law.     (p.  476.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  case  is  stated  by  the  court. 

The  specifications  and  drawings  of  Gk)ddard's  reissued 
letters  patent  are  as  follows : 

*See  Explanation  of  Notes,  page  IIL 


Oct.,  1877.]  GLUE  00.  v.  UPTON.  459 

statement  of  the  case. 

THOMAS  P.  MILMGAN  AND  THOMAS  HIGGINS,  OF 
BROOKLYN,  NEW  YORK,  ASSIGNEES  OP  EMER- 
SON GODDARD. 

Letters  Patent  No.  44,628,  dated  October  4,  1864;  Reissue  No. 

4,072,  dated  July  12,  1870. 

Improvement  in  the  Manufacture  op  Glue. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

7h  aU  whom  it  may  concern : 

Be  it  known  that  I,  Emerson  Goddard,  of  the  city,  county, 
and  State  of  New  York,  have  invented  a  new  and  useful  ar- 
ticle of  manufacture,  which  I  denominate  Instantaneous  or 
Comminuted  Glue ;  and  that  the  following  is  a  clear,  full, 
and  exact  description  of  the  same,  and  of  the  method  of 
producing  it  which  I  prefer,  reference  being  had  to  the  ac- 
companying drawing,  in  which — 

Fig.  1  represents  a  perspective  section  of  a  breaking-mill, 
employed  by  me  in  the  production  of  my  new  manufacture, 
and 

Fig.  2  represents  a  plan  of  portions  of  the  breaking-rolls 
thereof. 

Fig.  3  represents  a  perspective  section  of  the  finishing- 
mill  employed  by  me,  and 

Fig.  4,  a  plan  of  i)ortions  of  the  finishing-rolls  thereof. 

Previous  to  my  invention  the  glue  of  commerce  has  been 
found  in  the  market  in  the  form  of  hard,  angular  flakes,  and 
a  considerable  time  was  consumed  by  artisans  in  the  prepara- 
tion of  this  glue  of  commerce  for  use  in  their  various  manu- 
factures, first  in  soaking  it  in  cold  water,  and  afterwards  in 
heating  the  glue  in  a  hot- water  bath  until  the  flakes  were 
dissolved.  I  have,  by  my  invention,  endeavored  to  save  to 
the  artisan  the  time  heretofore  required  in  such  preparation 
by  reducing  the  time  required  for  the  proi)er  dissolving  of  glue 
to  less  than  five  minutes,  which  process  has  formerly  required 
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some  hours  to  do  it  properly,  and  also  to  greatly  diminish 
the  chance  of  bad  glue- joints  from  the  use  of  imx)erfectly- 
dissolved  glue,  so  likely  to  occur  with  hasty  and  impatient 
mechanics.  Moreover,  all  the  various  articles  of  dry  glue 
and  gelatine  heretofore  in  use  are,  in  a  great  measure,  un- 
fitted for  domestic  use  by  reason  of  the  long  period  of  time  con- 
sumed in  their  proper  preparation  for  adhesive  and  for  die- 
tetic purposes.  A  great  inconvenience  has  also  been  hereto- 
fore experienced  by  the  merchant  in  the  retailing  of  the  ordi- 
nary glue  of  commerce  from  the  great  difficulty  with  which 
smaU  packages  can  be  made  up,  (and  by  hand  only),  by  rea- 
son of  the  cutting  of  the  wrapping  by  the  sharp  an^gular 
comers  and  edges  of  the  broken  flakes  of  glue,  causing  much 
waste  of  time  and  stock. 

My  invention  or  new  manufacture  consists  of  glue,  com- 
minuted to  small  particles  of  practically  uniform  size,  as 
distinguished  from  the  glue  in  angular  flakes  hitherto  known. 
This  new  manufacture  is  free  from  all  the  above  objections 
to  common  glue,  as  it  does  not  require  to  be  prepared  for 
solution  by  soaking,  is  quickly  permeated  by  water,  so  that 
it  can  be  dissolved  in  laige  quantities,  ready  for  mechanical 
use,  in  less  than  five  minutes,  and  in  small  quanties,  for 
domestic  use,  in  less  than  one  minute,  and  can  be  put  up 
by  machinery  or  by  hand  into  packages  of  uniform  size, 
and  of  regular  form  and  weight,  similar  to  those  in  which 
ground  spices  and  other  like  articles  are  put  up  (or  papered 
and  boxed)  for  domestic  use,  and  to  be  sold  by  retail  mer- 
chants. 

My  invention  is,  moreover,  superior  to  the  glue  of  com- 
merce, heretofore  in  use,  in  that  it  has  an  appearance  more 
pleasing  to  the  eye,  and  a  comminuted  glue  of  the  same 
grade  as  a  common  glue  has  a  whiter  apparent  color,  and  is 
therefore  more  merchantable,  and  will  bring  a  higher  price 
than  the  latter. 

The  best  process  which  I  have  devised  for  making  such 
instantaneous  glue  and  the  apparatus  or  machinery  I  use  in 
the  said  manufacture,  is  as  follows : 


^^"^^ 
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Pig.  1  is  a  vertical  perspective  section,  showing  one-half 
of  what  I  call  a  breaking-machine.  It  consists  of  a  hopper, 
a  a,  into  which  is  mounted  two  saw-toothed  rolls,  running 
in  the  direction  indicated  by  the  arrows  cc,  and  being 
mounted  in  the  frame  of  said  hopper  a  a,  in  suitable  bear- 
ings,  and  driven  by  power-pulleys,  gears,  or  other  suitable 
mechanism. 

Pig.  2  is  a  plan  of  a  section  of  these  saw-toothed  rolls,  b 
b  being  rings  of  saw-teeth,  d  the  axis  on  which  they  are 
mounted,  e  e  blank  rings  between  the  saws,  and  about  twice 
as  thick  as  the  rings  of  teeth,  the  saw  of  one  roll  running 
opposite  the  blank  of  the  other  roll  alternately  throughout. 

ff  are  rows  of  pins  on  either  side  of  the  hopper  a  a,  mesh- 
ing in  between  the  saws  to  prevent  the  contents  of  the  hop- 
per from  falling  out  of  the  openings  that  would  otherwise 
be  formed  by  the  space  between  the  saws,  and  also  to  pre- 
vent the  saws  from  fouling  with  any  matter  that  might 
otherwise  be  retained  between  the  saws  during  their  revolu- 
tion. Into  the  hopper  of  this  machine  I  put  the  ordinary 
glue  of  commerce,  and,  by  the  rotation  of  the  toothed-saw 
rolls,  comminute  the  glue  into  small,  quite  uniform  grains 
about  half  the  size  of  barleycorns. 

The  coarse  stock  thus  prepared  I  then  subject  to  the  action 
of  a  rasping  or  grating-machine,  shown  in  the  vertical  per- 
spective section  at  Pig.  3.  This  machine  consists  of  a  hop- 
per, g  g^  in  the  lower  part  of  which  run  the  two  rasping- 
rolls  A  A,  in  the  direction  indicated  by  the  arrows  /  /,  being 
impelled  by  appropriate  mechanism.  Above  the  rolls,  and 
a  little  distance  therefrom,  is  a  stationary  guide-bar,  j\  and 
the  previously  broken  glue-stock  being  placed  in  the  hop- 
per, is,  by  rotation  of  the  rasping-rolls,  brought  under  the 
said  guide-bar,  to  be  acted  upon  by  the  teeth  of  the  rasp- 
ing-rolls. To  retain  this  glue-stock  under  the  guide-bar 
until  it  is  fully  worked,  another  bar,  A-,  which  I  call  a  stop- 
bar,  is  placed  beneath  the  rolls  and  between  the  same.  The 
glue-stock  is  retained  between  the  two  bars  until  it  is  com- 
minuted to  the  proper  degree,  when  it  passes  off  between 
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the  stop-bar  k  and  the  rolls  to  a  receptacle  placed  beneath 
the  machine. 

Fig.  4  shows  a  plan  of  a  section  of  the  rasping-rolls  h  A, 
with  the  position  and  form  of  the  teeth  or  rasp  surfaces,  by 
which  the  comminuting  is  done.  Each  roll  is  divided  into 
sections  of  about  an  inch  in  length.  On  the  periphery  in 
each  section  are  rows  of  teeth,  I  ?,  about  six  or  eight  to  the 
inch  of  length,  and  the  rows  about  four  to  the  inch  of  cir- 
cumference. The  rows  run  at  an  angle  of  about  45®  with 
the  axis  of  the  rolls,  and  the  teeth  are  cut  at  right  angles 
with  their  rolls,  or  45°  with  the  axis  of  the  rolls,  in  the 
opposite  direction  to  the  rows.  Every  other  section  of  these 
rolls  has  its  teeth  cut  to  right  or  left,  contrary  to  the  ad- 
joining sections,  so  as  to  give  the  full  row  of  the  teeth  a  zig- 
zag position  on  the  surface  of  the  complete  roll,  said  zigzag 
position  being  shown  in  Fig.  4. 

The  object  sought  to  be  attained  in  placing  the  rows  of 
teeth  at  opposite  angles  is  to  mass  the  glue-stock  in  sections 
or  small  bodies,  so  as  that  it  can  be  wholly  comminuted 
without  long-continued  contact  with  the  teeth  at  any  given 
point,  and  to  thereby  avoid  heating  the  glue,  and  also  to 
keep  all  parts  in  a  constant  equalizing  motion  to  supply  the 
discharge,  and  to  further  prevent  heating. 

The  object  attained  by  placing  the  teeth  2  2  at  so  great  an 
angle  is  to  cause  the  glue,  as  reduced,  to  slide  oflf  the  teeth 
without  adhering  thereto,  and  consequently  gumming  up 
the  machine,  and  also  to  enable  the  teeth  to  more  thoroughly 
fracture  all  the  particles  of  glue  while  in  the  act  of  taking 
them  from  the  mass  of  glue-stock  in  the  hopper. 

When  it  is  required  to  run  the  machines  at  a  high  rate  of 
speed,  the  stock  may  be  intermixed  with  a  portion  of  rje- 
flour,  starch,  or  any  other  substance  which  will,  in  a  meas- 
ure, prevent  heat,  and  also  serve  to  adulterate  and  cheapen 
the  product  without  materially  destroying  the  good  quali- 
ties of  the  glue  for  the  purpose  of  its  intended  use. 

Having  thus  described  my  invention,  and  the  mode  of 
producing  it  which  I  have  employed  with  success,  I  declare 
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that  I  am  aware  that  gelatine  has  been  reduced  to  long, 
thin  shreds,  and  therefore  do  not  intend  to  include  such 
shred-like  material  in  my  invention,  which  differs  from  it 
in  being  in  the  condition  of  loose  particles  or  grains  in  place 
of  long  shreds.  I  do  not  also  claim  the  mechanical  means 
or  process  by  which  my  new  article  of  manufacture  is  pro- 
duced, as  it  is  obvious  that  other  means  and  process  of 
crushing  or  reduction  may  be  used  to  manufacture  my  new 
articles  out  of  common  dry-flake  glue  or  gelatine  by  a  crush- 
ing or  breaking  operation ;  but 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent,  is — 

The  comminuted  glue  hereinbefore  described,  as  a  new 
article  of  manufacture. 

Witness  my  hand  this  21st  day  of  June,  A.  D.  1870. 

E.  GODDARD. 

Witnesses : 

J.  S.  Grant, 
John  Geraghtt. 

Following  is  the  portion  of  the  opinion  of  Mr.  Justice 
Clifford  at  the  circuit,  referred  to  in  the  opinion  of  this 
court : 

Two  principal  suggestions  are  made,  to  show  that  the 
comminuted  glue  may  be  patentable  as  a  new  manufac- 
ture: 

1.  That  the  mass  or  particles  are  more  soluble  when 
wanted  for  practical  use  than  the  glue  in  flakes,  as  pur- 
chased in  market,  before  the  flakes  are  subjected  to  the  pat- 
ented process. 

2.  That  the  patented  product  may  be  more  conveniently 
put  up  into  small  packages  for  domestic  use  and  for  the  re- 
tail trade  than  the  glue  in  flakes,  and  with  less  danger  of 
loss. 

Grant  all  that ;  still  the  suggestions  are  not  sufficient  to 
show  that  comminuted  glue  is  patentable  as  a  new  manu- 
facture, as  the  properties  of  the  glue  in  flakes  are  not  im- 
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proved,  and  for  the  reason  that  the  change  effected  by  the 
described  process  does  not  involve  the  exercise  of  any  in- 
vention or  discovery.  Refined  sugar,  when  pulverized,  is 
more  readily  soluble  in  water  than  when  in  the  lump  or 
loaf ;  and  it  is  matter  of  common  knowledge  that  small  par- 
tides  of  any  soluble  substance  are  more  readily  dissolved  in 
liquids  than  large  lumps  or  loaves  of  the  same  substance. 
Like  many  other  substances,  glue,  when  comminuted  into 
small  particles,  whether  the  operation  is  effected  by  break- 
ing, pounding,  rasping,  grating,  or  grinding,  is  more  readily 
soluble  in  water  tlian  when  the  attempt  is  made  to  dissolve 
it  in  flakes  or  other  large  bodies.  Common  exi)erience  is 
sufficient  to  verify  that  proposition,  and  the  remark  applies 
with  equal  truth  and  i)otency  to  many  other  articles,  such 
as  salts,  refined  sugar,  gypsum,  alum,  camphor,  gums  of 
various  kinds,  and  to  many  other  substances  in  common  use. 
Small  particles  present,  comparatively,  a  larger  ix>rtion  of 
surface  to  the  liquid  into  which  they  are  put  than  more 
bulky  ones,  in  consequence  of  which  the  substance,  if  per- 
meable to  liquids  and  soluble,  will  be  more  readily  dis- 
solved. Beyond  doubt,  comminuted  glue  is  more  readily 
soluble  than  glue  in  flakes;  but  the  admission  affords  no  sup- 
I)ort  to  the  theory  that  comminuted  glue  is  patentable,  as  the 
fact  that  small  particles  of  soluble  substances  are  more 
readily  dissolved  in  liquids  than  larger  ones  is  matter  of 
common  knowledge,  and  has  been  known  for  ages,  whereof 
the  memory  of  man  runneth  not  to  the  contrary. 

Here  additional  convenience  in  i)acking  the  comminuted 
article,  as  compared  with  the  flake  glue,  proves  nothing  to 
support  the  theory  of  the  complainants,  as  the  fact  has  been 
matter  of  common  knowledge  for  centuries.  Much  aid  is 
derived  in  the  investigation  of  the  matters  in  controversy  in 
the  case,  from  the  recent  decisions  of  the  Patent  Office. 
Patents  of  the  kind,  it  seems,  were  formerly  granted  with- 
out much  consideration  or  scrutiny ;  but  the  recent  deci- 
sions of  the  office  afford  evidence  of  a  moi-e  thorough  and 
rigid  examination,  and  they  appear  to  recognize  fully  the 
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well  founded  distinction  between  a  new  article  of  commerce 
and  a  new  manufacture  in  the  sense  of  the  patent  law,  and 
appear  to  fully  comprehend  the  rule  that  new  articles  of 
commerce  are  not  patentable  as  new  manufactures,  unless  it 
appears  in  the  given  case  that  the  production  of  the  new 
articles  involved  the  exercise  of  invention  or  discovery  be- 
yond what  was  necessary  to  construct  the  apparatus  for  its 
manufacture  or  production. 

Six  years  ago  Commissioner  Fisher  adopted  that  rule  in 
the  well  considered  opinion  which,  it  appears,  the  Patent 
OflSce  for  the  most  part  has  since  followed. 

Ex  parte  Ackerson,  Com.  Dec.,  1869,  p.  75. 

Commissioner  Leggett  applied  the  same  rule  in  Ex  parte 
Chatillon,  2  Graz.  115,  in  which  he  says  that  invention  is  an 
essential  prerequisite  to  a  patent ;  and  it  appears  that  he 
rejected  the  application  in  the  case,  upon  the  ground  that 
the  applicant  had  simply  substituted  one  device  for  another, 
without  overcoming  any  obstacle,  or  making  any  discovery, 
or  manifesting  any  invention. 

Acting  Commissioner  Thatcher  also  ruled  in  the  same  way 
in  a  case  which  came  before  him,  and  in  the  course  of  his 
opinion  he  censures  the  practice  in  granting  patents  in  such 
cases,  where  there  is  no  invention,  and  pronounces  it  a  fraud 
upon  the  public,  to  be  condemned  in  the  strongest  terms. 

Bates  V.  Seeger,  2  Gaz.  493. 

Views  equally  explicit,  are  expressed  by  Commissioner 
Leggett  in  a  more  recent  case.     Jerome,  3  Gaz.  64. 

Great  reliance  was  placed  in  that  case  by  the  applicant 
upon  the  words  *'new  article  of  manufacture,"  as  sufficient 
to  show  that  the  alleged  improvement  was  patentable ;  but 
the  Commissioner  decided  that  those  words  will  not  have  any 
such  effect,  and  he  accordingly  rejected  the  application. 

Repeated  rulings  to  that  effect  have  been  made  in  the 
Patent  Office  within  the  last  two  or  three  years,  of  which  the 
following  are  referred  to  as  examples : 

Ex  parte  Adams,  3  Gaz.  150,  where  it  is  pointedly  stated 
that  the  same  rule  applies  in  determining  the  patentability 
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of  an  article  of  manufacture  as  in  any  other  case,  and  that 
in  such  a  case  there  must  be  evidence  of  novelty  and  of  in- 
vention. Proof  of  novelty  and  of  invention  were  also  re- 
quired in  the  case  Ex  parte  Wattles,  3  Graz.  291,  and  the  ajv 
plicants  failing  to  produce  such  proofs,  his  application  wus 
refused. 

Ex  parte  Leggett,  2  Ctez.  199;  Ex  parte  Baxter,  2  Gaz. 
470 ;  Ex  parte  Beach,  3  Gaz.  607. 

Circuit  judges  in  this  and  other  circuits  have  made  similar 
decisions,  as  may  be  seen  from  the  following  brief  summary : 

Judge  Shepley  ruled  expressly  in  the  case  of  Draper  r. 
Hudson,  3  Gaz.  354,  that  a  patent  for  an  article  of  manu- 
facture cannot  be  sustained  on  the  ground  that  it  was  fabri- 
cated by  new  and  improved  machinery ;  on  the  contrary, 
that  the  manufacture  must  be  a  new  and  improved  thing 
in  itself,  possessing  novelty  of  its  own,  independent  of  the 
devices,  processes  or  arts  by  which  it  was  produced.  Pre- 
cisely the  same  conclusion  was  reached  by  the  judges  of  the 
Circuit  Court  for  the  Second  Circuit,  after  full  argument. 

Sawyer  v.  Bixby,  1  Gaz.  165. 

What  the  patentee  claimed  in  that  case  was  a  new  article 
of  manufacture  called  a  i)ackage  or  case  which,  when  made 
with  distributing  holes  and  filled,  was  cemented  witli  wax 
or  by  wafer.  Infringement  was  admitted,  but  the  respond- 
ent set  up  as  a  defence  that  the  alleged  invention  was  not, 
within  the  requirements  of  the  patent  law,  an  art,  machine, 
manufacture,  or  composition  of  matter ;  and,  therefore,  that 
it  was  not  a  thing  for  which  a  patent  could  lawfully  be 
granted,  as  at  most  the  patentee  had  only  devised  means  by 
which  he  could  secure  a  larger  sale  of  a  given  article  with- 
out having  changed  the  article  itself,  or  given  it  any  addi- 
tional value ;  and  the  Circuit  Judge  sustained  the  defence, 
upon  the  ground  that  the  production  of  the  article  did  not 
involve  the  exercise  of  any  invention. 

Nothing  short  of  invention  or  discovery  will  support  a 
patent  for  a  manufacture,  any  more  than  for  an  art,  machine, 
or  composition  of  matter,  as  is  clearly  illustrated  in  another 
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case  decided  in  this  circuit  (Merrill  tj.  Yeomans,  5  Oflf.  6az. 
267),  where  the  Circuit  Judge  says  that  a  patentee  who  has  in- 
vented a  process  in  the  arts,  whereby  an  article  of  manu- 
facture is  produced  new  in  kind  and  not  before  known,  may 
separately  claim  and  patent  both  the  art  and  the  manu- 
facture, if  both  are  new  and  useful  in  the  sense  of  the  pat- 
ent law ;  and  it  is  doubtless  true,  if  the  thing  be  new  in  and 
of  itself,  it  is  patentable  as  a  new  manufacture,  and  that  the 
patent  would  be  infringed  by  the  unlicensed  construction  or 
use  of  the  part,  although  produced  by  other  means  than 
those  described  in  the  specifications  of  the  patent.  Inven- 
tions of  the  kind  are  rare,  as  it  much  more  frequently  hap- 
I)ens  that  the  process  is  inseparable  from  the  product,  so 
that  the  patentee  cannot  claim  the  product,  if  produced  by 
hand  tools,  or  by  other  means  substantially  different  from 
those  employed  by  the  inventor  or  discoverer. 

Patentees  in  the  f  onner  case  may  claim  the  new  product 
without  qualification ;  but  in  the  latter,  they  should  claim 
the  product,  only  when  made  by  the  described  means  or 
their  equivalent,  as  the  process  inheres  in  the  manufacture 
and  constitutes  an  element  of  the  invention.  Neither  claim, 
however,  would  be  valid  unless  supported  by  proof  of  in- 
vention or  discovery,  for  which  proposition  there  is  abun- 
dant authority  in  the  decisions  of  the  Supreme  Court,  and 
in  the  decisions  of  the  English  courts. 

Hotchkiss  V.  Greenwood,  11  How.  266  [5  Am.  &  Eng.  240] ; 
Phillips  T.  Page,  24  How.  167  [7  Am.  &  Eng.  97] ;  Jones  zj. 
Morehead,  1  Wall.  162  [7  Am.  &  Eng,  165] ;  Stimpson  v. 
Woodman,  10  Wall.  121  [8  Am.  &  Eng.  221] ;  Knight  v.  R. 
R.  Co.,  Camp.  (Taney,  C.  C),  109 ;  Bean  v.  Smallwood,  2 
Stor5%  411:  Wiuans  v.  R.  R.  Co.,  2  Story,  416;  Hicks  v, 
Kelsey,  18  Wall.  670  [9  Am.  &  Eng.  150] ;  Paper  Collar  Co. 
V,  Van  Deusen,  10  Blatchf.  119 ;  Langdon  ^.  De  Qroot,  1 
Paine,  204 ;  LeRoy  v.  Tatham,  14  How.  175  [5  Am.  &  Eng. 
313]. 

Apply  the  principle  of  these  cases  to  the  case  before  the 
court,  and  it  is  clear  that  the  patent  cannot  be  sustained, 


470  GLUE  00.  v.  UPTON.  [Sup.  Ct 

Statement  of  the  case. 

as  neither  the  process  nor  the  means  of  effecting  the  result, 
nor  the  apparatus  or  its  modes  of  oi)eration  are  new  or  dif- 
ferent from  what  had  long  been  known  to  those  skilled  in 
the  art ;  nor  does  the  operation  of  comminuting  the  glue  in 
flakes  have  the  slightest  effect  to  change  the  proj)erties  of 
the  substance  in  any  respect  whatever. 

Comminuted  glue  differs  in  no  resi)ect  from  the  ordinary- 
glue  of  commerce,  from  which  it  is  manufactured,  except 
in  the  degree  of  its  fragmentary  condition,  as  appears  by 
the  great  body  of  the  evidence  in  the  case.  Other  sub- 
stances of  various  kinds,  it  must  be  conceded,  have  been 
mechanically  reduced  in  size  in  like  manner ;  and,  inasmuch 
as  such  articles  or  some  of  them  bear  a  close  resemblance  to 
glue  in  flakes,  which  is  unchanged  in  any  of  its  properties, 
I  am  of  the  opinion  that  the  reduction  of  the  glue,  as  man- 
ufactured in  flakes,  to  small  particles,  as  described  in  the 
specification  of  the  complainant's  patent,  does  not  involve 
the  exercise  of  invention  or  discovery,  without  which  it  is 
clear  that  the  product  of  the  described  process  or  apparatus 
cannot  be  regarded  as  a  patentable  improvement.  Abun- 
dant support  to  that  projx)sition  is  f oimd  in  the  English  de- 
cisions, as  well  as  in  the  decisions  made  in  this  country. 

Penn  v.  Bibby,  L.  R.,  2  Ch.  App.  136 ;  Harwood  v.  R. 
Co.,  11  H.  of  L.  Cas.  667 ;  Jordan  v.  Moore,  L.  R.,  1  C.  P. 
635 ;  Kay  v,  Marshall,  8  CI.  &  P.  261  [3  Am.  &  Eng.  299] ; 
Bush  7).  Pox,  6  H.  of  L.  Cas.  716 ;  Ralston  v.  Smith,  11  H. 
of  L.  Cas.  255 ;  Tetley  7).  Easton,  2  C.  B.  (N.  S.)  740 ;  Hor- 
ton  V.  Mabon,  12  C.  B.  (N.  S.)  452;  Ormson  v.  Clarke,  13 
C.  B.  (N.  S.)  340;  S.  C.  14  C.  B.  (N.  S.)  490;  Parkes  v. 
Stevens,  L.  R.  5  Cli.  App.  39  ;  S.  C,  L.  R.  8.  Eq.,  368 ;  En- 
velope Co.  V.  Seymer,  5  C.  B.  (N.  S.)  173;  White  v.  Toms, 
17  L.  T.  (N.  S.)  349 ;  Losh  v.  Hague,  Web.  Pat.  Cas.  208  [2 
Am.  &  Eng.  477] ;  Sanders  v.  Aston,  3  B.  &  Ad.  885  [1  Am. 
&  Eng.  466]. 

Support  to  the  opposite  view,  it  is  supposed  by  the  com- 
plainants, is  drawn  from  the  following  cases : 

Winans  v.  Denmead,  15  How.  343  [6  Am.  &  Eng.  107] ; 
Youn«  V.  Pemie,  10  L.  T.  (N.  S.)  864 ;  Salt  Mf^.  Co.  v. 
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Gngenheiin,  3  Fish.  426 ;  Davis  i).  Palmer,  2  Brock.  310 ; 
Le  Roy  o.  Tatham,  14  How.  175  [5  Am.  &  Eng.  313] ;  S.  C. 
22  How.  137  [7  Am.  &  Eng.  29]. 

But  the  court  is  of  the  opinion  that  no  one  of  these  cases 
supports  the  theory  of  the  complainants,  as  it  satisfactorily 
appears  in  this  case  that  flake  glue,  comminuted  by  other 
means  than  those  described  in  the  specification,  is  as  readily 
dissolved  and  prepared  for  practical  use  as  when  the  flake 
glue  is  comminuted  by  the  patented  process,  and  that  the 
ground  glue  with  equal  convenience  may  be  put  up  in  small 
packages  for  the  retail  trade. 

Proof  of  the  most  convincing  character  is  exhibited  in  the 
record,  showing  that  flake  glue  has  been  ground  into  small 
particles  at  a  much  earlier  period  of  time  than  the  date  of 
the  alleged  invention,  described  in  the  original  patent,  and 
several  parcels  of  the  ground  product,  together  with  the 
machine  in  which  the  product  was  ground,  were  introduced 
in  evidence,  which  show  to  a  demonstration  that,  if  glue 
comminuted  by  grinding  is  substantially  the  same  product 
as  glue  comminuted  by  the  apparatus  described  in  the  said 
specification,  the  patentee  was  not  the  original  and  first  in- 
ventor of  the  patented  improvement ;  but,  in  the  view  taken 
of  the  case,  U  will  not  be  necessary  to  decide  that  issue  in 
the  pleadings,  nor  whether  flake  glue  when  ground  is  sub- 
stantially the  same  as  flake  glue  when  comminuted  by  the 
apparatus  described  in  the  patent  in  suit,  or  substantially 
different,  as  will  presently  more  fully  appear,  nor  is  it 
necessary  to  discuss  either  the  third  or  the  fourth  proposi- 
tion submitted  by  the  resi)ondents,  as  the  court  is  of  the 
opinion  that  the  complainants  fail  to  show  that  they  are  en- 
titled to  a  decree  for  two  reasons  other  than  those  submit- 
ted in  those  proi)ositions : 

1.  Because  the  product  of  the  process  or  apparatus  de- 
scribed in  the  complainant's  patent  is  not  patentable,  as  the 
production  of  it  did  not,  in  the  sense  of  the  patent  law,  in- 
volve the  exercise  of  any  invention  or  discovery. 

2.  Because,  if  the  patented  product  and  the  product  man- 
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ufactnied  by  the  respondent  are  substantially  tiie  same, 
then  the  original  patentee  was  not  the  original  and  first  in- 
ventor of  the  improvement,  as  flake  glue  was  ground  at  a 
much  earlier  period  than  the  date  of  the  alleged  invention ; 
and  if  the  patented  product  is  substantially  different  from 
the  product  manufactured  by  the  I'espondent,  then  it  is  clear 
that  the  charge  of  the  infringement  is  not  proven. 

Messrs,  Charles  M.  Jieedy  Walter  Curtis^  and  Edrwwnd 
Wetmore^  for  appellant : 

As  to  the  patentability  of  this  article  the  complainant 
contends :  First,  that  the  comminution  of  the  glue,  as  de- 
scribed in  the  patent,  does  not  produce  a  Tnere  change  of 
form,  but  gives  to  the  glue  new  and  valuable  properties  and 
capacities  for  use,  which  entitle  it  to  be  considered  as  a 
new  manufacture  within  the  meaning  of  the  patent  law. 
Second, — that  the  article  itself  being  new,  it  is  immaterial 
whether  the  means  of  producing  it  are  new  or  old. 

It  is  to  be  borne  in  mind  that  the  glue  of  commerce  is 
practically  different  from  the  glue  of  the  arts.  Of  the  great 
practical  value  of  the  improvement  the  patentee  has  made 
there  is  no  dispute.  We  confidently  submit  that  he  was 
entitled  to  a  patent  for  this  improvement  in  the  process  of 
reducing  commercial  glue  to  the  liquid  form.  It  is  imma- 
terial that  this  improvement  consisted  in  part  of  the  appli- 
cation of  a  well-known  principle,  viz. :  that  the  solubility  of 
a  substance  is  increased  by  diminishing  the  size  of  its  par- 
ticles. 

A  general  i>rinciple  cannot  be  patented  even  by  the  first 
discoverer.  It  is  the  application  of  the  principle  only  that 
can  be  patented,  and  the  only  question  is  whether  that  ap- 
plication of  it  is  or  is  not  known  and  useful. 

Under  our  statutes,  patents  are  allowed,  not  only  for  in- 
tentions^ but  for  discoveries. 

The  improved  quality  of  the  article  would  nave  been 
deemed  conclusive  proof  of  the  materiality  of  the  change. 
Whenever  the  utility  is  proved  to  exist  in  any  great  degree, 
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a  sufficiency  of  the  invention  to  support  the  patent  must  be 
presumed. 

Web.  on  Sub.  Mat.  of  Pats.,  p.  30 ;  Curtis  on  Pats.,  Sec- 
tions 9,  10;  Smith  v.  Goodyear  D.  V.  Co.,  11  O.G.  246  [p. 
1,  ante]. 

Mere  change  of  form  in  an  article  we  admit  is  not  patent- 
able ;  but  a  change  of  form  which  results  in  giving  to  that 
article  new  and  valuable  qualities,  or  adapts  it  to  new  uses 
or  new  modes  of  use,  embodies  a  new  principle  which  is 
jyatentable. 

Davis  V.  Palmer,  2  Brock.  310 ;  Winans  v.  Denmead,  16 
How.  339  [6  Am.  &  Eng.  107] ;  Dennis  v.  Eddy,  4  Pish.  427; 
Pearl  x.  Ocean  Mills,  11  0.  G.  714 ;  Penn.  Salt  Co.  v.  Gu- 
genheim,  3  Pish.  P.  C.  423;  Penn.  Salt  Co.  v.  Thomas,  6 
Fish.  P.  C.  148. 

Messrs.  CTiauncey  Smith  and  Oeorge  L.  Roberts^  for 
appellee : 

The  court  declined  to  hear  argument  for  appellee. 

Mr.  Justice  Field  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  equity  for  the  alleged  infringement  of  a 
I)atent  owned  by  the  complainant  for  an  article  of  manufac- 
ture denominated  "instantaneous  or  comminuted  glue;" 
and  to  obtain  a  decree  that  the  defendant  account  for  and 
pay  over  to  it  the  gains  and  profits  acquired  by  him  from 
the  making  and  sale  of  the  article,  and  be  enjoined  'from 
further  infringement.  The  court  below  dismissed  the  bill, 
and  the  complainant  has  appealed  to  this  court. 

The  patent  bears  date  in  July,  1870,  and  was  issued  to 
the  assignors  of  the  complainant  upon  the  surrender  and 
cancellation  of  a  patent  issued  in  October,  1864,  to  Emerson 
Goddard,  as  the  alleged  inventor  of  the  article  in  question, 
and  afterwards  transferred  to  them. 

(a)  In  the  court  below,  the  defendant  questioned  the  val- 
idity of  that  surrender  and  reissue ;  but  from  the  view  we 

•7I7.&4. 

(a)  otto  b^;ijDS  opinion  here. 
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take  of  the  alleged  invention  or  discovery,  it  is  unnecessary 
to  consider  this  point.  We  shall  treat  the  reissue  as  for  the 
same  invention  or  discovery,  differing  in  no  substantial  jxar- 
ticular  from  that  originally  patented.  In  the  sjyecification 
accompanying  the  reissue,  the  patentee  states  that  he  has 
invented  a  new  and  useful  article,  which  he  denominates 
* '  instantaneous  or  comminuted  glue ; ' '  and  then  proceeds  to 
describe  the  glue  of  commerce  previously  found  in  the 
market,  and  to  point  out  the  inconveniences  attending  its 
use,  and  the  manner  in  which  they  are  obviated  by  his  in- 
vention. He  states  that  the  ordinary  glue  of  commerce  was 
then  sold  in  the  form  of  hard,  angular  flakes,  and  that  it 
required  a  good  deal  of  time  to  prepare  it  for  use  first  by 
soaking  it  in  cold  water,  and  afterwards  by  heating  it  in  a 
hot  water  bath  until  the  flakes  were  dissolved.  The  time 
thus  occupied,  he  says,  is  saved  by  his  invention,  as  his 
article  does  not  require  to  be  prepared  for  solution  by  soak- 
ing, is  quickly  permeated  by  water,  so  that  it  can  be  dis- 
solved in  large  quantities  ready  for  mechanical  use  in  less 
than  five  minutes,  and  in  smaller  quantities  for  domestic 
use  in  less  than  one  minute.  Another  objection  stated  to 
the  glue  of  commerce  as  previously  sold  is,  that  great  in- 
convenience was  experienced  in  retailing  it,  from  the  diffi- 
culty of  putting  it  up  in  small  packages,  by  reason  of  the 
sharp,  angular  comers  and  edges  of  the  broken  flakes,  which 
cut  the  wrappers,  causing  a  waste  of  time  and  stock.  The 
new  article,  he  says,  can  be  put  uj)  by  machinery  or  by 
hand  into  packages  of  uniform  size  and  of  regular  form  and 
weight,  similar  to  those  in  which  ground  spices  are  put  up 
for  domestic  use,  and  sold  by  retail  traders.  He  also  states 
that  the  new  article  has  a  more  pleasing  appearance  than 
the  ordinary  glue  of  commerce,  in  that  it  has  a  white  color, 
and  is,  consequently,  more  merchantable,  and  brings  a 
higher  price. 

The  specification  then  proceeds  to  describe  the  best  process 
which  the  inventor  has  devised  for  making  such  instantaneous 
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glue,  and  the  apparatus  or  machinery  he  has  used.  These 
consist  of  a  breaking  machine,  for  crushing  the  flakes  into 
small  piec^,  and  of  a  rasping  or  grating  machine,  for  com- 
minuting the  broken  pieces  into  uniform  grains.  But  for  these 
mechanical  means  or  processes  the  patentee  makes  no  claim, 
observing,  that  it  is  obvious  that  other  means  or  processes 
of  crushing  or  reduction  fnay  be  used  to  manufacture  his 
article  out  of  dry  flake  glue  or  gelatine  by  a  crushing  or 
breaking  oi)eration,  and  that  his  claim  is  only  to  the  com- 
minuted glue  as  a  new  article  of  manufacture. 

It  thus  appears  that  the  invention  claimed  is  not  any  new 
combination  of  ingredients,  creating  a  different  product,  or 
any  new  mechanical  means  by  which  a  desirable  change  in 
the  form  of  a  common  article  of  commerce  is  obtained ;  but 
it  consist  only  of  the  ordinary  flake  glue  reduced  to  f-mall 
particles  by  mechanical  division.  Tlie  advantages  from 
such  division  consist  in  its  more  ready  and  rapid  solution, 
its  greater  convenience  for  packing  and  retailing,  and  its 
white  appearance  and  enhanced  salableness.  The  whole 
claim  is  to  an  old  article  of  commerce  in  a  state  of  mechani- 
cal division  greater  than  previously  used,  but  unchanged  in 
composition  and  properties ;  and  the  benefits  arising  from 
the  increased  division  are  such  as  appertain  to  all  soluble 
objects  when  divided  into  minute  particles. 

This  statement,  which  is  substantially  a  repetition  in  a 
condensed  form  of  that  by  counsel,  is  supported  by  refer- 
ence to  numerous  instances  where  similar  results  have  fol- 
lowed the  mechanical  division  of  soluble  objects  into  small 
particles ;  but  we  do  not  deem  it  necessary  to  mention  them, 
for  the  point  involved  presents  no  difficulty.  There  is  noth- 
ing new  in  the  fact  that  the  solution  of  a  soluble  object  is 
accelerated  by  increasing  its  fragmentary  division ;  nor  is 
there  anything  new  in  the  fact  that  articles  with  rough  an- 
gles and  edges  can  be  more  readily  put  up  into  packages  with- 
out injury  to  their  wrappers  when  reduced  by  mechanical 
division  into  small  particles  ;  nor  is  there  anything  new  in 
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the  fact  that  such  articles  generally  improve  in  appearance 
by  granolation  or  powdering. 

A  distinction  most  be  observed  between  a  new  article  of 
commerce  and  a  new  article  which,  as  such,  is  patentable. 
Any  change  in  form  from  a  previous  condition  may  render 
the  article  new  in  commerce  ;  as  powdered  sugar  is  a  differ- 
ent article  in  commerce  from  loaf  shgar,and  ground  coffee  is  a 
different  article  in  commerce  from  coffee  in  the  berry.  But 
to  render  the  article  new  in  the  sense  of  the  patent  law,  it 
must  be  more  or  less  efficacious,  or  possess  new  properties  by 
a  combination  with  other  ingredients;  not  from  a  mere 
change  of  form  produced  by  a  mechanical  division.  It  is 
only  where  one  of  these  results  follows  that  the  product  of 
the  compound  can  be  treated  as  the  result  of  invention  or 
discovery,  and  be  regarded  as  a  new  and  useful  article.  The 
three  advantages  attributed  to  comminuted  glue  over  the 
flake  glue  were,  previous  to  the  alleged  invention  of  God- 
dard,  recognized  as  following  from  a  division  of  soluble  ob- 
jects into  small  particles,  in  the  treatment  of  a  great  variety 
of  articles  in  constant  use  in  the  kitchens  of  families,  and  in 
pharmacy.  Where  certain  properties  are  known  to  belong 
generally  to  classes  of  articles,  there  can  be  no  invention  in 
putting  a  new  species  of  the  class  in  a  condition  for  the  de- 
velopment of  its  properties  similar  to  that  in  which  other 
species  of  the  same  class  have  been  placed  for  similar  devel- 
opment ;  nor  can  the  changed  form  of  the  article  from  its 
condition  in  bulk  to  small  particles,  by  breaking  or  bruising 
or  slicing  or  rasping  or  filing  or  grinding  or  sifting,  or  other 
similar  mechanical  means,  make  it  a  new  article,  in  the 
sense  of  the  patent  law. 

This  subject  is  elaborately  considered  by  the  presiding 
Justice  of  the  Circuit  Court,  in  his  opinion,  with  reference 
to  numerous  adjudications  of  the  courts  of  England  and  the 
United  States  and  in  his  conclusion  on  this  point  we  concur. 

Decree  affi/TTned. 
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THE  RUBBER-COATED  HARNESS  TRIMMING  COM- 
PANY m?  AL.,  APPELLANTS,  v.  WILLIAM  M.  WEL- 
LING.* 

97  (7  Otto)  U.  8.  7-12.    Oct.  Term,  1077. 

[Bk  24,  L.  ed.  ©42  ;  13  O.  G.  727.] 

Reversing  Welling  v.  Rubber,  etc.  Co.,  1  Ban.  &  Ard.  282. 

Argued  February  13,  1878.     Decided  March  26,  1878. 

Particular  patent  coiistrued.    Iiivention.    Aggregation. 

1.  Letters  patent  No.  37,941,  granted  William  M.  Welling,  March 
17,  1863,  Martingale  Ring,  construed  to  be  for  a  product,  viz.: 
A  martingale  ring,  consisting  of  a  metal  ring  enveloped  in  a 
composition  ring  of  artificial  ivory  or  similar  material.  Held 
to  be  a  case  of  aggregation  and  in  view  of  the  fact  that  the 
dies  employed  to  complete  the  solidification  and  ornamentation 
of  the  ring  form  no  essential  part  of  the  patented  invention, 
and  since  metal  rings  enveloped  in  plastic  compositions  and 
the  particular  composition  used  by  the  patentee  (artificial 
ivory)  are  both  old  in  the  art,  the  patent  is  void  for  lack  of 
novelty  and  of  invention,     (p.  486.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  New  Jersey. 

The  case  is  stated  by  the  court. 

The  drawings  of  Welling' s  letters  patent  are  added  for  a 
better  understanding  of  the  description  given  in  the  opinion 
of  the  court : 

*See  Explanation  of  Notes,  page  III. 


480     BUBBEBrOOATED  H.  T.  00.  v.  WELUNO.  [Sop.  Ct 

Statemant  of  the  case. 

WILLIAM  M.  WELLING,  OP  NEW  YORK,  ASSIGNOR 
TO  SAMUEL  G.  WELLING,  OF  NEW  ROCHELLE, 
N.  Y. 

Impkovement  in  Rings  for  Martingales. 

Specification  forming  part  of  Letters  Patent  No.  3  7^941  ^  dated 

March  17,  1863. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  William  M.  Welling,  of  the  city  and 
State  of  New  York,  have  invented,  made,  and  applied  to 
use  a  certain  new  and  nsef  nl  improvement  in  Rings  for  Mart- 
ingales, etc. ;  and  I  do  hereby  declare  that  the  following  is 
a  full,  clear,  and  exact  description  of  my  said  invention, 
reference  being  had  to  the  annexed  drawings,  making  part 
of  this  specification,  wherein — 

Pig.  1  is  a  plan  of  said  ring  with  a  portion  represented 
as  broken  open,  and  Pig.  2  is  a  cross-section  of  the  same. 

Similar  marks  of  reference  denote  the  same  parts. 

In  letters  patent  granted  to  me  August  4,  1^7,  a  compo- 
sition and  mode  of  making  factitious  ivory  is  set  forth,  and 
out  of  said  materials  I  have  manufactured  billiard-balls, 
rings  of  various  kinds,  &c. 

My  present  invention  does  not  relate  to  any  particular 
composition,  as  that  in  the  aforesaid  patent  or  any  similar 
compound  may  be  employed. 

Tlie  nature  of  my  said  invention  consists  in  the  employ- 
ment of  a  metallic  ring  within  a  ring  formed  of  artificial 
ivory,  or  similar  material,  for  giving  strength  to  the  same, 
thereby  producing  a  new  article  of  manufacture,  and  one 
that  is  stronger  than  an  ivory  ring  and  possesses  all  the 
beauty  of  appearance,  and  can  be  afforded  at  a  very  much 
less  cost. 

Ivory  rings,  particularly  such  as  used  for  martingales, 
require  to  be  made  out  of  very  solid  ivory  in  order  to  be 
sufficiently  strong,  and  hence  are  quite  costly. 

In  order  to  make  my  improved  rings,  I  take  a  ring  of 
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metal,  snch  as  shown  at  a,  or  said  ring  may  be  formed  by 
punching  ont  a  washer  from  a  sheet  of  metal,  or  in  any 
other  suitable  way.  I  take  the  amount  of  artificial  ivory 
composition  and  by  dies  or  by  hand  cause  the  said  com- 
]X)sition  to  completely  enveloi)e  the  said  ring  with  as  much 
uniformity  as  possible,  as  at  6,  and  to  give  the  exterior 
finish  to  the  same,  press  and  solidify  the  mass  of  compo- 
sition around  the  ring  by  means  of  dies,  and  in  so  doing 
any  plain  or  more  or  less  ornamental  shape  may  be  given  to 
the  said  ring  or  the  surface  thereof.  My  ring  is  thus  made 
of  the  desired  ornamental  appearance,  while  great  strength 
is  attained  at  very  little  cost. 

What  I  claim,  and  desire  to  secure  by  letters  patent,  is — 

The  ring  for  martingales,  Ac,  manufactured  as  set  forth, 
with  a  metal  ring  enveloped  in  composition,  as  and  for  the 
purposes  specified. 

As  witness  my  signature  this  28th  day  of  April,  1862. 

WM.  M.  WELLING. 

Witnesses : 

S.  HiLER, 

Thos.  Geo.  Harold. 

Messrs.  J.  C.  Clayton  dnd  L.  Q.  Keashy^  for  appel- 
lants : 

The  court  below  erred  in  holding  that  the  Welling  inven- 
tion is  for  a  combinxttion.  The  court  below  erred  in  hold- 
ing that  the  claim  of  the  patent  "  is  not  to  be  limited  to  the 
use  of  factitious  ivory  ;  that  it  is  broad  enough  to  include 
the  composition  of  rubber  or  gutta-percha." 

All  specifications  of  patents  must  be  read  in  connection 
with  the  pre-existing  state  of  the  art.  In  this  case,  that 
state  shows  that  metallic  martingale  rings  had  been  covered 
or  coated  with  compositions  of  many  kinds,  of  lacquer, 
varnish,  leather,  china,  enamel  and  rubber ;  that  factitious 
ivory  had  been  known  and  stamped,  in  many  shapes  in  dies; 
and  that  dies  had  been  used  for  finishing  rubber  rings.  So 
that  every  individual  element  referred  to  in  this  patent — 
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the  factitious  ivory,  the  iron  ring,  the  process  of  coating,  and 
the  process  of  using  the  dies — were  old  and  well-known  at 
the  time  of  the  alleged  invention ;  and  the  i)atent  shows  on 
its  face  that  the  patentee  was  well  informed  on  these  points, 
for  he  does  not  claim  any  composition^  any  process^  or  any 
die — ^he  claims  only  the  ''  ringy 

In  such  a  case  as  this,  the  doctrine  of  equivalents  can  be 
applied  only  within  the  most  narrow  limits. 

The  patent  claims  a  "ring''  whereas  it  should  have 
claimed  a  "process;''  a  complainant  proves  the  use  of  a 
process  by  defendants.  Even  if  the  process  were  identical, 
a  patent  with  a  claim  for  the  result — the  "ring" — could 
not  sustain  a  suit  for  the  use  of  the  "  process." 

The  patent  is  either  for  a  "ring,"  or  for  a  "  process.''  If 
for  a  ring,  defendants  do  not  make  the  ring ;  if  for  a  pro- 
cess, they  do  not  use  the  process,  and  it  is  not  claimed. 

Mr,  Frederic  H.  Betts^  for  appellee : 

No  proof  has  been  brought  forward  of  any  of  the  alleged 
prior  knowledge  or  uses  referred  to,  so  evidence  adduced  is 
for  several  patents  mentioned.  No  one  of  these  describes  a 
ring  with  metal  core  surrounded  by  a  composition  envelope 
which  has  the  hardness,  durability,  and  finish  which  results 
from  the  use  of  compressing  dies  in  the  manufacture. 

The  complainant's  patent,  after  directing  the  use  for  a 
central  ring  of  metal,  and  envelopiug  it  in  composition, 
claims  "  the  ring  for  martingales,  etc.,  manvfactured  as  set 
forth  ;  with  a  metal  ring  enveloped  in  composition  as  and 
for  the  purposes  specified." 

Tliis  is  a  claim  for  a  composition-cased  ring  manufactured 
by,  and  having  the  qualities  resulting  from,  the  use  of  dies. 
No  other  construction  gives  effect  to  all  of  the  words  of  the 
patent  and  none  other  is  consistent  with  the  rules  of  law  for 
the  interpretation  of  written  instruments. 

In  his  opinion  in  this  case.  Judge  Nixon  sustains  this 
construction  urged  on  the  part  of  the  complainant,  he  says, 
' '  his  instrumentalities  were  already  old — ^an  iron  ring,  a 
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plastic  composition  and  a  die ;  bnt  so  far  as  appears  in  the 
case,  they  were  Tiew  in  coTnbf nation.  If  his  patent  had 
been  simply  for  a  metallic  ring,  covered  with  any  com- 
pound capable  of  being  molded,  or  with  factitious  ivory,  or 
similar  materials,  it  would  have  been  void  for  want  of  nov- 
elty. If  it  had  been  for  the  use  of  the  die  in  compressing 
and  soliditymg  plastic  substances  generally,  it  would  have 
been  probably  anticipated  in  this  regard  by  the  English 
Letters  Patent  to  Barnwell  &  Rollauson  of  1860,  in  which 
such  use  of  dies  is  plainly  indicated,  but  the  invention  is 
for  the  combination^  and  the  combination  is  a  metal  ring, 
surrounded  with  some  plastic  composition  like  artificial 
ivory  of  such  a  nature  that  it  is  capable  of  being  com- 
pressed, solidified,  and  i)olished  by  the  action  of  the  dies, 
and  which  is  in  fact  subjected  to  such  action/' 

Among  the  plainest  rules  is  that  if  two  constructions  be 
possible,  one  of  which  will  render  the  instrument  void  and 
the  other  sustain  it,  the  latter  is  to  be  adopted.  Both  the 
words  of  the  patent  and  the  rules  of  law  prohibit  therefore 
construction  contended  for  by  defendants.  ^ 

Mr.  Justice  Hunt  delivered  the  opinion  of  the  court : 
Wm.  Welling  brought  his  action  in  the  Circuit  Court 
against  the  plaintiff  in  error,  alleging  an  infringement  of  his 
patent  (a)  for  an  improvement  in  rings  for  martingales,  and 
recovered  his  damages,  (b) 

Welling' s  patent  bears  date  of  March  17,  1863,  and  re- 
cites that  a  previous  patent  to  him  described  a  particular 
mode  of  making  factitious  ivory,  out  of  which  billiard-balls 
and  rings  of  various  kinds  were  manufactured,  and  states 
that  his  present  invention  does  not  relate  to  that  particular 
composition,  but  that  ''The  nature  of  my  said  invention 
consists  in  the  employment  of  a  metallic  ring  within  a  ring 
formed  of  artificial  ivory  or  similar  materials,  for  giving 

97  U.S. 7. 

(a)  otto  inserts  *'  No.  37,941,  bearing  date  March  17,  1863.*' 
(6)  Otto  adds  '*  The  company  thereupon  appealed  to  this  court'* 
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strength  to  the  same,  thereby  producing  a  new  article  of 
manufacture." 

His  method  of  proceeding  is  as  follows : 

''  In  order  to  make  my  improved  rings,  I  take  a  ring  of 
metal,  such  as  shown  at  a,  or  said  ring  may  be  formed  by 
punching  out  a  washer  from  a  sheet  of  metal,  or  in  any 
other  suitable  way.  I  take  the  amount  of  artificial  ivory 
composition  and  by  dies  or  by  hand  cause  the  said  compo- 
sition to  completely  envelop  the  said  ring  with  as  much  uni- 
formity as  possible,  as  at  6,  and,  to  give  the  exterior  finish 
the  same,  press  and  solidify  the  mass  of  composition  around 
the  ring  by  means  of  dies,  and  in  so  doing  any  plain  or  more 
or  less  ornamental  shape  may  be  given  to  the  said  ring,  or 
the  surface  thereof.  My  ring  is  thus  made  of  the  desired 
ornamental  appearance,  while  great  strength  is  attained  at 
very  little  cost." 

His  claim  is  in  these  words : 

*' What  I  claim  and  desire  to  secure  by  letters  ]iatent  is 
the  ring  for  martingales,  etc.,  manufactured  as  set  forth, 
with  a  metal  ring  enveloped  in  composition,  as  and  for  the 
purposes  specified." 

In  ascertaining  the  construction  to  be  put  upon  this  pat- 
ent, the  state  of  the  art  is  a  legitimate  and  necessary  sub- 
ject of  consideration. 

1.  The  fact  that  metallic  rings  covered  with  a  composition 
such  as  lacquer  or  varnish,  rubber,  enamel  or  glass,  had 
been  in  use  for  many  years  before  plaint  iff  ^s  invention,  is 
clearly  proved,  and  is  conceded  in  the  briefs  on  both  sides. 
In  most  instances,  these  coverings  were  applied  and  secured, 
first  by  the  hand  of  the  operator  and  then  by  machinery. 

2.  It  is  proved  by  witnesses  and  shown  by  the  patents 
hereafter  referred  to,  that  prior  to  the  plaintiflPs  invention 
dies  were  also  made  use  of  in  the  manufacture  of  pipes  or 
rings  upon  iron  cores.  Mr.  Elliot,  an  expert  witness,  says  (c), 
"Is  it  a  part  of  your  knowledge  of  the  state  of  the  art  of 

97  U.  S.  8. 
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manufacturing  articles  of  composition  or  plastic  materials, 
that  pipes  of  lead  composition  have  been  formed  upon  iron 
cores  by  pressure  in  dies?"  Ans.\  *'It  is."  Again  he 
says :  ''Do  you  mean  to  say,  in  the  manufacture  of  rings, 
that  dies  were  well  known  prior  to  the  invention  in  suit  ?" 
Ans,\  "  I  believe  rings  were  formed  in  dies  prior  to  that 
time,  but  without  metal  cores." 

Mr.  Hedrick  says:  "It  was  not  new  two  years  before 
the  date  of  Welling' s  application  to  make  a  martingale  ring 
by  covering  a  metallic  ring  with  a  shell  of  plastic  material 
which  could  be  molded  or  pressed  thereupon  and  afterwards 

hardened." 

< 

The  English  patent  issued  to  Moses  Poole,  dated  October 
1st,  18o2,  and  of  which  the  specification  is  dated  March 
30,  1863,  was  referred  to  by  a  witness,  but  was  not  given  in 
evidence.     We  therefore  pass  it  without  comment. 

The  English  patent  of  1851,  to  Newton,  referred  to  in  the 
testimony,  recites : 

'*  When  it  is  desired  that  the  compound  of  caoutchouc  or 
gutta-percha  shall  serve  as  a  covering  to  the  irpn  or  other 
substances,  a  thin  sheet  of  the  compound,  sometimes  one 
thirty-second  part  of  an  inch  in  thickness,  or  less,  is  pressed 
with  great  care  upon  the  iron  or  other  substance,  so  as  to 
expel  all  air  from  between  the  adjoining  surface,  and  to 
caxise  the  most  perfect  union  and  adhesion ;  the  coated 
article  is  bound  with  strips  or  ribbons  of  cloth,  or  other 
suitable  material,  whereby  the  compound  is  kept  in  close 
contact  with  the  article  during  the  process  of  hardening. 
The  combined  materials  thus  treated  will  be  found  to  possess 
the  qualities  desired,  the  iron  or  other  substance  giving 
strength,  and  the  compound  giving  a  hard  and  durable  sur- 
face. In  this  way  may  be  produced  many  articles  used  in 
and  about  harness  or  carriages,  such  as  saddle-trees,  buckles, 
terrets,  bits,  stirrups,  martingale  rings,  dasher  irons,  and 
articles  intended  to  be  used  as  furniture,"  etc. 

"Another  plan  consists  in  so  treating  the  comi)ositions 

4>7  V.  S.  8-9.  * 
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while  in  a  plastic  state  that  they  will  harden  into  any  de- 
sired shape.  *  *  *  For  this  porpose,  the  compounds  of 
caoutchouc  or  gutta-percha,  before  described,  are  taken  in 
the  plastic  state,  and  cut  or  pressed  or  otherwise  formed 
into  the  exact  shapes  which  it  is  desired  they  shall  retain 
after  vulcanization/' 

In  the  English  patent  to  Edward  Benton,  of  1843,  the 
rings,  terrets  and  other  parts  are  covered  with  an  enamel  or 
vitreous  composition,  of  which  th^  composition  and  the 
manner  of  applying  to  the  ring  19  described ;  and  in  speak- 
ing of  these  linings  it  is  said,  '^Tlie  said  linings  are  formed 
in  molds  by  processes  well  understood,"  etc. 

Similar  language  is  used  in  the  English  patent  to  Bam- 
well  &  Rollauson,  dated  1860 :  *'  We  make,  toys,  etc.,  by 
employing  molds  or  dies  of  any  suitable  material  for  which 
our  comi)08ition  has  no  affinity,  or  to  which  it  will  not  ad- 
here." 

A  die  is  a  piece  of  metal  on  which  is  cut  a  device  which, 
by  pressure,  is  to  be  placed  upon  some  softer  body.  A  mold 
is  a  receptacle  into  which  a  softer  material  is  injected, 
to  take  its  shape  when  hardened.  Both  dies  and  molds 
are  there  spoken  of ;  and  it  thus  appears  that  not  only  were 
there  well  known  and  in  extensive  use,  before  Welling' s 
patent,  iron  rings,  tubes,  pipes,  toys  and  other  articles  of 
manufacture,  enveloped  in  and  surrounded  by  glass,  enamel, 
rubber  and  other  like  substances,  but  these  coverings  had 
been  applied  and  ornamented  by  means  of  molds  or  dies. 

As  we  read  Welling' s  patent  of  1863,  it  is  for  a  product, 
and  not  for  a  process. 

In  1857  he  obtained  a  patent  (d)  for  the  manufacture  of 
artificial  ivory.  He  gives  the  proportions  of  white  shellac, 
of  impalpable  white,  of  ivory  dust  and  camphor,  which  are 
to  be  heated,  thoroughly  incorporated  and  brought  into 
heated  molds  for  the  manufacture  of  various  articles.  His 
claim  in  that  patent  is  for  forming  artificial  ivory,  by  thor- 

97  U.  S.  V-IO. 
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onghly  mixing  the  articles  specified,  or  others  having  equiva- 
lent properties,  while  under  the  opemtion  of  heat,  substan- 
tially as  specified.  (No.  17,999)  (e).  The  patent  was  for  a 
product  resulting  from  the  materials  and  proportions  des- 
cribed, to  wit :  factitious  ivory. 

Having  the  advantages  of  his  manufactured  ivory  strongly 
impressed  upon  his  mind,  he  makes,  in  1863,  a  more  specific 
application  of  tliis  invention  of  ivory  to  the  production  of 
martingale  rings. 

He  says  in  his  description,  ' '  I  have  invented  and  applied 
to  use  a  certain  new  and  useful  improvement  in  rings  for 
martingales."  He  does  not  here  claim  to  have  invented  a 
substance  or  material  or  composition ;  he  claims  no  benefit 
of  any  process  to  reach  his  result,  but  claims  a  ring  only. 
He  claims  a  product ;  and  all  else  is  a  description  of  the 
mode  of  obtaining  that  product,  which  would  enable  a 
skilled  mechanic  to  make  the  article,  and  which  the  law  re- 
quires him  to  set  forth  in  his  patent.  Of  this  character  is 
the  statement  that  the  comi)osition  envelopes  the  ring  by 
means  of  dies  or  the  hand,  and  that  an  exterior  finish  and 
ornament  is  produced  by  solidifying  by  the  means  of  dies. 

Again,  he  says:  "The  nature  of  my  invention  consists 
in  the  employment  of  a  metallic  ring  within  a  ring  formed  of 
artificial  ivory,  or  similar  materials  forgiving  strength  to  the 
same,  thereby  producing  a  new  article  of  manufacture,"  etc. 

A  metallic  ring  within  the  ring  of  factitious  ivory  is  the 
article  to  be  produced,  and  that  is  the  "nature  of  the  in- 
vention." 

Nothing  can  be  more  specific  than  the  summing  up  as  to 
the  nature  of  his  invention  by  the  patentee,  when  he  says, 
"  What  I  claim  and  desire  to  secure  by  letters  patent  is  the 
ring  for  martingales,  manufactured  as  set  forth,  with  a  metal 
ring  enveloped  in  composition,  as  and  for  the  purposes  spe- 
cified." A  metal  ring  enveloped  in  composition  would  seem 
to  be  the  plain  subject  of  the  monopoly,  the  other  language 

97  U.  S.  lO-ll* 
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being  merely  illustrative  of,  or  supplemental  to,  the  main 
idea. 

What,  then,  is  the  product  thus  secured  by  his  patent  I 

The  plaintiff,  (/)  Welling,  gives  this  construction  to  his 
patent :  "I  claim  (under  my  patent)  all  compositions  for  cov- 
ering martingale  rings  or  rings  for  harness. "  "Do  you  claim 
that  all  metallic  harness  rings  covered  with  comjKJsition  of 
any  kind  are  subject  to  your  patent?"  ''I  do  most  cer- 
tainly." 

If  this  is  the  true  construction  of  the  patent,  it  cannot  be 
sustained,  under  the  evidence  showing  the  use  of  covering 
of  harness  rings  by  various  compositions,  and  patents  pro- 
viding for  such  use,  prior  to  WeUing's  patent. 

Another  construction  claims  that  the  patent  covers  a  ring 
having  an  iron  core  covered  with  a  plastic  comix)sition,  if 
and  provided  the  article  is  finished  by  dies.  This  is  the 
view  of  the  plaintiff's  exi)ert  witness,  Mr.  Elliot,  who  states 
expressly  that,  if  made  without  the  use  of  dies,  he  does  not 
consider  the  article  within  the  patent. 

Nearly  allied  to  this  idea,  if  not  identical  with-  it,  is  that 
of  the  judge  who  tried  this  case  at  the  circuit.  He  says  of 
Welling' s  patent :  ' '  His  instrumentalities  were  all  old : — ^an 
iron  ring,  a  plastic  composition,  and  a  die ;  but,  so  far  as 
appears  in  the  case,  they  were  new  in  combination.  If  his 
patent  had  been  simply  for  a  metallic  ring,  covered  with 
any  comi)ound  capable  of  being  molded,  or  with  factitious 
ivory  or  similar  materials,  it  would  have  been  void  for  want 
of  novelty.  If  it  had  been  for  the  use  of  the  die  in  press- 
ing and  solidifying  plastic  substances  generally,  it  would 
have  been  probably  anticipated  in  this  regard  by  the  Eng- 
lish letters  patent  to  BamweU  &  BoUauson  of  1860,  in  which 
such  use  of  dies  is  plainly  indicated.  But  the  invention  is 
for  a  combination ;  and  the  combination  is  a  metal  ring  sur- 
rounded with  some  plastic  composition,  like  artificial  ivory, 
of  such  a  nature  that  it  is  capable  of  being  compressed,  so- 
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lidified  and  polished  by  the  action  of  the  dies,  and  which 
is  in  fact  subjected  to  such  action,  whereby  a  martingale 
ring  is  produced  with  an  exterior  surface  more  durable  and 
more  highly  poUshed  than  had  before  been  obtained  by  dif- 
ferent processes  of  manufacture,  and  at  greater  cost." 

We  think  the  evidence  shows  that  this  combination,  if  it 
is  entitled  to  that  rank  in  mechanics,  as  well  as  the  ring  and 
the  compound,  is  old.  There  is,  in  truth,  no  combined 
action.  The  iron  core  is  used  as  a  basis ;  the  covering  is  of 
a  pliable  composition,  and  it  is  pressed  or  stamped  by  dies 
or  molds.  All  this  is  done  separately,  by  no  combined  action. 
This  is  just  as  much,  and  nothing  more,  than  is  described 
by  the  witnesses,  and  by  the  patents  prior  to  Welling' s.  It 
is  simply  the  application  and  the  action  of  old  and  well- 
known  modes  and  materials  in  an  accustomed  manner.  It  is 
a  case  of  aggregation,  not  of  combination. 

Can  the  plaintiff  recover  in  this  action  upon  a  patent  for 
this  product,  to  wit :  a  metal  ring  enveloped  in  a  composi- 
tion of  artificial  ivoiy  or  a  similar  material  ? 

It  is  evident,  from  what  has  already  been  said,  that  a  pat- 
ent for  the  manufacture  of  a  metal  ring  enveloped  in  a  com- 
position of  ivory  or  similar  material  is  void  for  the  want  of 
novelt3^ 

Such  is  the  testimony  of  the  expert  witnesses  on  both 
sides,  as  well  as  the  inevitable  result  from  an  examination 
of  the  English  patents  heretofore  referred  to.  Indeed,  we 
do  not  understand  the  counsel  as  contending  that  the  pat- 
ent can  be  sustained  if  this  is  held  to  be  its  construction. 

Upon  the  whole  case^  we  are  of  the  opinion  that  the  de- 
cree must  he  renersed  and  the  case  remitted  to  the  Circuit 
Courts  with  directions  to  enter  a  decree  dismissing  the  bill 
of  complaint^  with  costs. 

97  U.  8. 19. 

Notes  t 

1.  Aggregation: 
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THE  UNION  PAPER  BAG  MACHINE  COMPANY  AND 
SAMUEL   CUPPLES,    APPELLANTS,    r.   MERRICK 

MURPHY  ET  AL.* 

97  (7  OtUf)  U.  8.  laO-UM     Oct.  Term,  lfl77. 

[Bk.  24,  L.  ed.  935 ;  13  O.  G.  366.] 
Argued  February  15,  1878.     Decided  February  25,  1878.   • 

Particular  patent  construed.      Infringement,    Substantial  identity. 

JSquivalent, 

1.  Claim  1  of  letters  patent  No.  24,734,  William  Goodale,  July  12, 

1859.  Paper  Bag  Machine,  for  a  weighted  knife  with  five 
planes  or  faces,  which  descends  by  gravity  upon  aflat  continu- 
ous paper  web  and  severs  a  peculiar  outline-blank  that  folds 
into  a  bag  without  further  cutting,  held  infringed  by  a  station- 
ary serrated-edged  knife  of  substantially  the  same  form  fixed 
to  the  machine  bed,  and  which  cuts  the  same  shaped  blank  from 
the  web  passing  above  by  conjoint  action  with  a  quick  de- 
scending striker  that  gives  the  paper  a  vertical  blow,  directly 
in  advance  of  the  edge  of  the  knife,  the  knife  and  the  striker 
operating  together  to  perform  the  same  function  as  that  per- 
formed by  the  complainant's  machine  by  the  ascent  and  descent 
of  the  cutter,     (p.  505.) 

2.  Except  where  form  is  of  the  essence  of  an  invention  it  has  but 

little  weight  in  determining  the  question  of  infringement.  It 
is  necessary  to  look  at  the  mode  of  operation  and  at  the  result, 
as  well  as  at  the  means  by  which  the  result  is  attained,    (p.  5 1 0.) 

3.  One  device  is  substantially  the  same  as  another  if  it  performs 

substantially  the  same  functions  in  substantially  the  same  way 
to  produce  the  same  result,  and  this  though  they  differ  in  name, 
form,  or  shape.    (  p.  510.) 

4.  The  substantial  equivalent  of  a  thing  is  the  same  as  the  thing 

itself,     (p.  510.) 

[Citatioiis  in  the  opinion  of  the  court]. 
Cahoon  v.  Ring,  1  Cliff.  592.     p.  510. 
Curtis  Pat  (4Ui  £d.)  I  310.     p.  510. 

*See  Explanation  of  Notes,  page  IIL 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Missouri. 

The  case  is  stated  by  the  court. 

The  following  are  tlie  specifications  and  drawings  of  the 
Goodale  letters  patent : 


WM.  GOODALE,  OF  CLINTON,  MASSACHUSETTS. 

Letters  Patent  No.  24^734.     Dated  July  12,  1850. 
Improvement  in  Machine  for  Making  Paper  Bags. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  Toay  concern : 

Be  it  known  that  I,  William  Goodale,  of  Clinton,  in  the 
connty  of  Worcester  and  State  of  Massachusetts,  have  in- 
vented certain  new  and  useful  improvements  in  machinery 
for  making  Paper  Bags,  and  I  do  hereby  declare  that  the 
following  is  a  full,  clear,  and  exact  description  of  the  same, 
reference  being  had  to  the  accompanying  drawings,  forming 
part  of  this  specification,  in  which, — 

Pig.  1,  is  a  central  longitudinal  section  of  a  machine  with 
my  improvement. 

Fig.  2,  is  a  plan  of  the  same. 

Fig.  3,  is  a  transverse  vertical  section  of  the  same,  in  the 
line  X  X,  of  Fig.  1. 

Fig.  4,  exhibits  the  shape  of  the  pai)er  blank  of  which  the 
the  bags  are  formed  by  the  machine,  before  it  is  folded. 

Fig.  5,  exhibits  the  bag  folded. 

Similar  letters  of  reference  indicate  corresponding  parts 
in  the  several  figures. 

My  invention  consists  firstly,  in  making  the  cutter  which 
cuts  the  paper  from  the  roll  or  piece,  of  the  peculiar  irreg- 
idar  form  hereinafter  described,  whereby  it  is  caused  by  the 
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operation  by  which  it  cuts  the  pai)er  from  the  roll  or  piece, 
to  give  it  the  form  hereinafter  specified  which  permits  it 
without  further  cutting  out  to  be  folded  into  a  bag. 

It  also  consists  in  the  attachment  of  the  former  roimd 
which  the  paper  is  folded  to  form  the  bags  to  the  cutter 
which  cuts  it  from  the  roll  or  piece. 

It  also  consists  in  a  certain  mode  of  applying  and  arrang- 
ing a  paster  in  combination  with  the  former  attached  to  the 
cutter,  for  the  purpose  of  pasting  the  lap  which  closes  the 
bottom  of  the  bag. 

It  also  consists  in  a  certain  construction  of  two  side  lap- 
pers  operating  in  combination  with  the  former  to  fold  the 
bag,  whereby  the  bottom  lap  is  partly  folded  by  the  act  of 
folding  the  side  laps. 

It  also  consists  in  a  contrivance  applied  and  operating  as 
hereinafter  described  to  start  the  folded  or  partly  folded 
bag  from  the  former. 

It  also  consists  in  a  pair  of  rollers  arranged  in  a  vibrating 
frame  and  operating  as  hereinafter  described  to  remove  the 
bag  from  the  former,  close  the  laps,  and  discharge  the  bag, 
from  the  machine. 

And  it  further  consists  in  the  general  arrangement  and 
combination  of  the  several  parts  of  the  machinery  to  oper- 
ate substantially  as  hereinafter  described. 

To  enable  others  to  make  and  use  my  invention  I  will 
proceed  to  describe  its  construction  and  operation. 

A  is  a  square  framing  which  supports  all  the  working 
parts  of  the  machine.  B,  is  the  cutter  which  cuts  the  paper 
from  the  roll  or  piece  to  the  required  form  for  the  bags, 
which  is  exhibited  in  Fig.  4,  said  cutter  cutting  directly 
across  the  roller  or  piece,  and  producing  the  edges  a,  a,  of 
the  blank.  The  edges  6,  6,  are  not  cut  at  all  as  the  blank, 
between  those  edges  is  the  full  width  of  the  paper.  Before 
proceeding  further  with  the  description  of  the  machine  it 
vnll  be  well  to  explain  how  the  bag  is  produced  from  this 
blank  represented.  The  cutting  of  the  edges  a,  a,  with 
two  jogs  8,  8,  provides  a  lap  10,  10  to  close  the  bottom,  and 
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one  11,  to  cover  the  mouth  of  the  bag,  when  the  blank  has 
been  folded  in  the  dotted  line  12, 12.  These  lines,  12,  are  so 
situated  that  the  edges  6,  &,  will  lap  each  other,  as  shown  in 
Pig.  5,  to  form  a  seam  down  the  middle  of  one  side  of  the  bag. 
The  two  parts  10,  combine  to  form  a  lap  for  the  bottom  when 
the  blank  has  been  folded  in  the  lines  12, 12,  and  this  lapis 
to  be  folded  in  the  opposite  direction  to  the  fold  in  the  lines 
12,  12,  that  is  to  say  if  the  side  parts  outside  the  lines  12^ 
12,  are  folded  over  on  the  top  of  the  central  portion  the 
I)arts  10,  are  to  be  folded  under  the  central  ]x>rtion,  as 
illustrated  in  Pig.  5.  The  cutter  B,  is  of  the  form  of  the 
edges  a,  a,  shown  in  Pig.  4,  as  may  be  seen  by  reference  to 
Pig.  2,  where  its  back  is  represented.  This  cutter  has  a 
serrated  edge  which  works  through  a  narrow  slot  d^  of  cor- 
responding form  in  a  table  C,  upon  which  the  jjaper  is  depos- 
ited in  proper  lengths  for  the  blanks,  from  a  roll  or  direct 
from  a  paper-making  machine,  by  suitable  intermittently 
operating  feed  rollers,  which  I  have  not  thought  it  necessary 
to  represent  as  such  rollers  are  used  in  most  paper  l)ag  ma- 
chines, the  front  edge  of  the  said  table  C,  being  also  like 
the  cutter,  of  the  form  of  the  edges  a,  a.  The  cutter  is  at- 
tached to  a  horizontal  bar  B',  which  works  within  vertical 
guides  e,  c,  erected  on  opposite  sides  of  the  machine,  and 
which  derives  an  upward  vertical  movement  from  two  cams 
D,  D,  on  a  constantly  rotating  horizontal  main  shaft  E,  and 
then  descends  by  its  own  weight  which  is  sufficient  to  cause 
the  cutting  of  the  pai)er  by  the  cutter,  the  descent  taking 
place  during  the  intermissions  between  the  feeding  move- 
ments of  the  paper. 

P,  is  the  former  consisting  of  a  plate  of  metal  of  a  width 
and  length  equal  to  the  desired  width  and  length  of  the  bag, 
secured  to  the  cutter  bar  B',  so  as  to  rise  and  fall  with  the 
cutter,  said  plate  occupying  a  horizontal  x>osition  and  com- 
ing down  close  upon  the  table  C,  at  the  back  of  the  cutter 
as  the  cutter  completes  its  descent,  and  cuts  oflE  a  blank 
from  the  piece  or  roll  of  paper,  the  side  edges  of  the  said 
former  coming  on  the  lines  12, 12,  of  the  blank.     The  cutter 
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and  former  remain  stationary  alter  their  descent  long  enongh 
to  permit  the  operation  of  the  side  lappers  G,  G,  which  are 
hinged  to  the  table  C,  one  on  each  side  of  the  former,  and 
which  are  thrown  qnickly  over  the  former  to  fold  over  the 
side  portions  of  the  blanks  from  the  lines  12,  12,  and  as 
qnickly  thrown  back  again  to  permit  the  rising  of  the  cutter 
and  former,  one  of  the  said  lapx)ers  oi)erating  slightly,  in 
advance  of  the  other,  to  permit  one  edge  J,  of  the  blank 
to  be  lapped  over  the  other  without  any  danger  of  their 
meeting.  I  have  not  represented  in  the  drawing  any  me- 
chanism for  opersLting  these  lappers,  as  they  may  be  opera- 
ted in  the  same  manner  as  the  lapi)ers  in  other  paper  bag 
and  envelope-making  machines.  The  said  lapi)ers,  how- 
ever, dlflFer  in  their  construction  from  lappers  in  other  ma- 
chines in  one  particular,  viz :  in  having  the  ends  which  are 
next  the  extremity  of  the  former  bent  at  a  right  angle  or 
nearly  so,  as  shown  at  ^,  e,  in  Fig.  2,  so  that  as  they  fold 
the  sides  of  the  blank,  they  will  also  partly  fold  the  bottom 
lap,  that  is  to  say,  will  turn  it  down  at  right  angles  to  the 
body  of  the  bag.  Tlie  parts,  e,  e,  of  the  lappers  may  be  at- 
tached to  the  other  parts  by  hinge  joints,  and  be  operated 
so  as  to  complete  the  folding  of  the  bottom  lap. 

It  might  have  been  before  observed  that  as  the  paper  for 
the  blank  is  fed  onto  the  table  C,  it  is  pasted  along  one 
edge  J,  by  passing  over  a  paste  roller  which  I  have  not  rep- 
resented as  it  constitutes  no  part  of  my  invention,  and  hence 
the  lap  of  the  two  edges,  ft,  J,  is  caused  to  adhere  to  form 
the  seam  when  the  sides  of  the  blank  are  folded  over  by  the 
lappers.  The  bottom  lap  is  pasted  by  means  of  a  i)aster,  /\ 
which  is  attached  by  a  spring  arm,  g^  to  the  upper  front 
rail  of  the  frame.  This  paster  is  forced  by  the  elasticity  of 
the  spring  arm,  //,  down  into  a  paste  box,  H,  suitably  ar- 
ranged below  the  table,  C,  but  at  the  proper  time,  viz: 
after  the  operation  of  the  side  lappers,  F,  F,  is  raised  to 
apply  the  paste  to  the  overhanging  lap,  10, 10,  of  the  partly 
folded  blank  on  the  former,  by  the  action  ui)on  the  arm,  ff^ 
of  a  cam,  A,  on  the  main  shaft,  E. 
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I,  is  what  I  call  the  knock-oflf  for  starting  the  bag  from 
the  former  and  causing  its  entrance  between  the  pair  of 
rollers  i,  i,  which  are  arranged  at  the  back  of  the  machine 
in  the  vibrating  frame  J,  to  take  the  bag  and  complete  it  by- 
pressing  the  laps  close  together,  and  discharge  it  from  the 
machine.  The  knock-oflf  I,  consists  of  a  straight  edged 
piece  of  plate  arranged  between  the  former  and  the  table  C, 
and  attached  to  a  curved  arm  I',  which  works  through  a  slot 
my  in  the  back  of  the  table  and  is  pivoted  by  a  pin  A,  to  a 
lever  L,  which  works  on  a  fixed  fulcruiuy,  below  the  main 
shaft  E.  The  said  lever  L,  is  operated  upon  to  raise  the 
knock-off,  as  or  directly  after  the  former  F,  rises  by  the 
downward  pressure  upon  its  rear  end  of  an  arm  ?,  attached 
to  the  horizontal  rock  shaft  K,  of  the  vibrating  frame  J,  the 
said  arm  being  operated  to  throw  forward  the  vibrating 
frame  by  the  action  upon  it  of  the  cam  h.  As  the  knock-oflf 
is  thus  raised  its  curved  arm  /,  which  is  held  in  contact  with 
the  front  end  of  the  slot  7?^,  by  a  spring  t^  connecting  it  with 
the  upper  front  rail  of  the  frame  is  caused  by  the  action  of 
its  curved  front  edge  in  the  said  slot  to  move  back  and  to 
cause  the  edge  of  the  knock-oflf  to  strike  the  turned  down 
lap  10,  of  the  bag  and  thus  to  start  it  from  the  former  and 
cause  it  to  enter  between  the  rollers  /,  i,  which  are  kept  con- 
stantly revolving  in  the  direction  of  the  arrows  shown  upon 
them  in  Pig.  1,  by  two  belts,  n,  o,  one  of  which  runs 
from  a  pulley  p^  which  is  fast  on  the  main  shaft  E,  to  a 
pulley  g,  which  is  loose  on  the  rock  shaft  K,  and  the  other 
from  the  latter  pulley  to  a  pulley  r,  on  the  lower  of  the  two 
rollers.  The  action  of  the  cam  A,  upon  the  arm  Z,  at  the 
same  time  that  it  caused  the  knock-ofl  to  rise  and  strike  tin? 
bag,  brought  forward  the  vibrating  frame  J,  to  meet  the  bag, 
that  the  rollers  ?,  /,  might  seize  it,  and  this  being  done,  the 
cam  allows  the  vibrating  frame  to  be  thrown  back  by  the 
upward  pull  uix)n  the  arm  Z,  of  a  spring  ^,  connecting  it 
with  the  upper  front  rail  of  the  frame  and  the  frame  thus 
moving  back  with  its  rollers  /,  /,  in  motion  on  their  axes, 
draws  the  bag  completely  oflf  the  former  F,  and  the  whole 
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length  of  the  bag  is  ca  used  to  pass  right  through  or  between 
the  said  rollers,  and  be  discharged  over  the  back  of  the  ma- 
chine, receiving  such  pressure  from  the  ix)llers  in  passing 
between  them  as  to  flatten  its  folds  and  laps  and  cause  the 
perfect  adhesion  of  the  laps.  The  spring  s^  above  mentioned, 
is  connected  with  the  rear  end  of  the  lever  L,  and  at  the 
same  time  as  it  draws  up  the  arm  Z,  to  throw  back  the  vi- 
brating frame  draws  down  the  knock-oflf  in  advance  of  the 
descent  of  the  former  F,  so  that  the  feeding  forward  of  the 
paper  for  the  next  bag  may  not  be  interfered  with. 

I  will  remark  that  the  former  F,  applied  attached  as  de- 
scribed to  the  cutter  so  as  to  be  operated  by  the  same  simple 
means,  the  bottom  lap  paster,  the  knock-off,  and  the  vibra- 
ting frame  J,  and  its  rollers  t,  /,  may  be  arranged  in  the 
same  manner  in  combination  with  rollers  for  folding  the 
sides  of  the  bag  instead  of  with  lappers  like  G,  G. 

What  I  claim  as  my  invention  and  desire  to  secure  by  let- 
ters patent,  is — 

1st.  Making  the  cutter  which  cuts  the  paper  from  the 
roll  or  piece  of  the  form  herein  described  that  in  cutting  off 
the  paper,  it  also  cuts  it  to  the  required  form  to  fold  into  a 
bag  without  further  cutting  out. 

2d.  The  attachment  of  the  former  F,  directly  to  the  cut- 
ter to  operate  in  combination  therewith,  and  with  a  folding 
table  C,  substantially  as  herein  described. 

3d.  The  within  described  mode  of  applying  and  arrang- 
ing the  paster/,  to  oi)erate  in  combination  with  the  folding 
table  C,  and  former  F. 

4th.  The  construction  of  the  side  lappers  with  angular 
ends  e  <?,  substantially  as  described,  for  the  purpose  of 
partly  folding  the  bottom  lap  by  the  act  of  folding  the  sides 
of  the  bag. 

5th.  The  knock-off  I,  operating  in  combination  with  the 
former,  substantially  as  and  for  the  purpose  described. 

6th.  The  vibrating  frame  J,  with  its  rollers  i  i,  operating 
in  combination  with  the  former  and  the  knock-off  substan- 
tially as  and  for  the  purpose  herein  described. 
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7th.  The  arrangement  of  the  table,  the  cutter,  the  former, 
the  side  lapi)er8,  the  bottom  paster,  the  knock-off,  the 
vibrating  frame  J,  to  operate  in  relation  to  and  in  combina- 
tion with  each  other,  substantially  as  described. 

WILLIAM  GOODALE. 
Witnesses: 

Ezra  Sawyeb, 
h.  t.  goodale. 

Mr.  George  Harding^  for  appellards : 

J.  Boyd  Elliot,  an  expert,  thus  testifies  that  the  cutters 
in  making  appellees'  bags  infringed  the  appellants'  patent, 
"I  also  find  in  complainants' Exhibit  No.  10,  one  of  the  pat- 
ents granted  to  Merrick  Murphy,  a  representation  of  the 
cutter  for  forming  paper  bags,  so  shaped  that  in  the  operation 
of  separating  the  blanks  from  the  roll  of  paper  in  the  forma- 
tion of  bags,  it  will  perform  the  same  function  as  the  cutter 
referred  to  in  the  first  claim  of  the  Goodale  patent  and  in 
substantially  the  same  manner,  that  is  the  serrated  edge  of 
said  cutter  is  so  shaped  as  to  form  a  blank  for  the  bags,  so 
that  the  seam  may  be  made  in  the  middle  of  the  bag  and 
the  bottom  will  be  provided  with  a  lap,  so  that  both  i)art8 
may  be  pasted  firmly  together  on  one  side  of  the  bag  and 
the  top  be  provided  with  a  lip  for  the  convenience  of  open- 
ing the  bag  when  it  is  to  be  used ;  *  *  *  as  soon  as  the 
cutting  operation  has  progressed  to  the  depth  of  the  small 
teeth  in  the  cutter  shown  at  G,  Fig.  1,"  complainants'  ex- 
hibit 11,  "the  cutting  operation  begins,  and  the  cutter  then 
becomes  substantially  such  an  instrument  as  the  one 
claimed  in  the  Goodale  patent  and  referred  to  in  the  first 
claim  thereof,  for  the  reasons  that  the  rest  of  the  cutting  is 
continued  by  a  series  of  cutting  edges  which  form  a  blank  for 
paper  bags  that  has  a  lap  at  the  bottom  and  a  lip  at  the  top 
for  opening  the  bag,  and  in  my  opinion,  this  constitutes  a 
cutter  substantially  like  the  one  described  and  claimed  in 
the  Goodale  patent." 

The  simple  question  before  the  court  is  one  of  infringe- 
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ment  and  it  is  submitted  for  the  consideration  of  the  court 
upon  the  foregoing  statement,  the  state  of  the  art  and  the 
appellants'  invention. 

(The  entire  argument  was  taken  up  with  explanations  of 
prior  patents  showing  the  state  of  the  art. ) 

3fr,  Sainiiel  S.  Boyd^  for  appellees : 

As  it  is  well  settled  that  no  one  can  be  said  to  infringe  a 
combination  claim  who  does  not  use  the  entire  combination 
Corn-Planter  Patent,  23  Wall.  181  [10  Am.  &  Eng.  1],  it 
only  remains  to  inquire  whether  we  find  these  four  essen- 
tial elements  of  the  appellants'  combination,  or  their  equiv- 
alents, in  the  Murphy  machines  or  either  of  them.  The 
creasing  rolls  are  wanting,  because  not  needed  as  Murphy 
cuts  the  paper  in  the  flat — that  is  without  first  folding  it  in 
any  manner.  The  supporting  bar  is  wanting,  for  whatever 
may  be  the  purpose  of  the  plate  used  by  Murphy  in  the 
latter  stages  of  his  process,  it  clearly  is  not  the  equivalent 
of  the  Rice  supporting  bar,  for  it  has  no  relation  whatever 
to  the  operation  of  severing  the  paper,  that  operation  hav- 
ing been  entirely  completed  before  the  plate  is  reached. 
The  reciprocating  rolls  are  not  used  by  us,  ours  being  sim- 
ply the  ordinary  drawing  rolls  which  are  seen  in  the  ma- 
chines prior  to  Rice,  and  which  Rice  does  not  even  pretend 
to  claim.  We  use  a  revolving  striker,  having  a  continuous^ 
not  reciprocating  motion  and  which  does  not  in  any  man- 
ner penetrate  the  paper  as  does  Rice's.  More  than  this  it 
is  clear  that  Murphy' s  machine  cannot  cut  a  tube  into  the 
requued  form — ^and  Rice's  cannot  cut  in  ^  flat — ^but  the 
movement  of  the  paper  in  Rice' s  is  and  must  of  necessitj- 
be  intermittent  on  account  of  the  vibrating  motion  of  the 
cutter,  while  in  Murphy's  it  is  continvxyws ;  there  is  an- 
other important  distinction  between  our  cutting  apparatus 
and  Rice's,  we  can  cut  a  bag  blank  of  any  outline  we  de- 
sire by  simply  changing  the  fixed  blade,  a  thing  impo^ible 
to  be  done  with  the  Rice  machine — a  fact  which  of  itself  is 
very  persuasive  evidence  that  the  machines  are  different  in 
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principle  and  construction.  Enough  has  been  said,  we  sub- 
mit to  show  that  when  Rice' s  claim  is  considered  as  the  law 
and  the  state  of  the  art  demand,  it  is  clear  we  do  not  in- 
fringe thereon  by  either  of  our  cutting  devices. 

Murphy  not  only  leaves  out  many  of  the  essential  ele- 
ments of  Goodale,  but  adds  devices,  the  counterpart  or 
equivalents  of  which  cannot  be  found  in  Goodale,  nor  any- 
thing which  performs  their  offices  or  enables  the  same  re- 
sult to  be  produced.  We  submit  that  the  claims  of  Rice 
and  Goodale  must  be  strictly  limited  to  the  specific  devices 
by  which  the  result  in  each  is  attained,  otherwise  they 
are  each  and  both  subject  to  the  objection  of  claiming  a  re- 
sult broadly,  and  when  so  limited  we  do  not  by  either  of 
our  constructions  infringe  ui)on  said  patents,  and  conse- 
quently the  decrees  below  contain  no  error  and  should  be 
formed. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 
Rights  secured  to  an  inventor  by  letters  patent  are  prop- 
erty, which  consists  in  the  exclusive '  privilege  of  making 
and  using  the  invention,  and  of  vending  the  same  to  others 
to  be  used,  for  the  period  prescribed  by  the  Patent  Act ;  and 
the  provision  is  that  every  patent  and  any  interest  therein 
shall  be  assignable  in  law  by  an  instrument  in  writing.  R. 
S.,  sees.  4884,  4898. 

Letters  patent  (a)  bearing  date  July  12, 1869,  were  granted 
to  William  Goodale,  for  new  and  useful  improvements  in 
machinery  for  making  paper  bags,  as  more  fully  described 
in  the  specification.  Patents,  at  that  date,  were  granted 
for  the  period  only  of  fourteen  years  ;  but  the  record  shows 
that  the  same  was  duly  extended  for  the  further  term  of 
seven  years  from  the  expiration  of  the  original  term,  and 
that  the  patentee,  on  the  14th  of  July,  two  days  subsequent 
to  the  extension  of  the  patent,  by  an  instrument  in  writing, 
sold  and  assigned  all  his  right,  title  and  interest  in  the  pat- 
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ent  to  the  complainants,  who  instituted  the  present  suit 
What  they  charge  is  that  the  resix)ndent8  are  making  and 
using  the  patented  improvement,  the  title  to  which  they  ac- 
quired by  virtue  of  the  aforesaid  written  assignment. 

Service  was  made ;  and  the  respondents  api)eared  and  filed 
an  answer,  setting  up  several  defences,  all  of  which  are 
abandoned  except  the  one  denying  the  charge  of  infringe- 
ment. Proofs  were  taken ;  and  the  Circuit  Court,  having 
heard  the  parties,  entered  a  decree  dismissing  the  bill  of 
complaint.  Prompt  appeal  to  this  court  was  taken  by  the 
complainants ;  and  they  now  assign  for  error  the  decree  of 
the  Circuit  Court  in  dismissing  the  bill  of  complaint,  it  being 
conceded,  that  it  was  dismissed  upon  the  ground  that  the 
charge  of  infringement  was  not  proved. 

Machines  for  making  paper  bags  are  old,  as  both  sides 
admit ;  and  the  evidence  in  this  case  shows  that  they  have 
been  constructed  by  many  persons  and  in  various  forms  for 
more  than  twenty  years,  and  with  more  or  less  utility. 
Neither  party,  in  this  case,  claims  to  be  the  original  and 
first  inventor  of  an  entire  machine  of  the  kind  ;  nor  could 
such  a  claim,  if  made,  be  sustained,  in  view  of  the  admitted 
state  of  the  art.  Improvements  in  various  parts  of  such  a 
machine  are  claimed  by  the  assignor  of  the  complainants ; 
but,  inasmuch  as  the  charge  of  infringement  is  confined  to 
the  first  claim  of  the  patent,  it  will  be  sufficient  to  describe 
the  nature  and  operation  of  the  principal  device  embodied 
in  that  claim,  without  attempting  to  give  any  minute  de- 
scription of  the  other  parts  of  the  machine. 

Seven  claims  are  annexed  to  the  specification,  the  one  in 
question  being  described  in  substance  and  effect  as  follows  : 
Making  the  cutter,  which  cuts  the  paper  from  the  roU,  in 
such  form  that  in  cutting  oflf  the  paper,  it  cuts  it  in  the  re- 
quired form  to  fold  into  a  bag  without  further  cutting  out: 

Such  a  machine,  of  course,  has  a  frame  which  supports 
all  its  parts,  and  it  also  has  a  table  to  support  the  paper  as  it 
is  unwound  from  the  roll  and  moved  forward  under  the  cut- 
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ter.  Prior  to  the  operation,  the  roll  is  prepared,  being  of 
the  proper  width  to  fold  lengthwise  and  form  the  bag.  Feed- 
rollers  are  arranged  in  the  machine  for  moving  the  paper 
nnder  the  cutter  as  it  is  unwound  from  the  roll,  the  cutter 
being  attached  to  a  horizontal  bar,  and  working  within  ver- 
tical guides  erected  on  opposite  sides  of  the  machine.  Oper- 
ating vertically,  as  the  cutter  does,  it  will  be  sufficient  to 
state  that  it  derives  its  upward  movement  from  two  cams 
on  a  constantly  rotating  horizontal  shaft,  and  that  it  de- 
scends by  its  own  weight,  which  is  sufficient  to  cause  the 
cutting  of  the  paper  by  the  cutter,  the  descent  taking  place 
during  the  intermissions  between  the  feeding  movements 
of  the  paper. 

Devices  and  means  for  forming  the  bag  of  the  desired 
length  and  width,  are  also  shown  in  the  specification  and 
drawings,  together  with  the  devices  and  means  for  effecting 
the  side  lapping  over  the  device  called  the  former,  and  the 
devices  and  means  for  pasting  one  edge  of  the  same  by  pass- 
ing it  over  a  paste  roller,  which  causes  it  to  adhere  so  as  to 
form  the  seam  when  the  edges  of  the  blank  are  folded  over 
by  the  lappers.  Both  the  sides  of  the  blank,  so  called,  and 
the  lap  at  the  bottom  are  pasted  by  the  means  described  in 
the  specification.  But  it  is  unnecessary  to  enter  into  these 
details  in  this  investigation,  as  the  charge  of  infringement 
is  limited  to  the  first  claim. 

Evidence  of  a  satisfactory  character  is  exhibited,  to  show 
that  the  assignor  of  the  complainants  was  the  first  person  to 
organize  an  operative  machine  to  make  paper  bags  from  a 
roll  of  paper  in  the  flat  sheet,  by  a  transverse  cut  across  the 
same  with  a  knife  having  five  planes,  so  that  the  blanks,  so 
called,  when  cut  and  folded,  will  present  a  paper  bag  of  the 
form  and  description  given  in  the  specification  and  draw- 
ings of  the  patent. 

Wide  diflferences  exist  in  the  arrangement  of  the  devices 
comjwsing  the  operative  parts  of  the  respondents'  machine 
in  question,  from  those  exhibited  in  the  machine  of  the 
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complainants ;  bnt  the  frames  are  not  substantially  different, 
and  the  machine  of  the  resi)ondents  has  two  uprights  which 
afford  bearings  for  the  shaft,  and  for  the  roller  on  which 
the  paper  is  wound,  and  for  two  sets  of  feed  rollers  which 
perform  the  same  function  as  the  feed  rollers  in  the  com- 
plainants' patent.  Instead  of  the  cutter  arranged  to  ascend 
and  descend,  as  described  in  the  complainants'  specifica- 
tion, the  respondents  have  a  knife  with  a  serrated  edge, 
which  is  attached  to  the  bed  beneath  the  shaft  on  a  line  with 
the  feed  rollers,  lying  on  its  side,  so  that  the  paper,  when 
moved  by  the  rollers,  will  pass  freely  over  it,  a«  it  extends 
slightly  beyond  the  edge  of  the  bed.  Being  attached  to  the 
bed,  the  knife,  though  it  is  substantially  in  the  form  of  the 
cutter  employed  in  the  complainants'  machine,  neither  rises 
nor  falls,  nor  would  it  perform  any  function  whatever  in  the 
machine  were  it  not  for  the  striker,  which  is  a  straight  piece 
of  metal  with  a  blunt  edge  made  to  revolve  with  the  shaft, 
which,  by  the  aid  of  certain  other  devices,  first  causes  it  to 
rise,  and  then  throws  it  sharply  down  in  such  a  manner 
that  it  makes  a  vertical  blow  upon  the  paper,  causing  the 
knife  to  sever  it  as  effectually  as  the  cutter  does  in  the  com- 
plainants' machine,  showing  that  the  two  devices,  to  wit : 
the  knife  and  the  striker,  operating  together,  perform  the 
exact  same  function  as  that  performed  in  the  complainants' 
machine  by  the  ascent  and  descent  of  the  cutter. 

Argument  to  show  that  the  form  of  the  knife  and  the 
cutter  are  substantially  the  same  is  quite  unnecessary,  as 
that  is  proved  to  a  demonstration  by  a  comparison  of  the 
two  devices.  Nor  can  it  make  any  difference  that  the  cutter 
is  made  to  cut  the  paper  by  its  own  gravity,  while  the  knife 
is  made  to  cut  by  the  fall  of  a  device  which  performs  no 
other  function  than  to  fall  upon  the  paper  at  the  proi)er 
moment,  and  cause  the  stationaiy  knife  to  cut  for  the  same 
purpose. 

Decided  support  to  that  proposition  is  found  in  the  testi- 
mony of  the  expert  witness  examined  for  the  complainants. 
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He  testifies  that  he  finds  in  the  patent  of  the  respondents 
the  representjition  of  a  cutter  for  forming  paper  bags,  so 
shaped  that,  in  the  operation  of  separating  the  blanks  from 
the  roll  of  paper  in  the  formation  of  bags,  it  will  perform 
the  same  function  as  the  cutter  in  the  complainants'  ma- 
chine ;  giving  as  his  reason  for  the  conclusion,  that  the  ser- 
rated edge  of  the  knife,  as  it  is  there  called,  is  so  shaped  as 
to  form  a  blank  for  the  bags,  so  that  the  seam  may  be  made 
in  the  middle  of  the  bag,  and  that  the  bottom  is  provided 
with  a  lap  so  that  both  parts  may  be  firmly  pasted  together, 
and  the  top  provided  with  a  lip  for  the  convenience  of  open- 
ing the  bag  when  it  is  used. 

Explanations  of  a  valuable  character  are  also  made  by 
the  same  witness  in  respect  to  the  particular  form  of  the 
knife  employed  by  the  respondents  in  their  machine  when 
used  to  form  the  lip  at  the  top  or  bottom  of  the  bag.  Speak- 
ing of  the  fact  that  the  knife  used  by  the  respondents  has 
serrations  or  teeth  of  different  degrees  of  depth,  he  says 
that  their  outer  points  all  coincide  with  the  same  straight 
line  across  the  paper,  and  that  the  operation  of  cutting,  when 
it  has  progressed  to  the  depth  of  the  smq^U  teeth  in  the 
knife,  becomes  substantially  the  same  as  that  performed  by 
the  cutter  in  the  complainants'  machine,  for  the  reason  that 
the  rest  of  the  cutting  is  continued  by  a  series  of  cutting 
edges  that  have  a  lap  at  the  bottom  and  a  lip  at  the  top,  or,  in 
other  words,  the  cutting  that  is  commenced  in  a  straight 
lice  ceases  as  soon  as  the  small  teeth  cease  to  cut,  and  then 
the  coarser  teeth  continue  the  cutting  operation  down  to 
their  full  extent,  and  constitute  a  cutter  substantially  like 
the  one  employed  in  the  complainants'  machine. 

Suppose  the  explanation  last  given  is  too  theoretical  for 
practical  application ;  still,  we  are  all  of  the  opinion  that 
the  knife  and  the  striker  employed  by  the  respondents  per- 
form substantially  the  same  function  as  the  cutter  in  the 
complainants'  machine,  with  the  devices  for  raising  it  up 

97  U.  S.  184-l)fi5. 


610  MACHINE  CO.  v.  MURPHY.  [Sup.  Ct 

Opinion  of  the  court 

and  letting  it  drop  upon  the  paper  as  it  is  moved  forward 
by  the  rollers. 
/^  Except  where  form  is  of  the  essence  of  the  invention,  it 
has  but  little  weight  in  the  decision  of  such  an  issue,  the  cor- 
rect rule  being  that,  in  determining  the  question  of  infringe- 
ment, the  court  or  jury,  as  the  case  may  be,  are  not  to  judge 
about  similarities  or  differences  by  the  names  of  things,  but 
are  to  look  at  the  machines  or  their  several  devices  or  ele- 
ments in  the  light  of  what  they  do,  or  what  office  or  func- 
tion they  perform,  and  how  they  perform  it,  and  to  find  that 
one  thing  is  substantially  the  same  as  another,  if  it  per- 
forms substantially  the  same  function  in  substantially  the 
same  way  to  obtain  the  same  result ;  always  bearing  in  mind 
that  devices  in  a  patented  machine  are  different  in  the  sense 
of  the  patent  law  when  they  perform  different  functions  or 
in  a  different  way,  or  produce  a  substantially  different  result 

Nor  is  it  safe  to  give  much  heed  to  the  fact  that  the  cor- 
responding device  in  two  machines  organized  to  accomplish 
the  same  I'esult  is  different  in  shape  or  form,  the  one  from 
the  other,  as  it  is  necessary  in  every  such  investigation  to 
look  at  the  mode  of  operation  or  the  way  the  device  works, 
and  at  the  result,  as  well  as  at  the  means  by  which  the  result 
is  attained. 

Inquiries  of  this  kind  are  often  attended  with  difficulty ; 
but  if  special  attention  is  given  to  such  portions  of  a  given 
device  as  really  does  the  work,  so  as  not  to  give  undue  im- 
portance to  other  parts  of  the  same  which  are  only  used  as 
a  convenient  mode  of  constructing  the  entire  device,  the 
difficulty  attending  the  investigation  will  be  greatly  dimin  - 
ished,  if  not  entirely  overcome.     Gaboon  v.  Ring,  1  Cliff.  62(*. 

Authorities  concur  that  the  substantial  equivalent  of  u 
thing,  in  the  sense  of  the  Patent  Law,  is  the  same  as  the  thing 
itself ;  so  that  if  two  devices  do  the  same  work  in  substan- 
tially the  same  way,  and  accomplish  substantially  the  same 
result,  they  are  the  same,  even  though  they  differ  in  name, 
form  or  shape.     Curt.  Pat.  4th  ed. ,  sec.  310. 
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Apply  that  principle  to  the  case  before  the  court  and  it  is 
clear  that  the  knife  in  the  respondents'  machine,  when  con- 
sidered in  connection  with  the  striker,  is  substantially  the 
same  thing  as  the  cutter  in  the  machine  of  the  complain- 
ants when  put  in  operation  by  the  means  employed  to  raise 
it  and  let  it  fall  to  perform  the  cutting  function,  without 
which  the  machine  would  be  of  no  value. 

Tested  by  these  considerations,  it  is  clear  that  the  decree 
of  the  Circuit  Court  is  erroneous,  even  if  the  construction  of 
the  patent  is  that  which  the  respondents  assume  it  to  be,  as 
they  do  not  contend  that  the  claim  for  the  cutter  used  by 
the  complainants,  as  embodied  in  the  first  claim  of  their 
patent,  is  invalid. 

Decree  reversed  and  the  cause  remanded^  with  directions 
to  enter  a  decree  in  favor  of  the  complainants^  and  for  fur- 
ther proceedings  in  conformity  with  the  opinion  of  tJiis 
court. 
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Syllabus. 

THE  CITY  OP  ELIZABETH,  GEORGE  W.  TUBES  AND 
THE  NEW  JERSEY  WOOD  PAVING  COMPANY, 
APPELLANTS,  v.  THE  AMERICAN  NICHOLSON 
PAVEMENT  COMPANY.* 

07  (7  Otto)  U.  S.  iae-144.    Oct.  Term,  1877. 

[Bk.  24,  L.  ed.  1000.] 

Reyening  in  part  American  Nicholson  Pavement  Co.  v.  City  of 

Elizabeth,  1  Ban.  &  Ard.  430. 

Argued  April  4,  5,  1878.    Decided  May  13,  1878. 

Particular  patent  construed.  Novelty.  Infringement.  Prior 
foreign  patent — date  of  in  order  to  anticipate.  Public  eagDeri- 
mental  use  not  adandontnent.  Public  use.  Pro/its.  burden  of 
proof     Contract.     Reduction  of  profits. 

1.  Reissued  letters  patent  No.  2,748,  S.  Nicholson,  August  20,  1867 

(original  No.  11,491,  of  August  8,  1854),  Wooden  Pavement, 
construed  to  be  for  a  combination  and  held  not  anticipated  by 
an  English  patent  published  subsequent  to  the  date  of  his  in- 
vention, but  prior  to  the  date  of  his  patent;  A^  not  abandoned 
by  a  public  experimental  use  made  six  years  prior  to  his  ap- 
plication and  is  infringed  by  the  pavement  constructed  under 
letters  patent  No.  85,786,  Brocklebank  &  Trainer,  January 
12,  1869,  Wooden  Pavement,     (p.  635.) 

2.  A  foreign  patent  or  other  foreign  printed  publication  describ- 

ing an  invention  is  no  defence  to  a  suit  upon  a  patent  of  the 
United  States,  unless  published  anterior  to  the  making  of  the 
invention  or  discovery  secured  by  the  latter,  provided  that  the 
American  patentee,  at  the  time  of  making  application  for  his 
patent,  believed  himself  to  be  the  first  inventor  or  discoverer  of 
the  thing  patented,     (p.  538.) 

3.  Where  the  use  made  of  the  invention  for  six  years  prior  to  the 

application  was  a  public  one  but  for  the  purpose  of  experiment 
and  in  order  to  test  its  qualities  and  remedy  its  defects,  held 
that  it  was  not  in  public  use  or  on  sale  with  patentee's  consent 
and  allowance  for  more  than  two  years  prior  to  his  application 

*See  Explanation  of  Notes,  page  1X1. 
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within  the  meaning  of  Act  1836,  sees.  6,  7  and  15  as  quali- 
fied by  Act  1839,  Bee.  V.     (p.  688.) 

4.  An  abandonment  of  an  invention  to  the  public  may  be  evinced 

by  the  conduct  of  the  inventor  at  any  time,  even  within  the 
two  years  named  in  the  law  (Act  1836,  sees.  6,  7  and  15,  and 
Act  1839,  sec.  7).  No  such  consequence  will  necessarily  fol- 
low from  the  invention  being  in  public  use  or  on  sale  with  the 
inventor's  consent  and  allowance  at  any  time  within  two  years 
before  his  application;  but  if  the  invention  is  in  public  use  or 
on  sale  prior  to  that  time  it  will  be  conclusive  evidence  of 
abandonment,  (p.  542.) 

5.  In  what  an  experimental  use  may  consist  as  distinguished  from 

a  public  use  or  being  on  sale  within  the  meaning  of  the  law. 
(p.  543.) 

6.  It  is  not  a  public  knowledge  of  his  invention  that  precludes  the 

inventor  from  obtaining  a  patent  for  it,  but  a  public  use  or 
sale  of  it.     (p.  545.) 

7.  If  an  infringer  of  a  patent  has  realized  no  profits  from  the  use 

of   the  invention,  he  cannot  be  called   upon  to  respond  for 
profits;   the  patentee  in  such  case  is  left  to  his  remedy  for 
damages. 
General  niles  stated  as  to  when  profits  are  recoverable  in  equity, 
(p.  547.) 

8.  Where  it  was  found  that  defendants,  infringers,  had  made  no 

profits,  which  failure  to  find  was  not  excepted  to  by  complain- 
ants, and  no  proof  was  offered  by  them  to  show  defendants' 
profits,  a  decree  making  them  accountable  for  profits  was  held 
erroneous,     (p.  548.) 

9.  Where  infringers  also  operating  under  a  patent  alleged  as  cause 

of  error  a  failure  to  specifically  show  the  profits  arising  from 
the  respective  devices,  hdd  that  the  burden  of  showing  it  was 
on  them.     (p.  550.) 

10.  A  contract  between  appellee  and  its  assignor  as  to  charges  re- 

lating to  a  patent,  held  a  stipulation  between  third  parties  with 
which  appellants'  infringer  had  no  concern  and  of  which  they 
could  not  avail  themselves  in  reduction  of  profits,     (p.  552.) 

[Citations  in  the  opinion  of  the  court :] 
Curtis,  Pat.  |?  375,  375  a.  p.  538. 
Shaw  r.  Cooper,  7  Pet.  292  [4  Am.  &  Eng.  286].     p.  543. 
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Lewis  V.  Marling,  10  Bam.  &  C.  23.    p.  645. 

Mowry  t>.  Whitney,  14  WalL  434  [8  Am.  &  Eng.  606].     p.  548. 

Cawood  Patent,  94  U.  8.  695  [p.  235  anW].    p.  548. 

livingBton  v.  Woodworth,  15  How.  546  [6  Am.  &  Eng.  167].    p.  548. 

Rahber  Go.  v.  Goodyear,  9  WalL  788  [8  Am.  &  Eng.  160].     p.  648. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  New  Jersey.    The  case  is  stated  by  the  court. 

The  specifications  and  drawings  of  the  Nicolson  reissue 
and  of  the  Brocklebank  and  Trainer  patents  are  as  follows : 


SAMUEL  NICOLSON,  OF  BOSTON,  MASSACHUSETTS. 

Improved  Wooden  Pavement. 

Specification  fonning  part  of  Letters  Patent  No.  11,491,  dated 
August  8,  1854;  Reissue  No.  1,683,  dated  December  1,  1863; 
Reissue  No.  2,748,  dated  August  20,  1867. 

7b  all  whom  it  may  concern : 

Be  it  known  that  the  following  is  a  full,  clear,  and  exact 
description  of  the  new  and  useful  Improved  Wooden  Pave- 
ment invented  by  me,  Samuel  Nicolson,  of  Boston,  in  the 
State  of  Massachusetts,  and  for  which  Letters  Patent  were 
granted  to  me  on  the  8th  day  of  August,  in  the  year  of  our 
Lord  1854,  and  for  which  new  and  reissued  Letters  Patent 
were  granted  to  me  on  the  1st  day  of  December,  in  the  year 
of  our  Lord  1863,  the  said  last-mentioned  Letters  Patent 
having  been  surrendered  for  the  purpose  of  describing  the 
same  invention  and  pointing  out  in  what  it  consists  in  more 
clear,  full,  and  exact  terms  than  was  done  in  the  said  origi- 
nal or  amended  specifications. 

The  nature  and  object  of  my  invention  consist  in  provid- 
ing a  process  or  mode  of  constructing  wooden -block  pave- 
ments upon  a  foundation  along  a  street  or  roadway  with 
facility,  cheapness,  and  accuracy ;  and  also  in  the  creation 
and  construction  of  such  a  wooden  pavement  for  streets  and 
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roadways  as  shall  be  comparatively  permanent  and  durable 
by  so  uniting  and  combining  all  its  parts,  both  superstruc- 
tiire  and  foundation,  so  as  to  provide  against  the  slipping 
of  the  horses'  feet,  against  noise,  against  unequal  wear,  and 
against  rot  on  or  from  the  top  surface,  and  against  rot  and 
consequent  sinking  away  from  below. 

For  a  clear  understanding  of  the  manner  of  constructing 
my  improved  wooden  pavement,  I  refer  to  the  accompany- 
ing drawings,  with  corresponding  letters  of  reference,  mak-  ' 
ing  part  of  this  specification,  of  which  Drawing  No.  I,  Pig. 
1,  represents  a  top  view  of  the  first  plan  of  said  pavement, 
and  Pig.  2  of  the  same  drawing  represents  a  transverse  and 
vertical  section  of  the  same  ;  and  Pig.  1  of  Drawing  No.  II 
represents  a  perspective  view  of  the  said  pavement  con- 
structed and  in  the  process  of  construction  after  the  second 
plan  or  modification ;  and  Pig.  2,  Drawing  No.  II,  a  further 
perspective  view  of  a  section  of  the  said  pavement  on  the 
first  plan ;  and  Pig.  3,  Drawing  No.  II,  a  purther  perspec- 
tive view  of  a  section  of  the  said  pavement  on  the  second 
plan. 

The  earth  of  a  roadway  upon  which  my  improved  wooden 
pavement  of  either  plan  is  to  be  constructed  must  first  be 
suitably  graded  in  any  of  the  usual  and  well-known  methods, 
in  order  to  prepare  it  for  the  reception  of  such  pavement. 
When  the  street  or  roadway  has  tlius  been  prepared  for  the 
reception  of  my  pavement,  I  then  cover  the  surface  of  the 
roadway  or  bed  with  tarred  paper,  or  with  hydraulic 
cement  laid  over  it  about  two  (2)  inches  in  thickness,  or  with 
a  cheap  flooring  of  boards  or  plank,  which  may  also  be  cov- 
ered with  tar  on  one  or  both  sides  by  swabbing  or  by  dip- 
ping the  boards  or  plank ;  or  any  other  preventative  to  moist- 
ure may  be  used  in  connection  with  said  foundation  or  sup- 
port, the  object  and  effect  of  such  foundation  being  the  sup- 
j)ort  afforded  such  pavement,  and  to  prevent  the  absorption 
of  moisture  from  the  ground  by  the  wooden  blocks.  Said 
foundation  is  designated  in  said  drawings  by  the  letters,  d  d. 

In  further  carrying  out  my  invention  I  employ  two  (2) 
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sets  of  blocks,  or  a  set  of  ]t>Iocks  and  strips.  The  one  set  of 
blocks,  which  may  be  called  the  **  principal  "  set  of  blocks, 
forms,  when  the  pavement  is  completed,  the  wooden  sur- 
face of  the  pavement,  and  the  other  or  auxiliary  set  of  blocks 
or  strips  forms  no  part  of  the  wooden  surface  of  the  pave- 
ment, but  determines  the  size  of  the  groove  or  channel  way 
between  the  principal  blocks,  which  is  afterward  to  be  filled 
with  broken  stone,  gravel,  and  tar,  while  the  principal  set  of 
blocks  must  be  of  uniform  height  and  of  suitable  texture  to 
form  a  proper  surface  for  the  pavement.  The  auxiliary  set 
need  be  of  no  particular  height  or  texture ;  but  they  must 
not  permanently  and  entirely  fill  the  grooving  intended  for 
the  gravel,  broken  stone,  and  tar  when  the  pavement  is  com- 
pleted. 

The  principal  set  of  blocks  is  cut  with  i)arallel  sides,  lines, 
or  surfaces  from  joist  or  timber  about  four  inches  square,  or 
of  other  suitable  shai)e  and  dimensions  in  cross-sections, 
being  made  eight  inches  in  length.  The  auxiliary  blocks 
may  be  formed  of  about  half  the  length  of  the  others ;  but 
they  must  be  of  such  thickness  or  cross-section  as  to  form 
the  proper  boundary  of  the  groove.  The  principal  blocks 
are  placed  end  upward  ui)on  said  foundation  or  support,  and 
are  arranged  both  transversely  and  longitudinally,  so  that 
the  principal  and  the  auxiliary  blocks  shall  be  arranged 
alternately  in  each  direction,  or  run  as  seen  in  the  drawings. 
By  such  an  arrangement  spaces  or  cells  c  c  c,  between  the 
principal  blocks  are  formed,  each  of  said  cells  being  bounded 
by  four  of  the  principal  blocks,  the  upper  ends  of  the 
principal  blocks,  when  thus  placed  together,  present  a 
checkered  or  tessellated  appearance,  and  they  will  exhibit 
the  open  spaces  arranged  together  in  a  similar  manner. 
Into  each  of  these  cells  a  small  quantity  or  layer  of  coarse 
salt  may  be  put.  These  cells  are  filled  up  with  small 
broken  stone  or  coarse  clean  gravel,  the  whole  being 
firmly  rammed,  so  that  the  upper  surface  of  the  mass  shall 
be  firm  and  level.  Next,  mineral  or  vegetable  tar  or  pitch 
is  to  be  i)Oured  over  the  whole  surface  of  the  iwivement 
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and  into  the  cells  or  cavities  containing  the  broken  stone  or 
gravel,  so  as  to  penetrate  entirely  between  the  pieces  of 
stone  or  gravel  and  cement  them  together.  The  tar  pene- 
trating into  the  squares  containing  the  broken  stone  or  gravel 
will  cause  the  masses  of  the  stone  to  adhere  firmly  to  the 
surrounding  blocks,  and  will  admit  of  expansion  of  the  mass 
by  the  weight  of  the  wheels  of  carriages  in  passing  over 
them,  such  exx>ansion  serving  to  fill  up  the  space  which 
might  otherwise  be  made  by  shrinkage  of  the  wooden  blocks. 

In  order  to  prevent  the  blocks  from  being  forced  below 
one  another  in  some  of  my  modes  of  constructing  the  pave- 
ment, they  may  be  pinned  together  with  wooden  pins  ex- 
tending from  block  to  block. 

Instead  of  the  broken  stone  and  tar,  any  other  suitable 
cementing  material  may  be  employed  in  the  cells.  I  prefer, 
however,  common  tar  or  pitch  and  gravel  or  broken  stone, 
as  such  in  practice  has  been  found  to  oi)erate  to  great  ad- 
vantage and  to  be  very  durable  in  use  and  to  present  a  sur- 
face on  which  it  is  very  difficult  for  horses  to  slip  or  slide, 
as  is  frequently  the  case  on  ordinary  pavements  when  the 
surface  is  wet  or  covered  with  mud.  The  auxiliary  strip 
may  be  about  half  the  height  of  the  principal  block ;  but  it 
must  not  be  permitted  to  fill  up  the  grooves  permanently  and 
entirely  when  the  pavement  is  completed,  or  to  form  any 
part  of  the  surface  of  the  pavement. 

My  invention  may  be  carried  out  in  another  form — that 
is  to  say,  upon  the  plan  or  second  modification  seen  in  Figs. 
1  and  2  of  Drawing  No.  II.  The  principal  blocks  are  ar- 
ranged side  by  side  transversely  of  the  roadway,  alternately 
with  strips  of  board,  edgewise  or  vertical,  in  thickness  about 
one-third  of  the  principal  blocks,  placed  transversely  upon 
the  foundation  or  support,  and  in  this  mode  of  construction 
so  arranged  as  to  form  spaces  of  about  one  inch  in  thick- 
ness between  the  rows  of  principal  blocks. 

I  would  remark,  as  to  the  durability  of  my  pavement,  that 
for  the  purpose  of  experiment  I  have  had  some  of  it  in  use 
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for  six  years  before  the  month  of  March,  1854,  on  a  road  on 
which  the  travel  has  been  very  great. 

Some  of  the  advantages  of  my  j^^vement  are  to  be  fonnd 
in  the  hold  that  it  offers  for  the  feet  of  horses,  in  the  little 
noise  that  it  produces  while  carriages  are  passing  over  it, 
the  absence  of  noise  resulting  from  the  i)eculiar  character  of 
the  material  of  which  the  pavement  is  composed. 

This  pavement  is  also  very  durable,  its  durability  being 
occasioned  by  the  friction  of  the  travel  over  it,  being  pro- 
duced upon  the  slightly  elastic  extremities  of  the  fibers  of 
the  wooden  blocks,  and  by  its  solidity  and  durable  material 
in  the  filling. 

Moisture  is  excluded  from  the  wood  by  the  materials  em- 
ployed for  the  support  of  the  blocks,  also  by  the  preven- 
tives, also  by  the  tarry  covering  which  is  placed  over  the 
top  surface,  as  hereinbefore  described. 

My  pavement  has  the  advantage  of  great  cleanliness  in 
comparison  with  most  other  pavements,  because,  in  the  first 
place,  as  there  is  very  little  wear  of  its  upper  surface,  very 
little  dirt  is  likely  to  form  njyon  it,  and  such  as  does  form  is 
quickly  removed  therefrom  by  rains  and  winds. 

There  is  a  further  advantage  in  resi)ect  to  facility,  cheap- 
ness, and  accuracy  in  the  process  or  method  of  forming  the 
channels,  grooves,  or  receptacles  required  for  the  desired 
filling  in  my  impi'oved  construction,  which  results  from  two 
sets  or  series  of  parallel  side  blocks  (or  blocks  and  strips  of 
board)  employed  as  above  mentioned.  By  this  method  of 
forming  such  channels,  grooves,  or  receptacles,  the  parallel- 
ism of  the  same  and  of  the  principal  blocks  forming  the  ulti- 
mate surface  of  the  pavement,  and  the  uniformity  in  width 
or  size  and  distance  one  from  another  of  such  channels, 
grooves,  or  receptacles,  are  effected  in  a  cheap,  simple,  and 
expeditious  manner  directly  upon  the  prei>ared  foundation 
resting  upon  the  roadway,  and  any  necessity  of  constructing 
the  pavement  in  portable  compartments  is  avoided. 

Having  thus  fully  described  the  parts  and  combination  of 
•pSLTts  and  the  operation  of  my  improved  wooden  pavement, 
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and  shown  various  modes  in  which  the  same  may  he  con- 
structed and  made  to  operate  without  changing  the  princi- 
ple of  its  construction  and  operation,  I  claim  as  an  improve- 
ment in  the  art  of  constructing  pavements — 

1.  Placing  a  continuous  foundation  or  support,  as  above 
described,  directly  upon  the  roadway,  then  arranging  there- 
on a  series  of  blocks  having  parallel  sides  endwise  in  rows, 
so  as  to  leave  a  continuous  narrow  groove  or  channel-way  be- 
tween each  row,  and  then  filling  said  grooves  or  channel- 
ways  with  broken  stone,  gravel,  and  tar,  or  other  like  ma- 
terials. 

2.  The  formation  of  a  pavement  by  laying  a  foundation 
directly  upon  the  roadway,  substantially  as  described,  and 
then  employing  two  sets  of  blocks,  one  a  principal  set  of 
blocks  that  shall  form  the  wooden  surface  of  the  pavement 
when  completed,  and  an  auxiliary  set  of  blocks  or  strips  of 
board  which  shall  form  no  part  of  the  surface  of  the  pave- 
ment, but  determine  the  width  of  the  groove  between  the 
principal  blocks,  and  also  the  filling  of  said  groove,  when  so 
formed,  between  the  principal  blocks,  with  broken  stone, 
gravel,  and  tar,  or  other  like  material. 

3.  Placing  a  continuous  foundation  or  support,  as  above 
described,  directly  upon  the  roadway,  and  then  arranging 
thereon  a  series  of  blocks  having  parallel  sides  endwise  in  a 
checkered  manner,  so  as  to  leave  a  series  of  checkered  spaces 
or  cavities  between  said  blocks,  and  then  filling  said 
checkered  cavities  with  broken  stone,  gravel,  and  tar,  or 
other  like  material. 

4.  The  formation  of  a  pavement  by  laying  a  foundation  di- 
rectly upon  the  roadway,  substantially  as  above  described, 
and  then  employing  two  sets  of  blocks — viz.,  one  a  princi- 
piil  set  of  blocks  that  shall  form  the  wooden  surface  of  the 
l)avement,  and  an  auxiliarj'-  set  of  blocks  that  shall  form 
no  part  of  the  wooden  surface  of  the  pavement,  but  deter- 
mine the  dimensions  of  the  tessellated  cavities  between  the 
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principal  blocks,  and  then  filling  said  tessellated  cavities 
with  broken  stone,  gravel,  and  tar,  or  other  like  material. 

SAMUEL  NICOLSON. 
Witnesses : 

Stephen  A.  Goodwin, 
Daniel  Sharp, 
Chas.  F.  Thayer. 


JOHN  W.  BROCKLEBANK  AND  CHARLES  TRAIN- 
ER, OP  NEW  YORK,  N.  Y. 

Improved  Wooden  Pavement. 

Specification  forming  part  of  Letters  Patent  No.  85^786^  dated 

January  12,  1869. 

To  all  wTiom  it  may  concern : 

Be  it  known  that  we,  John  W.  Brocklebank  and  Charles 
Trainer,  of  the  city,  county,  and  State  of  New  York,  have 
invented  a  new  and  Improved  Wood  Pavement ;  and  we 
do  hereby  declare  that  the  following  is  a  full,  clear,  and  ex- 
act description  thereof,  which  will  enable  others  skilled  in 
the  art  to  make  and  use  the  same,  reference  being  had  to 
the  accompanying  drawing  forming  part  of  this  specifica- 
tion. 

This  invention  relates  to  improvements  in  wood  pave- 
ments; and  consists  in  an  improved  arrangement  of  the 
same,  whereby  the  fiooring  is  strengthened  and  adapted  for 
the  better  securing  of  the  vertical  blocks  to  the  flooring,  as 
hereinafter  more  fully  described. 

The  drawing  represents  a  longitudinal  sectional  elevation 
of  our  improved  arrangement. 

A  represents  the  bottom  layer  of  the  flooring,  and  B  B' 
and  D'  the  upper  transverse  portion  thereof,  consisting  of 
strips  arranged  between  the  vertical  blocks  C,  and  secured 
to  the  part  A  by  nailing  or  otherwise.    These  strips  serve 
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to  strengthen  the  layer  A,  of  boards,  and  to  take  a  i)ortion 
of  the  vertical  pressure  on  the  blocks  C,  while,  at  the  same 
time,  they  serve  the  purpose  of  firmly  securing  the  blocks 
to  the  floor. 

According  to  one  plan  for  preventing  the  blocks  C  from 
working  upward,  we  arrange  the  dovetail  rabbets  on  one 
side  of  the  vertical  blocks,  as  represented  at  a,  the  other 
side  being  straight  and  resting  against  the  straight  side  of 
the  strip  B,  and  we  bevel  the  edge  of  the  strip  B'  to  fit  into 
the  said  dovetailed  rabbet,  whereby  the  blocks  are  firmly 
secured  to  the  floor  when  the  said  strip  B'  is  nailed  or  other- 
wise fastened  down. 

All  the  rows  of  blocks  may  be  so  rabbeted  on  one  side  and 
secured  by  strips  B,  having  one  vertical  edge  and  one  bev- 
eled to  suit  the  rabbets ;  or  the  said  blocks  may  be  rabbeted 
on  both  sides,  and  the  strips  fitted  thereto ;  or,  again,  two 
rows  of  blocks  may  be  rabbeted  on  two  sides,  fronting  each 
other,  and  a  strip,  B',  placed  as  represented,  while  the  said 
rows  may  be  plain  on  their  sides  adjacent  to  the  next  rows 
each  way,  which  are  also  plain,  and  every  alternate  space 
filled  by  a  plain  strip. 

According  to  another  plan,  we  propose  to  rabbet  the  lower 
ends,  either  on  one  or  both  sides,  the  said  rabbets  having 
vertical  sides,  and  fit  therein  strips  with  vertical  sides,  as 
represented  at  D  and  D',  to  which  the  blocks  may  be  nailed 
by  nails  driven  diagonally. 

We  are  aware  that  strips  and  short  blocks  have  been  in- 
terposed between  the  long  blocks  D  C,  to  fill  up  the  spaces, 
and  onto  which  the  gravel  and  other  substances  have  been 
packed,  but  this  arrangement  we  have  found  to  be  very  im- 
perfect, as  the  blocks  are  seldom  of  uniform  thickness, 
which  causes  irregularity  and  looseness  in  i)acking  them  ; 
moreover,  the  said  short  blocks,  being  set  endwise,  afford 
no  means  for  securing  the  long  ones  by  nailing  to  the  floor 
A  and  to  them ;  and  when  the  strips  are  used,  the  common 
practice  is  to  nail  them  diagonally  to  the  sides  of  the  blocks. 
These  strips  frequently  fail  of  being  brought  down  close  to 
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the  bottom  layer  of  the  floor,  owing  to  the  cnrvatnre  of  the 
bed  of  the  street,  and  consequently,  when  the  filling  is  ram- 
med down,  the  naUs  are  broken,  and  the  strips  separated 
from  the  blocks. 

By  our  arrangement,  the  ends  of  the  blocks  are  brought 
to  an  exact  and  uniform  thickness  by  rabbeting,  whereby 
they  may  be  packed  tightly  together,  and  the  blocks  also 
rest  partly  on  the  cross-strii)s. 

Another  and  imix>rtant  advantage  of  our  arrangement  is 
that  the  pressure  of  the  block  upon  the  part  A  of  the  floor- 
ing is  greatly  equalized  by  the  introduction  of  the  strips 
into  the  rabbets  in  the  blocks,  so  that,  in  case  of  any  soft 
places  under  the  flooring,  the  blocks  inmiediately  above  it 
will  not  settle  down  so  abruptly,  their  weight,  and  that  of 
the  load  they  have  to  sustain,  being  suspended  over  a  greater 
surface  by  the  said  afrrangement  of  the  blocks  and  strii)s. 

It  will  be  understood  that  the  si)aces  between  the  blocks 
and  above  the  strips  are  to  be  filled  with  tar,  gravel,  cement 
and  other  substances,  in  the  usual  manner. 

We  claim  as  new  and  desire  to  secure  by  Letters  Patent — 

The  combination  of  the  bed  A,  transverse  strips  and  ver- 
tical blocks,  when  the  latter  are  rabbeted  either  on  one  or 
both  sides,  and  either  with  dovetail  rabbets  or  otlierwise, 
and  the  said  strips  fitted  to  the  rebates  and  secured  to  the 
part  A,  all  substantially  as  and  for  the  purpose  specified. 

The  above  specification  of  our  invention  signed  by  us  this 
14th  day  of  December,  1868. 

JOHN  W.  BRCX:!KLEBANK, 
CHAS.  TRAINER. 

Witnesses : 

Frank  Blockley, 
E.  Greene  Collins. 

Messrs.  A.  Q.  Keashey  and  Charles  F.  BlaJce^  for  ap- 
pellants  : 

The  answer  alleges  that  the  inventions  of  Nicholson  were 
in  continuous  public  use,  with  his  consent  and  allowance, 
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for  six  years  prior  to  his  application ;  and  that  this  public 
use  amounted  to  an  abandonment  by  said  Nicholson. 

The  circumstances  of  the  user  were  these :  Nicholson  laid 
the  pavement.  The  locus  was  on  a  public  toll  road,  of 
which  he  was  superintendent. 

We  claim  that  this  was  a  user  in  public,  by  the  public, 
for  the  profit  of  Nicholson  through  his  company,  and  in 
I)art  performance  of  their  public  duty.  This  user  made  it 
impossible  for  him  to  obtain  a  valid  patent,  because  the 
pavement  had  been  in  public  use  for  mor^  than  two  years 
prior  to  his  application. 

The  corporation  was  created  by  the  Statute  of  Massachu- 
setts in  1814.  Among  its  franchises  was  the  right  to  make 
a  dam,  "And  to  connect  the  different  parts  thereof  by 
bridges  and  causeways  so  as  to  render  the  same  a  good  and 
substantial  road,  suitable  for  the  passing  of  men,  loaded 
teams,  carts  and  carriages  of  all  kinds,  railed  and  furnished 
with  lamps,  and  to  receive  toll  for  passing  over  the  same." 
Tlie  franchises  of  this  corporation  have  been  considered  and 
defined  by  the  Supreme  Judicial  Court  of  Massachusetts. 

Water  Power  Co.  v.  R.  R.  Co.,  23  Pick.  360 ;  Com.  », 
Bridge  Co.,  2  Gray,  68. 

We  contend  that  the  use  of  this  pavement  upon  their 
road  was  a  use  by  the  public  for  profit  to  the  corporation. 

The  pavement  was  laid  in  perf  onnance  of  a  public  duty, 
the  violation  of  which  was  punishable  by  indictment. 

Any  person  who  chose  to  pay  toll  had  a  right  to  use  the 
pavement. 

The  profit  from  its  use  was  insured  by  public  enactments, 
which  punished  by  fine  all  who  used  it  without  paying  for  it. 

Once  laid,  this  pavement  ceased  to  be  controlled  by  Nich^ 
olson,  and  became  part  of  the  system  of  public  roads, 
subject  to  the  supervision  and  direction  of  the  public  autho- 
rities. 

What  constitutes  its  use  and  experiment?  In  1849  he 
said  he  laid  the  pavement  as  an  experiment,  and  claimed 
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that  it  was  a  success.  In  1864,  about  the  time  he  got  his 
patent,  he  said  the  same  thing. 

There  is  not  one  word  of  evidence  that  he  ever  changed  the 
pavement  in  any  way,  examined  it  any  way  except  super- 
ficially, or  in  any  respect  conducted  any  tests  to  learn  the 
detail  of  its  operation. 

This  is  not  an  experiment.  It  is  at  best  an  attempt  to  as- 
certain its  commercial  value ;  not  an  endeavor  to  x)erf ect 
his  invention. 

Pennock  v.  Dialogue,  2  Pet.  1  [4  Am.  &  Eng.  217] ;  Rich 
D.  lippincott,  2  Pish.  1 . 

"The  statute,  act  of  1839,  sec.  7,  is  inflexible  as  to  the 
time  when  the  patent  is  to  be  applied  for,  with  reference  to 
the  prior  use  and  sale  of  the  invention.  The  neglect  to  ap- 
ply within  two  years  after  such  sale  or  use  is  invariably 
fatal.  Whenever  this  fact  appears,  the  patent  falls ;  when- 
ever these  circumstances,  the  court  have  no  dispensing 
power." 

Cleveland  v.  Towle,  3  Fish.  625 ;  Goodyear  v.  Hills,  3  Fish. 
134 ;  Hussey  v.  Bradley,  2  Fish.  362 ;  Sanders  v.  Logan,  2 
Fish.  167 ;  Rich  v.  Lippincott,  2  Fish.  8 ;  Bell  v.  Daniels,  1 
Fish.  372 ;  Ransom  v.  Mayor  of  N.  Y.,  1  Pish.  252 ;  Adams 
v.  Edwards,  1  Fish.  12 ;  Adams  v.  Jones,  1  Pish.  527 ;  Bar- 
tholomew V.  Sawyer,  1  Pish.  616 ;  Kendall  t.  Winsor,  21 
How.  322  [7  Am.  &  Eng.  1] ;  Sickels  v.  Mitchell,  3  Blatchf. 
548 ;  Sargent  o.  Seagrave,  2  Curt.  663 ;  Thompson  v,  Haight, 
1  U.  S.  Law  Jour.  576 ;  Whitney  v.  Emmett,  Bald.  303 ; 
Shaw  V.  Cooper,  7  Pet.  292  [4  Am.  &  Eng.  286] ;  Ryan  v. 
Goodwin,  3  Sumn.  514 ;  Wyeth  v.  Stone,  1  Story,  2T3 ; 
Reed  v.  Cutter,  1  Story,  690 ;  McClurg  v.  Kingsland,  1  How. 
202  [4  Am.  &  Eng.  382] ;  Stimpson  v.  R.  R.  Co.,  4  How.  380 
[4  Am.  &  Eng.  398]. 

The  English  and  American  cases  both  distinguish  between 
an  experimental  and  a  public  use.  And  it  is  well  settled 
that  a  merely  experimental  use  is  not  a  public  use,  which 
renders  a  patent  void.    And  there  are  cases  where  the  ex- 
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periment  must  be  public,  from  the  very  nature  of  the  in- 
vention. 

Such  cases  are  the  Engine  Co.  v.  Pa.  R.  R.  Co.,  6  Gaz. 
927,  where  about  three  years  elapsed  from  the  building  of 
the  first  engine,  with  the  improved  track,  to  the  date  of  the 
application.  But  there  frequent  changes  were  made  in  the 
engine. 

In  the  Newall  and  Elliot  patent,  where  the  invention  con- 
sisted in  an  improved  apparatus  for  laying  a  submarine  tele- 
graph cable,  the  inventor  used  it  in  fulfilling  a  contract,  and 
immediately  applied  for  his  patent. 

In  re  Newall  v.  Elliot,  4  C.  B.  N.  S.  295. 

In  these  and  the  similar  cases  of  Seymour  v.  McCormick, 
16  How.  480  [6  Am.  &  Eng.  282],  and  Winans  v.  R.  R.  Co., 
2  Blatchf .  279,  the  nature  of  the  invention  required  the  ex- 
periment to  be  protracted  and  to  be  made  in  public.  But 
no  case  can  be  found  where  the  inventor  used  his  invention 
without  change  for  the  period  of  six  years,  and  then  ob- 
tained a  valid  patent. 

Pitts  V.  Hall,  2  Blat€hf .  229  ;  Birdsell,  6  Pat.  Gaz.  682 ; 
Henry  v.  Stove  Co.,  9  Pat.  Gaz.  4()8 ;  Adamson's  Patent,  6 
DeG.  M.  &  G.  420 ;  Bramah  v.  Hardcastle,  1  Web.  Pat. 
Cas.  44,  note  n  [1  Am.  &  Eng.  51]. 

The  true  view  of  the  case  is  this :  the  invention  was  in 
use  in  public  for  six  years.  During  all  these  years  the  in- 
ventor was  idle  and  did  nothing.  It  is  immaterial  what  was 
his  intent  in  laying  his  pavement.  By  its  very  use  it  passed 
from  his  control  into  that  of  the  public.  * '  Whatever  be 
the  intention  of  the  inventor,  if  he  suffers  his  invention  to  go 
into  public  use  through  any  means  whatsoever,  without  an  im- 
mediate assertion  of  his  right,  he  is  not  entitled  to  a  pat- 
ent ;  nor  will  a  patent  obtained  under  such  circumstances 
protect  his  right." 

Shaw  V.  Cooper,  7  Pet.,  323  [4  Am.  &  Eng.  286]. 

Messrs.  C.  A,  Seward  and  B.  Williamson^ /or  appeUee  : 
Were  Nicholson's  experiments  with  the  pavement  on  the 
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mill-dam  road,  so  long  conducted  that  the  law  will  infer,  in 
the  face  of  all  the  surrounding  circumstances,  from  the 
mere  length  of  time  which  elapsed,  an  absolute  intention  to 
abandon  it  i  The  law  permits  indefinite  experiment,  fairly 
and  properly  made  for  the  purpose  of  exj>eriment  and  of 
testing  the  value  and  durability  of  the  invention.  The 
cases  are  quoted  in  Bump' s  Law  of  Patents,  249.  Tliose  re- 
ferred to  in  Whitney  v.  Emmett,  1  Bald.  310 ;  Winans  r. 
R.  R.  Co.,  2  Blatchf.  291 ;  McCormick  v.  Seymour,  3 
Blatchf.  209,  and  Agawam  Co.  v.  Jordan,  7  Wall.  683  [8 
Am.  &  Eng.  24],  are  illustrative  of  the  rule,  that  a  presump- 
tion of  abandonment  cannot  be  founded  upon  exi)erimental 
use,  fairly  and  properly  made. 

1.  It  is  to  be  remembered  that  Nicholson's  pavement  was 
the  first  successful  wooden  pavement  introduced  into  this 
country,  and  that  it  required  ten  years  after  the  patent  was 
issued,  to  obtain  a  public  approval  of  the  invention. 

2.  That  it  had  to  compete  with  stone  pavements,  especi- 
ally with  the  Belgian,  the  most  approved  form  of  stone 
pavement. 

3.  Such  competition  involves  primarily  the  question  of  dur- 
ability,  and  second,  that  of  cost.  The  question  of  dura- 
bility is  self -evidently  a  question  of  time,  which  cannot  be 
judicially  limited  save  as  the  evidence  requires  and  justifies. 

In  view  of  these  facts,  what  was  it  Nicholson's  right  to 
do  ?  To  demonstrate  that  his  pavement  was  cheaper  than 
stone  pavement,  which  it  is  by  two-thirds,  and  that  it 
would  last  sufficiently  long  to  justify  its  use  in  the  i)lace  of 
the  Belgian,  this  latter  fact,  that  it  would  last  sufficiently 
long  to  justify  its  use  in  place  of  the  Belgian,  could  be 
established  by  continuous  use  only,  and  in  a  frequented 
thoroughfare. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
This  suit  was  brought  by  the  Am^can  Nicholson  Pave- 
ment Company  against  the  City  of  Elizabeth,  New  Jersey, 

•7  U.  S<  1S7. 
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George  W.  Tubbs,  and  the  New  Jersey  Wood  Paving  Com- 
pany, a  corporation  of  New  Jersey,  upon  a  patent  issued  to 
Samuel  Nicholson,  dated  August  20th,  1867,  for  a  new  and 
improved  wooden  pavement,  being  a  second  reissue  of  a 
patent  issued  to  said  Nicholson  August  8th,  1854.  The  re- 
issued patent  was  extended  in  1868  for  a  further  term  of 
seven  years.  A  copy  of  it  is  appended  to  the  bill ;  and,  in 
the  specification,  it  is  declared  that  the  nature  and  object  of 
the  invention  consists  in  providing  a  process  or  mode  of 
constructing  wooden  block  pavements  upon  a  foundation 
along  a  street  or  roadway  with  facility,  cheapness  and  accu- 
racy, and  also  in  the  creation  and  construction  of  such  a 
wooden  pavement  as  shall  be  comparatively  permanent  and 
durable,  by  so  uniting  and  combining  all  its  parts,  both 
superstructure  and  foundation,  as  to  provide  against  the 
slipping  of  the  horses'  feet ;  against  noise ;  against  unequal 
wear ;  and  against  rot  and  consequent  sinking  away  from 
below.  Two  plans  of  making  this  pavement  are  specified. 
Both  require  a  proper  foundation  on  which  to  lay  the  blocks, 
consisting  of  tarred-paper  or  hydraulic  cement  covering  the 
surface  of  the  road  bed  to  the  depth  of  about  two  inches,  or 
of  a  flooring  of  boards  or  plank,  also  covered  with  tar,  or 
other  preventive  of  moisture.  On  this  foundation,  one  plan 
is  to  set  square  blocks  on  end  arranged  like  a  checker-board, 
the  alternate  rows  being  shorter  than  the  others,  so  as  to 
leave  narrow  grooves  or  channel- ways  to  be  filled  with  small 
broken  stone  or  gravel,  and  then  i)ouring  over  the  whole 
melted  tar  or  pitch,  whereby  the  cavities  are  all  filled  and 
cemented  together.  The  other  plan  is,  to  arrange  the  blocks 
in  rows  transversely  across  the  street,  separated  a  small  space 
(of  about  an  inch)  by  strips  of  board  at  the  bottom,  which 
serve  to  keep  the  blocks  at  a  uniform  distance  apart,  and 
then  filling  these  spaces  with  the  same  material  as  before. 
The  blocks  forming  the  pavement  are  about  eight  inches 
high.  The  alternate  rows  of  short  blocks  in  the  first  plan 
and  the  strips  of  board  in  the  second  plan  should  not  be 

•7  U.  S.  1»7-198. 
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higher  than  f onr  inches.  The  i)atent  has  four  claims,  the 
two  first  of  which,  which  are  the  only  ones  in  question,  are 
as  follows : 

^' I  claim  as  an  improvement  in  the  art  of  constructing 
pavements : 

'^  1.  Placing  a  continuous  foundation  or  support,  as  above 
described,  directly  upon  the  roadway;  then  arranging 
thereon  a  series  of  blocks,  having  parallel  sides,  endwise, 
in  rows,  so  as  to  leave  a  continuous  narrow  groove  or  chan- 
nel-way between  each  row,  and  then  filling  said  grooves  or 
channel-ways  with  broken  stone,  gravel  and  tar,  or  other 
like  materials. 

'^2.  I  claim  the  formation  of  a  pavement  by  laying  a 
foundation  directly  upon  the  roadway,  substantially  as  de- 
scribed, and  then  employing  two  sets  of  blocks :  one  a  prin- 
cipal set  of  blocks,  that  shall  form  the  wooden  surface  of 
the  pavement  when  completed,  and  an  auxiliary  set  of  blocks 
or  strips  of  board,  which  shall  form  no  part  of  the  surface 
of  the  i)avement,  but  determine  the  width  of  the  groove  be- 
tween the  principal  blocks,  and  also  the  filling  of  said 
groove,  when  so  formed  between  the  principal  blocks,  with 
broken  stone,  gravel  and  tar.  or  other  like  material." 

The  bill  charges  that  the  defendants  infringed  this  patent 
by  laying  down  wooden  pavements  in  the  City  of  Elizabeth, 
New  Jersey,  constructed  in  substantial  conformity  with  the 
process  patented,  and  prays  an  account  of  profits,  and  an 
injunction. 

The  defendants  answered  in  due  course,  admitting  that 
they  had  constructed  and  were  still  constructing  wooden 
pavements  in  Elizabeth,  but  alleging  that  they  were  con- 
structed in  accordance  with  a  patent  granted  to  John  W. 
Brocklebank  and  Charles  Trainer,  dated  January  12th,  1869, 
and  denied  that  it  infringed  upon  the  complainant. 

They  also  denied  that  there  was  any  novelty  la  the  al- 
leged invention  of  Nicholson,  and  si)ecified  a  number  of 
English  and  other  patents  which  exhibited,  as  they  claimed, 
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every  substantial  and  material  part  thereof  wMch  was 
claimed  as  new. 

They  also  averred  that  the  alleged  invention  of  Nichol- 
son was  in  public  use,  with  his  consent  and  allowance,  for 
six  years  before  he  applied  for  a  patent  on  a  certain  avenue 
in  Boston  called  the  mill-dam ;  and  contended  that  said  pub- 
lic use  worked  an  abandonment  of  the  pretended  invention. 

These  several  issues,  together  with  the  question  of  profits, 
and  liability  on  the  i)art  of  the  several  defendants  to  respond 
thereto,  are  the  subjects  in  controversy  before  us. 

We  do  not  think  that  the  defence  of  want  of  novelty  has 
been  successfully  made  out.  Nicholson's  invention  dates 
back  as  early  as  1847  or  1848.  He  filed  a  caveat  in  the  Pat- 
ent Office,  in  August,  1847,  in  which  the  checker-board 
pavement  is  fidly  described ;  and  he  constructed  a  small 
patch  of  pavement  of  both  kinds,  by  way  of  experiment,  in 
June  or  July,  1848,  in  a  street  near  Boston,  which  com- 
prised all  the  peculiarities  afterwards  described  in  his  pat- 
ent ;  and  the  experiment  was  a  successful  one.  Before  that 
period,  we  do  not  discover  in  any  of  the  forms  of  pave- 
ments adduced  as  anticipations  of  his,  any  one  that  suffi- 
ciently resembles  it  to  deprive  him  of  the  claim  to  its  in- 
vention. As  claimed  by  him,  it  is  a  combination  of  different 
parts  or  elements,  consisting,  as  the  appellant's  counsel, 
with  sufficient  accuracy  for  the  purposes  of  this  case,  enum- 
erates them :  1st  of  the  foundation  prepared  to  exclude 
moisture  from  beneath ;  2d,  the  parallel  side-blocks ;  8d, 
the  strips  between  these  blocks,  to  keep  them  at  a  uniform 
distance  and  to  create  a  space  to  be  filled  with  gravel  and  tar ; 
and,  4th,  the  filling.  Though  it  may  be  true  that  every  one 
of  these  elements  had  been  employed  before,  in  one  kind 
of  pavement  or  another ;  yet  they  had  never  been  used  in 
the  same  combination  and  put  together  in  the  same  manner 
as  Nicholson  combined  and  arranged  them,  so  as  to  make  a 
pavement  like  his.  The  one  which  makes  the  nearest  ap- 
proach to  it,  and  might,  perhaps,  be  deemed  sufficiently  like 
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to  deprive  Nicholson  of  the  merit  of  inyention  is  that  of 
John  Hosking,  which,  in  one  form,  consisted  of  alternate 
rows  of  short  and  long  blocks,  the  latter  partially  resting 
on  the  the  former  by  their  being  mutually  rabbeted  so  as  to 
fit  together.  The  spaces  thns  formed  between  the  longer 
blocks,  and  on  the  top  of  the  shorter  ones,  were  iilled  with 
loose  stone  and  cement  or  asphalt,  substantially  the  same  as 
in  Nicholson's  pavement.  It  would  be  very  difficult  to  sus- 
tain Nicholson^  s  patent  if  Hosking^s  stood  in  his  way.  But 
the  only  evidence  of  the  invention  of  the  latter  is  derived 
from  an  English  patent,  the  specification  of  which  was  not 
enrolled  until  March,  1850,  nearly  two  years  after  Nichol- 
son had  put  his  pavement  down  in  its  completed  form,  by 
way  of  experiment,  in  Boston.  A  foreign  patent,  or  other 
foreign  printed  publication  describing  an  invention,  is  no 
defence  to  a  suit  in  a  patent  of  the  United  States,  unless 
published  anterior  to  the  making  of  the  invention  or  dis- 
covery secured  by  the  latter,  provided  that  the  American 
patentee,  at  the  time  of  making  application  for  his  patent, 
believed  himself  to  be  the  first  inventor  or  discoverer  of  the 
thing  patented.  He  is  obliged  to  make  oath  to  such  belief 
when  he  applies  for  his  patent ;  and  it  will  be  presumed 
that  such  was  his  belief,  until  the  contrary  is  proven.  That 
was  the  law  as  it  stood  when  Nicholson  obtained  his  orig- 
inal patent,  and  it  is  the  law  still.  Act  of  1836,  sees.  7, 16 ; 
Act  of  1870,  sees.  24,  25,  61 ;  R.  S.  sees.  4886,  4887,  4920 ; 
and  see  Curt.  Pat.  sees.  375,  375  a.  Since  nothing  appears 
to  show  that  Nicholson  had  any  knowledge  of  Hosking's 
invention  or  patent  prior  to  his  application  for  a  patent  in 
March,  1864,  and  since  the  evidence  is  veiy  full  to  the  effect 
that  he  had  made  his  invention  as  early  as  1848,  the  patent 
of  Hosking  cannot  avail  the  defence  in  this  suit. 

It  is  unnecessary  to  make  an  elaborate  examination  of  the 
other  patents  which  were  referred  to  for  the  purpose  of 
showing  an  anticipation  of  Nicholson's  invention.  They 
are  mostly  English  patents,  and  we  will  only  advert  in  a 
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summary  way  to  such  of  them  as  seem  to  be  most  nearly 
relevant  to  the  question  in  controversy  premising  that  in 
England  the  enrolment  of  the  specification  is  the  first  pub- 
lication of  the  particulars  of  a  patented  invention. 

Stead's  patent,  enrolled  in  November,  1838,  shows  a  plan 
of  pavement  consisting  of  a  series  of  hexagonal,  triangular 
or  square-sided  blocks,  standing  close  together  on  the  sur- 
face of  the  roadway,  in  a  layer  of  sand,  and  being  a  little 
smaller  at  the  bottom  than  at  top,  so  as  to  admit  a  pack- 
ing of  sand,  or  pitch  and  sand,  in  the  interstices  between 
them,  below  the  surface.  Small  recesses  at  the  top,  around 
the  edges  of  the  blocks,  are  suggested ;  apparently  for  giv- 
ing a  better  hold  to  the  horses'  feet.  It  had  no  prepared 
foundation  like  Nicholson's,  and  no  spaces  filled  with 
gravel,  etc. 

Parkins'  patent,  enrolled  October,  1889,  proposes  a  pave- 
ment to  consist  of  blocks  leaning  upon  each  other,  and  con- 
nected together  with  a  mixture  of  sand  and  bitumen,  and 
connected  by  keys  laid  in  grooves,  and  having  grooves  cut 
in  the  surface,  either  across  the  blocks  or  along  their  edges, 
to  give  the  horses  a  better  foot-hold.  This  plan  exhibits  no 
spaces  to  be  filled  vrtth  gravel  or  other  filling. 

Wood's  patent,  enrolled  in  April,  1841,  shows  a  pave- 
ment made  of  adjoining  blocks  fitted  together,  but  alter- 
nately larger  and  smaller  at  the  top,  like  the  frustrum  of  a 
pyramid,  and  not  parallel  sided;  those  larger  at  the  top 
standing  slightly  higher  than  the  others,  so  that  when 
pounded  down,  or  pressed  by  rollers  or  loaded  vehicles,  they 
would  act  as  wedges,  binding  the  whole  pavement  more 
tightly  together.  No  filling  is  used  on  the  surface,  and  no 
prepared  foundation  is  suggested.  In  one  form  of  his  pave- 
ment he  describes  continuous  grooves,  the  grooves  being 
formed  of  blocks  wliich  are  shorter  than  the  others ;  and 
states  that  the  groove  is  to  be  filled  with  concrete,  coal-tar, 
etc.,  mixed  with  gravel  or  sand  ;  but  there  is  no  foundation 
described  for  the  pavement ;  and  the  description  given  for 
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laying  down  the  'pSLvementj  viz.,  by  ramming  down  the 
taller  blocks  after  considerable  surface  has  been  covered  by 
the  pavement,  shows  that  the  road-bed  on  which  the  blocks 
are  to  be  laid  is  to  be  a  yielding  one,  capable  of  conforming 
itself  to  the  under  surface  of  the  blocks  in  the  same  way  as 
sand  does  to  the  ordinary  stone  pavement  when  the  stones 
are  rammed. 

Perring's  i)atent,  enrolled  January,  1843,  shows  a  pave- 
ment consisting,  in  one  form,  of  blocks  leaning  one  upon 
another  in  rows,  with  strips  of  board  between  the  rows,  com- 
ing to  within  an  inch  or  so  of  the  top  of  the  pavement,  and 
the  same  distance  from  the  bottom,  leaving  gutters  for  the 
water  underneath,  and  the  adjoining  rows  being  connected 
with  pins  passing  through  the  strips  of  board.  The  rows 
are  thus  separated  to  enable  the  horses'  feet  to  get  a  better 
hold.  No  filling  is  suggested  and,  indeed,  would  not  be 
admissible,  as  the  boards  have  no  supi)ort  but  the  pins ;  and 
no  prepared  foundation  is  required. 

Crannis  &  Kemp's  patent,  enrolled  August  21,  1843,  pre- 
sents, amongst  other  things,  first,  a  pavement  consisting  of 
rows  of  blocks  adjoining  each  other,  but  each  block  having 
a  small  recess  on  one  side,  on  the  surface,  to  enable  the 
horses  to  get  a  better  foothold ;  second,  a  pavement  of  alter- 
nate blocks  adjoining  each  other,  but  diflfering  in  width, 
and  slightly  differing  in  height  the  top  of  one  block  being 
rounded  off  so  as  to  make  a  groove  next  to  the  adjoining 
blocks,  and  the  rounded  blocks  in  one  row  alternating  with 
the  rectangular-topped  blocks  in  the  next  row,  the  object  of 
rounding  off  the  alternate  blocks  being  to  give  a  foothold  to 
the  horses.  This  pavement  is  to  be  built  on  a  flooring  of 
plank,  either  one  or  two  thicknesses,  but  without  any  prepa- 
ration to  exclude  moisture,  and  it  has  no  filling  in  the 
depressions  or  grooves  formed  by  rounding  the  alternate 
blocks. 

A  French  patent  granted  to  Hediard  in  1842,  shows  a 
pavement  constructed  of  rows  of  blocks  laid  on  a  board 
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foundation,  cemented  together  by  a  thin  filling  (four-tenths 
of  an  inch  thick)  of  cement  or  mastic,  from  top  to  bottom ; 
no  provision  being  made  to  prevent  the  accession  of  moist- 
ure from  the  ground  below,  and  no  strips  between  the  rows 
to  keep  them  separate  from  each  other. 

None  of  these  pavements  combine  all  the  elements  of 
Nicholson's,  much  less  a  combination  of  those  elements  ar- 
ranged and  disjKJsed  according  to  his  plan.  We  think  they 
present  no  ground  for  invalidating  his  patent,  and  no  de- 
fence to  this  suit. 

The  next  question  to  be  considered  is,  whether  Nichol- 
son's invention  was  in  public  use  or  on  sale,  with  his  con- 
sent and  allowance,  for  more  than  two  years  prior  to  his  ap- 
plication for  a  patent,  within  the  meaning  of  the  6th,  7th 
and  15th  sections  of  the  act  of  1836,  as  qualified  by  the  7th 
section  of  the  act  of  1839,  which  were  the  acts  in  force  in 
1854,  when  he  obtaiaed  his  patent.  It  is  contended  by  the 
appellants  that  the  pavement  which  Nicholson  put  down  by 
way  of  experiment,  on  Mill-Dam  Avenue  in  Boston,  in  1848, 
was  publicly  used  for  the  space  of  six  years  before  his  ap- 
plication for  a  patent,  and  that  this  was  a  public  use  within 
the  meaning  of  the  law. 

To  determine  this  question,  it  is  necessary  to  examine  the 
circumstances  under  which  this  pavement  was  put  down, 
and  the  object  and  purpose  that  Nicholson  had  in  view. 
It  is  perfectly  clear  from  the  evidence  that  he  did  not  intend 
to  abandon  his  right  to  a  patent.  He  had  filled  a  caveat  in 
August,  1847,  and  he  constructed  the  pavement  in  question 
by  way  of  experiment,  for  the  purpose  of  testing  its  quali- 
ties. The  road  in  which  it  was  put  down,  though  a  public 
road,  belonged  to  the  Boston  and  Roxbury  Mill  Corpora- 
tion, which  received  toll  for  its  use ;  and  Nicholson  was  a 
stockholder  and  treasurer  of  the  corporation.  The  pave- 
ment in  question  was  about  seventy-five  feet  in  length,  and 
was  laid  adjoining  to  the  toll-gate  and  in  front  of  the  toll- 
house.   It  was  constructed  by  Nicholson  at  his  own  expense, 
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and  was  placed  by  him  where  it  was,  in  order  to  see  the 
effect  upon  it  of  heavily  loaded  wagons,  and  of  varied  and 
constant  nse  ;  and  also  to  ascertain  its  durability,  and  lia- 
bility to  decay.  Joseph  L.  Lang,  who  was  toll-collector  for 
many  years,  commencing  in  1849,  familiar  with  the  road 
before  that  time,  and  with  this  pavement  from  the  time  of 
its  origin,  testified  as  follows :  ' '  Mr.  Nicholson  was  there 
almost  daily,  and  when  he  came  he  would  examine  the 
pavement,  would  often  walk  over  it,  cane  in  hand,  striking 
it  with  his  cane,  and  making  particular  examination  of  its 
condition.  He  asked  me  very  often  how  i)eople  liked  it,  and 
asked  me  a  great  many  questions  about  it.  I  have  heard 
him  say  a  number  of  times  that  this  was  his  first  expert- 
ment  with  this  pavement,  and  he  thought  that  it  was  wear- 
ing very  well.  The  circumstances  that  made  this  locality 
desirable  for  the  purpose  of  obtaining  a  satisfactory  test  of 
the  durability  and  value  of  the  pavement  were :  that  there 
would  be  a  better  chance  to  lay  it  there ;  he  would  have 
more  room  and  a  better  chance  than  in  the  city ;  and,  be- 
sides, it  was  a  place  where  most  everybody  went  over  it, 
rich  and  poor.  It  was  a  great  thoroughfare  out  of  Boston. 
It  was  frequently  traveled  by  teams  having  a  load  of  five  or 
six  tons,  and  some  larger.  As  these  teams  usually  stopi)ed 
at  the  toll-house,  and  started  again,  the  stopping  and  start- 
ing would  make  as  severe  a  trial  to  the  pavement  as  it  could 
be  put  to. 

This  evidence  is  corroborated  by  that  of  several  other  wit- 
nesses in  the  cause  ;  the  result  of  the  whole  being  that  Nich- 
olson merely  intended  this  piece  of  pavement  as  an  experi- 
ment, to  test  its  usefulness  and  durability.  Was  this  a  pub- 
lic use  within  the  meaning  of  the  law  ? 

An  abandonment  of  an  invention  to  the  public  may  be 
evinced  by  the  conduct  of  the  inventor  at  any  time,  even 
within  the  two  years  named  in  the  law.  The  effect  of  the 
law  is,  that  no  such  consequence  will  necessarily  follow  from 
the  invention  being  in  public  use  or  on  sale,  with  the  in- 
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ventor's  consent  and  allowance,  at  any  time  within  two  years 
before  Ms  application ;  but  that,  if  the  invention  is  in  pub- 
lic use,  or  on  sale  prior  to  that  time,  it  will  be  conclusive 
evidence  of  abandonment,  and  the  patent  will  be  void. 

But,  in  this  case,  it  becomes  important  to  inquire  what  is 
such  a  public  use  as  will  have  the  effect  referred  to.  That 
the  use  of  the  pavement  in  question  was  public  in  one  sense 
cannot  be  disputed.  But  can  it  be  said  that  the  intention 
was  in  public  use  ?  The  use  of  an  invention  by  the  inventor 
himself,  or  of  any  other  person  under  his  direction,  by  way 
of  experiment,  and  in  order  to  bring  the  invention  to  per- 
fection, has  never  been  regarded  as  such  a  use.  Curt.  Pat. 
sec.  381 ;  Shaw  v.  Cooper,  7  Pet.  292  [4  Am.  &  Eng.  286]. 

Now,  the  nature  of  a  street  pavement  is  such  that  it  can- 
not be  experimented  upon  satisfactorily  except  on  a  high- 
way, which  is  always  public. 

When  the  subject  of  invention  is  a  machine,  it  may  be 
tested  and  tried  in  a  building,  either  with  or  without  closed 
doors.  In  either  case,  such  use  is  not  a  public  use  within 
the  meaning  of  the  statute,  so  long  as  the  inventor  is  en- 
gaged, in  good  faith,  in  testing  its  operation.  He  may  see 
cause  to  alter  it  and  improve  it  or  not.  His  experiments  will 
reveal  the  fact  whether  any  and  what  alterations  may  be 
necessary.  If  durability  is  one  of  the  qualities  to  be  at- 
tained, a  long  period,  perhaps  years,  may  be  necessary  to 
enable  the  inventor  to  discover  whether  his  purpose  is  ac- 
complished. And  though,  during  all  that  period,  he  may 
not  find  that  any  changes  are  necessary,  yet  he  may  be  justly 
said  to  be  using  his  machine  only  by  way  of  exi)eriment ; 
and  no  one  would  say  that  such  a  use,  pursued  with  a  bona 
fide  intent  of  testing  the  qualities  of  the  machine,  would  be 
a  public  use,  within  the  meaning  of  the  statute.  So  long  as 
he  does  not  voluntarily  allow  others  to  make  it  and  use  it, 
and  so  long  as  it  is  not  on  sale  for  general  use,  he  keeps  the 
invention  under  his  own  control,  and  does  not  lose  his  title 
to  a  patent. 
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It  would  not  be  necessary,  in  such  a  case,  that  the  ma- 
chine should  be  put  up  and  used,  only  in  the  inventor's  own 
shop  or  premises.  He  may  have  it  put  up  and  used  in  the 
premises  of  another,  and  the  use  may  inure  to  the  benefit  of 
the  owner  of  the  establishment.  Still,  if  used  under  the 
surveillance  of  the  inventor,  and  for  the  purpose  of  enab- 
ling him  to  test  the  machine  and  ascertain  whether  it  wiU 
answer  the  purpose  intended,  and  make  such  alterations 
and  improvements  as  experience  demonstrates  to  be  neces- 
sary, it  will  still  be  a  mere  experimental  use  and  not  a  pub- 
lic use,  within  the  meaning  of  the  statute. 

Whilst  the  supx)08ed  machine  is  in  such  experimental  use, 
the  public  may  be  incidentally  deriving  a  benefit  from  it. 
If  it  be  a  grist-mill,  or  a  carding  machine,  customers  from 
the  surrounding  country  may  enjoy  the  use  of  it  by  having 
their  grain  made  into  flour,  or  their  wool  into  rolls,  and 
still  it  will  not  be  in  public  use,  within  the  meaning  of  the 
law. 

But  if  the  inventor  allows  his  machine  to  be  used  by  other 
persons  generally,  either  with  or  without  compensation,  or 
if  it  is,  with  his  consent,  put  on  sale  for  such  use,  then  it 
will  be  in  public  use  and  on  public  sale,  within  the  mean- 
ing of  the  law. 

If,  now,  we  apply  the  same  principles  to  this  case,  the 
analogy  will  be  seen  at  once.  Nicholson  wished  to  experi- 
ment on  his  pavement.  He  believed  it  to  be  a  good  thing, 
but  he  was  not  sure ;  and  the  only  mode  in  which  he  could 
test  it  was  to  place  a  specimen  of  it  in  a  public  roadway. 
He  did  this  at  his  own  expense,  and  with  the  consent  of  the 
owners  of  the  road.  Durability  was  one  of  the  qualities  to 
be  attained.  He  wanted  to  know  whether  his  pavement 
would  stand,  and  whether  it  would  resist  decay.  Its  char- 
acter for  durability  could  not  be  ascertained  without  its 
being  subjected  to  use  for  a  considerable  time.  He  sub- 
jected it  to  such  use  in  good  faith,  for  the  simple  purpose 
of  ascertaining  whether  it  was  what  he  claimed  it  to  be. 
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Did  he  do  an3rthing  more  than  the  inventor  of  the  supposed 
machine  might  do,  in  testing  his  invention  ?  The  public  had 
the  incidental  use  of  the  pavement,  it  is  true ;  but  was  the 
invention  in  public  use,  within  the  meaning  of  the  statute  % 
We  think  not.  The  proprietors  of  the  road  alone  used  the 
invention,  and  used  it  at  Nicholson's  request,  by  way  of  ex- 
periment. The  only  way  in  which  they  could  use  it  was 
by  allowing  the  public  to  pass  over  the  pavement. 

Had  the  City  of  Boston,  or  other  parties,  used  the  inven- 
tion by  laying  down  the  pavement  in  other  streets  and 
places  vdth  Nicholson's  consent  and  allowance,  then,  in- 
deed, the  invention  itself  would  have  been  in  public  use, 
within  the  meaning  of  the  law ;  but  this  was  not  the  case. 
Nicholson  did  not  sell  it,  nor  allow  others  to  use  it  or  sell 
it.  He  did  not  let  it  go  beyond  his  control.  He  did  noth- 
ing that  indicated  any  intent  to  do  so.  He  kept  it  under 
his  own  eyes,  and  never  for  a  moment  abandoned  the  intent 
to  obtain  a  patent  for  it. 

In  this  connection,  it  is  proper  to  make  another  remark. 
It  is  not  a  public  knowledge  of  his  invention  that  precludes 
the  inventor  from  obtaining  a  patent  for  it,  but  a  public  use 
or  sale  of  it.  In  England,  formerly,  as  well  as  under  our 
Patent  Act  of  1793,  if  an  inventor  did  not  keep  his  inven- 
tion secret ;  if  a  knowledge  of  it  became  public  before  his 
application  for  a  patent,  he  could  not  obtain  one.  To  be 
I)atentable,  an  invention  must  not  have  been  known  or  used 
before  the  application  ;  but  this  has  not  been  the  law  of  this 
country  sinc6  the  passage  of  the  act  of  1836,  and  it  has  been 
very  much  qualified  in  England.  Lewis  v.  Marling,  10  Bam. 
&  C.  22.  Therefore,  if  it  were  true  that  during  the  whole 
period  in  which  the  pavement  was  used  the  public  knew 
how  it  was  constructed,  it  would  make  no  difference  in  the 
result. 

It  is  sometimes  said  that  an  inventor  acquires  an  undue 
advantage  over  the  public  by  delaying  to  take  out  a  patent, 
inasmuch  as  he  thereby  preserves  the  monopoly  to  himself 
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for  a  longer  i)eTiod  than  is  allowed  by  the  policy  of  the  law; 
but  this  cannot  be  said  with  justice  when  the  delay  is  oc- 
casioned by  a  bona  fide  effort  to  bring  his  invention  to  per- 
fection, or  to  ascertain  whether  it  will  answer  the  purpose 
intended.  His  monoi)oly  only  continues  for  the  allotted 
period,  in  any  event ;  and  it  is  the  interest  of  the  public,  as 
well  as  himself,  that  the  invention  should  be  x)erf ect  and 
properly  tested,  before  a  patent  is  granted  for  it.  Any  at- 
tempt to  use  it  for  a  profit,  and  not  by  way  of  experiment, 
for  a  longer  i)eriod  than  two  years  before  the  application, 
would  deprive  the  inventor  of  his  right  to  a  patent. 

The  next  question  for  consideration  is,  whether  the  de- 
fendants have  infringed  the  patent  of  Nicholson,  and  on 
this  question  we  entertain  no  doubt.  The  pavement  put 
down  by  the  defendants  in  the  city  of  Elizabeth  differs  in 
nothing  from  that  described  by  Nicholson  in  his  patent, 
except  in  the  form  of  the  strips  placed  between  the  rows  of 
blocks,  and  the  nicks  or  grooves  made  in  the  blocks  to  fit 
them.  In  Nicholson's  description,  they  are  simply  strips  of 
board  standing  endwise  on  the  foundation.  The  patent 
describes  the  stri])s  as  ^'So  arranged  as  to  form  spaces  of 
about  one  inch  in  thickness  between  the  rows  of  principal 
blocks.  The  auxiliary  strip  may  be  about  half  the  height 
of  the  principal  blocks  ;  but  it  must  not  be  permitted  to  fiU 
up  the  grooves  permanently  and  entirely,  when  the  pave- 
ment is  completed, or  to  perform  any  part  of  the  pavement." 
The  strips  used  by  the  defendants  are  substantially  the 
same  as  here  described,  and  perform  the  same  office.  The 
only  difference  in  their  construction  and  application  between 
the  blocks  is,  that  they  are  beveled,  by  being  made  wider 
at  the  top  than  at  the  bottom,  the  extra  width  of  the  top 
part  being  let  into  a  notch  or  groove  in  the  blocks.  If  they 
perform  the  additional  office,  of  partially  sustaining  the 
pressure  of  the  blocks  and  locking  them  together,  they  do 
not  any  the  less  perform  the  office  assigned  to  them  in 
Nicholson' s  pavement.    Their  peculiar  form  and  application 
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may  constitute  an  improvement  on  his  pavement,  but  it  in- 
cludes his. 

It  is  objected  that  the  blocks  of  the  Elizabeth  pavement 
have  not  parallel  sides,  as  prescribed  in  Nicholson' s  patent, 
by  reason  of  the  notch  or  groove  in  the  side,  into  which  the 
strips  are  fitted ;  but  this  notch  or  groove  does  not  take 
from  the  blocks  their  general  conformity  to  the  requisition 
of  the  "patent  They  are  parallel-sided  blocks,  with  a  groove 
made  in  the  lower  part  to  receive  the  edges  of  the  strips. 
The  parallel-sided  blocks  described  in  Nicholson's  patent 
were  probably  intended  to  distinguish  them  from  such 
blocks  as  those  described  in  Stead's  patent,  which  were 
hexagonal  and  triangular  in  form;  or  those  in  Wood's 
patent,  which  were  of  a  pyramidal  shape,  the  opposite  sides 
being  at  an  angle  with  each  other.  As  contra-distinguished 
from  these,  both  the  Nicholson  blocks  and  those  used  by  the 
appellants  are  properly  denominated  blocks  with  parallel 
sides. 

The  next  subject  for  consideration  is  the  form  and  prin- 
ciples of  the  decree  rendered  by  the  court  below.  The  bill 
prayed  a  decree  for  damages  and  profits ;  but,  as  it  was  filed 
before  the  passage  of  the  act  of  July  8,  1870,  which  first 
authorized  courts  of  equity  to  allow  damages  in  addition  to 
profits,  the  court  below  correctly  held  that  a  decree  for  profits 
alone  could  be  rendered.  It  is  unnecessary  here  to  enter  into 
the  general  question  of  profits  recoverable  in  equity  by  a 
patentee.  The  subject,  as  a  whole,  is  surrounded  with  many 
difficulties,  which  the  courts  have  not  yet  succeeded  in  over- 
coming. But  one  thing  may  be  affirmed  with  reasonable 
confidence,  that  if  an  infringer  of  a  patent  has  realized  no 
profit  from  the  use  of  the  invention,  he  cannot  be  called 
uix)n  to  respond  for  profits ;  the  patentee,  in  such  case,  is 
left  to  his  remedy  for  damages.  It  is  also  clear  that  a  pat- 
entee is  entitled  to  recover  the  profits  that  have  been  ac- 
tually realized  from  the  use  of  his  invention,  although,  from 
other  causes,  the  general  business  of  the  defendant,  in  which 
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the  inyention  is  employed,  may  not  have  resulted  in  profits ; 
as  where  it  is  shown  that  the  use  of  his  invention  produced 
a  definite  saving  in  the  process  of  a  manufacture.  Mowry 
V.  Whitney,  14  Wall.  434  [8  Am.  &  Eng.  606] ;  Mevs  v. 
Conover,  Bk.  23,  L.  ed.  1008  [p.  39  ante].  On  the  contrary, 
though  the  defendant's  general  business  be  ever  so  profita- 
able,  if  the  use  of  the  invention  has  not  contributed  to  the 
profits,  none  can  be  recovered.  The  same  result  would  seem 
to  follow  where  it  is  impossible  to  show  the  profitable  effect 
of  using  the  invention  upon  the  business  results  of  the 
party  infringing.  It  may  be  added,  that,  where  no  profits 
are  shown  to  have  accrued,  a  court  of  equity  cannot  give 
a  decree  for  profits,  by  way  of  damages,  or  as  a  punishment 
for  the  infringement.  Livingston  v.  Wood  worth,  15  How. 
569.  But  when  the  entire  profit  of  a  business  or  undertak- 
ing results  from  the  use  of  the  invention,  the  patentee  will 
be  entitled  to  recover  the  entire  profits,  if  he  elects  that 
remedy.  And  in  such  a  case,  the  defendant  will  not  be  al- 
lowed to  diminish  the  show  of  profits  by  putting  in  uncon- 
scionable claims  for  personal  services  or  other  inequitable 
deductions.  Rubber  Co.  v.  Goodyear,  9  Wall.  788  [8  Am. 
&  Eng.  150].  These  general  propositions  will  hardly  admit 
of  dispute ;  and  they  will  furnish  us  some  guide  in  deciding 
the  questions  raised  in  this  case. 

Only  the  defendants  have  appealed ;  and  the  errors  as- 
signed by  them  on  this  branch  of  the  case  are  the  f  oUowing : 

1 .  ' '  The  court  erred  in  decreeing  that  the  complainants 
do  recover  of  the  defendants,  the  City  of  Elizabeth  and 
Gteorge  W.  Tubbs,  the  sums  set  forth  in  the  decree,  because 
the  master  did  not  find  that  said  defendants  had  made  anv 
profits,  which  failure  to  find  was  not  excepted  to  by  com- 
plainants, and  because  no  proof  was  offered  by  complain- 
ants of  any  profits  whatever  made  by  said  defendants. '^ 

2.  ' '  The  court  erred  in  finding  that  the  profits  received  by 
the  defendants  were  the  fruits  of  the  use  of  the  devices  de- 
scribed and  claimed  in  the  first  and  second  claims  of  the 
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Nicholson  patent, — there  being  no  proof  of  any  advantage 
derived  by  the  defendants  from  such  use  of  the  Nicholson 
devices,  or  was  incident  to  the  use  of  the  devices  of  the 
Brocklebank  &  Trainer  patent.  The  failure  to  si)ecifically 
show  such  profits  makes  the  recovery  nominal." 

3.  "The  court  erred  in  decreeing  the  whole  amount  of 
profits  made  by  the  New  Jersey  AVood  Paving  Company  in 
the  construction  of  the  pavements  referred  to  in  the  master's 
report.  Whereas,  if  any  profits  ought  to  have  been  decreed, 
they  should  have  been  confined  to  the  amount  of  the  license 
for  a  royalty  which  the  complainants  had  been  accustomed 
to  receive,  and  was  bound  by  the  terms  of  their  title  to  ac- 
cept, from  any  party  constructing  such  pavement  in  New 
Jersey." 

We  will  consider  these  assignments  in  order : 

The  first  seems  to  be  well  taken.  The  party  who  made 
the  profit  by  the  construction  of  the  pavement  in  question 
was  the  New  Jersey  Wood  Paving  Company.  The  City  of 
Elizabeth  made  no  profit  at  all.  It  paid  the  same  for  put- 
ting down  the  pavement  in  question  that  it  was  paying  to 
the  defendant  in  error  for  putting  down  the  Nicholson  pave- 
ment proper,  namely :  $4.60  per  square  yard.  It  made  itself 
liable  to  damages,  undoubtedly,  for  using  the  patented  pave- 
ment of  Nicholson ;  but  damages  are  not  sought  or,  at  least, 
are  not  recoverable,  in  this  suit.  Profits  only,  as  such,  can 
be  recovered  therein.  The  very  first  evidence  which  the  ap- 
jpellees  offered  before  the  master  was,  the  contracts  made  be- 
tween the  city  and  the  other  defendants  for  the  construction 
of  the  pavement ;  and  these  contracts  show  the  fact  that  the 
city  was  to  pay  the  price  named,  and  that  any  benefit  to  be 
derived  from  the  construction  of  the  pavement  was  to  be  en- 
joyed by  the  contractors. 

It  is  insisted  that  the  defendants,  by  answering  jointly, 
admitting  that  they  were  jointly  co-operating  in  laying  the 
pavement,  precluded  themselves  from  making  this  defence. 
We  do  not  think  so.     That  admission  is  not  inconsistent 
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with  the  ax^tnal  facts  of  the  case,  to  wit :  that  this  co-oi)era- 
tion  consisted  of  a  contract  for  having  the  pavement  made, 
on  one  side,  and  a  contract  to  make  it,  on  the  other ;  and  is 
by  no  means  conclusive  as  to  which  party  realized  profit 
from  the  transactions.  The  complainants  themselves,  by 
their  own  evidence,  showed  that  it  was  the  contractors  and 
not  the  city  that  realized  it. 

The  appellant,  Tubbs,  is  in  the  same  predicament  with  the 
city.  Several  of  the  contracts  were  made  in  his  name,  it  is 
true;  but  they  were  made  in  behalf  of  the  New  Jersey 
Wood  Paving  Company,  for  whose  use  and  benefit  the  con- 
tracts were  made  and  completed.  Tubbs  only  received  a 
salary  for  his  superintendence. 

The  next  assignment  of  error,  based  on  the  hyi)othesi8 
that  the  profits  received  by  the  defendants  were  not  the 
fruits  of  the  use  of  Nicholson's  invention,  appears  to  us 
destitute  of  foundation.  This  matter  is  so  fully  and  ably 
presented  in  the  opinion  of  the  Circuit  Court  as  to  require 
but  little  discussion  from  us.  The  Nicholson  pavement  was 
a  complete  thing,  consisting  of  a  certain  combination  of 
elements.  The  defendants  used  it  as  such,  the  whole  of  it. 
If  they  sui)eradded  to  it  the  addition  made  to  it  by  Brockle- 
bank  &  Trainer,  they  failed  to  show  that  such  addition  con- 
tributed to  the  profits  realized.  The  burden  of  the  proof 
was  on  them  to  do  this.  The  evidence,  if  it  shows  any- 
thing, tends  to  prove  that  the  addition  diminished  the 
profits,  instead  of  increasing  them ;  but  it  could  not  have 
had  much  influence  either  way,  inasmuch  as  the  evidence 
shows  that  the  profit  made  on  this  pavement  was  about  the 
same  as  that  made  on  the  pavement  of  Nicholson,  without 
the  improvement.  The  appellants,  however,  obtained  an 
allowance  of  nearly  $14,000  for  the  royalty  paid  by  them  for 
the  use  of  the  Brocklebank  &  Trainer  patent.  TTiis  allow- 
ance went  so  far  in  diminution  of  the  profits  recovered. 

Equally  without  foundation  is  the  i)osition  taken  by  the 
appellants,  that  other  pavements,  approaching  in  resem- 
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blance  to  that  of  Nicholson,  were  open  to  the  public,  and 
that  the  specific  difference  between  those  pavements  and 
Nicholson's  was  small,  and  that,  therefore,  the  Nicholson 
patent  was  entitled  to  only  a  small  portion  of  the  profits 
realized.  Nicholson's  pavement,  as  before  said,  was  a  com- 
plete combination  in  itself,  differing  from  every  other  pave- 
ment. The  parts  were  so  correlated  to  each  other,  from 
bottom  to  top,  that  it  required  them  all,  pint  together  as  he 
put  them,  to  make  the  complete  whole,  and  to  produce  the 
desired  result.  The  foundation  impervious  to  moisture; 
the  blocks  arranged  in  rows ;  the  narrow  strips  between 
them  for  the  purposes  designated ;  the  filling  over  those 
strips,  cemented"together,  as  shown  by  the  patent,  all  were 
required.  Thus  combined  and  arranged,  they  made  a  new 
thing,  like  a  new  chemical  compound.  It  was  this  thing, 
and  not  another,  that  the  i)eople  wanted  and  required.  It 
was  this  that  the  appellants  used  and,  by  using,  made  their 
profit,  and  prevented  the  appellee  from  making  it.  It  is 
not  the  case  of  a  profit  derived  from  the  construction  of  an 
old  pavement  together  with  a  superadded  profit  derived 
from  adding  thereto  an  improvement  made  by  Nicholson, 
but  of  an  entire  profit  derived  from  the  construction  of  his 
pavement  as  an  entirety.  A  separation  of  distinct  profit 
derived  from  Brocklebank  &  Trainer's  improvement,  if  any 
such  profit  was  made,  might  have  been  shown;  but,  as  before 
stated,  the  appellants  failed  to  show  that  any  such  distinct 
profit  was  realized. 

We  have  looked  over  the  various  items  claimed  by  the 
appellants  by  way  of  reduction  of  profits,  and  disallowed 
by  the  master  and  by  the  court  below,  and  we  are  satisfied 
with  the  result  which  they  reached.  The  gross  profits  of 
the  work  over  actual  expenses  for  material  and  labor  were 
conceded  to  be  $123,610.78.  The  total  deductions  claimed 
before  the  master  amounted  to  $139,876.63,  which  would 
have  been  considerably  more  than  sufficient  to  absorb  the 
whole  profits.    The  master  and  the  court  allowed  deduc- 
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tions  to  the  amount  of  $48,618.62,  which  reduced  the  profits 
to  $74,992.16,  for  which  amount  the  decree  was  rendered. 
The  deductions  overruled  and  disallowed  amounted  to  $91,- 
257.85.  Of  these,  $31, 111.92  was  a  profit  of  twentj*-  per  cent, 
which  the  appellants  claimed  they  had  a  right  to  add  to  the 
actual  cost  of  lumber  and  other  materials  and  labor.  It  is 
only  necessary  to  state  the  claim  to  show  its  preposterous- 
ness.  Other  items  were  one  of  $7,000  for  salaries,  and 
another  of  $3,000  for  rent,  for  a  period  of  time  that  occurred 
after  the  work  was  completed.  Another  item  was  one  of 
$2,675.09  for  the  cost  of  a  dock  which  the  parties  built  on 
their  own  land ;  and  another  of  $25,000,  paid  for  an  interest 
in  the  Brocklebank  &  Trainer  patent.  As  ihsi  appellents 
still  hold  these  properties,  we  cannot  well  conceive  what 
the  purchase  of  them  has  to  do  in  this  account.  They  also 
claim  $15,241.33  for  that  amount  abated  from  the  assess- 
ments of  some  of  their  stockholders  who  owned  lands  along 
the  streets  paved.  As  this  was  a  gratuity  which  they  made 
to  themselves,  they  cannot  claim  a  deduction  for  it  here. 
The  last  item  was  $6,572.75,  claimed  to  have  been  profits 
made  upon  other  work,  which  wero  allowed  to  be  included 
in  these  contracts.  As  this  is  not  explained  in  any  satisfac- 
tory way,  we  think  the  master  did  right  in  rejecting  it. 

We  aro  entirely  satisfied  with  the  disposition  made  of 
these  various  items,  and  with  the  correctness  of  the  decree, 
so  far  as  the  statement  of  the  account  is  concerned. 

But  the  appellants  assign  a  third  error.  They  insist  that 
the  appellee,  as  assignor  of  the  Nicholson  patent  for  the 
State  of  New  Jersey  (which  was  the  ground  of  its  title),  was 
entitled  to  recover  only  thirty -one  cents  per  square  yard  in 
any  event,  being  limited  to  that  charge  for  the  use  of  the 
patent  by  the  terms  of  the  assignment ;  sixteen  cents  of 
which  was  to  be  paid  to  the  proprietors,  and  fifteen  to  be 
retained  by  the  appellee. 

This  matter  is  quite  satisfactorily  disposed  of  in  the  opin- 
ion of  the  court  below.    The  stipulation  was  between  third 

•7  U.  8. 14S.14a. 
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Opinion  of  the  court 

parties,  and  the  appellants  had  no  concern  in  it.  It  only 
applied,  by  its  terms,  to  cases  where,  by  reason  of  the  de- 
cisions of  the  courts,  or  otherwise,  it  should  be  found  im- 
practicable for  the  appellees  to  obtain  contracts  for  laying 
the  pavement  in  any  town  or  city,  or  where  the  work  of 
constructing  pavements  should  be  required  by  law  to  be  let 
under  public  lettings,  open  to  general  competition.  The 
object  was  to  secure  as  extensive  a  use  of  the  pavement  as 
possible,  as  thereby  the  emoluments  of  the  proprietors 
would  be  increased  But  the  assignment  gave  to  the  apj)el- 
lee  the  exclusive  right  in  the  patent  for  the  State  of  New 
Jersey.  It  did  not  prohibit  the  appellee  from  constructing 
the  pavements  itself,  if  it  could  obtain  contracts  for  doing 
so,  and  making  thereby  any  profit  it  could.  There  was  no 
obstacle  to  its  doing  this  in  the  City  of  Elizabeth.  On  the 
contrary,  it  did  obtain  from  the  city  large  contracts,  and 
would  have  obtained  more  if  the  appellants  had  not  inter- 
fered. There  is  nothing  in  this  state  of  things  which  enti- 
tles the  latter,  after  making  large  profits  from  the  use  of  the 
invention,  to  refuse  to  respond  therefor.  It  is  not  for  them 
to  say  that  the  hands  of  the  appellee  are  tied  by  its  contract 
with  its  grantor.  This  would  be  to  take  advantage  of  their 
own  wrong.  Whatever  bearing  the  stipulation  in  the  as- 
signment may  have  on  the  measure  of  damages,  in  an  action 
at  law,  it  affords  no  defence  to  the  appellants  when  called 
upon  to  account  for  the  profits  which  they  have  wrongfully 
made  by  pirating  the  invention. 

We  think  there  is  no  error  in  the  decree  of  the  Circuit 
Court,  except  in  making  the  City  of  Elizabeth  and  George 
W.  Tubbs  accountable  for  the  profits.  As  to  them  a  decree 
for  injunction  only  to  prevent  them  from  constructing  the 
pavement  during  the  term  of  the  patent,  should  have  been 
rendered ;  which,  of  course,  cannot  now  be  made.  As  to 
the  New  Jersey  Wood  Paving  Company,  the  decree  was  in 
all  respects  correct.  A  decree  for  costs  in  the  court  below 
should  be  awarded  against  all  the  defendants. 

07  U.  S.  148-144. 
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The  decree  of  the  Circuit  Courts  therefore^  must  he  re- 
versed^ with  costs^  and  the  cause  remanded  to  said  court 
with  instructions  to  evUer  a  decree  in  conformity  with  this 
opinion. 

97  U.  8.  144. 
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DECISIONS  OF  THE  SUPREME  COURT  OF  THE  UNITED 
STATES  IN  PATENT  CASES  REPORTED  IN 

THIS  VOLUME. 


Paob. 
Abandoned  Ebcperiment. 

See  Partictilar  Patents,  18. 

Abandonment. 

1.  CiunmingB  applied  for  a  patent  of  April  12,  1865.  His 
application  was  rejected  twice,  and  on  Februarys,  1856, 
a  third  rejection  followed  a  reconsideration.  From  that 
time  till  the  patent  was  finally  granted  the  applicant 
was  in  ill  health  and  poor.  He  did  not  withdraw  his 
application,  nor  acquiesce  in  the  action  of  the  Patent 
Office.  He  made  frequent  applications  to  his  friends 
for  advances  to  enable  him  to  prosecute  his  application. 
In  February,  1859,  an  attempt  was  made  for  an  appeal 
to  the  board,  but  the  Gommiasioner  refhsed  to  allow  it. 
On  March  1,  1864,  he  presented  a  petition  for  the  grant 
of  a  patent  for  the  same  invention.  The  patent  was 
granted  on  June  7,  1664.  The  invention  went  into 
public  use  in  1859.  Held :  (Justices  Bradley,  Mil- 
LEB  and  Field  dissenting)  that  the  proceeding  to  ob- 
tain a  patent  was  a  continuous  one  from  1855  until  it 
was  granted ;  that  the  application  of  1855  not  being 
severable  from  that  of  1864  there  was  no  foundation  for 
the  allegation  that  the  invention  was  abandoned  to  the 
public,  and  that  it  was  in  public  use  or  on  sale  for 
more  than  two  years  prior  to  the  inventor's  application. 
There  was  no  abandonment,  actual  or  constructive. 
Smith  V.  Goodyear  Dental  Vulcanite  Co 1 

3.  An  abandonment  of  an  invention  to  the  public  may  be 
evinced  by  the  conduct  of  the  inventor  at  any  time, 
even  ynthin  the  two  years  named  in  the  law  (Act  1836, 
gees.  6,  7  and  15,  and  Act  1R39,  sec.  7).  No  such  con- 
sequence will  necessarily  follow  fVom  the  ivrention 
being  in  public  use  or  on  sale  with  the  inventor's  con- 
sent and  allowance  at  any  time  within  two  yean  be* 

(559) 


660  INDEX  DIGEST. 

Paqs. 
fine  his  application ;  but  if  the  inTention  is  in  public 
nae  or  on  sale  prior  to  that  time,  it  will  be  condnsiye 
eyidence  of  abandopment.     Elizabeth  v.  Pavement  Go.  514 
Bee  Oonstmction  of  Statutes,  1 ;  Estoppel,  5 ;  Particolar  Pat- 
ents, 14,  17,  19. 

Aoooont 

1.  In  settling  an  aooonnt  for  an  infringement  the  question  is 
not  what  profits  the  infringer  has  made  in  his  business 
or  from  his  manner  of  conducting  it,  but  what  advan- 
tage he  has  derived  from  the  uaeof  the  infringed  inven- 
tion.   Oawood  Patent 235 

See  Particular  Patents,  10. 

Appeal. 

1.  Where  it  is  discretionary  with  a  court  of  equity  whether  it 
wiU  first  send  a  case  to  be  tried  at  law,  and  it  exercises 
its  discretion  to  decide  the  case  upon  its  merits  without 
the  aid  of  a  juiy  of  any  sort,  such  action  is  not  a  ground 
of  appeal.    Cochrane  v.  Deener 288 

St.  But  if  the  appellate  court  were  convinced  that  the  case 
was  not  properly  decided,  and  could  not  be  properly  de- 
cided without  such  a  reference,  it  might,  in  the  exer- 
cise of  its  own  discretion,  remand  it  to  the  court  below 
for  that  purpose.    Oochrane  v.  Deener 288 

3.  On  appeal,  questions  not  involved  in  the  assignment  of  er- 
rors will  be  passed  over  without  examination.  Roe- 
mer  v.  Simon 348 

AppUoation. 

OmttiMiiti^  applieatiim. 
See  Abandonment^  1. 


See  Process,  2. 

1.  Inventions  may  be  assigned   before  they  are  patented. 

Cammeyer  v.  Newton 98 

Awiilgiiiiieiit  of  Ebrrore. 
See  Appeal,  3. 

Bin  in  Bqtdty*. 

See  Trial  out  of  Equity,  1. 


INDEX  DIGEST.  661 

Pagb. 
Burden  of  Proof. 

1.  The  boiden  of  pioTing  infringement  Ib  npon  the  oomphun- 

ants.     Fuller  v,  Yentzer 138 

2.  The  bnrden  of  proof  is  upon  the  complAinant  to  show  that 

the  defendant  has  inMnged  the  patent  under  which  he 
cUims.     Fuller  v,  Yentzer 176 

3.  Having  proved  the  alleged  inMngement,  the  burden  of 

proof  is  cast  upon  the  respondents  to  show  that  the 
patent  is  invalid,  unless  the  patent  is  materially  de- 
fective in  form.     Roemer  v.  Simon ;  .    .   .   .    348 

4.  Where  infringers  also  operating  under  a  patent  alleged  as 

cause  of  error  a  failure  to  specifically  show  the  profits 
arising  from  the  respective  devices,  held  that  the  bur- 
den of  showing  it  was  on  them.  Elizabeth  v.  Pave- 
ment Go 514 

See  Evidence,  1. 

Oaae  Oonsidered. 

1.  The  case  of  Hotchkiss  v.  Greenwood  (11  How.  248  [5  Am. 
Eng.  240]),  considered.  That  case  does  dedde  that 
employing  one  known  material  in  place  of  another  is 
not  invention  if  the  result  be  only  greater  cheapness 
and  durability  of  the  product.  But  this  is  all.  It 
does  not  decide  that  no  use  of  one  material  in  lieu  of 
another  in  the  formation  of  a  manufacture  can,  in  any 
case,  amount  to  invention,  or  be  the  subject  of  a  patent. 
If  such  a  substitution  involves  a  new  mode  of  constmo- 
tion,  or  develops  new  uses  and  properties  of  the  article 
formed  it  may  amount  to  invention.  The  substitution 
may  be  something  more  than  formal.  It  may  require 
contrivance  in  which  case  the  mode  of  making  it  would 
be  patentable  or  the  result  may  be  the  production  of 
an  analogous,  but  substantially  different,  manu&cture. 
Smith  17.  Goodyear  Dental  Vulcanite  Co 1 

Ohan^re  in  Form. 

See  Invention,  4. 

OhaDffe  in  Size. 

See  Invention,  4;  Particular  Patents,  23. 

Ohan^  of  liffateriaL 

1.  The  use  of  one  material  instead  of  another  in  constructing 
a  known  machine  is,  in  most  cases,  so  obviously  a  mat- 
ter of  mere  mechanical  judgment,  and  not  of  invention, 
that  it  cannot  be  called  an  Invention  unless  some  new 
and  useftd  result,  as  increase  of  efficiency  or  a  decided 
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Paob. 
BftTing  in  Hie  operatioii,  be  obtained.  Bnt  wbeie  there 
is  some  snch  new  and  nsefld  result,  where  a  machine 
has  acquired  new  fonctions  and  nsefol  properties,  it 
may  be  patentable  as  an  invention,  though  the  only 
change  made  in  the  machine  has  been  supplanting  one 
of  its  materials  by  another.  This  is  true  of  all  combi- 
nations, whether  they  be  of  materials  or  prooeaaea. 
Smith  V.  Goodyear  I>ental  Vulcanite  Oo 1 


1.  Where  the  claim  immediately  follows  the  description  of 

the  invention,  it  may  be  construed  in  connection  with 
the  explanations  given  in  the  description,  and  if  the 
claim  contains  words  referring  back  to  the  specification, 
it  cannot  properly  be  construed  in  any  other  way. 
Fuller  V.  Yentzer      138 

2.  It  being  understood  that  a  result  is  not  patentable,  claims 

which  read  **  forming  one,  two  or  more  creases  in  cloth 
by  means  of,  etc.,''  and  **  marking  a  line  on  the  sur- 
face of  doth  or  other  material  sewed  in  a  sewing  ma- 
chine, by  means  of,  etc.,"  construed  to  be  for  the  de- 
scribed apparatus  for  producing  the  results  named. 
Fuller  V.  Yentzer 138 

3.  The  claims  in  a  patent  are  to  be  considered  as  distinct  from 

the  description  contained  in  the  specification,  and  as 
representing  what  part  of  the  matter  described  the  pat- 
entee claims  as  his  invention,  and  for  which  he  asks 
protection.     Merrill  v,  Yeomans 203 

4.  While  it  is  essential  that  the  specification  should  describe 

such  matters,  both  old  and  new,  as  are  necessaiy  to  an 
understanding  of  the  invention,  the  claim  must  contain 
a  distinct  and  specific  statement  of  what  the  applicant 
claims  to  be  new  and  of  his  invention.  Merrill  v.  Yeo- 
mans     2C3 

5.  The  inventor  of  an  article  is  entitled  to  protection  therefor, 

however  produced,  and  there  is  no  reason  why  an  ap- 
plicant for  a  patent,  if  he  had  in  his  mind  a  claim 
for  the  article  produced,  should  limit  his  claim  by  a  de- 
scription of  the  process.     Merrill  t\  Yeomaus    ....    203 

6.  The  interests  of  the  public  demand  that  the  claims  in  a  pat- 

ent should  clearly  and  distinctly  define  and  limit  the 
actual  invention  claimed  by  and  secured  to  the  paten- 
tee.   Merrill  v.  Yeomans 203 

7.  The  courts  have  no  right  to  enlaige  a  patent  beyond  the 

scope  of  its  claim  as  allowed  by  lawful  authority.  Key- 
atone  Bridge  Co.  v.  Phoenix  Iron  Oo 364 
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8.  When  the  teims  of  a  daim  in  a  patent  are  dear  and  dia- 
tinct  (as  they  always  should  he)  the  patentee  in  a  suit 
brought  for  infringement  is  bound  by  it.  He  can  claim 
nothing  beyond  it.  Keystone  Bridge  Co.  v.  Phoenix 
Iron  Co 364 

Bee  Estoppel,  2,  5;  Patent  Office,  1;  Beissne,  2;  Result^  1. 

Ck>Uii8lTe  Deoree. 

See  Motion  to  Vacate  Decree,  2. 

Oombination. 

1.  A  patented  combination  is  not  InfHnged  by  a  machine 

in  which  one  of  the  ingredients  is  omitted.  Dunbar  v. 
Meyers 59 

2.  The  rights  of  a  patentee  for  a  mere  combination  of  old  in- 

gredients aro  not  infringed  unless  it  appears  that  the 
alleged  infringer  made,  used,  or  sold  the  entire  combi- 
nation.    Fuller  V.  Yentzer 138 

3.  A  patent  may  be  granted  for  a  new  oombination  of  old  ele- 

ments or  ingredients  if  it  produces  a  new  and  useful  re- 
sult; but,  in  such  case  the  invention  consists  merely  in 
the  new  combination,  and  the  patent  therefor  is  not  in- 
fringed by  a  substantially  different  oombination,  even 
though  it  indudes  the  exact  same  elements  or  ingredi- 
ents.    Fuller  V.  Yentzer 138 

4.  The  infringement  of  a  patent  is  not  avoided  by  the  substi- 

tution for  one  member  of  the  combination  of  an  old  in- 
gredient performing  the  same  function,  and  well  known 
at  the  date  of  the  patent  as  a  proper  substitute  for  the 
one  omitted.  But  the  rule  is  otherwise,  if  the  ingredi- 
ent substituted  is  a  new  one,  or  performs  a  substan- 
tially different  function,  or  was  not  known  at  the  date 
of  the  patent  as  a  proper  substitute  for  the  one  omitted. 
Fuller  t).  Yentzer 176 

5.  A  combination  is  always  an  entirety.    In  such  cases  paten- 

tee cannot  abandon  a  part  and  claim  the  rest,  nor  can 
he  be  permitted  to  prove  that  a  part  is  useless  and 
therefore  immaterial.  He  must  stand  by  his  claim  as 
he  has  made  it.  If  more  or  less  than  the  whole  of  his  in- 
gredients are  used  by  another,  such  party  is  not  liable 
as  an  infiringer,  because  he  has  not  used  the  invention 
or  discovery  patented.  With  the  change  of  elements, 
the  identity  of  the  product  disappears.    Schumacher 

V.  Cornell 443 

See  Change  of  Material,  1;  Improvement,  2;  Particular  Pat* 
ents,  1,  6, 8, 15,  19, 20,  28;  Spedfication,  2. 
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Ckimmiaaioner. 

See  Patent  Office,  1. 

Constitution. 

1.  Priyate  propertiy,  the  Constitation  piovideB,  shall  not  be  - 
taken  for  public  ose  withoat  just  compensation,  and  it 
is  dear  that  .the  provision  is  as  applicable  to  the  Govern- 
ment as  to  individuals,  except  in  cases  of  extreme  neces- 
sity in  time  of  war,  and  of  imminent  and  impending 
public  danger.     Cammeyeri;.  Newton 96 

Oonstruotion  of  Patents, 

1.  The  courts  are  inclined  to  give  a  patentee  the  benefit  of  a 

liberal  construction  of  the  patent,  and  when  it  appears 
that  a  valuable  invention  has  really  been  made,  to  up- 
hold that  which  was  invented,  and  which  comes  within 
any  fair  interpretation  of  the  claim;  but. where  there 
were  three  inventions  described  in  the  patent,  the  ap- 
paratus, the  process,  and  the  product,  and  but  two 
claims  made  to  the  apparatus  and  the  process  respec- 
tively, each  of  which  was  valid  and  for  the  invention 
described  therein,  the  court  refused  to  give  effect  to  the 
third  invention,  which  the  patentee  has  foiled  to  claim, 
and  hehif  if  the  patentee  was  entitled  to  a  patent  for 
the  product,  his  legal  remedy  was  by  reissue.  Merrill 
V,  Yeomans 203 

2.  Where  the  specification  and  claim  in  both  of  complainant's 

patents  clearly  indicated  that  certain  characteristic 
features  were  regarded  i^  of  the  essence  of  the  inven- 
tion, the  court  declined  to  enlaige  the  scope  of  the  pat- 
ents beyond  what  was  thus  explidty  set  forth.  Key- 
stone Bridge  Co.  v.  Phoenix  Iron  Go 364 

See  Disclaimer,  2,  3. 

Oonstmction  of  Statutes. 

1.  Act  1839,  sec.  7,  *' purchase,  sale  or  prior  use''  is  in  the 

disjunctive  **for  more  than  two  years"  means  earlier 
than  two  years  prior.  It  follows  that  a  single  instance 
of  sale  or  use  by  the  patentee,  may,  under  the  circum- 
stances, be  fatal  to  the  patent.  Consolidated  Fruit  Jar 
Co.  V,  Wright 46 

2.  Since  the  passage  of  the  act  of  July  8,  1870,  the  regulation 

in  equity  suits  is,  that  defences  such  as  are  described 
in  section  61  of  that  act,  may  be  pleaded  in  any  equity 
suit  for  relief  against  an  alleged  infringement,  and  that 
proof  of  the  same  may  be  given  upon  like  notice  in  the 
answer  of  the  respondent,  and  with  like  effect  Roemer 
V.  Simon 348 
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Act  1836,  J6,  see  Abandonment,  2;  Prior  Public  Use  or  Sale,  1. 

'*      {7,  see  Abandonment,  2;  Prior  Public  Use  or  Sale,  1. 

* '      2^5,  see  Abandonment,  2 ;  Prior  Pnbl ic  Use  or  Sale,  1 . 

Act  1839,  27,  see  Abandonment,  2;    Particular  Patents,  14; 

Prior  Public  Use  or  Bale,  1. 
Act  1870,  see  For  ign  Patent,  1. 

R.  S.         2760,  see  Supreme  Court  of  District  of  Columbia,  1. 
2764,  see  Supreme  Court  of  District  of  Columbia,  1. 

Oontixxainfir  Applioatlon. 

See  Abandonment,  1 ;  Particular  Patents,  17. 

Oontraot. 

1.  A  contract  between  appellee  and  its  assignor  as  to  chaiges 
relating  to  a  patent,  held  a  stipulation  between  third 
parties  with  which  appellants'  infringer  had  no  con- 
cern and  of  which  they  could  not  avail  themselves  in 
reduction  of  profits.     Elizabeth  v.  Pavement  Co.     .   .    514 

See  Estoppel,  4. 


1.  The  complainant  was  found  entitled  to  nominal  damages 
only,  the  burden  of  proof  being  upon  him,  and  it  ap- 
pearing that  the  proof  was  meager  and  Indefinite,  but 
four  machines  made,  no  established  license  fee,  the 
profits  made  being  due  in  part  to  inventions  covered 
by  other  patents,  and  no  distinction  made  between 
profits  accruing  from  the  use  of  complainant's  inven- 
tion and  that  from  the  other  Inventions  and  manufac- 
turer's profits.     Robertson  v.  Blake 266 


Date. 


Dale  of  English  Patent, 

See  English  Patent,  1. 

Delay. 

Delay  in  Filing  Diaclaimer. 
See  Disclaimer,  1. 

Diaolalmer. 

1.  A  disclaimer  properly  made,  attested  and  recorded,  be- 

comes a  part  of  the  specification  to  the  extent  of  the  in- 
terest of  those  who  make  it,  but  will  not  affect  any  ac- 
tion pending  at  the  time  of  its  being  filed,  except  as  to 
nnseasonable  neglect  or  delay  in  filing  it.  Dunbar  v. 
Meyers 59 

2.  The  disclaimer  must  be  taken  into  account  in  construiug 

the  patent,  except  when  its  e£fect  is  to  enlarge  the 
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natnre  of  the  invention  and  pr^ndice  the  rights  of  the 

rsBpondent.     Donbar  v.  Meyers 09 

3.  Matters  properly  disclaimed  cease  to  be  a  part  of  the  in- 
vention, and  render  the  same  as  if  such  matters  had 
never  been  induded.    Dunbar  v,  Meyers 50 

Duplication. 

See  Particular  Patents,  1. 

Sfauployer  and  Employe. 

1.  Public  employment  is  no  defence  to  the  employ^  for  hay* 
ing  converted  the  private  property  of  another  to  the  pub- 
lic use  without  his  consent,  and  without  just  compen- 
sation.    Cammeyer  v.  Newton 98 

WngM*!^  Patent. 

1.  Where  the  English  provisional  specification  of  the  alleged 
prior  patent  was  filed  prior  to  the  date  of  filing  of  that 
of  the  United  States  patent,  but  was  completed  subse- 
quent thereto,  held  that  the  invention  was  not  patented 
in  England,  so  as  to  anticipate  the  invention  patented 
in  this  country,  until  the  completed  specification  had 
been  filed.  The  date  of  filing  the  pro>isional  specifica- 
tion was  not  to  be  considered.  Smith  v.  Goodyear 
Dental  Vulcanite  Go 1 

Bqnivalents. 

1.  The  substantial  equivalent  of  a  thing  is  the  same  as  the 

thing  itself.     Machine  Co.  v.  Murphy 494 

2.  The  substitution  of  a  known  equivalent  for  one  of  the  in- 

gredients of  a  patented  invention  is  not  a  good  defence 
for  an  infringer;  but,  if  the  ingredient  was  a  new  one, 
or  performed  a  substantially  different  function,  or  was 
not  known  at  the  date  of  the  patent  as  a  proper  substi- 
tute for  the  one  omitted,  there  is  no  infringement. 

Fuller  V.  Yentzer 138 

See  Combination,  4. 

Bstoppel. 

1.  A  judgment  of  a  court  of  competent  jurisdiction,  upon  a 
question  directly  involved  in  one  suit,  is  conclusive  as 
to  that  question  in  another  suit  between  the  same  par- 
ties; but  to  this  operation  of  the  judgment  it  must  ap- 
pear, either  upon  the  face  of  the  record,  or  be  shown 
by  extrinsic  evidence,  that  the  precise  question  was 
raised  and  determined  in  the  former  suit.  If  there  be 
any  uncertainty  on  this  head  in  the  record,  the  whole 
subject-matter  of  the  action  will  be  at  large  and  open 
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to  a  new  oontentionf  unless  this  nncertainty  be  re- 
moved  by  extrinsic  evidence  showing  the  precise  point 
involved  and  determined.  To  apply  the  judgment, 
and  give  effect  to  the  adjudication  actnally  made, 
when  the  record  leaves  the  matter  in  donbt,  snch  evi- 
dence is  admissible.     Russell  v.  Place 226 

8.  In  an  action  at  law  for  damages  for  the  infringement  of  a 
patent  for  an  alleged  new  and  nsefVil  improvement  in 
the  preparation  of  leather,  which  patent  contained  two 
claims;  one  for  the  use  of  &t  liquor  generally  in  the 
treatment  of  leather,  and  the  other  for  a  process  of 
treating  bark-tanned  lamb  or  sheep  skin,  by  means  of 
a  compound  composed  and  applied  in  a  particular  man- 
ner, the  declaration  alleged,  as  the  infringement  com- 
plained of,  that  the  defendants  had  made  and  used  the 
invention,  and  caused  others  to  make  and  use  it,  with- 
out averring  whether  such  infHngement  consisted  in 
the  simple  use  of  fat  liquor  in  the  treatment  of  leather, 
or  in  the  use  of  the  process  specified.  Held,  that  the 
judgment  recovered  in  the  action  does  not  estop  the 
defendant  in  a  suit  in  equity  by  the  same  plaintiff,  for 
an  injunction  and  an  accounting  for  gains  and  profits, 
from  contesting  the  validity  of  the  patent,  if  not  ap- 
pearing by  the  record,  and  not  being  shown  by  ex- 
trinsic evidence,  upon  which  claim  the  recovery  was 
had.  The  validity  of  the  patent  was  not  necessarily  in- 
volved, except  with  respect  to  the  claim  which  was  the 
basis  of  the  recovery;  a  patent  may  be  valid  as  to  a 
single  claim,  and  invalid  as  to  the  others.  RnsBell  v. 
Place 226 

8.  If,  upon  the  face  of  a  record,  anything  is  left  to  conjecture 
as  to  what  was  necessarily  involved  and  decided,  there 
is  no  estoppel  in  it  when  pleaded,  and  nothing  conclu- 
sive in  it  when  offered  as  evidence.     Russell  v.  Place.    226 

4.  An  agreement  with  a  complainant  not  to  manu&cture  the 

device  of  a  certain  firm,  does  not  work  an  estoppel,  it 
being  a  controverted  fart  as  to  the  identity  of  such  de- 
vice with  the  patented  device  alleged  to  be  infringed. 
Roemer  v.  Simon 348 

5.  Upon  suits  brought  patentees  cannot  show  that  their  in- 

vention is  broader  than  the  terms  of  their  claim;  or  if 
broader  they  must  be  held  to  have  surrendered  the 
surplus  to  the  public.    Keystone  Bridge  Go.  v.  Phcenix 

Iron  Co 964 

See  Claim,  8;  Combination,  6. 
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Bvidenoe. 

1.  The  patent  itself  is  prima  facie  evidence  that  the  patentee 

was  the  first  inventor,  at  least  it  casts  upon  him  who 
denies  it  the  harden  of  sustaining  his  denial  by  proof 
Smith  V.  Goodyear  Dental  Vulcanite  Go 1 

2.  The  patent  if  introduced  in  evidence  by  the  complainant, 

affords  a  prima  fade  presumption  that  the  supposed  in- 
ventor is  the  original  and  first  inventor  of  the  improve- 
ment.   Cammeyer  r.  Newton 98 

3.  Where  the  patent  described  in  the  bill  of  complaint  is  in- 

troduced in  evidence,  the  patentees  or  assignees  are 
presumed  to  be  the  original  and  first  inventors  of  the 

described  improvement     Roemer  v,  Simon 348 

See  Abandonment,  2;  Prior  Foreign  Use,  1. 

Bxperiznental  Use. 

1.  In  what  an  experimental  use  may  consist  as  distinguiahed 
from  a  public  use  or  being  on  sale  wiUiin  the  meaning 
of  the  law.     Elizabeth  v.  Pavement  Co 514 

See  Particular  Patents,  19;  Prior  Public  Use  or  Sale,  1. 

Forei^rn  Patent. 

1.  Where  it  was  shown  that  the  invention  covered  by  the  do- 

mestic patent  was  actually  made  before  the  date  of  the 
prior  French  patent,  held  that  by  act  of  1870,  a  foreign 
patent  in  order  to  invalidate  an  American  patent  must 
antedate  the  invention  patented.     Cochrane  v.  Deener    288 

2.  A  foreign  patent  or  other  foreign  printed  publication  de- 

scribing an  invention  ia  no  defence  to  a  suit  upon  a 
patent  of  the  United  States,  unless  published  anterior 
to  the  making  of  the  invention  or  discovery  secured  by 
the  latter,  provided  that  the  American  patentee,  at  the 
time  of  making  application  for  his  patent,  believed  him- 
self to  be  the  first  inventor  or  discoverer  of  the  thing 
patented.     Elizabeth  v.  Pavement  Co.    .......    514 

See  English  Patent,  1;  Particular  Patent,  17. 

Form. 

1.  Where  form  is  of  the  essence  of  the  invention,  it  is  neces- 

sarily material ;  and  if  the  same  olject  can  be  attained 
by  a  machine  difierent  in  form  where  the  form  is  in- 
separable from  the  successful  operation  of  the  instru- 
ment, there  is  no  infringement.     Werner  v.  King  .   .    419 

2.  Except  where  form  is  of  the  essence  of  an  invention  it  has 

but  little  weight  in  determining  the  question  of  in- 
fringement    It  is  necessary  to  look  at  the  mode  of  op- 
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eration  and  at  the  result,  as  well  as  at  the  means 
by  which  the  result  is  attained.      Machine  Co.  v. 

Murphy 404 

See  Particular  Patents,  7,  11. 

Govenmient  Officer 

See  Constitution,  1;  Employer  and  Employ^,  1;  Private 
Property,  1. 

Judfirment. 

See  Estoppel,  1,  2,  3. 

Measare  of  Damaffes. 
See  Account,  1. 

Identity. 

1.  One  device  is  substantially  the  same  as  another  if  it  per- 
forms substantially  the  same  functions  in  substantially 
the  same  way  to  produce  the  same  result,  and  this 
though  they  differ  in  name,  form,  or  shape.  Machine 
Co.  V,  Murphy 494 

See  Combination,  5;  Estoppel,  4. 
Identity  of  Original  and  Beissue, 

See  Reissue,  1. 

Iiuprovexneiit. 

1.  The  question  whether  or  not  an  alleged  improvement  is  or 

is  not  patentable  is,  in  an  equity  suit,  a  question  for 
the  court.    Dunbar  v,  Myers 69 

2.  A  patent  for  improvements  in  an  apparatus  may  be  valid 

if  they  are  new,  and  accomplish  a  new  and  useful  re- 
sult, even  though  all  the  elements  of  the  same  are  old, 
provided  the  combination  or  arrangement  of  such  ele- 
ments is  new  and  of  such  a  character  that  it  involved 
invention  to  construct  the  same.    Fuller  v.  Yentzer    .    176 

3.  When  an  original  machine  and  an  improvement  upon  it  are 

both  x>atented,  neither  patentee  can  use  what  does  not 
belong  to  him  without  the  requisite  authority  from  the 

owner.    Robertson  v.  Blake 266 

See  Specification,  1. 

Inoboate  Bifflit. 

See  Assignment,  1. 

IzifHxiflfenieiit. 

1.  Where  the  invention  is  embodied  in  a  machine,  the  ques* 
tion  of  inMngement  is  best  determined  by  a  compari- 
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mm  of  the  macbine  or  appatatus  oonstnicted  or  used  by 
the  respondent  with  a  mechanism  described  in  the 
specification  of  complainant's  patent.  Fuller  v.  Tentzer 
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3.  It  is  not  only  /leoessaiy  to  an  infringement  that  the  ar- 
rangement which  infringes  should  perform  the  same 
service  or  produce  the  same  effect,  but  it  mud  be  done  m 
wbgtantiaUjf  the  same  way,    Werner  v  King 419 

Bee  Burden  of  Proof,  1,  2;  Ck>mbination,  1,2,  3,  4,  5;  Equiva- 
lent, 2;  Form,  1,  2;  Improvement,  3;  Invention,  3; 
Particular  Patents,  4,5,  9,  11, 25, 26, 28,  29;  Process,  1. 

Infringer  operating  under  Patent 
See  Burden  of  Proof,  4. 

InV6IIltlOIL 

i.  Invention  or  discovery  constitutes  the  foundation  of  the 
right  to  obtain  a  patent,  and  nothing  short  of  this  will 
support  it.     Dunbar  «.  Meyers 59 

2.  The  degree  of  skill  and  ingenuity  required  in  making  or 

applying  an  alleged  improvement,  must  be  more  than 
are  possessed  by  an  ordinary  mechanic  acquainted  with 
the  business  in  order  to  constitute  invention.  Dunbar 
V.  Meyers 59 

3.  Because  the  invention  has  been  used  in  an  imperfect  con- 

dition, or  altered  slightly  in  one  particular  without 
serious  loss,  it  is  no  proof  that  it  was  no  invention,  or 
that  the  use  of  it  in  its  altered  condition  was  no  in- 
ftingement    Gawood  Patent 235 

4.  Where  certain  properties  are  known  to  belong  generally 

to  classes  of  articles,  there  can  be  no  invention  in  put- 
ting a  new  species  of  the  class  in  a  condition  for  the 
development  of  its  properties  similar  to  that  in  which 
other  species  of  the  same  class  have  been  placed  for 
similar  development ;  nor  can  the  changed  form  of  the 
article  Arom  its  condition  in  bulk  to  small  particles  by 
breaking  or  other  similar  mechanical  means  make  it 
a  new  article  in  the  sense  of  the  patent  law.  Glue  Co. 
V.  Upton 456 

See  Change  of  Material,  1 ;  Combination,  3 ;  Improvement, 
2 ;  Particular  Patents,  1,  10,  17,  23. 
Assignment  of  invention  prior  to  patenting. 

See  Assignment,  1. 

Inventor— FixBt  and  Original. 

See  Evidence,  1,  2,  3 ;  Prior  Foreign  Use,  1. 
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Joinder  of  Inveiitto»i0. 

See  Validity,  1. 

Jnriadiotlon. 

1.  The  jarifldiction  of  the  ciicait  oonrts  in  cases  arising  un- 
der the  patent  and  copyright  laws  is  not  changed  by 
the  Revised  Statutes,  and  consequently  the  original 
cognizance  of  the  drcnit  conits  sitting  as  courts  of 
equity  in  patent  cases  is  retained.  Cochrane  v.  Deener.  288 

See  Invention,  2. 

Motion  to  Amend  Ansrwer. 
See  Notice,  2. 

Motion  to  Vacate  Deoree. 

1.  Where  the  decision  on  a  patent  was  made  the  basis  of  ap- 

plications for  izgunctions  against  third  parties  in  the 
Circuit  Court,  aud  it  appeared  that  the  case  on  the 
part  of  the  appellees  was  very  imperfectly  presented  in 
consequence  of  conditional  ammgements  with  appel- 
lants, a  motion  to  vacate  the  decree  on  the  ground  of 
collusion  was  refused,  but  it  was  held  that  third  parties 
who  had  not  been  heard  should  not  be  concluded  from 
having  a  further  hearing  in  a  fbtnre  case.  Cochrane 
f?.  Deener 396 

2.  While  the  Supreme  Court  would  not  hesitate  to  set  aside 

a  decree  collusively  obtained,  the  proof  ought  to  be 
very  clear  to  induce  it  to  do  this  at  the  instance  of 
strangers  to  the  suit,  though  incidentally  affected  by 
the  decision  of  questions  involved.  Cochrane  v,  Deener.  396 

Nominal  Damages. 

See  Damages,  1. 

Notice. 

1.  Parties  defendants  sued  at  law  for  infringement  are  not 
allowed  to  set  up  the  defence  of  a  prior  invention, 
knowledge,  or  use  of  the  thing  patented,  unless  written 
notice  thereof  is  given  thirty  days  before  the  trial. 
Such  notice  must  state  the  names  of  the  jiatentees  and 
the  dates  of  their  patents  alleged  to  have  been  invent- 
ed, and  the  names  and  residences  of  the  persons  al- 
leged to  have  invented  or  to  have  had  the  prior  knowl- 
edge of  the  thing  patented,  and  where  and  by  whom 
it  had  been  used.     Roemer  v,  Simon 348 
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2l  Tlie  nqpondentB  baving  giTeo  due  notioe  of  the  defence  of 
prior  invention  and  nae,  stating  the  names  and  resi- 
denoes  of  the  persons  having  the  prior  knowledge,  and 
where  and  by  whom  the  alleged  invention  has  been 
nsed,  added  fhrther  that  it  had  been  known  to  and 
nsed  by  othere  to  them  unknown,  and  prayed  leave 
that  when  discovered  they  might  be  permitted  to  in- 
sert and  set  forth  their  names  in  the  answer :  Mddj 
that  on  motion  to  insert,  in  aooordanoe  with  the  notice, 
and  no  objection  made,  the  conrt  was  justified  in  enter- 
ing the  additional  names  and  residences  nunc  pro  tune. 
Boemer  v.  Simon 348 

BeeOonstruction  of  Statutes,  fL 

Novelty. 

1.  That  the  omission  of  certain  elements  in  a  prior  patented 

machine  might  enable  a  mechanic  to  alter  and  employ 
the  remnant  like  the  infringed  machine,  is  no  test  of 
the  novelty  of  the  latter,  this  is  to  be  determined  by 
the  question  whether  the  information  necessary  to  con- 
struct and  use  the  latter  machine  can  be  read  out  of  the 
prior  specification,  by  a  mechanic  skilled  in  the  partic- 
ular art  to  which  the  alleged  anticipated  machine  re- 
lates.   Gawood  Patent 235 

2.  Commercial  and  patentable  novelty  distinguished.     Glue 

Co.  V.  Upton 458 

See  English  Patent,  1 ;  Foreign  Patent,  1 ;  Notice,  1 ;  Par- 
ticular Patents,  2,  10,  16,  23. 

Partkralar  Patents. 

1.  It  appearing  that  one  deflecting  plate,  in  combination 

with  a  circular  saw,  was  old,  and  that  it  required  only 
mechanical  skill  to  apply  one  to  the  opposite  side:  heid^ 
that  claim  1  of  the  improvement,  letters  patent  No. 
10,965,  Meyers  and  Eunscn,  May  23,  1854.  Sawing 
Machine.  Described  as  the  employment  or  use  of  two 
deflecting  plates,  one  placed  on  each  side  of  the  circu- 
lar saw,  for  the  purposes  set  forth  in  the  specification, 
is  void,  because  it  does  not  constitute  a  patentable  in- 
vention, and  held  that  the  4th  claim  was  not  infringed, 
respondents  having  omitted  one  element  of  the  combi- 
nation claimed.     Dunbar  r.  Meyers 59 

2.  Letters  patent  No.   15,687,   J.   D.  Gawood,  September  9, 

1865,  Anvil  (1  Wall.  491  [7  Am.  &  Eng.  202]),  further 
construed,  hefd  novel  and  not  anticipated  by  the  insuf- 
ficient description    in  the  prior  English  patent    to 
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Ghurch  of  1846:  the  claim  as  limited  in  view  of  the 
state  of  the  art,  Md  not  infringed  by  the  Beebee  & 
Smith,  the  Bayonet  and  the  Michigan  Southern  ma- 
chines, bat  infringed  by  the  Whitoomb,  Etheridge  and 
Illinois  Central  machines.    Cawood  Patent 236 

3.  The  words  **or  in  any  other  convenient  manner  "  oon- 
stmed  to  mean,  by  means  adapted  to  the  work  the 
machine  is  intended  to  perform.    Cawood  Patent   .   .    235 

4  Letters  patent  No.  20,542,  granted  Eli  W.  Blake,  for  a  ^ 
Stone-Breaker,  June  15,  1858,  reissue  No.  2,145,  Janu- 
ary 9, 1866,  and  extended  June  15,  1872,  hOd  not  an- 
ticipated by  the  earlier  patent  to  Hobbs  &  Brown,  No. 
6,690,  September  4,  1849,  for  **  Improvements  in  the 
application  of  well  known  mechanical  means  for  the 
purposeof  crushing  ice/'  and  to  Hamilton,  No.  10,365, 
January  3,  1854,  an  additional  improvement  No.  124, 
May  22,  1855,  for  **  crushing  and  grinding  quartz  or 
other  substances,''  they  not  containing  any  of  the  es- 
sential elements  of  Blake's  invention:  held  that  it  was 
infringed  by  the  substitution  for  one  part  of  the  operat- 
ing mechanism,  of  an  equivalent  for  the  omitted  ele- 
ment.    Robertson  v.  Blake 266 

6.  Claim  1  of  letters  patent  No.  24,734,  William  Ooodale, 
July  12,  1859.  Paper  Bag  Machine,  for  a  weighted 
knife  with  five  planes  or  faces,  which  descends  by  grav- 
ity upon  a  flat  continuous  paper  web  and  severs  a  pecu- 
liar outline-blank  that  folds  into  a  bag  without  further 
cutting,  held  infringed  by  a  stationary  serrated-edged 
knife  of  substantially  the  same  form  fixed  to  the  ma- 
chine-bed, and  which  cuts  the  same  shaped  blank  from 
the  web  passing  above  by  coi^oint  action  with  a  quick 
descending  striker  that  gives  the  paper  a  vertical  blow, 
directly  in  advance  of  the  edge  of  the  knife,  the  knife 
and  the  striker  operating  together  to  perform  the  same 
Amotion  as  that  performed  by  the  complainant's  ma- 
chine by  the  ascent  and  descent  of  the  cutter.  Ma- 
chine Co.  V.  Murphy 494 

6.  The  claims  of  letters  patent  No.  28,633,  H.  W.  Fuller, 
June  5,  1860,  Marking  Cloth  for  Sevring  Machines, 
construed  to  be  for  a  combination  of  old  elements,  and 
not  for  a  result,  the  distinct  features  being  the  ele- 
vated bar  projecting  out  of  the  frame  attached  to  the 
the  preaaer-foot,  the  described  spring  arm,  the  bar  pro- 
jecting out  from  the  needle-arm  with  the  described 
points  and  the  bed-plate  on  which  they  strike  ;  held  not 
infringed  by  the  apparatus  of  patent  No.  113,610,  since 
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none  of  the  devioes  employed  in  one  can  be  rabstitated 

for  those  of  the  other,  ao  as  to  render  the  apparatus  op- 
erative to  effect  the  described  result  without  leoon- 
strnction  and  invention.     Faller  «.  Yentzer 138 

7.  CSlaini  1  of  letters  patent  No.  34,183,  Linville  &  Piper,  Jan- 

nary  14,  1862,  Iron  Tmss  for  Bridges  for  '*the  con-  . 
stmction  of  the  lower  chords  of  tmss  bridges  of  series 
of  wide  and  thin  drilled  eye-bars  2  C,  G,  applied  on 
edge  between  ribs  S,  S,  on  the  bottoms  of  the  posts,'' 
etc.,  construed  and  held  that  the  form  of  the  chords  is 
made  material  and  the  claim  is  not  infringed  by  de- 
fendant's chords  of  cylindrical  form.  Keystone  Bridge 
Co.  «.  Phoenix  Iron  Co 364 

8.  Letters  patent  No.  37,319,  Wm.  F.  Cochrane,  January  6, 

1863,  Bolting  Flour,  and  relating  specially  to  the 
pump,  ^d  not  infringed;  because  while  defendant's  de- 
vice may  be  the  equivalent  of  the  pump  in  Cochrane's 
in  the  general  combination  with  other  elements,  yet, 
when  taken  by  themselves  as  separate  pieces  of  ma- 
chinery, they  may  not  be  the  same,  and  the  use  of  one 
is  not  the  infringement  of  a  patent  for  the  other.  Coch- 
rane V.  Beener 288 

9.  Letters  patent  No.  37,320,  Wm.  F.  Cochrane,  January  6, 

1863,  Bolting  Flour,  Tield  not  infringed.  Cochrane  v. 
Deener 288 

la  Letters  patent  No.  37,941,  granted  William  M.  WelUng, 
March  17,  1863,  Martingale  Ring,  construed  to  be  for  a 
product,  viz.:  A  martingale  ring,  consisting  of  a  metal 
ring  enveloped  in  a  composition  ring  of  artificial  ivory 
or  similar  material.  Held  to  be  a  case  of  aggregation 
and  in  view  of  the  fact  that  the  dies  employed  to  com- 
plete the  solidification  and  ornamentation  of  the  ring 
form  no  essential  part  of  the  x>atented  invention,  and 
since  metal  rings  enveloped  in  plastic  compositions  and 
the  particular  composition  used  by  the  patentee  (arti- 
ficial ivory)  are  both  old  in  the  art,  the  patent  is  void 
for  lack  of  novelty  and  of  invention.  Bubber-Coated 
Harness-Trimming  Co.  c.  Welling 479 

11.  Claim  3  of  letters  patent  No.  50,723,  Linville  &  Piper, 
October  31, 1865,  Wrought  Iron  Bridge  for  **  the  use  for 
the  lower  chords  of  truss  frames  cf  wide  and  thin  rolled 
bars  with  enlarged  ends,  formed  by  upsetting  the  iron, 
when  heated,  by  compression  into  moldsof  the  required 
shape,  for  the  purpose  of  increasing  tlie  density,"  etc., 
construed  to  be  a  claim  lor  a  particular  product  made 
by  a  particular  process  and  applied  to  a  particular  use; 
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held  not  InMnged  by  defendant's   cylindrical  ban. 
Keystone  Bridge  Co.  v,  Phcenix  Iron  Co 364 

12.  Prior  knowledge  and  nse  of  the  device  patented  to  Wm. 

Roemer  in  letters  patent  No.  56,801,  July  31,  1866, 
Traveling  Bags,  held  sufficiently  established  by  the 
testimony  of  three  witnesses.     Boemer  v,  Simon  .   .   .    348 

13.  The  claim  in  letters  patent  No.  90,284,  J.  Merrill,  May 

18, 1669,  Hydrocarbon  Oil,  to  *'  the  above  described  new 
manufacture  of  the  deodorized  heavy  hydrocarbon  oils 
suitable  for  lubricating  and  other  purposes,  free  fiom 
the  characteristic  odors  of  hydrocarbon  oils,  and  having 
a  slight  smell  like  fatty  oil,  from  hydrocarbon  oils,  by 
treating  them  substantially  as  hereinbefore  described," 
construed  and  held  that  the  word  "  manufacture  "  may 
be  used  to  express  the  process  or  the  product  thereof, 
but  when  taken  in  connection  with  the  words  '*  by  treat- 
ing them  substantially  as  is  hereinbefore  described,"  it 
renders  the  claim  in  effect  to  the  new  mode  of  manufac- 
turing hydrocarbon  oils  by  treating  them  as  hereinbe- 
fore described,  and  not  for  the  product  Merrill  v.  Yeo- 
mans 203 

14.  Letters  patent  No.  102,913,  J.  L.  Mason,  May  10,  1870, 

Fruit  Jar.  Held  abandoned  by  sale  or  use  for  more 
than  two  years  prior  to  application  for  patent,  Act  1839, 
sec.  7.     Consolidated  Fruit  Jar  Co.  v.  Wright  ....      46 

15.  Claim  2,  of  reissued  letters  patent  No.  1,515,  P.  Dennis, 

August  4,  1863,  (original  patent  No.  19,412,  February 
23,  1858.)  Cultivator  for  "  the  combination  with  the 
beam.  A,  and  the  mold-board,  B,  with  the  adjustable 
wheel,  F,  arranged  and  operating  substantially  as  used 
for  the  purposes  specified,"  construed  and  held  that  the 
adjustable  wheel  is  the  important  feature  of  the  claim 
and  is  not  infringed  by  defendant's  plow  in  which  this 
element  is  absent.     Eddy  v.  I>ennis 400 

16.  Claim  2,  for  '*  the  inclined  mold-board,  B,  formed  and 

mounted  substantially  as  described,  and  constructed 
highest  at  its  outer  edges,  so  as  to  form  on  each  side  of 
the  standard,  A,  a  recess,  r,  through  which  recess  ai>or- 
tion  of  the  earth  may,  after  rising  upon  the  mold-board 
descend  into  the  furrow  at  the  rear  of  the  plow,"  con- 
gfrued  to  provide  for  a  cut  or  carved  out  recess  for  the 
purpose  intended  and  held  wanting  in  novelty.  Eddy 
V.  Dermis 400 

17.  The  claim  of  the  Cummings  reissued  letters  patent.  No. 

1,904,  March  31,  1865,  (original  patent  No.  43,009, 
June  7,  1864,)  '*  The  plate  of  hard  rubber  or  vulcanite, 
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or  its  eqniTalenty  fw  holding  artificial  taetli,  or  teeth 
and  gams  sohstantially  as  deacribed.''  Comatrwed  to 
be  a  new  pfodoct,  a  new  article  of  mannfactnxe,  made 
in  a  defined  manner,  the  prooesB  being  made  by  the 
claim  aa  moch  a  part  of  the  invention  as  the  materials 
af  which  the  piodoct  is  oompoeedy  consisting  of  a  plate 
of  haid  rabber  with  teeth  or  teeth  and  gums,  seemed 
theretOy  by  embedding  the  teeth  and  pins  in  a  vnlcan- 
izable  compound,  so  that  it  shall  sanoand  them  while 
it  is  in  a  soft  state,  before  it  is  valcanized,  and  so  that 
when  it  has  been  Tnlcaniaed,  the  teeth  are  firmly  and 
Inseparably  secured  in  the  vulcanite,  and  a  tight  Joint 
Is  eflected  between  them,  the  whole  consisting  of  but 
one  piece,  and  held  that  devising  and  forming  such  a 
mannftcture  by  such  a  process  aud  of  such  materials 
was  invention,  althou^  sets  of  artificial  teeth  had  been 
previously  mounted  upm  bases  of  other  materials,  the 
materials  themselves  were  old,  the  steps  in  the  process 
not  all  new,  and  the  process  of  vulcaniziDg  and  of  form- 
ing a  plate  by  the  use  of  molds  were  old,  hdd  not  an- 
ticipated by  an  English  provisional  application  filed 
prior  to  the  domestic  application  but  comxdeted  later; 
neither  by  an  abandoned  experiment;  is  fi>r  the  same 
invention  as  the  original  and  KM  that  Cummings'  ap- 
plication was  a  continuing  one  and  the  invention  not 
abandoned  by  public  use  or  sale  pending  such  applica- 
tion.   Smith  r.  Goodyear  Dental  Vulcanite  Go.    .   .   .        1 

18.  PMting  sets  of  teeth  on  a  tin  base  by  a  process  similar  to 

the  process  described  in  the  complainant's  patent  was 
not  an  anticipation  of  the  invention,  it  being  shown 
that  vulcanite  may  be  used  by  dentists  as  a  base  for  arti- 
ficial teeth  in  many  ways  that  could  not  be  accom- 
plished by  tin,  and  that,  therefore,  the  cast  tin  base 
was  not  substantially  the  same  product  as  the  Cum- 
mings  manufacture.  The  cast  tin  base  held  in  view  of 
its  defects,  to  have  been  an  abandoned  experiment,  al- 
though several  sets  had  been  made.  Smith  v,  Good- 
year Dental  Vulcanite  Co 1 

19.  Reissued  letters  patent  No.  2,748,  S.  Nicolson,  August 

20,  1867,  (original  No.  11,491,  of  August  8,  1854,) 
Wooden  Pavement,  anutrued  to  be  for  a  combination 
and  held  not  anticipated  by  an  English  patent  pub- 
lished subsequent  to  the  date  of  his  invention,  but  prior 
to  the  date  of  his  patent ;  held  not  abandoned  by  a 
public  experimental  use  made  six  years  prior  to  his 
application  and  is  inMnged  by  the  pavement  con- 
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Stracted  under  letters  patent  No.  65,786,  Brocklebank 
&  Trainer,   January   12,    1869,   Wooden    Pavement. 
Elizabeth  v.  Pavement  Co 514 

20.  Beiasued  letters  patent  No.  3,000,  G.  £.  King,  Jnne  23, 

1868,  (original  No.  62,492,  Febmary  26,  1867,)  Flut- 
ing Machine,  for  a  device  for  puffing  fluted  fabric,  con- 
sisting of  a  double  plated  segment  of  a  hollow  cylin- 
der, with  its  arch  upward,  between  the  guide  plates  of 
which  the  material  passes  to  the  ordinary  grooved  flut- 
ing rolls  beyond,  held  not  infringed  by  a  spring- 
pressed  detent  or  finger  operating  above  and  in  con- 
junction with  a  smooth  flat  plate,  over  "Which  the  ma- 
terial is  fed  to  the  rolls,  made  under  letters  patent  No. 
134,621,  R.  Werner,  January  7,  1873,  Fluting  Ma- 
chine. The  two  devices  operate  on  different  princi- 
ples, and  are  in  no  sense  mechanical  equivalents  un- 
less complainant  claims  every  method  by  which  a  re- 
dundancy of  material  is  presented  to  the  rolls  for  puff- 
ing. This  he  does  not  do,  and  if  he  did,  the  claim 
would  be  flfttal.     Werner  v.  King 419 

21.  Reissued  letters  patent  No.  3,218,  I.  M.  Rose,  December 

1,  1868,  (original  patent  No.  40,084,  September  22, 
1863,)  Marking  Cloths  in  Sewing-Machine^  held  not 
anticipated  by  letters  patent  No.  26,633,  H.  W.  Fuller, 
June  5,  1860,  Marking  Cloths  in  Sewing-Machines, 
which  is  for  a  different  invention.    Fuller  c.  Yentzer.  176 

22.  A  claim  in  reissued  letters  patent  No.  3,218  December  1, 

1868,  (original  patent  No.  40,084,  I.  M.  Rose,  Septem- 
bor  22,  1863,)  Marking  Cloths  in  Sewing-Machines,  for 
a  'Huck-creasing  mechanism,  such  as  described,  having 
its  upper  and  lower  parta  connected,  and  together  ad- 
justable as  to  its  relations  with  the  needle  of  a  sewing- 
machine,  and  operated  by  the  sewing-machine  as  set 
forth,"  held  not  infringed  by  every  form  of  mechanism 
by  which  a  creaser  is  attached  or  adjusted  to  a  sewing- 
machine,  by  which  unity  of  adjustment  is  acoom- 
plished,  and  is  not  infringed  by  apparatus  constructed 
under  patent  No.  127,287,  E.  8.  Yentzer,  May  28, 1872, 
Tuck  Marker.     Puller  v.  Yentzer 176 

23.  The  claim  of  reissued  letters  patent  No.  4,072,  £.  Ciod- 

dard,  July  12,  1870,  (original  No.  44,528,  October  4, 
1864,)  Glue,  for  '*the  comminuted  glue  hereinbefore 
described,  as  a  new  article  of  manufactjure,"  construed 
to  be  an  old  article  of  commerce  in  a  state  of  mechani- 
cal division  greater  than  previously  used,  but  un- 
changed in  composition  and  properties ;  hdd,  not  to  in- 
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toIto  inTention  and  wanting  in  novelty.    Glue  Co.  v. 

Upton 458 

5^  EeiflBoed  letteis  patent  No.  5,026,  G.  B.  Cornell,  August 
6,  1872,  (original  No.  118,617,  Angnst29,  1871,)  Bnng 
Bosh  and  Wrench,  held  not  infringed  by  the  device 
made  under  letters  patent  No.  133',536,  W.  Johnson, 
December  3,  1872,  Wrench,  which  is  for  a  radically 

different  invention.    Schumacher  v.  Cornell 443 

^.  Beiasued  letters  patent  No.  5,841,  W.  F.  Cochrane,  April 
21, 1874,  (original  patent  No.  37,317,  Januajy  6, 1863,) 
Bolting  Flour.  Construed  to  be  for  a  process  and  pat- 
entable, held  infringed  by  the  process  used  in  working 
reissued  letters  patent  No,  5,346,  K  P.  Welch,  April 
1,  1873,  Middlings  Purifier ;  the  use  of  a  flat  screen  in- 
stead of  a  revolving  reel,  and  of  an  air  current  forced 
against  the  down  falling  meal  In  place  of  being  forced 
in  the  same  direction,  being  a  mere  matter  of  ibrm  and 
not  of  the  substance  of  the  process.  Cochrane  v.  Deener,  288 
SW.  Beissued  letters  patent  No.  6,030,  Wm.  F.  Cochrane,  Au- 
gust  25,  1874,  (original  patent  No.  37,318,  January  6, 
1863,)  Bolting  Flour,  the  last  claim  held  infringed. 
Cochrane  v.  Deener 288 

27.  The  claims  of  reissued  letters  patent  No.  6,249,  S.  Lewis, 

January  26,  1875,  original  patent  No.  80,492,  July  28, 
1868,  (Still  Water  Dam, )  construed  and  held  not  infringed 
by  a  substantially  different  machine.  Cammeyer  v, 
Newton 98 

28.  Reissued  letters  patent  No.  6,594,  Wm.  F.  Cochrane,  Au- 

gust 17,  1875,  (original  patent  No.  37,321,  January  6, 
1863,)  Bolting  Flour,  sustained  as  a  valid  reissue  for  a 
claim  much  narrower  than  that  in  the  original,  and 
held  that  while  the  parts  of  machinery  in  defendants' 
apparatus  which  go  to  make  up  the  combination,  could 
not  when  separately  considered  be  regarded  as  identi- 
cal or  conflicting  with  those  described  in  the  patent, 
yet  having  the  same  purposes  in  a  combination,  and 
effecting  that  purpose  in  substantially  the  same  man- 
ner, they  are  the  equivalents  of  each  other  in  that  re- 
gard, and  constitute  an  infringement.  Cochrane  v. 
Deener 288 

29.  Beissued  letters  patent  No.  6,595,  Wm.  F.  Cochrane,  Au- 

gust 17,  1875,  Coriginal  patent  No.  37, 321,  January  6, 
1863,)  Bolting  Flour,  sustained  as  a  valid  reissue  and 
held  infringed.    Cochrane  v.  Deener 288 

Patent. 

See  Claim,  2  ;  Evidence,  1,  2,  3  ;  Private  Property,  1. 
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Patent  Offloe. 

1.  It  18  the  dnty  of  the  Patent  Office  to  examine,  Bcnitinize, 
limit,  and  make  the  claim  which  an  applicant  ia  le- 
qaired  to  present  under  the  law  conform  to  what  he  is 
entitled  to.    Keystone  Bridge  Co.  v,  Phcenix  Iron  Co.  364 

Patentability. 

See  Improvement,  1,  2 ;  Particular  Patents,  25 ;  Ptocess,  3 ; 
Result,  1. 

Preeumptlon. 

See  Eyidence,  2,  3. 

Prlnoiple. 

1.  A  patent  will  not  he  sustained  if  the  claim  is  for  a  result, 
a  principle,  an  idea,  or  any  other  mere  abstraction. 
Fuller  r.  Yentzer 138 

Prior  Fotreiffn  TTse. 

1.  Proof  of  prior  use  in  a  foreign  country  will  not  supersede  a 
patent  granted  here,  unless  the  alleged  invention  was 
patented  in  some  foreign  country;  but  proof  of  such 
foreign  manufacture  and  use,  if  known  to  the  applicant 
for  a  patent,  may  be  evidence  tending  to  show  that  he  is 
not  the  inventor  of  the  alleged  new  improvement. 
Boemer  v.  Simon 348 

Prior  Knowled^re  or  TTae. 

See  Notice,  1;  Particular  Patents,  12;  Prior  Public  Use  or 
Sale,  2. 

Prior  Pablio  TTae  or  Sale. 

1.  Where  the  use  made  of  the  invention  for  six  years  prior 

to  the  application  was  a  public  one  but  for  the  purpose 
experiment  and  in  order  to  test  its  qualities  and  rem- 
edy its  defects,  hdd  that  it  was  not  in  public  use  or  on 
sale  with  patentee's  consent  and  allowance  for  more 
than  two  years  prior  to  his  application  within  the 
meaning  of  Act  1836,  sees.  6,  7  and  15  as  qualified  by 
Act  1839,  sec.  7.     Elizabeth  v.  Pavement  Co 514 

2.  It  is  not  a  public  knowledge  of  his  invention  that  pre- 

cludes the  inventor  from  obtaining  a  patent  for  it,  but 
a  public  use  or  sale  of  it.     Elizabeth  r.  Pavement  Co.    514 
Bee  Abandonment,  2;  Construction  of  Statutes,  1;  Experi- 
mental Use,  1. 

Prior  Publication. 

See  Foreign  Patent,  2. 


580  INDEX  DIGEST. 

Friv&t6  Ptoporty* 

1.  A  patent  is  priTsle  property,  and  the  GovemmeDt  cannot, 
after  it  is  issaed,  make  use  of  the  improvement  any 
moro  than  a  private  individoal  without  license  of  the 
inventor,  or  making  him  oompenaation.  Gammeyer  v. 
Newton 98 

See  Oonstitntion,  1. 


1.  A  patent  for  a  proceas  is  not  infringed  by  the  sale  of  an 

article  similar  to  that  produced.    Merrill  o.  Teomans    203 

2.  In  the  language  of  the  patent  law  a  jftocen  is  an  art 

Gochnine  v.  Deener 288 

3.  The  patentability  of  a  process  is  entirely  independent  of 

the  instrumentalities  employed,  and  it  is  immaterial 
whether  or  not  the  machinery  pointed  out  as  suitable 
to  perform  the  process  be  either  new  or  patentable. 
Cochrane  e.  Deener 288 

4.  A  process  is  a  mode  of  treatment  of  certain  materials  to 

produce  a  given  result;  it  is  an  act  or  a  series  of  acts, 
performed  upon  the  subject-matter  to  be  transformed 
and  reduced  to  a  different  state  or  thing,  and  if  new 
and  useftil  it  is  patentable.     Cochrane  v.  Deener     .   .    288 

6.  The  process  requires  that  certain  things  should  be  done 
with  certain  substances  and  in  a  certain  order;  but  the 
tools  to  be  used  in  doing  this  may  be  of  secondary  con- 
sequence.    Cochrane  v.  Deener 288 

Bee  Claim,  6;  Particular  Patents,  25. 

rrooooo  and  Product. 

Inierrelatum  of  Process  and  Product. 

See  Particular  Patents,  10,  11,  13,  17;  Process^  1. 


Product. 


See  Claim,  5;  Construction  of  Patents,  1. 


ProfltB. 


1.  The  profits  aro  not  all  that  an  infringer  made  in  the  busi- 

ness in  which  he  used  the  patented  invention,  but 
they  are  the  worth  of  the  advanta^  he  obtained  by 
such  use—or,  in  other  words,  they  are  the  fnntsof  that 
advantage.  Mowry  r.  Whitney,  14  WalL  651  [9  Am. 
&  £ng.  1.]     Mevst.  Conover 39 

2.  Thus  where  no  profits  actually  resulted  from  the  infringing 

use  by  reason  of  the  defective  mechanism  in  combine- 
nation  with  which  the  infringed  device  was  employed; 


Beaalt. 
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yet  as  the  loes  was  less  than  it  woald  ha^e  been  with 
the  infringed  devioe  omitted,  this  benefit  is  equivalent 
to  an  eqnal  gain,  and  was  rightly  estimated  as  a  i>art 
of  the  profits  for  which  the  infringer  was  responsible. 
Mevs  V,  Conover 39 

3.  If  an  infringer  of  a  patent  has  realized  no  profits  from  the 

nse  of  the  invention,  he  cannot  be  called  npon  to  re- 
spond for  profits;  the  patentee  in  such  case  ia  left  to  his 
remedy  for  damages.  General  rules  stated  as  to  when 
profits  are  recoverable  in  equity.  Elizabeth  v.  Pave- 
mentCo 514 

4.  Where  it  was  found  that  defendants,  infringers,  had  made 

no  profits,  which  failure  to  find  was  not  excepted  to  by 
complainants,  and  no  proof  was  offered  by  them  to 
show  defendants'  profits,  a  decree  making  them  ac- 
countable for  profits  was  held  erroneous.     Elizabeth  v. 

Pavement  Ck> 514 

See  Burden  of  proof.  4. 


1.  To  sustain  the  position  that  a  reissued  patent  is  not  a  pat- 

ent for  the  same  invention  which  was  described  in  the 
specification  of  the  original  patent,  and,  therefore,  that 
the  reissue  is  unauthorized  and  void,  the  defendant 
must  overcome  the  presumption  against  him  arising 
from  the  decision  of  the  Commissioner  of  Patents  in 
granting  the  reissue,  and  this  he  can  do  only  by  show- 
ing, from  a  comparison  of  the  original  specification 
vrith  that  of  the  reissue,  that  the  former  does  not  sub- 
stantially describe  what  is  described  and  claimed  in  the 
latter.  This  must  plainly  appear  before  the  court  can 
be  justified  in  pronouncing  the  reissued  patent  void. 
Smith  V.  Goodyear  Dental  Vulcanite  Co 1 

2.  If  the  patentees  have  not  claimed  the  whole  of  their  in- 

vention and  the  emission  has  been  the  result  of  inad- 
vertance,  they  should  have  sought  to  correct  the  error 
by  reissue.     Keystone  Bridge  Co.  v.  Phoenix  Iron  Co.    364 
See  Construction  of  Patents,  1;  Particular  Patents,  17-29; 
Surrender  of  Patent,  1,  2,  4. 


1.  A  result  is  not  patentable,  and  claims  nominally  for  re- 
sults will,  if  possible,  be  construed  to  be  for  the  ap- 
paratus or  certain  portions  thereof,  as  described  in  the 
specification  of  the  patent     Fuller  v,  Yentzer     .   .   .    176 

See  Claim,  2;  Principle,  1. 
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Speoifloatton. 

1.  Inventions  or  diaooveries  are  usually  improTements  upon 

some  existing  article,  process  or  machine,  and  are  only 
nsejftil  in  connection  with  it  It  is  necessary,  there- 
lore,  for  an  applicant  to  describe  that  npon  which  he 
engrafts  his  invention,  as  well  as  the  invention  itself. 
Merrill  v.  Yeomans 203 

2.  When  the  invention  is  of  a  new  combination  of  old  de- 

vices it  is  necessary  to  describe  with  particularity  all 
the  old  devices,  and  then  the  new  mode  of  combining 
them.     Merrill  v,  Yeomans 203 

3.  One  who  proposes  to  secure  a  monopoly  of  certain  inventions 

at  the  expense  of  the  public  should  set  forth  with  clear- 
ness and  precision  the  thing  which  no  one  but  himself 
can  use  or  enjoy  without  paying  him  for  the  privil^^ 

of  doing  so.    Merrill  v.  Yeomans 203 

See  Claim,  4. 

Substitution  of  Bquivalent. 

See  Combination,  4 ;  Equivalents,  2  ;  Pariicular  Patents,  4, 
5,  6,  8,  20,  28. 

Supreme  Ck>urt  of  the  Diatriot  of  Ooluxnbia. 

1.  The  powers  of  the  Supreme  Court  of  the  District  of  Col- 
umbia, in  patent  cases,  are  the  same  as  those  of  the 
Circuit  Courts  of  the  United  States.  (R.  S.  sees.  760, 
764).     Cochrane  v,  Deener 288 

Surrender  of  Patent. 

1.  The  surrender  of  a  patent  extinguishes  it,  and  it  can  no 

longer  be  the  foundation  of  a  legal  right.  The  reissue 
has  no  connection  with  or  bearing  upon  antecedent 
suits.  The  antecedent  suits  depend  upon  the  patent 
existing  at  the  time  they  were  commenced,  and  unless 
it  exists  and  is  in  force  at  the  time  of  trial  and  judg- 
ment, the  suit  fails.     Meyer  v.  Pritchard 35 

2.  Where  since   the  appeal  appellants  surrendered  and  re- 

issued the  patent  upon  which  suit  was  brought,  held 
there  was  no  longer  any  real  or  substantial  controversy 
between  the  parties  upon  the  issues,  which  have  been 
Joined  and  the  appeal  is  dismissed.  Meyer  v.  Pritch- 
ard         35 

3.  The  surrender  of  a.  patent  extinguishes  it,  and  after  its 

surrender  pending  suits  founded  uimn  it  fall  with  its 
extinguishment.     Mevs  v.  Conover 39 

4.  If  a  patent  is  surrendered  for  reissue  after  final  decree  or 

judgment,  the  surrender  has  no  effect  upon  a  right 
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passed  pieTionsly  into  judgment.    The  right  of  the 
patentee  then  rests  on  his  judgment  or  decree,  and  not 
on  his  patent.     Mevs  v.  Conover 39 

Trial  Out  of  Bquity. 

1.  Upon  a  bill  in  equity  for  the  infringement  of  a  patent  it  is 
a  matter  of  discretion,  and  not  of  jurisdiction,  whether 
a  caise  shall  be  first  tried  at  law;  and  in  this  matter, 
the  courts  of  the  United  States,  sitting  as  courts  of  , 
equity  in  patent  cases,  are  much  less  disposed  than  the 
English  courts  are  to  send  parties  to  a  jury  before  as- 
I  suming  to  decide  upon  the  merits.    Cochrane  v.  Deener.  288 

See  Appeal,  1. 

Use. 

See  Experimental  Use,  1. 

Utility. 

1.  Where  one  of  the  defences  to  the  patent  was  that  the  ma- 
chine described  Was  of  no  practical  utility,  ?teld  that 
the  number  sold  by  complainant,  as  shown  by  the  re- 
cord, is  condusive  upon  the  subject.  Robertson  o. 
Blake 206 

Validity. 

1.  It  does  not  detract  from  the  validity  of  a  patent  that  the 
inventions  of  others  are  made  use  of  in  carrying  out  the 
patented  invention.  One  invention  may  include  within 
it  many  others,  and  patents  for  each  and  all  be  valid 
at  the  same  time,  but  in  such  case  each  inventor 
would  be  precluded  frx>m  using  the  inventions  made 
and  patented  prior  to  his  own,  except  by  license  from 
the  owners  thereof.    Cochrane  v,  Deener 288 

See  Estoppel,  2 

Void  Patent. 

See  Particular  Patents,  1,  10,  12,  14,  16,  23;  Principle,  1. 
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Page. 
Al>andoiied  Elx];)erixiient. 

An  abandoned  experiment  will  not  defeat  a  snbeeqnent  patent.    30 

Abandonment. 

Bnrden  of  proof  on  defendant 56 

Abandonment  sabsequent  to  application 30,  56 

Abandonment  by  pablic  use  and  sale 55 

Abandonment  by  foreign  use 56 

Aoooontiiiff. 

Rule  on  an  acoonnting 263 

Affgreffation. 

Aggregation 491 

AppUoation. 

Oontinoing  application 30 

Abandonment  subsequent  to  application 30, 56 

Burden  of  Proof. 

Bnrden  of  proof  on  defendant 56 

Burden  of  proving  infringement 174 

Ohanffe  in  Size. 

Change  in  «is0  does  not  involve  inTentkm 477 

Olaims. 

Process  claims 343 

An  element  of  a  combination  cannot  be  declared  immaterial, 

and  patentee  is  bound  by  hisclaim 456 

Ooxnbinatlon* 

A  combination  is  an  entirety 455 

Combination  not  infringed  by  use  of  part  only 93 

Infringement  of  a  combination  by  the  substitution  of  a  known 

equivalent 285,  344 

An  element  of  a  combination  cannot  be  declared  immaterial, 

and  patentee  is  bound  by  his  claim 456 
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Ckmstruotlon  of  Olapimis. 

The  daim  sbonld  be  oonstrned  most  &Yoiftbly  for  the  patentee.  223 
Besnlt  claiins  oonstrned  to  intend  '^means  hy  which.''  .   .   .    173 

Ckmstruoticm  of  Patent. 

Dieclaimer,  effect  in  oonstmction  of  patent 03 

Particular  patents  oonstrned  to  be  for  machines  and  not  for 

222 


Nominal  damages 285 

Date. 

Date  of  English  patent 29 

Date  of  Disoovery. 

Foreign  patent  must  antedate  U.  S.  date  of  dlBOovery     ...      30 

Desoription. 

What  constitutes  a  sufficient  [description  in  a  prior  publica- 
tion       202 

Diflolaiiner. 

Disclaimer — ^its  purpose 93 

Effect  in  construction  of  patent 93 

Duplioation. 

Duplication  does  not  involye  invention 93 

WngHwh  Patent. 

Date  of  English  patent 29 

BkiulvalentB. 

Equivalents  defined 511 

Infringement  of  a  combination  by  the  subeiitation  of  a  known 

equivalent 285,  344 


Bvidenoe. 


Patent  is  prima  facie  evidence  of  first  and  original  inventor- 
ship  134 


Failure  to  daim. 

Remedy  for  fiulure  to  claim  the  entire  invention  is  by  reissue.  223 

Porm. 

Form  the  essence  of  the  particular  invention 440 
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Pagb. 

Foreign  Patent. 

Foreign  patent  moat  antedate  United  States  date  of  diaoovery,    30 
A  foreign  patent  mnst  antedate  the  United  States  invention 

in  order  to  invalidate  it 344 

Foreign  TTae. 

Foreign  Use 554 

Gonstnied  as  to  inventor's  consent  and  allowance 555 

Abandonment  by  foreign  use 56 

Qovemment  Liability. 

Government  liability  for  infringement 135 

ImproTement. 

Patented  device  improved  on  cannot  be  nsed  without  permis- 
sion   285 

Infirinffement. 

Bnrden  of  proving  infringement 174 

Combination  not  infringed  by  nse  of  part  only 93 

Infringement  of  a  combination  by  the  substitution  of  a  known 

equivalent 285,  344 

Government  liability  for  infhngement 135 


Invention. 


Duplication  does  not  involve  invention 93 

Change  in  size  does  not  involve  invention 477 

Form  the  essence  of  the  particular  invention 440 

Bemedy  for  failure  to  claim  the  entire  invention  is  by  reissue.  223 
A  foreign  patent  must  antedate  the  United  States  invention 

in  order  to  invalidate  it 344 


Inventor. 


Patent  is  prima  faeie  evidence  of  first  and  original  inventor- 
ship   134 

Construed  as  to  inventor's  consent  and  allowance 555 

Notice. 

Waiver  of  objection  to  want  of  notice  of  names  of  witnesses.  361 

Patent. 

Patent  is  prima  facie  evidence  of  first  and  original  inventor- 
ship      134 

Prior  foreign  use,  effect  on  patent 361 

An  abandoned  experiment  will  not  defeat  a  subsequent  pat- 
ent         30 
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Patentability. 

Resalt  not  patentable 173 

A  process  is  patentable  irrespective  of  the  instmmentalities.  343 

Patttitee. 

The  claim  should  beconstrned  most  favorably  for  the  pat- 
entee     223 

An  element  of  a  combination  cannot  be  declared  immaterial, 

and  patentee  is  bound  by  his  claim 466 

Prior  Pablioation. 

What  constitutes  a  sufficient  description  in  a  prior  publica- 
tion   282 

Prior  Use. 

Prior  foreign  use,  effect  on  patent 361 


A  process  is  patentable  irrespective  of  the  instrumentalities  .    344 
Particular  patents  construed  to  be  for  machines  and  not  for 

processes 222 

As  to  process  and  product 223 

Product. 

Product 29 

As  to  process  and  product 223 

Proflta 

Estimation  of  profits 43 

Public  TTse  and  Sale. 

What  is  public  use  and  sale 

Abandonment  by  public  use  and  sale 55 

Reissue. 

Remedy  for  failure  to  claim  the  entire  invention  is  by  reissue.  223 

Result. 

Result  not  patentable 173 

Surrender  of  a  Patent 

Surrender  of  a  patent  extinguishes  it 44 

Surrender  and  Reissue. 

Surrender  aod  reissue  pending  suit 37 

Waiver. 

Waiver  of  objection  to  want  of  notice  of  names  of  witnesses.  361 

Witnesses. 

Waiver  of  objection  to  want  of  notice  of  names  of  witnesses.  361 
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